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EXPLANATION  OF  NOTES. 


The  Text  of  the  Opinion. 

The  text  of  the  opinion  of  the  court  is  taken  wholly  from  the  record, 
and  not  from  the  official  reporter.  The  reason  for  this  is  that  the  record 
is  the  original  source  from  which  the  reporter  himself  obtains  his  mat- 
ter; that  it  is  complete,  no  cases  decided  by  the  court  being  omitted 
therefrom ;  that  on  application  to  the  clerk  of  the  court  for  a  certified 
copy  of  an  opinion,  it  is  the  copy  of  the  opinion  as  it  appears  in  the  re- 
cord, and  not  as  printed  in  the  official  report  that  he  furnishes. 


Prominent  among  the  advantages  secured  by  printing  the  record,  is 
the  fact  that  the  statement  of  the  case,  involving  all  those  facts  which 
the  court  considers  material  to  the  understanding  of  its  opinion  is  made 
by  the  court  itself,  strictly  in  view  of  its  decision,  concisely  and  judici- 
ally, whereas  the  official  reporters,  Wallace  and  Otto,  have  omitted 
whole  pages  of  the  statement  as  made  by  the  court,  substituting  their 
own,  or  have  so  amended  and  varied  the  court's  statement  as  to  make  it 
practically  a  new  one.  The  case  of  Eunson  v.  Dodge,  reported  in 
this  volume  is  a  notable  example,  on  consulting  which  the  foot-notes  ap- 
pended will  be  found  to  point  out  the  variation  of  the  official  reporter 
from  the  original  record. 

It  will  also  be  observed  that  this  practice  of  these  reporters  has  often 
been  the  cause  of  omitting  in  their  reports  the  introductory  part  of  the 
opinion  as  given  in  the  record,  supplying  it  from  their  own  point  of  view 
and  actually  beginning  the  report  of  the  opinion  at  an  intermediate 
point  of  the  record. 


The  text  in  this  work  has  been  prepared  from  printed  certified  copies 
of  the  record,  and  has  undergone  a  second  comparison  while  in  type  be- 
fore printing  made  directly  with  the  original  record  in  the  Supreme 
Court,  giving  an  assurance  that  no  effort  has  been  spared  to  secure  ac- 
curacy. 
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It  has  further  been  compared  with  the  officially  published  reports  and 
the  divergences  of  the  latter  from  the  record  pointed  out  in  foot-notes  to 
each  case  where  tliey  occur,  in  justification  of  the  course  pursued  by  the 
editor,  and  for  the  convenience  of  the  profession. 


The  Syllabi,  or  The  Head  NoteSi 

The  head  notes  have  been  prepared  with  care  and  considerable  elabo- 
ration, the  editor  deeming  it  more  convenient  to  tlie  profession  that  he 
should  err  on  the  side  of  too  great  minutia  in  calling  their  attention 
even  to  what  may  be  regarded  as  dicta  of  tlie  court.  At  the  end  of  each 
head-note  will  be  found  between  bracket*,  the  page  of  the  opinion  of 
which  it  is  a  digest.  The  head-notes  are  numbered  consecutively  and 
at  the  end  of  each  case  there  will  be  found  under  the  corresponding 
number  of  the  head-note  a  note  of  Supreme  Court  Patent  Cases,  in 
chronological  order,  relative  to  the  subject-matter  of  the  head-note. 


The  Annotations,  or  Notes  at  endinijc  of  Case. 

Notes  at  endingr  of  case  are  of  three  kinds :  those  in  the  form  of 
notes  to  the  head-notes ;  those  relating  to  the  patent  in  suit ;  and  those 
relating  to  cases  in  which  the  particular  case  reported  has  been  cited. 


Notes  to  the  head-notes.  These  consist  of  Supreme  Court  Patent 
Cases,  arranged  in  chronological  order,  in  wliich  the  substance  of  the 
head-note  has  been  restated,  affirmed,  or  applied,  as  the  case  maybe; 
these  have  been  brouglit  down  to  the  latest  decisions  of  the  court  acces- 
sible at  the  date  of  printing  the  volume. 


The  patent  in  suit  is  next  given  with  its  reissues,  if  any,  followed 
by  a  chronological  list  of  all  reported  Federal  suits  in  which  the  patent 
has  been  involved. 


Citations  of  the  particular  opinion.  Then  follows  a  list  of  those 
cases  in  which  the  opinion  reported  has  been  cited.  This  list  includes 
Federal,  State,  and  Canadian  Cases,  opinions  of  the  Attorney-General, 
and  of  tlie  Commissioner  of  Patents,  and  the  latest  text  books,  Curtis, 
4th  Edit.,  Walker,  Merwin,  and  Abbott. 


All  the  lists  are  chronological  in  arrangement  and  in  the  list  of  cita- 
tions the  dates  are  appended. 
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Additional  References,  Ac. 

To  facilitate  the  .finding  of  any  case  appearing  in  the  notes,  not  only 
is  the  original  report  given,  but  also  volume  and  page  of  Bobb,  Fisher, 
Banning  and  Arden,  and  others  in  which  it  is  reprinted. 


Both  in  the  opinion  and  arguments  the  rule  has  been  followed  of  add* 
ing  the  names  to  cases  cited  by  page  and  volume  only,  tliese  additions  to 
the  text  being  included  in  brackets. 


Blank  lined  spaces  after  each  note  and  a  blank  page  at  the  end  of 
each  case  are  left  for  the  insertion  of  additional  citations  and  of  gen- 
eral notes. 

Tables. 

There  are  added  a  number  of  tables  and  two  indexes  for  ready  refer- 
ence. These  are  Tables  of  Cases,  Reference  Table  of  Cases,  Table  of 
Patents  in  Suit,  of  Cases  Cited,  of  Abbreviations,  of  Names  of  Justices, 
of  Names  of  Counsel,  an  Index  Digest  and  a  Digest  of  Notes. 


Reference  is  made  throughout  the  work  to  the  volume  and  page  of  the 
English  cases  already  published  as  part  of  this  series,  wherever  they 
occur. 

WOODBURY  LOWERY. 
Washington,  D.  C. 

Dec.  /,  188S. 
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REFERENCE  TABLE  OF  COMPARATIVE  PAGES 

OF  THE  OFFICIAL  REPORTS  AND  THIS  VOLUME. 


The  object  of  comparing  the  pages  in  these  cases  is  for  convenience  of 
reference  showing  where  the  text  in  the  opinion  of  the  court  on  each 
psige  of  the  Official  Report  is  found  in  this  edition,  or  if  an  attorney 
wishes  to  cite  the  Official  Reports  while  using  these  volumes,  he  can 
readily  do  so  by  turning  to  this  table  and  finding  on  what  page  in  the 
official  edition  any  page  of  the  Opinion  of  the  Court  in  this  volume  may 
be  found. 

In  making  this  comparison,  out  of  justice  to  ourselves,  where  we  have 
inserted  new  material  such  as  drawings,  specifications,  arguments  of 
counsel,  statements  and  parts  of  the  opinion  from  the  records  which  are 
not  found  in  the  Official  edition  we  have  so  indicated. 

As  an  example  in  the  use  of  this  table  take  the  case  of  Hailes  v.  Van 
Wormer,  which  begins  in  20  Wallace  on  page  353— see  first  column  ;  in 
tnis  volume,  page  340— see  third  column  ;  the  opinion  of  the  court  begins 
in  Wallace  on  page  367--see  second  column  ;  in  this  volume,  page  376— see 
fourth  column,  and  thus  through  the  opinion  each  page  is  compared.  The 
pages  between  340  and  376  in  this  volume  contain  drawings  and  specifica- 
tions which  we  have  inserted  and  that  are  not  found  in  the  Official  Re- 
ports, and  any  omission  in  the  consecutive  numbering  of  the  pages  can 
be  accounted  for  in  the  same  manner. 
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ALBERT  L.  MOWRY,  DEFENDANT,  APPELLANT,  v. 
ASA  WHITNEY,  COMPLAINANT,  RESPONDENT.* 

14  WaU.  aaO-eSS.    Dec  Term,  1871. 

[Bk.  20,  L.  ed.  860 ;  2  Whit.  410 ;  1  O.  G.  492 ;  6  Fish.  494.] 

AfiSrming  Whitney  v,  Mowry,  2  Bond,  45,  and  reversing  J6id, 

4  Fish.  207. 

Argned  March  28  and  April  1,  1872.     Decided  April  22,  1872. 

Particular  patent  Process,  Novelty.  Sufficiency  of  spedftca- 
tion.  Infringement  Liability  of  infringer.  Accounting, 
Profits.  Measure  of  damages.  Interest  Infringer  operate 
ing  under  a  patent 

1.  A  Whitney's  letters  patent  No.  5,531,  April  25,  1848,  for  ''Im- 
proYement  in  annealing  and  cooling  Gast-Iron  Car- Wheels," 
oonsimed  to  be  not  for  a  combination,  but  for  a  process  of 
four  stages  which  consists  in  applying  foreign  heat  to  a  hot- 
chilled  wheel  at  the  point  of  time  when  it  has  reached  a  par- 
ticular stage  of  cooling,  by  means  of  such  heat  bringing  the 
whole  casting  np  to  a  higher  and  uniform  temperature,  and 

*Se6  Explanation  of  Notes,  page  IIL 
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maintaining  an  equable  abatement  of  heat  in  a  furnace  or 
chamber  under  the  control  of  the  operator,     (p.  17.) 

2.  This  is  more  than  a  process  of  annealing;  and  its  novelty  is  not 
disproved  by  the  prior  annealing  and  slow  cooling  of  glass,  or 
speculum  metal  or  other  iron  castings  in  all  of  which  the  ob- 
ject sought  was  different,  and  the  effect  upon  the  annealed 
metal  or  glass  was  not  to  leave  them  in  the  condition  to  which 
it  was  sought  to  bring  car- wheels — with  the  crystallization  or 
chill  of  the  periphery  unimpaired  and  the  plate  or  thin  part 
unaffected  by  strain,     (p.  10.) 

8.  Although  the  chill  which  has  been  obtained  upon  an  iron  casting 
will  be  destroyed  at  a  heat  greatly  below  the  point  of  fusion, 
but  is  not  affected  by  the  degree  of  heat  at  which  one  part 
fails  to  exert  an  injurious  strain  upon  other  parts  in  con- 
sequence of  their  different  thickness  and  cooling  unequally, 
yet  a  patent  for  a  process  for  annealing  cast-iron  car-wheels 
by  heating  them  to  the  latter  degree,  among  other  things,  is 
not  void  for  uncertainty  in  the  description  of  the  process,  be- 
cause the  specification  contains  a  direction  that  the  tempera- 
ture of  the  casting  **  be  raised  to  the  same  point,  (say  a  little 
below  that  at  which  fusion  commences,")  since  those  experi- 
enced in  these  matters  know  that  a  chill  is  indispensable  in  a 
car- wheel,  and  the  object  of  the  process  will  be  attained  with 
a  heat  much  below  that  which  would  destroy  the  chill.  Neither 
is  the  patent  void  for  want  of  utility,     (p.  19.) 

4.  The  definiteness  of  a  specification  may  vary  witii  the  subject 
Addressed  to  those  skilled  in  the  art,  it  may  leave  something 
to  their  skill  in  applying  it;  but  it  should  not  mislead  them; 
and  it  may  be  sufficient,  though  the  unskilled  may  not  be  able 
to  gather  from  it  how  to  use  the  invention,     (p.  21.) 

"5.  The  invention  covered  by  patent  No.  82,252,  A.  L.  Mowry,  May 
7,  1861,  Annealing  Gar- Wheels,  which  consists  in  taking  car- 
wheel  castings  from  the  mold  as  soon  as  they  are  cool  enongh 
to  allow  their  removal  and  placing  them  in  a  pit  surrounded 
with  charcoal,  where  they  are  heated  by  the  charcoal  taking 
fire,  and  then  cooled  very  slowly,  held  an  infringement  of  pat- 
ent No.  5,581,  A.  Whitney,  April  25,  1848,  Cast  Iron  Car- 
Wheels,  for  taking  such  castings  from  the  mold  at  the  same 
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stage  and  heatiog  tbem  in  a  furnace,  where  they  are  then 
slowly  cooled,  both  processes  being  intended  to  effect  the  same 
purpose,     (p.  23.) 

6.  It  is  as  true  of  a  process  invented  as  an  improvement  in  a  man- 

ufacture, as  it  is  of  an  improvement  in  a  machine,  that  an  in- 
fringer is  not  liable  to  the  extent  of  his  entire  profits  in  the 
manufacture,  and  where  on  the  alternative  findings  of  a  mas- 
ter in  an  accounting  for  the  infringement  of  a  patented  pro- 
cess, the  court  decreed  against  defendant  for  the  entire  profits, 
on  his  infringing  device,  and  not  for  the  profits  arising  from 
the  advantage  in  the  use  of  the  improved  process  over  other 
processes  open  to  him,  the  decree  was  reversed,     (p.  29.) 

7.  In  estimating  an  infringer's  profits  the  question  to  be  deter- 

mined is  what  advantage  has  he  derived  from  using  the  pat- 
ented process  over  what  he  had  in  using  other  processes  then 
open  to  the  public,  and  adequate  to  enable  him  to  obtain  an 
equally  beneficial  result,     (p.  30.) 

8.  Whitney's  patent  No.  5,581,  April  25,  1848,  construed  to  be  for 

an  entire  process  made  up  of  several  constituents  (four  stages) 
secured  to  him  in  their  use  when  arranged  in  the  process,  and 
not  claimed  singly  by  him.  Held  that  unless  one  of  them  is 
employed  in  making  up  the  process,'  and  as  an  element  of  it 
patentee  could  not  prevent  others  from  using  it.     (p.  31.) 

9.  The  profits  recoverable  against  an  infringer  are  really  damages, 

and  unliquidated  until  the  decree  is  made;  and  upon  un- 
liquidated damages  interest  generally  is  not  allowed,  (p.  32.) 

10.  Where  the  defendant's  infringement  was  not  wanton,  but  con- 

sisted in  the  use  of  a  process  secured  to  him  by  a  patent. 
Held  that  while  this  did  not  protect  him  against  responsibility 
for  damages,  it  ought  to  relieve  him  from  liability  for  interest 
on  profits,     (p.  32.) 

« 

[Citations  in  opinion  of  the  Court : 

Jones  V,  Morehead,  1  Wall.  155  [7  Am.  &  Eng.  165].    p.  29. 
Seymour  v.  McCormick,  16  How.  480  [6  Am.  &  En];.  200].    p.  29. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Southern  District  of  Ohio. 
The  case  is  stated  by  the  court. 
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The  specifications  and  drawings  of  the  patents  referred 
to  in  the  opinion  of  the  court  are  as  follows : 


ASA  WHITNEY,  PHILADELPHIA,  PENNSYLVAIOA. 
Letters  Patent  No.  5,531  dated  25th  April,  1848. 

Improvement  in   Annealing  and  Cooling  Cast-Iron 

Car  Wheels. 

The  schedule  referred  to  in  these  letters  patent  and  making  part 

of  the  same. 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  Asa  Whitney,  of  the  city  of  Phila- 
delphia, and  State  of  Pennsylvania,  have  made  a  new  and 
useful  improvement  in  the  process  of  manufacturing  cast- 
iron  railroad  wheels,  and  I  do  hereby  declare  that  the  fol- 
lowing is  a  full  and  exact  description  thereof — 

My  improvement  consists  in  taking  railroad  wheels  from 
the  molds  in  which  they  are  ordinarily  cast,  as  soon  after 
being  cast,  as  they  are  sufficiently  cool  to  be  strong  enough 
to  move  with  safety,  or  before  they  have  become  so  much 
cooled  as  to  produce  any  considerable  inhei-ent  strain  be- 
tween the  thin  and  thick  parts,  and  putting  them  in  this 
state,  into  a  furnace  or  chamber,  that  has  been  previously 
heated  to  a  temperature  as  high  as  that  of  the  wheels  when 
taken  from  the  molds.  As  soon  as  they  are  deposited  in 
this  furnace  or  chamber,  the  opening  through  which  they 
have  been  passed,  is  closed,  and  the  temperature  of  the 
furnace  or  chamber  and  its  contents,  gradually  raised  to  a 
point  a  little  below  that  at  which  fusion  commences  when 
all  the  avenues,  to  and  from  the  interior  are  closed,  and 
the  whole  mass  left  to  cool  no  faster  than  the  heat  it  con- 
tains, permeates  through  and  radiates  from  the  exterior 
surface  of  Xhfi  materials  of  which  it  is  composed. 

By  this  process  all  parts  of  each  wheel  are  raised  to  the 
same  temperature,  and  the  heat  they  contain  can  only  pass 
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off  through  the  medium  of  the  confined  atmosphere,  that 
intervenes  between  them  and  the  walls  of  the  furnace  or 
chamber,  consequently  the  thinnest  and  thickest  parts  cool 
and  shrink  simultaneously  together,  which  relieves  them 
from  all  inherent  strain  whatever,  when  cold. 

The  annexed  drawings  will  show  the  form  and  size  of 
the  furnace  or  chamber  which  I  have  used  to  perform  the 
process  above  described.  Pig.  1,  represents  a  vertical  cross 
section  of  the  furnace  or  chamber,  and  Fig.  2,  a  horizontal 
cross  section  of  the  same,  on  the  line  A,  B.  In  the  former 
is  shown  a  pile  of  wheels  as  they  are  placed  to  be  annealed. 
The  cover  to  the  furnace  being  movable  is  raised  when  the 
wheels  are  pat  in,  and  is  then  closed  and  covered  with 
earth  to  prevent  the  too  rapid  escape  of  the  heat.  The 
damper  in  the  flue  leading  to  the  chimney  is  also  closed,  as 
shown  in  Fig.  2,  after  the  wheels  are  put  into  the  furnace, 
and  the  opening  in  the  lower  wall  stopped  by  an  iron-plate, 
banked  with  earth,  which  prevents  the  escape  of  the  heat 
in  that  direction.  The  explanations  on  the  drawings  suf- 
ficiently describe  the  other  parts  of  the  furnace. 

To  heat  this  furnace,  I  have  used  anthracite  coal,  it  re- 
quiring less  than  one-fourth  of  a  ton  to  anneal  two  tons  of 
wheels.  The  heat  required  to  perform  the  process,  may, 
however,  be  obtained  by  the  use  of  any  other  fuel  that  may 
be  less  expensive  at  the  place  where  the  process  is  to  be  per- 
formed, or  the  requisite  heat  may  be  taken  in  a  suitable 
conduit  from  the  furnace  in  which  the  metal  is  melted, 
from  which  the  wheels  are  made  after  it  has  performed 
that  office  to  the  chamber  in  which  the  annealing  process  is 
to  be  performed.  In  either  case,  however,  the  furnace  or 
chamber  must  be  made  of  such  form,  and  have  such  ap- 
pendages connected  with  it,  as  to  enable  the  operator  to 
control  the  quantity  and  intensity  of  the  heat  used  by  ad- 
mitting more  or  less  of  it  into  the  chamber  and  of  exclud- 
ing it  entirely. 

The  advantages  resulting  from  the  process  of  prolonging 
the  cooling  and  annealing  as  above  described,  are  that  the 
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wheels  may  be  made  much  stronger,  when  made  of  the 
same  weight,  than  they  can  be  when  cast  and  cooled  in  the 
ordinary  manner  and  railroad  wheels,  having  any  form  of 
spokes  or  disks  connecting  the  rim  and  hub,  if  subjected 
to  this  process,  will  not  require  their  hubs  to  be  cast  in 
sections  and  the  spaces  between  the  sections  subsequently 
filled  with  some  suitable  metal  and  wrought  bands  put 
onto  the  hub.  Wheels  subjected  to  this  process  of  cooling 
and  annealing  will  be  stronger  without  bands  on  their  hubs 
than  those  of  the  same  weight  cast  and  cooled  in  the  ordi- 
nary way,  having  the  wrought  iron  bands  on.  In  this  way 
the  original  cost  is  diminished  and  the  wheels  rendered 
more  durable  than  they  would  be  when  made  in  any  of  the 
ways  heretofore  employed. 

I  do  not  claim  to  be  the  inventor  of  annealing  castings 
made  of  iron  or  other  metal  when  done  in  the  ordinary 
way,  nor  do  I  claim  to  be  the  inventor  of  any  particular 
form  or  kind  of  furnace  in  which  to  perform  the  process. 
But  what  I  do  claim  as  my  invention  and  desire  to  secure 
by  letters  patent  is  the  process  of  prolonging  the  time  of 
cooling,  in  connection  with  annealing  Railroad  Wheels  in 
the  manner  above  described,  that  is  to  say,  the  taking 
them  from  the  molds  in  which  they  are  cast,  before  they 
have  become  so  much  cooled,  as  to  produce  such  inherent 
strain  on  any  part,  as  to  impair  its  ultimate  strength,  and 
immediately  after  being  thus  taken  from  the  molds,  de- 
positing them  in  a  previously  heated  furnace  or  chamber, 
so  constructed,  of  such  materials,  and  subject  to  such  con- 
trol that  the  temperature  of  all  parts  of  the  wheels  de- 
posited therein  may  be  raised  to  the  same  point  (say  a 
little  below  that  at  which  fusion  commences),  when  they 
are  allowed  to  cool  so  fast,  and  no  faster  than  is  necessary 
for  every  part  of  each  wheel  to  cool  and  shrink  simultane- 
ously together,  and  not  one  part  before  another. 

Witnesses :  A.  WHITNEY. 

Oko.  Whitney, 
W.  H.  Talcott. 
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A.  L.  MOWRY,  OP  CINCINNATI,  OHIO. 

Letters  Patent  No.  1,248,  dated  May  7,  1861. 

(Whole  No.  82,252.) 

Annealing  Car  Wheels. 

The  schedule  referred  to  in  these  letters  patent  and  making  part  of 

the  sama 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  A.  L.  Mowry,  of  the  city  of  Cincin- 
nati, in  the  county  of  Hamilton,  and  State  of  Ohio,  have 
invented  a  new  and  improved  mode  of  annealing  car- 
wheels,  and  I  hereby  declare  that  the  following  is  a  fnll, 
clear  and  exact  description  of  the  same,  reference  being 
had  to  the  accompanying  drawings,  and  letters  of  reference 
parked  thereon,  which  form  part  of  this  specification. 

My  invention  consists  in  the  use  of  charcoal,  or  other 
equivalent  substance,  interlaid  with  the  wheels  in  the  an- 
nealing pits,  in  connection  with  the  regulated  admission  of 
air,  for  the  purpose  of  heating  the  wheels  up  to  a  proper 
temi)erature,  prolon^ng  the  heat,  and  permitting  them  to 
cool  in  the  course  of  a  given  time  gradually,  as  will  be 
more  jmrticularly  explained  below. 

In  order  that  othenJ  duly  skilled,  may  be  enabled  to  un- 
derstand, and  construct,  and  use  my  invention,  I  shall  pro- 
ceed to  describe  it  in  detail. 

In  the  accompanying  drawings, 

Pig.  1  is  a  perspective  view  of  two  annealing  pits,  and 
the  necessary  flues. 

Pig.  2  is  a  vertical  section  through  the  same. 

Like  letters  of  reference  designate  like  parts  in  all  the 
drawings. 

A,  A  are  two  annealing  pits,  which  may  be  constructed 
of  double  metal  shells  a,  a,  with  concrete  or  other  refrac- 
tory material  6,  between ;  or  they  may  be  merely  built  of 
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brick  ;  B  is  the  horizontal  flue,  communicating  with  inside 
of  pits  by  the  perforated  plates  (in  bottom  of  pit),  c,  c. 

C,  is  the  vertical  flue,  or  chimney  shaft,  which  communi- 
cates with  horizontal  flue  B,  and  may  be  of  any  convenient 
height ;  D  is  a  cover,  provided  to  each  pit ;  in  the  center  of 
cover,  is  an  opening  d,  which  is  closed  by  a  damper  e. 

Wy  w  are  car-wheels,  built  up  in  the  pits,  with  charcoal 
between,  and  /,  a  perforated  cast-iron  plate  laid  on  top  of 
the  topmost  layer  of  charcoal,  so  as  to  distribute  the  air 
admitted,  equally  through  the  fuel  in  the  pit. 

The  operation  of  my  invention  is  as  follows : 

A  layer  of  charcoal  having  been  laid  on  the  perforated 
bottom  c,  of  the  annealing  pit ;  the  wheels  as  they  are 
turned  out  of  the  molds  red-hot  are  placed  in  the  pits  with 
a  layer  of  charcoal  between  each  wheel,  a  layer  of  charcoal 
being  laid  on  the  uppermost  wheel,  and  on  this  a  perfor- 
ated metal  plate  is  laid.  The  charcoal  becoming  now  igni- 
ted by  the  hot  wheels,  the  cover  of  pit  is  then  laid  om 
and  the  damper  opened  so  as  to  admit  just  sufficient  air  to 
effect  the  combustion  of  the  contained  charcoal,  in  the 
space  of  72  hours,  less  or  more,  as  may  be  found  necessary 
for  the  annealing  operation.  The  draught  of  air  in  the  ap- 
paratus shown  on  drawings,  is  from  above  downwards,  but 
it  may  without  affecting  my  invention  be  from  below  up- 
wards, by  conveying  the  air  from  the  horizontal  flue  up 
through  the  pits,  and  through  the  aperture  in  cover,  and 
from  thence  through  flues  into  the  main  shaft  or  chimney 
G.  The  result  will  be  the  same  in  both  cases,  and  the 
adoption  of  one  or  the  other  plan,  will  be  dictated  by  con- 
venience. 

It  is  well  understood,  that  chilled  car  wheels,  require  to 
be  cooled  by  a  process  which  will  permit  the  different  parts 
to  adjust  themselves  to  each  other,  and  accommodate  the 
unequal  contraction  which  results  from  the  process  of 
shilling ;  for  this  purpose,  the  wheels,  while  still  hot,  are 
sometimes  placed  in  pits,  and  covered  with  dry  sand, 
vi^hich  causes  them  to  retain  their  heat  for  a  considerable 
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time,  and  in  slowly  cooling,  the  adjastment  above  referred 
to  takes  place.  In  other  cases,  the  wheels  are  placed  in 
pits,  when  they  are  heated  by  a  furnace,  and  maintained 
at  a  high  heat  for  several  days.  In  other  cases  they  are 
placed  in  pits,  and  a  current  of  air  is  caused  to  pass 
through  the  center  eye  of  the  wheel,  which  cools  the  hub 
more  rapidly  than  the  rim  is  cooled,  thus  reversing  the 
process,  which  takes  place  when  the  wheel  is  first  cast  in  a 
mold  with  a  chill  surrounding  the  rim. 

All  of  these  devices,  and  others  which  it  is  not  necessary 
to  specify  are  attended  with  difficulties,  and  with  imperfec- 
tions which  it  is  the  design  of  my  invention  to  obviate. 
In  the  operation  of  my  invention,  it  is  found  that  the. 
wheels  when  removed  from  the  annealing  pit,  are  devoid 
of  any  strain  from  unequal  contraction,  and  that  they  af- 
ford as  much  apparent  resistance  to  fracture,  as  if  they 
had  been  cast  in  an  ordinary  sand  mold,  without  the  use 
of  a  chilL 

I  do  not  claim  as  my  invention,  or  any  part  thereof,  the 
pits,  flues,  or  currents  of  air  for  the  purpose  herein  de- 
scribed: but, 

What  I  claim  as  new,  and  desire  to  secure  by  Letters 
Patent,  is — 

The  employment  of  charcoal,  or  other  equivalent  com- 
bustible substance,  interlaid  between  the  wheels  in  a  pit, 
in  combination  with  an  aperture  d,  for  regulating  the  supply 
of  air  to  the  same,  so  as  to  prolong  the  combustion  of  the 
fuel,  and  retain  the  heat  for  the  purpose  herein  described. 

A.  L.  MOWRY, 

Inventor. 
Witnesses :   . 

Thos.  N.  Withenbtjb, 
Wm.  Clougii. 

Messrs,  Charles  B.  Collier  and  A.  O.  Thurman^  for 
appellant : 
Whitney's  patent  is  invalid  for  want  of  novelty,  his  pro- 
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cess  being,  at  most,  simply  the  application  of  a  well  known 
process  to  a  purpose  analogous  to  those  purposes  to  which, 
long  anterior  to  his  alleged  invention,  it  had  been  applied. 

Curt.  Pat,  ed.  of  1867,  sees.  53,  56;  Howe  v.  Abbott,  2 
Story,  190;  Winans  v,  R.  R.  Co.,  2  Story,  412;  Hotchkiss 
V,  Greenwood,  11  How.  248  [5  Am.  &  Eng.  240] ;  Losh  v. 
Hague,  Web.  Pat.  Cas.  207  [2  Am.  &  Eng.  601] ;  Brook  v. 
Aston,  8  El.  &  Bl.  478 ;  S.  C.  32  Law  Times,  341  ;  Bush  v. 
Pox,  26  Eng.  L.  &  E.  464;  S.  C.  (H.  of  L.),  38  Eng.  L.  & 
E.,  1,  5. 

Whitney's  patent  is  void  because  that  which  is  described 
and  claimed  therein  is  not  useful,  inasmuch  as  such  pro- 
cess would  destroy  the  hardness  of  the  rim  known  as  the 
"  chill '*  of  the  wheels,  and  thus  greatly  detract  from  the 
usefulness  and  durability  of  the  wheels. 

A  '* chill"  periphery  or  tread,  is  an  essential  feature  to  a 
car- wheel.  Whitney's  patent  designates  and  provides  for 
such  degree  of  reheating  as  will  destroy  the  *' chill  "andn  one 
other  (''a  little  below  that  at  which  fusion  commences"). 

The  process,  as  conducted  by  the  defendant  (appellant), 
Mowry,  did  not  infringe  the  patent  of  Whitney. 

The  measure  of  recovery,  whether  complainant's  dam- 
ages or  defendant' s  profits  be  made  the  standard,  is  not  the 
same  when  the  invention  or  patent  covers  an  improvement 
on  a  machine  or  process,  as  where  it  covers  the  entire  ma- 
chine or  process. 

Seymour  v.  McCormick,  16  How.  480  [6  Am.  &  Eng.  200]; 
McCormick  v.  Seymour,  3  Blatchf.  211;  Seymour  v.  Mc- 
Cormick, 19  How.  96  [6  Am.  &  Eng.  282] ;  Burdell  v.  De- 
nig,  2  Pish.  Pat.  Cas.  695  ;  Serrell  v.  Collins,  1  Pish  Pat.  Cas. 
297 ;  Suffolk  Mfg.  Co.  v.  Hayden,  3  Wall.  315  [7  Am.  & 
Eng.  405]  ;  Bell  v,  Daniels,  1  Fish-  379  ;  Whitney  v.  Mow- 
ry, 3  Pish.  Pat.  Cas.  157. 

When  the  patent  is  for  an  improvement  only,  whether 
its  subject-matter  be  a  machine  or  a  process,  the  recovery 
is  measured  "by  the  increased  value  given  to  the  machine  or 
process  by  the  "improvement"  which  is  engrafted  upon  it. 
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Whitney's  invention  and  patent  does  not  cover,  either 
the  entire  manufacturing  arts  or  processes  by  which  the 
perfected  product  is  produced,  or  the  product  itself  as  a 
new  article  of  manufacture;  but  embraces  only  an  im- 
provement in  one  of  the  several  processes  entering  into  the 
fabrication  or  manufacture  of  the  article. 

In  the  use  of  the  reheating  element  determining  the  fact 
of  infringement,  the  inquiry  is :  what  proportion  of  How- 
ry's aggregate  profit  was  due  to  or  derived  from  the  use  of 
such  element  ? 

Seymour  v.  McCormick,  16  How.  480  [6  Am.  &  Eng.  200]; 
Burdell  v.  Denig,  2  Pish.  Pat.  Cas.  696 ;  Whitney  v.  Mow- 
ry  (Record),  3  Pish.  Pat.  Cas.  157. 

Whitney  to  entitle  himself  to  a  recovery  of  more  than 
nominal  damages,  assuming  infringement,  must  prove 
either  that  he  has  been  damaged,  lost  money  by  the  in- 
fringement, or  that  Mowry  has  gained  money  thereby  ;  he 
proves  neither. 

In  computing  damages  or  profits,  interest  is  not  to  be 
allowed  except  from  date  of  decree. 

Silsby  V.  Poote,  20  How.  378  [6  Am.  &  Eng.  392]  ;  Le 
Roy  V.  Tatham,  22  How.  132. 

Messrs.  B,  H.  Curtis^  JS.  W. .  Stoughton  and  Eenry 
Baldwin^  Jr, ,  for  appellee : 

The  respondent  was  the  original  and  first  inventor  of  the 
process  described  and  claimed.  Now,  it  s^^ould  be  borne 
in  mind  that  the  inventor  gives  instructions  which  cannot, 
from  the  nature  of  the  subject,  be  so  precise  as  to  dispense 
with  the  practical  knowledge  and  skill  of  the  oi)erator. 
All  the  inventor  could  do  in  his  specification  was  to  state 
in  what  condition  the  wheel  should  be  when  removed,  leav- 
ing the  oi)erator  to  ascertain  this. 

The  process  employed  by  the  appellant  was  a  palpable  in- 
fringement of  the  respondent's  patent.  The  specification 
of  the  patent  clearly  includes  the  entire  process,  and  it  is 
not  limited  to  the  reheating  of  the  wheels.     The  entire  pro- 
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cess  is  described ;  the  entire  process  is  expressly  claimed ; 
and  that  entire  process  as  described  and  claimed  was  new 
in  each  one  of  its  parts. 

The  entire  process  being  new,  each  substantial  part,  as 
well  as  the  whole,  belonged  to  the  patentee.  Moody  v, 
Fiske,  2  Mason,  117;  Smith  v.  L.  &  N.  W.  Ry.,  2  E.  & 
B.  68 ;  Act  of  1837,  sec.  9 ;  Evans  v.  Eaton,  7  Wheat.  430 
[4  Am.  &  Eng.  105]. 

In  regard  to  the  point  taken  that  Whitney's  patent  is 
void  for  want  of  novelty  we  do  not  wish  to  repeat  our  ar- 
guments already  made  but,  under  the  authority  of  the  case 
of  Seymour  v.  Osborne,  11  Wall.  616  [8  Am.  &  Eng.  290], 
we  call  upon  the  appellant  to  produce  evidence  of  any  prior 
specification  of  a  patent,  any  printed  publication,  or  any 
practice  which  taught  the  public  how  to  make  chilled  car- 
wheels  according  to  Whitney's  process  as  fully  as  Whit- 
ney's specification  teaches  it,  for  in  the  words  of  Justice 
Clifford,  *' patented  inventions  cannot  be  superseded  by  the 
mere  introduction  of  a  foreign  publication  of  the  kind, 
though  of  prior  date,  unless  the  description  and  drawings 
contain  a  substantial  representation  of  the  patented  im- 
provement, in  such  full,  clear  and  exact  terms  as  to  enable 
any  person  skilled  in  the  art  to  make,  construct,  and  prac- 
tice the  invention  to  the  same  practical  extent  as  if  the  in- 
formation was  derived  from  a  foreign  patent.  (Househill 
Co.  V.  Neilson,  Webs.  Pat.  Cas.  719 ;  Curt,  on  Pats.  3d  ed. 
sec.  378  a;  Hill  v.  Evans,  6  Law  Times  Rep.  (N.  S.)  90; 
Betts  V.  Menzies,  4  Best  &  S.  Q.  B.  999.) 

In  conclusion  we  submit  that  the  interest  allowed  by  the 
decree  was  warranted  by  the  law  and  the  facts  of  the  case. 
No  exception  founded  on.  the  allowance  of  interest  was  at 
any  time  filed  in  the  Circuit  Court  and  down  to  the  time  of 
this  hearing,  there  has  been  complete  silence  and  acqui- 
escence in  its  allowance.  We  further  respectfully  submit 
that,  if  the  appellant  was  now  in  a  condition  to  object  to 
this  allowance,  this  court  would  say  that  it  was  rightly 
allowable.    In  this  case  the  precise  amount  of  the  profits 
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actually  realized  by  the  defendant  from  month  to  month, 
is  found  by  the  master,  and  a  precise  computation  of  in- 
terest at  6  per  cent,  is  made  thereon.  In  addition  to  this 
the  complainant  continued  the  manufacture  from  April  26, 
1866,  when,  as  stated  in  Mr.  Justice  Swayne's opinion, '"He 
was  advised  by  the  court  that  in  their  opinion  of  the  case, 
as  presented,  he  was  violating  the  complainant's  patent, 
but  was  permitted  to  go  on  under  a  bond  to  account  for  his 
profits"  until  April  fi,  1867,  when  he  was  finally  enjoined. 
We  understand  it  to  be  an  established  rule  in  the  second 
circuit  to  give  all  interest  on  profits  in  a  case  like  this,  see 
Tatham  v.  Lowber,  4  Blatch.  86 ;  Troy  Iron  and  Nail  Fac- 
tory V.  Corning,  3  Fish.  497.  We  submit  that,  inasmuch 
as  this  infringer  is  looked  upon  and  treated  by  a  court  of 
equity  as  having  received  all  his  profits  as  the  trustee  of 
the  patentee,  and  has  retained  them  and  used  them  in  his 
own  business,  he  ought  in  conformity  with  the  settled  rules 
of  -equity  law,  to  account  for  interest  thereon  ;  and  when 
it  is  remembered  that  Congress  has  authorized  a  court  to 
treble  the  actual  damages  sustained  by  a  patentee  and  that 
the  recent  Act  of  1870,  sec.  66,  has  empowered  a  court  of 
equity  to  award  the  complainant  in  addition  to  the  profits 
to  be  accounted  for  by  the  defendant,  the  damages  the  com- 
plainant has  sustained,  and  to  assess  the  same,  giving  the 
court  the  same  power  to  increase  the  same  in  its  discretion 
that  are  given  by  the  old  acts  to  increase  the  damages  found 
by  verdicts  in  actions  on. the  case,  it  cannot  be  considered 
inequitable,  or  otherwise  than  in  accordance  with  the  spirit 
of  the  patent  laws,  to  allow  6  per  cent,  interest  in  a  case  like 
this  upon  actual  profits  realized  by  the  infringer.  In  no 
other  way  can  the  motive  to  infringe  be  properly  con- 
trolled. 

Mr.  Justice  Strong  delivered  the  opinion  of  the  court : 
The  patent  of  the  complainant,  first  granted  to  him  on  the 
25th  of  April,  1848,  and  extended  for  seven  years  from  the 
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26tli  of  April,  1862,  was  for  ''a  new  and  useful  improve- 
ment in  the  process  of  manufacturing  cast-iron  railroad 
wheels."  The  specification  states  the  improvement  to  con- 
sist in  taking  railroad  wheels  from  the  molds  in  which  they 
are  ordinarily  cast,  as  soon  after  being  cast  as  they  are  suf- 
ficiently cool  to  be  strong  enough  to  be  moved  with  safety, 
or  before  they  have  become  so  much  cooled  as  to  produce 
any  considerable  inherent  strain  between  the  thin  and 
thick  parts,  and  putting  them  in  this  state  into  a  furnace 
or  chamber  that  has  been  previously  heated  to  a  tempera- 
ture as  high  as  that  of  the  wheels  when  taken  from  the 
molds.  As  soon  as  they  are  deposited  in  this  furnace  or 
chamber,  the  opening  through  which  they  have  passed  is 
closed,  and  the  temperature  of  the  furnace  or  chamber  and 
its  contents  is  gradually  raised  to  a  point  a  little  below 
that  at  which  fusion  commences,  when  all  the  avenues  to 
and  from  the  interior  are  closed  and  the  whole  mass  is 
left  to  cool  no  faster  than  the  heat  it  contains  permeates 
through  and  radiates  from  the  exterior  surface  of  whicb  it 
is  composed.  By  this  process  all  parts  of  each  wheel  are 
raised  to  the  same  temperature,  and  the  heat  they  contain 
can  only  pass  off  through  the  medium  of  the  confined  at- 
mosphere that  intervenes  between  them  and  the  walls  of 
the  furnace  or  chamber.  Consequently,  the  thinnest  and 
thickest  parts  cool  and  shrink  simultaneously  together, 
which  relieves  them  from  all  inherent  strain  whatever 
when  cold. 

The  mode  of  constructing  and  regulating  as  well  as  heat- 
ing the  furnace  used  by  the  patentee  is  then  described ; 
but  it  is  stated  that  the  heat  required  to  perform  the  pro- 
cess may  be  obtained  by  the  use  of  any  other  fuel,  or  may 
be  taken  from  the  furnace  in  which  the  metal  is  melted  to 
form  the  wheels.  This  is  followed  by  a  description  of  some 
of  the  advantages  resulting  from  the  process  and  a  dis- 
claimer by  the  patentee,  of  his  being  the  inventor  of  an- 
nealing castings  made  of^iron  or  other  metal,  when  done  in 
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the  ordinary  way,  or  of  his  being  the  inventor  of  any  par- 
ticular form  or  kind  of  furnace  in  which  to  perform  the 
process.  The  claim  is  then  set  forth  as  follows:  ''But 
what  I  do  claim  as  my  invention,  and  desire  to  secure  by 
letters  patent,  is  the  process  of  prolonging  the  time  of  cool- 
ing, in  connection  with  annealing  railroad  wheels  in  the 
manner  above  described ;  that  is  to  say,  the  taking  them 
from  the  molds  in  which  they  are  cast,  before  they  have 
become  so  much  cooled  as  to  produce  such  inherent  strain 
on  any  part  as  to  impair  its  ultimate  strength,  and  imme- 
diately after  being  thus  taken  from  the  molds,  depos- 
iting them  in  a  previously  heated  furnace  or  chamber,  so 
constructed,  of  such  materials,  and  subject  to  such  control, 
that  the  temperature  of  all  parts  of  the  wheels  deposited 
therein  may  be  raised  to  the  same  point  (say,  a  little  be- 
low that  at  which  fusion  commences),  when  they  are  al- 
lowed to  cool  so  fast  and  no  faster  than  is  necessary  for 
every  part  of  each  wheel  to  cool  and  shrink  simultaneously 
together,  and  no  part  before  another." 

It  is  for  an  alleged  infringement  of  this  patent  that  the 
complainant^  s  bill  was  iiled,  and  (a)  the  defenses  set  up  to 
the  complainant's  bill  for  an  infringement  are,  that  the 
patent  is  void  for  want  of  novelty  in  the  invention,  and  for 
want  of  utility,  and  also  that  it  has  not  been  infringed  by 
the  defendant. 

To  determine  how  far  these  defenses  are  sustained 
it  is  important  to  have  a  clear  apprehension  of  the  state 
of  the  art  when  the  patent  was  granted,  and  of  the  in- 
vention which  it  was  intended  to  secure  to  the  patentee. 
Prior  to  the  2d  of  August,  1847,  cast-iron  railroad  wheels 
had  been  cast,  and  cast  in  chills,  that  is :  they  had  been 
cast  in  sand  molds  with  an  outer  circumference  of  iron. 
The  effect  of  this  outer  circumference  was  to  produce  a 
more  rapid  chill  on  the  periphery  of  the  wheel,  thereby 
crystallizing  and  hardening  it,  so  that  the  wheel  was  made 
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Stronger,  and  more  capable  of  resisting  the  friction  of  the 
rails.  But  the  parts  of  the  wheel  were  of  different  thick- 
nesses. The  hnb  and  the  rim  were  moch  thicker  than  the 
plate  which  connected  them  and,  of  course,  they  cooled 
after  casting  more  slowly  than  the  plate.  The  consequence 
of  this  unequal  cooling  was  to  produce  a  strain  between 
the  thick  and  thin  parts  that  greatly  impaired  the  strength 
of  the  wheel.  Various  devices  had  been  made  to  guard 
against  or  to  remedy  the  mischief  resulting  from  this  inher- 
ent and  inevitable  strain,  caused  by  unequal  contraction  in 

.  cooling.  The  most  common  of  these,  perhaps,  was  casting 
the  wheel  with  the  hub  in  sections,  in  order  that  the  sec- 
tions might  accommodate  themselves  to  the  contraction  of 
the  plate.  But  this  was  expensive.  It  required  the  open 
space  between  the  sections  to  be  filled  up  with  other  metal, 
and  generally  it  required  the  hub  to  be  hooped.  It  is  un- 
necessary, however,  to  describe  these  devices.  It  does  not 
appear  that  in  any  of  them  the  idea  existed  of  making  a 
car-wheel  with  chilled  tread,  straight  plates  and  solid  hub, 
annealed  and  cooled  so  as  to  leave  it  uninjured  by  the 
strain  attendant  upon  the  unequal  cooling  of  the  thick  and 

I  thin  parts.  Annealing  some  kinds  of  castings  was  known 
and  practiced  before  1847.  This  is  abundantly  proved  by 
the  witnesses,  and  various  modes  of  annealing  plain  cast- 
ings had  been  described  by  scientific  writers  both  in  this 
country  and  abroad,  before  that  time.  But  there  is  no 
evidence  that  we  have  been  able  to  discover  that  cast-iron 
car- wheels  had  ever  been  subjected  to  an  annealing  pro- 
cess, in  connection  with  slow  cooling,  before  the  process 
was  discovered  or  invented  by  Whitney.  In  all  the  exper- 
iments made  for  annealing  other  castings  the  object  sought 
was  diflPerent,  and  in  them  all,  as  well  as  in  the  process  de- 
scribed in  the  publications  given  in  evidence,  the  effect 
upon  the  annealed  metal  or  glass  was  not  to  leave  them  in 
the  condition  in  which  it  was  sought  to  bring  car-wheels, 
with  the  crystallization  or  chill  of  the  periphery  unim- 
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paired,  and  the  plate  or  thin  part  nnaffected  by  strain. 
Cast-iron  railroad  wheels  are  castings  of  a  peculiar  kind. 
The  methods  of  slow  cooling,  or  of  annealing  and  slow 
cooling,  which  were  applied  to  other  castings  before  1847, 
were  not  adapted  to  their  peculiarities,  or  to  what  they 
needed.  They  are  not  homogeneous  throughout.  They 
are  of  different  thickness  in  their  several  parts,  and  har- 
dened at  the  tread,  while  the  plate  and  hub  are  not  crystal- 
lized, but  are  soft  and  tough.  These  different  qualities  of 
the  different  parts  it  is  necessary  to  preserve,  and  what  was 
needed  when  Whitney's  invention  was  made,  was  to  pre- 
serve them,  and  at  the  same  time  relieve  against  any 
strain,  caused  by  unequal  cooling,  which  might  impair  the 
strength  of  the  wheel. 

If  now  we  proceed  to  inquire  what  Whitney's  alleged 
invention  was,  as  described  in  bis  specification  and  claim, 
it  will  be  seen  that  it  was  a  process,  not  to  make  a  car- 
wheel  nor  to  destroy  any  of  the  advantages  which  had  al- 
ready been  secured,  but  to  add  another.  Its  avowed  ob- 
ject was  to  obtain  a  new  value,  or  rather  exemption  from 
imperfection.  It  was  to  remedy  the  evil  of  strain  resulting 
from  the  more  rapid  cooling  of  one  part  of  the  wheel  than 
the  cooling  of  the  other  parts.  And  this  was  sought  to  be 
accomplished  by  a  process  that  insured  the  cooling  of  all 
parts,  both  the  thick  and  the  thin,  with  equal  slowness.  The 
process  consists  of  several  parts.  The  first  is  taking  the 
wheels  from  the  molds  after  the  melted  iron  has  been  run 
into  the  molds,  before  they  become  so  much  cooled  as  to 
produce  strain  on  any  part  sufficient  to  impair  their  ulti- 
mate strength.  The  second  is  placing  the  wheels,  immedi- 
ately after  their  removal,  in  a  furnace  or  chamber  previ- 
ously heated  to  about  the  temi)erature  of  the  wheels  when 
taken  from  the  molds,  the  heat  in  the  furnace  being  sub- 
ject to  control.  The  third  is  applying  heat  until  the  tem- 
perature of  all  parts  of  the  wheels  shall  again  be  raised 
to  the  same  point  (indefinitely  said  to  be  a  little  below  that 
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at  which  fasion  commences).  The  fourth  and  last  stage  in 
the  process  is  allowing  the  wheels  after  they  have  been 
thus  reheated,  to  cool  so  fast  as,  and  no  faster  than,  is  nec- 
essary for  every  part  of  each  wheel  to  cool  and  shrink 
simultaneously  together,  and  no  one  part  before  another. 
It  is,  therefore,  a  patent  for  a  process,  not  for  a  combina- 
tion. Neither  as  a  whole  nor  in  parts  can  it  be  considered 
without  reference  to  the  ultimate  object  in  view,  which  was 
to  retard  cooling  by  a  second  application  of  heat  sup- 
plied until  all  parts  of  the  wheel  are  raised  to  the  same 
temperature,  and  then  permit  the  heat  to  subside  so  grad- 
ually that  the  cooling  of  the  parts  shall  not  only  com- 
mence at  the  same  point  of  temperature,  higher  than  that 
where  hurtful  strain  begins,  but  shall  continue  equable  till 
all  artificial  heat  ceases.  The  removal  from  the  molds  to 
the  furnace  or  chamber,  the  removal  at  the  time  described, 
before  the  incipient  strain  has  become  permanently  hurt- 
ful, and  to  a  place  where  more  heat  may  be  applied,  and 
where  the  heat  can  be  under  control,  are  parts  of  the  pro- 
cess to  secure  equable  cooling  during  the  time  when  cool- 
ing without  such  appliances  is  likely  to  produce  strain  and 
consequent  weakness.  It  is  apparent  that  this  is  more 
ithan  a  process  for  annealing.  That  is  included,  it  is  true, 
•but  is  only  a  small  jiart.     It  is  applying  foreign  heat 

/  'to  a  hot  chilled  wheel,  at  the  point  of  time  when  it  has 
^reached  a  particular  stage  of  cooling,  by  means  of  such 
ioreign  heat  bringing  the  whole  casting  up  to  a  higher  and 

\  uniform  temperature,  and  maintaining  an  equable  abate- 
ment of  heat  in  a  furnace  or  chamber  under  the  control  of 
•the  operator.  We  have  sought  in  vain  through  the  proof 
submitted  in  this  case,  for  any  satisfactory  evidence  that 
this  process  was  known  before  1847,  when  Whitney  com- 
menced it,  or  that  anything  equivalent  to  the  process  was 
known.  Certainly  nothing  of  the  kind  had  ever  been  ap- 
plied to  cast-iron  railroad  wheels,  and,  as  we  have  seen, 
they  are  castings  of  a  peculiar  character,  not  admitting  of 

14  WalL  641-e4», 


Dec,  1871.]  MOWRY  v.  WHITNEY.  19 

Opinion  of  the  ooart 

the  treatment  that  may  be  applied  to  other  castings. 
What  they  needed  was  (what  was  substantially  described 
by  one  of  the  witnesses),  the  discovery  of  the  fact  that  the 
chilled  cast-iron,  constituting  one  part  of  the  wheel,  could 
be  subjected  to  heat  less  than  that  which  would  cause 
fusion,  without  producing  any  material  effect  upon  its 
hardness,  while  the  cooling  of  other  pSLtts  of  the  wheel 
could  be  so  prolonged  by  applying  that  heat  externally,  as 
to  enable  all  parts  to  cool  without  being  subjected  to  the 
strain  attendant  on  unequal  contraction  and,  in  addition  to 
the  discovery,  they  needed  the  invention  of  a  process  by 
which  it  could  be  practically  carried  out.  Such  a  discov- 
ery and  such  a  process  were  needed  for  no  other  castings. 
The  novelty  of  patentee's  invention  is  not  therefore  dis- 
proved by  evidence  that  glass,  or  speculum  metal,  or  even 
other  iron  castings  had  been  annealed  and  slow  cooled, 
prior  to  the  time  when  it  was  made.  Of  this  there  is  very 
considerable  evidence  both  in  the  testimony  of  witnesses 
and  printed  publications.  The  specification  disclaims  in- 
vention of  annealing  iron  castings  done  in  the  ordinary 
mode.  It  claims  annealing  when  applied  to  cast-iron  rail- 
road wheels,  in  the  mode  or  by  the.  process  described.  It 
is  not,  therefore,  merely  an  old  contrivance  or  pr6cess  ap- 
plied to  a  new  object,  a  case  of  double  use.  A  new  and 
previously  unknown  result  is  obtained,  namely :  the  relief 
of  the  plate  of  the  wheels  from  inherent  strain  without  im- 
pairing the  chilled  tread,  a  result  which,  though  anxiously 
sought,  had  not  been  obtained  before  Whitney's  invention. 
We  are,  therefore,  of  opinion  that  the  defense  set  up  that 
the  patent  was  void  for  want  of  novelty  of  invention  is  un- 
sustained. 

The  validity  of  the  invention  is  next  assailed  for  the  rea- 
son that  the  process  described  in  it,  and  claimed,  is  denied 
to  be  useful,  because  it  would  destroy  the  hardness  of  the 
rim,  or  tread  of  the  car  wheel  known  as  the  chill,  and  thus 
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greatly  detract  from  the  durability  and  usefulness  of  the 
wheels. 

It  is  undoubtedly  true  that  a  chilled  periphery  or  tread 
is  essential  to  the  usefulness  of  a  car  wheel.  Indeed,  the 
evidence  is,  that  whenever  car  wheels  are  spoken  of,  wheels 
with  chilled  tread  are  meant,  and  any  process  which  de- 
stroys the  chill  must  render  them  valueless  for  the  purposes 
for  which  they  are  needed. 

It  is  also  true  that  the  fusing  point  of  cast  iron  is  in  the 
neighborhood  of  2786  degrees  of  Fahrenheit,  twelve  or  fif- 
teen hundred  degrees  above  the  point  at  which,  accord- 
ing to  the  evidence,  the  chill  of  the  tread  of  a  car  wheel 
would  be  destroyed.  If,  therefore,  the  process  patented  to 
Whitney  requires,  after  the  removal  of  the  wheel  to  the 
heated  furnace  or  chamber,  the  application  of  a  degree  of 
heat  closely  approximating  the  point  of  fusion,  it  must  be 
conceded  that  instead  of  being  beneficial  it  is  positively 
hurtful.  And  this  is  what  is  contended  by  the  appellant. 
The  objection  seems  to  be  aimed  at  the  sufficiency  of  the 
description  of  the  patentee's  invention,  which  it  is  abun- 
dantly proved  he  practiced  successfully  through  many  years, 
rather  than  at  its  utility.  Whitney  conceived  a  process  and 
practiced  it.  That  process  may  have  been  a  highly  useful 
invention  and,  therefore,  patentable,  and  yet  he  may  have 
failed  so  to  describe  it  as  to  teach  the  public  how  to  prac- 
tice it.  The  law  requires  every  inventor,  before  he  can  re- 
ceive a  patent,  to  furnish  a  specification  or  a  written  de- 
scription of  his  invention  or  discovery,  and  of  the  manner 
and  process  of  making,  constructing,  using  and  compound- 
ing the  same,  in  snch  full,  clear  and  exact  terms,  avoiding 
unnecessary  prolixity,  as  to  enable  any  person  skilled  in 
the  art  or  science  to  which  it  appertains,  or  with  which  it 
is  most  nearly  connected,  to  make,  construct,  compound 
and  use  the  same.  The  specification,  then,  is  to  be  ad- 
dressed to  those  skilled  in  the  art,  and  is  to  be  comprehen- 
sible by  them.     It  may  be  sufficient,  though  the  unskilled 
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may  not  be  able  to  gather  from  it  how  to  use  the  invention. 
And  it  is  evident  that  the  definiteness  of  a  specification 
must  vary  with  the  nature  of  its  subject.  Addressed  as  it 
is  to  those  skilled  in  the  art,  it  may  leave  something  to  their 
skill  in  applying  the  invention,  but  it  should  not  mislead 
them.  The  objection  here  is  that  in  describing  the  degree 
of  heat  to  be  applied  after  the  wheels  have  been  deposited 
in  the  heated  chamber,  the  patentee  states  it  to  be  such  that 
the  temperature  of  all  parts  of  the  wheels  "may  be  raised 
to  the  same  point  (say  a  little  below  that  at  which  fusion 
commences),"  and  the  defendant  insists  that  this  amounts 
to  a  direction  to  raise  the  heat  to  a  degree  that  must  de- 
stroy the  chill  of  the  tread,  and  thus  render  the  casting 
valueless  as  a  railroad  car  wheel.  But  it  is  obvious  that 
only  vague  and  uncertain  directions  could  have  been  given 
respecting  the  extent  to  which  the  heat  is  necessary  to  be 
raised.  It  must  differ  with  the  difference  in  the  progress 
of  cooling  which  has  taken  place  before  the  wheels  are  re- 
moved from  the  molds.  The  process  requires  this  removal 
before  they  have  become  so  much  cooled  as  to  produce  such 
inherent  strain  on  any  part  as  to  impair  its  ultimate 
strength.  Precisely  when  such  a  strain  begins  cannot  be 
known.  Cooling  commences  the  instant  the  casting  is 
made,  and  with  cooling  commences  contraction,  and  strain 
must  soon  follow.  Plainly,  it  is  impossible  to  describe  the 
point  of  time  when  the  strain  has  proceeded  so  far  as  to  im- 
pair the  ultimate  strength  of  any  part  of  the  wheel.  That, 
in  the  nature  of  things,  must  be  left  to  the  judgment  of  the 
operator.  But  before  that  time  the  strain  may  be  checked, 
and  this  is  what  is  contemplated  by  raising  the  tempera- 
ture of  all  parts  of  the  wheel  to  the  same  point  or  degree. 
The  moment  that  is  done  the  strain  ceases,  and  the  primary 
object  of  the  patentee's  process  is  accomplished.  The  state 
of  things  is  reproduced  which  existed  before  the  contrac- 
tion and  attendant  strain  began,  when  the  slow  cooling  is 
allowed  to  follow  in  an  atmosphere  so  heated  and  regulated 
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that  each  part  of  the  wheel  loses  its  heat  at  an  eqaal  pace 
with  all  others. 

Now,  anyone  skilled  in  making  cast-iron  railroad  car 
wheels  in  view  of  this  specification  must  see  that  the  ob- 
ject of  the  process  is  to  relieve  from  and  guard  against  hurt- 
ful strain,  without  destroying  the  chill,  and  that  heat  is 
applied  only  for  that  purpose.  It  requires  no  particular 
science  or  skill  to  enable  an  operator  to  perceive  that  the 
moment  all  parts  of  the  wheel  are  raised  from  a  point 
above  where  serious  strain  begins,  and  whei^  yet  the  thick 
and  thin  parts  are  in  different  stages  of  cooling,  to  a  stage 
where  the  degree  of  temperature  of  all  parts  is  the  same, 
and  above  the  degree  where  serious  strain  commenced,  the 
thing  sought  has  been  attained.  Then  the  avowed  purpose 
of  the  inventor  has  been  accomplished.  It  would  be  most 
unreasonable  to  read  the  directions  of  the  specification 
without  reference  to  the  object  which  they  profess  to  have 
in  view.  The  evidence  is  that  the  chill  is  formed  while  the 
casting  is  in  the  mold,  and  that  the  hurtful  strains  com- 
mence after  the  formation  of  the  chill.  Indeed,  it  is  man- 
ifest there  can  be  no  strain  until  the  chill  is  complete.  It 
must  be,  therefore,  that  all  the  heat  which  is  needed  to  re- 
lieve from  the  strain  is  that  which  suffices  to  raise  the  tem- 
perature of  the  thin  part,  or  plate,  to  the  degree  at  which  the 
strain  commenced — ^a  lower  temperature  than  that  which 
existed  when  the  chill  was  formed.  Hence  an  operator, 
in  following  the  directions  of  the  specification,  would  be 
taught  by  his  practical  knowledge  that  the  instant  all  parts 
of  the  wheel  had  been  heated  to  that  temperature  no  more 
heat  was  needed. 

And  we  do  not  think  it  a  fair  construction  of  the  pat- 
entee's language  to  hold  that  it  requires  the  heat  to  be 
raised  in  all  cases  to  a  degree  only  a  little  below  the  point 
of  fusion.  He  does  not  attempt  to  give  any  more  definite 
direction  than  that  all  parts  of  the  wheel  must  be  raised  to 
the  same  temperature,  suggesting  in  a  parenthesis  '^  (say,  a 
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little  below  that  at  which  fusion  commences)."  He  fixes 
a  maximum.  The  heat  must  not  reach  the  point  of  fusion, 
and  the  prescribed  minimum  is  that  degree  where  the  heat 
of  the  different  parts  of  the  wheel  is  equal.  Within  those 
limits  the  degree  is  left  to  the  judgment  of  the  operator, 
and  within  those  limits  it  is  clear  from  the  evidence  that 
the  process  may  be  applied  without  injury  to  the  chill. 
The  proof  is  that  it  has  been  successfully  applied  in  the 
manufacture  of  a  vast  number  of  wheels,  and  that  failure 
has  been  very  rare. 

There  are  some  witnesses  who  have  testified  that  the 
Whitney  process,  as  they  understand  it,  would  destroy  the 
chill  of  the  wheel.  But  they  explain  their  understanding 
to  be  that  the  wheels  are  to  be  reheated  to  a  degree  far  be- 
yond what  is  required  to  relieve  from  strain,  and  thus 
heated  for  no  purpose.  They  keep  in  sight  the  m^aayimum 
limit,  and  approach  near  to  that,  overlooking  entirely  the 
minimum^  and  disregarding  the  single  object  of  the  process, 
namely :  relief,  of  the  plate  or  thin  part  of  the  wheel,  from 
the  strain  caused  by  unequal  contraction. 

We  are,  therefore,  of  opinion  that  the  patent  is  not  void 
for  want  of  utility,  and  that  the  specification  sufficiently 
describes  the  process  invented  and  claimed. 

The  remaining  defense  is  a  denial  that  the  process  con- 
ducted by  the  defendant  is  an  infringement  of  Whitney's 
patent.- 

What  the  process  of  the  defendant  was  is  clearly  set  out 
in  a  patent  which  he  obtained  on  the  7th  of  May,  1861.  It 
consists  in  placing  in  a  pit  the  wheels  as  they  are  turned 
out  of  the  molds  red  hot,  with  a  layer  of  charcoal  beneath 
the  lowest  wheel,  and  a  layer  between  each  wheel  as  well  a» 
above  the  uppermost,  and  covering  the  pit  with  a  perforated 
metal  plate.  The  charcoal  is  ignited  by  the  hot  wheels, 
and  just  sufficient  air  is  admitted  to  effect  combustion  of  the 
coal.  Thus  the  wheels  are  reheated  and  permitted  gradu- 
ally to  cool.     There  are  some  minor  details  which  it  is  un- 
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necessary  to  mention.  So  far  as  relates  to  reheating  the 
wheels  and  retarding  the  cooling  by  the  application  of  ad- 
ditional heat,  it  is  obvious  that  the  process  is  substantially 
the  same  as  that  covered  by  the  complainant^  s  patent.  The 
object  is  the  same  and  the  mode  of  attaining  it  is,  in  sub- 
stance, the  same.  The  purpose  of  the  charcoal  interlaid 
with  the  wheels  is  avowed  to  be  to  heat  them  in  the  pit  to  a 
proper  temperature,  prolonging  the  heat  and  permitting 
them  to  cool  gradually  in  a  given  time,  said  to  be  seventy- 
two  hours,  more  or  less,  as  may  be  found  necessary  for  the 
annealing  operation.  The  rapidity  of  combustion  of  the 
charcoal  is  regulated  by  a  damp>6r  in  the  flue.  And  this 
process  is  followed,  as  the  specification  explains,  that  the 
different  parts  of  the  wheels  may  adjust  themselves  to  each 
other,  and  accommodate  the  unequal  contraction  which  re- 
sults from  the  process  of  chilling.  It  is  under  this  patent, 
and  in  accordance  with  its  directions,  that  the  defendant 
has  prepared  his  car  wheels  for  market.  As  the  object  of 
the  patentees  is  the  same,  relief  from  the  strain  incident  to 
unequal  contraction,  the  only  inquiry  is  whether  the  ob- 
ject is  attained  by  substantially  the  same  means.  The  idea 
of  Whitney  was,  undoubtedly,  arresting  contraction  ber 
fore  any  remediless  strain  had  commenced,  and  regulating 
the  progress  of  cooling  so  that  all  parts  of  the  wheel  may 
maintain  an  equal  temperature  at  all  stages  of  cooling. 
Manifestly  the  process  of  the  defendant  embodied  the  same 
idea,  and  carried  it  out  by  means  identical  in  principle.  It 
reheats  the  wheels  when  removed  from  the  molds  to  the 
•chamber  or  pit.  It  prolongs  the  cooling  in  connection  with 
the  reheating,  and  it  subjects  the  rapidity  of  cooling  to  con- 
trol of  the  operator.  The  form  or  structure  of  the  furnace, 
chamber  or  pit,  is  not  claimed  by  either  patentee. 

It  hardly  seems  necessary  to  resort  to  the  opinions  of  ex- 
perts in  order  to  reach  the  conclusion  that  the  process  of 
the  defendant  is  only  formally  different  from  that  of  Whit- 
ney, while  the  essential  element  of  the  two  processes  is  the 
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same.  But  the  testimony  of  the  experts  examined,  taken 
as  a  whole,  clearly  supports  such  a  conclusion.  It  is  true 
some  of  the  witnesses  testify  that  in  their  opinion  the  pro- 
cesses are  diflEerent ;  but  when  they  attempt  to  describe  the 
difference  they  point  out  only  matters  which  are  merely  for- 
maly  only  variances  in  the  mode  of  using  the  same  process. 
On  the  other  hand,  several  witnesses,  entirely  competent  to 
apprehend  the  principle  of  the  invention  and  the  devices 
for  practically  using  it,  have  testified  that  the  processes  of 
the  defendant  and  of  the  complainant  are  substantially  the 
same  in  principle,  mode  of  operation,  and  in  the  effect  pro- 
duced. We  must,  therefore,  conclude  that  the  charge  of 
infringement  made  in  the  bill  has  been  sustained,  and  that 
the  complainant  was  entitled  to  a  decree  for  an  injunction 
and  an  account. 

We  come  next  to  the  consideration  of  the  account  stated 
by  the  master  and  confirmed  by  the  Circuit  Court. 

The  master  reported  that  Mowry,  the  defendant,  used 
Whitney's  process  in  the  manufacture  of  19,819  wheels, 
and  the  account  has  been  stated  on  that  basis.  For  the 
use  of  the  process  in  making  these  wheels  the  defendant 
has  been  charged  with  $91,601.86  as  profits  made  by  him 
(more  than  $4.60  on  each  wheel),  besides  $19,984.21  interest 
upon  such  profits  to  the  first  day  of  August,  1868,  and  the 
further  sum  of  $10,980.22,  being  interest  from  August  1, 
1868,  to  August  1,  1870. 

It  is  very  obvious,  in  view  of  (6)  the  evidence  in  the  case, 
that  the  account  has  been  erroneously  stated.  The  pat- 
entee himself,  in  1862,  when  applying  for  an  extension  of 
his  patent,  stated,  under  oath,  that  he  believed  there  was 
no  essential  difference  in  the  cost,  i)er  pound,  of  mak- 
ing cast-iron  chilled  car  wheels  of  the  various  patterns,  and 
by  the  different  modes  in  use,  .provided  the  same  skill  and 

14  WaU.  648. 

(h-c)  Wallace,  substitutes  for  from  6  to  c—"  what  the  patentee  him- 
self stated,  under  oath,  in  1862,  when  applying  for  an  extension  of  his 
patent,  that  the  account  has  been  erroneously  stated." 


SW  MOWRr  V.  WHITNEY.  [Sup.  Ct 

Opinion  of  the  oourC 

system  controlled  the  manufacture ;  that  by  his  process  he 
was  enabled  to  make  them  lighter  than  those  made  in  any 
any  other  way  for  a  similar  service  and,  therefore,  could 
afford  to  sell  them  at  the  same  price  per  wheel  as  other 
makers,  and  save  the  cost  of  the  difference  in  weight ;  that 
this  saving  of  metal  he  deemed  to  measure  the  essential 
advantage  he  had  over  his  competitors,  and  also  the  profits 
arising  from  his  patent,  and  he  estimated  that  ten  pounds 
per  wheel  would  be  a  fair  average  of  the  metal  saved  by  his 
process  (c).  If  he  was  correct  in  this  statement,  the  profits 
arising  from  the  use  of  his  patent  in  manufacturing  19,819 
wheels  (valuing  iron  at  the  price  proved  to  have  been  paid 
for  it  by  the  defendant),  must  have  been  less  than  $5,000, 
instead  of  over  $81,000  (d),  decreed  to  the  Circuit  Court — 
about  thirty  cents  per  wheel,  instead  of  $4.60.  It  is  not 
an  unfair  presumption  that  if  the  profit  to  the  patentee 
was  no  greater  than  he  claimed  it  was,  it  could  not  have 
been  more  when  the  invention  was  used  by  an  infringer. 
Now,  it  is  clear  that  Whitney  is  not  entitled  to  receive 
more  than  the  profits  actually  made  in  consequence  of  the 
use  of  his  process  in  the  manufacture  of  the  19,819  wheels. 
It  is  the  additional  advantage  the  defendant  derived  from 
the  process — ^advantage  beyond  what  he  had  without  it — 
for  which  he  must  account.  But  he  has  been  held  liable 
far  above  this.  The  master  reported,  in  the  first  instance, 
the  difference  between  the  cost  of  the  wheels  and  the  price 
for  which  they  were  sold  as  the  profits  realized  by  Mowry, 
thus  charging  him  the  profit  obtained  from  the  entire  wheel, 
instead  of  that  resulting  from  the  use  of  Whitney's  in- 
vention in  a  part  of  the  manufacture  ;  and  this,  though  he 
found  at  the  same  time  and  reported  that  Mowry  had  built 
up  his  business  before  he  commenced  the  use  of  Whitney's 
process  ;  that  the  use  of  the  process  did  not  diminish  the 
cost  of  making  wheels,  but  increased  it ;  that  while  he 
used  the  process  he  used  the  same  quality  of  iron  that  he 
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had  used  before,  and  made  no  difference  in  the  weight  or 
form  of  the  wheels,  or  in  their  price,  and  that  the  wheels 
made  by  him  before  he  commenced  the  use  of  Whitney's 
invention,  and  since  he  has  abandoned  it,  have  sold  as 
readily  and  at  the  same  prices  as  those  manufactured  by 
tliat  process. 

Exception  was  taken  to  the  charge  of  the  profit  made  by 
the  entire  manu&cture  of  the  wheel,  including  not  only 
the  selection  and  mixing  of  the  iron,  but  its  melting,  pour- 
ing into  molds,  forming  the  chill,  removing  from  the 
molds  and  cleaning,  as  well  as  annealing  and  slow  cooling ; 
and  the  case  was  again  sent  to  the  master  with  instructions 
to  inquire : 

First.  Whether  the  wheels  made  and  sold  by  the  defend- 
ant had,  or  could  have  been  made  to  have  any  market  value 
without  being  subjected  to  the  process  patented  to  Whit- 
ney; and, 

Second.  If  they  had  or  could  have  been  made  to  have  such 
value  by  any  annealing  or  slow  cooling  process,  outside  of 
the  Whitney  patent,  how  much  additional  value,  if  any, 
they  derived  from  being  subjected  to  that  patented  process. 

{e)  To  this  the  master  returned  that  he  was  unable  to  re- 
port any  division  of  profits ;  and,  being  uninformed  as  to 
what  was  covered  by  the  patent,  he  reported  that,  if  the  en- 
tireprocess  of  reheating  and  prolonging  the  cooling  used  by 
Mowry  in  the  manufacture  of  the  wheels  was  an  infringe- 
ment of  the  complainant's  patent,  the  total  profit  realized 
by  the  defendant  from  the  manufacture  and  sale  of  the 
wheels  was  due  to  the  use  by  him  of  the  complainant's  in- 
vention. He  reported,  secondly :  that  if  there  was  no  in- 
fringement of  the  complainant's  patent  unless  the  wheels 
are  subjected  to  the  process  of  reheating ;  that  it  is  to  say, 
if  the  process  of  slow  cooling  used  in  connection  with  re- 
heating is  old,  and  not  a  part  of  the  complainant's  inven- 
tion, nor  included  in  his  patent ;  no  part  of  the  profits  re- 
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alized  by  the  defendant  from  the  manafacture  and  sale  of 
the  wheels  was  due  to  the  use  by  him  of  complainant's  in- 
vention. This  second  finding  of  the  master  the  court  set 
aside.  But  he  further  found  that,  had  the  wheels  manu- 
factured by  the  defendant  been  left  to  cool  in  the  open  air, 
they  would  have  had  no  value  as  car  wheels,  and  have 
been  worth  only  the  value  of  the  iron  of  which  they  were 
made  ;  that  reheating  in  connection  with  slow  cooling,  or 
slow  cooling  without  reheating,  is  indispensable  to  make 
marketable  cast  iron  wheels  of  the  configuration  of  those 
jf  made  by  the  defendant ;  that  there  is  no  reheating  process 
for  the  manufacture  of  cast  iron  car  wheels  outside  of  the 
complainant's  patent. 

The  master  also  found  that  the  wheels  could  have  been 
removed  from  the  molds  and  finished  without  being  sub- 
jected to  the  reheating  process,  or  without  any  extraneous 
heat,  and  he  specified  two  modes  in  which  it  might  \>e  done. 
Wheels  so  manufactured,  he  reported,  have  and  did  have 
during  all  the  time  in  which  the  defendant  used  the  com- 
plainant's  process,  a  market  value  equal  to  that  of  wheels 
manufactured  by  that  process.  There  are  some  other  find- 
ings which  may  be  briefly  noticed : 

1.  That  the  19,819  wheels  were  annealed  wheels  and  sold 
as  such. 

2.  That  if  the  complainant's  patent  includes  prolonging 
the  time  of  cooling  the  wheels,  as  used  by  the  defendant, 
the  process  conferred  upon  them  their  entire  market  value, 
above  their  weight  in  iron  ;  but  not  so  if  the  complainant's 
patent  covers  only  the  application  of  extraneous  heat  to 
the  wheels  after  they  are  taken  from  the  molds. 

3.  That  taking  annealing  to  mean  reheating  in  connec- 
tion with  slow  cooling,  no  other  process  of  annealing  in 
connection  with  slow  cooling  than  that  patented  to  the 
complainant  and  that  described  in  the  patent  of  the  de- 
fendant, appears  to  have  been  known. 

4.  That  the  wheels  made  by  the  defendant  required  no 
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treatment  other  than  that  described  in  the  complainant' s 
patent,  to  complete  them  as  annealed  wheels. 

5.  That  still  taking  annealing  to  mean  reheating  in  con- 
nection with  slow  cooling,  the  annealed  wheels  could  not 
have  been  made  by  any  process  outside  the  complainant's 
patent  (/). 

Upon  these  findings  {g)  the  court  decreed  against  the  de- 
fendant the  entire  profits  made  by  him  in  the  manufacture 
and  sale  of  the  wheels  from  beginning  to  end  ;  not  only  the 
profits  resulting  from  the  reheating  and  regulated  slow  cool- 
ing in  connection,  but  also  those  which  may  have  resulted 
from  mixing  and  melting  the  iron,  casting  in  molds,  mak- 
ing the  chill,  and  from  the  possible  advance  on  the  iron 
above  its  cost,  with  interest  on  the  whole. 

This  we  think  was  an  error.  The  findings  of  the  master 
justified  no  such  decree.  It  must  be  conceded  that  the  find- 
ings are  incomplete,  obscure  and  in  some  particulars  incon- 
gruous, but  it  is  not  a  legitimate  construction  of  them  taken 
together,  that  the  benefit  which  the  defendant  derived  from 
the  use  of  the  complainant's  invention  was  equal  to  the 
aggregate  of  profits  he  obtained  from  the  manufacture  and 
sale  of  the  wheels  as  entireties,  after  they  had  been  com- 
pleted. It  is  as  true  of  a  process  invented  as  an  improve- 
ment in  a  manufacture,  as  it  is  of  an  improvement  in  a  ma- 
chine, that  an  infrihger  is  not  liable  to  the  extent  of  his 
entire  profits  in  the  manufacture.  Jones  v.  Morehead,  1 
Wall.  155  [7  Am.  &  Eng.  165]  ;  Seymour  v.  McCormick, 
16  How.  480  [6  Am.  &  Eng.  200].  If  the  wheels  made  by  the 
defendant  would  have  had  no  market  value  above  that  of 
cast-iron  if  they  had  not  been  annealed  and  slow  cooled, 
the  same  may  be  said  if  they  had  been  cast  without  a 
a  chill.  The  same  principle,  therefore,  which  gives  to  the 
complainants  the  aggregate  profits  of  the  entire  manufac- 
ture would  give  the  same  profits  to  a  patentee  of  the  pro- 
cess of  chilling,  if  there  were  one,  and  as  there  are  many 

14  WalL  650. 

{g)  Wallace  inserts  "  made  by  the  master  on  this  order.*' 


30  MOWRY  t>.  WHITNEY.  [Sup.  Ot 

Opinion  of  the  court. 

processes  in  the  manufactnre,  for  each  of  which  it  is  con- 
ceivable there  might  be  a  patent,  and  as  every  one  of  the 
processes  is  necessary  to  make  a  marketable  wheel,  an  in- 
fringer might  be  mulcted  in  several  times  the  profits  he  had 
made  from  the  whole  manufacture.  We  cannot  assent  to 
such  a  rule.  The  question  to  be  determined  in  this  case  is : 
what  advantage  did  the  defendant  derive  from  using  the 
complainant's  invention  over  what  he  had  in  using  other 
processes  then  open  to  the  public  and  adequate  to  enable 
him  to  obtain  an  equally  beneficial  result  ?  The  fruits  of 
that  advantage  are  his  profits.  They  are  all  the  benefits  he 
derived  from  the  existence  of  the  Whitney  invention.  It 
is  found  that  there  were  other  processes  by  which  the  in- 
herent strain  caused  by  unequal  cooling  could  be  and  was 
prevented,  counteracting  which  strain  was  the  sole  object 
of  the  complainant's  invention,  and  a  car  wheel  could  be  pre- 
pared for  similar  service,  valuable  in  the  market,  and  sal- 
able at  a  price  not  less  than  was  obtained  for  those  which 
the  defendant  manufactured.  The  inquiry  then  is :  what 
was  the  advantage  in  cost,  in  skill  required,  in  convenience 
of  operation,  or  marketability,  in  bringing  car  wheels  by 
Whitney's  process  from  the  condition  in  which  they  are 
when  taken  hot  from  the  molds,  to  a  perfected  state,  over 
bringing  them  to  the  same  state  by  those  other  processes, 
and  thus  rendering  them  equally  fit  for  the  same  service  1 
That  advantage  is  the  measure  of  profits.  It  is  quite  unim- 
portant what  name  was  given  to  the  products  of  the  pro- 
cesses, whether  one  could  be  called  annealed  wheels  and 
the  other  could  not,  except  so  far  as  affected  their  market- 
abilitv. 

(h)  We  have  already  noticed  that  the  court  overruled  the 
alternative  finding  of  the  master,  that  if  there  is  no  in- 
fringement of  the  complainant's  patent  unless  the  wheels 
are  subjected  to  the  process  of  reheating — that  is  to  say, 
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if  the  process  of  slow  cooling  used  in  connection  with  re- 
heating is  old,  and  not  a  part  of  the  complainant's  inven- 
tion, no  part  of  the  profit  derived  by  the  defendant  from 
the  manafactare  and  sale  of  the  wheels  was  due  to  the  use 
by  him  of  that  invention.  One  exception  taken  to  this  find- 
ing was  that  not  only  the  entire  process  described  in  the 
patent,  bat  each  part  of  such  entire  process  was  the  inven- 
tion of  the  complainant,  and  the  use  of  any  material,  sab- 
stantial  and  essential  j)art  of  such  entire  process,  the  slow 
cooling  being  a  substantial  and  material  part,  whereby  only 
an  improved  chilled  cast-iron  railroad  wheel  could  be  made, 
and  beneficial  effects  the  same  in  kind  if  not  in  degree  at- 
tained tliat  were  attained  by  the  complainant's  entire  pro- 
cess, jsan  infringement  of  complainant's  patent,  and  the  pro- 
fits derived  from  the  use  of  such  material,  substantial  and  es- 
sential part,  should  be  accounted  for  in  this  case.  This  excep- 
tion the  court  sustained,  and  thereby  h^l^  that  the  defendant 
is  chargeable  with  the  profits  he  derived  from  slow  cooling 
alone.  We  cannot  assent  to  this.  The  patent  is  for  an  en- 
tire process,  made  up  of  several  constituents.  The  patentee 
does  not  claim  to  have  been  the  inventor  of  the  constitu- 
ents. The  exclusive  use  of  them  singly  is  not  secured  to 
him.  What  is  secured  is  their  use  when  arranged  in  the 
process.  Unless  one  of  them  is  employed  in  making  up 
the  process,  and  as  an  element  of  it,  the  patentee  cannot 
prevent  others  from  using  it.  As  well  might  the  patentee 
of  a  machine,  every  part  of  which  is  an  old  and  known  de- 
vice, appropriate  the  exclusive  use  of  each  device,  though 
employed  singly,  and  not  combined  with  the  others  as  a 
machine.  The  defendant  was  not,  therefore,  responsible 
for  slow  cooling  alone,  or  for  the  profits  he  derived  from  it. 
He  was  liable  to  account  for  such  profits  only  when  he  used 
slow  cooling  in  connection  with  reheating  in  the  manner 
described  in  Whitney's  claim  substantially,  or  when  ex- 
traneous heat  was  employed  to  retard  the  progress  of  cool- 
ing.   We  have  said  that  slow  cooling  is  not  claimed  in  the 
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specification  as  the  invention  of  the  patentee.  And  it  is 
found  by  the  master  that  there  are  other  modes  of  slow 
cooling,  and  even  other  modes  of  relieving  against  the  in- 
herent strain  caused  by  unretarded  cooling,  than  that  prac- 
ticed by  the  complainant  and  claimed  by  him.  Though, 
therefore,  slow  cooling  is  an  essential  part  of  the  complain- 
ant's process,  it  is  an  equally  essential  part  of  other  pro- 
cesses which  the  defendant  was  at  liberty  to  use  in  prepar- 
ing his  car  wheels  for  market. 

We  add  only  that  in  our  opinion  the  defendant  should 
not  have  been  charged  with  interest  before  the  final  decree. 
The  profits  which  are  recoverable  against  an  infringer  of  a 
patent  are  in  fact  a  compensation  for  the  injury  the  pat- 
entee has  sustained  from  the  invasion  of  his  right.  They 
are  the  measure  of  his  damages.  Though  called  profits, 
they  are  really  damages,  and  unliquidated  until  the  decree 
is  made.  Interest  is  not  generally  allowable  upon  unliqui- 
dated damages.  We  will  not  say  that  in  no  possible  case 
can  interest  be  allowed.  It  is  enough  that  the  case  in  hand 
does  not  justify  such  an  allowance.  The  defendant  manu- 
factured the  wheels  about  which  the  complaint  is  made 
under  a  patent  granted  to  him  in  1861.  His  infringement 
of  the  complainant's  patent  was  not  wanton.  He  had  be- 
fore him  the  judgment  of  the  Patent  Office  that  his  process 
was  not  an  invasion  of  the  patent  granted  to  the  complain- 
ant, and  though  this  does  not  protect  him  against  respon- 
sibility for  damages,  it  ought  to  relieve  him  from  liability 
to  interest  on  profits. 

77ie  decree  of  the  Circuit  Court  is  reversed^  and  the  cause 
is  remanded  with  instructions  to  proceed  in  accordance 
with  the  rules  laid  down  in  this  opinion. 
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JAMES  REES,  PLAINTIFF  IN  ERROR,  v.  WILLIAM 

L.  GOULD.* 
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Combination.     Infringement     Equivalents.     Omieaion  of  an  ele- 
ment in  a  combination. 

1.  A  charge,  without  further  qaalification,  that  it  is  an  infringe- 

ment to  omit  one  of  the  elements  of  a  combination  claim,  and 
to  substitute  another  mechanical  device  to  perform  the  same 
function,  is  erroneous.  Should  the  substitute  be  a  newly  dis- 
covered element,  or  an  old  one  performing  a  new  function  not 
known  to  be  a  proper  substitute  at  the  date  of  the  patent, 
infringement  would  be  avoided,     (p.  45.) 

2.  The  withdrawal  of  one  ingredient  in  a  patented  combination  and 

the  substitution  of  another  which  was  well  known  at  the  date 
of  the  patent  as  a  proper  substitute  for  the  one  withdrawn  is 
a  mere  formal  alteration  of  the  combination,     (p.  45.) 

8.  Bona  fide  inventors  of  a  combination  are  as  much  entitled  to. 
equivalents  as  the  inventors  of  other  patentable  improvements, 
(p.  46.) 

4.  Where  the  defendant  in  constructing  his  machine  omits  entirely 
one  of  the  ingredients  of  the  plaintiff's  combination  without 
substituting  any  other  he  does  not  infringe,     (p.  47.) 

[Citations  in  opinion  of  the  Court :] 

Seymour  v.  Osborne,  11  Wall.  516  [8  Am.  &  Eng.  200].    p.  47. 
Carver  v.  Hyde,  16  Pet.  613  [4  Am.  &  Enjf.  286],    p.  47. 
Vance  v.  Campbell,  1  Black,  428  [7  Am.  &  Eng.  117].    p.  47. 
Roberts  v.  Harnden,  2  Cliff.  600.    p.  47. 
Mabie  v.  Haskell,  2  Cliff.  607.    p.  47. 
Brooks  V.  Fiske,  16  How.  212  [6  Am.  &  Eng.  16].    p.  47. 
Stimpson  v.  B.  B.  Co.,  10  How.  829  [6  Am.  &  Eng.  129].    p.  47. 
Prouty  V.  BuR^les,  16  Pet.  336  [4  Am.  &  Eng.  361].    p.  47. 
Barrett  v.  Hall,  1  Mas.  447.    p.  47. 
Howe  V.  Abbott,  2  Story,  190.    p.  47. 

*See  Explanation  of  Notes,  page  IIL 
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Argument  of  oounseL 

In  error  to  the  Circuit  Court  of  the  United  States  for  the 
Western  District  of  Pennsylvania. 

This  was  an  action  on  the  case  brought  by  the  defendant 
in  error,  William  L.  Gould,  against  the  plaintiflf  in  error, 
James  Rees,  in  the  Circuit  Court  for  the  Western  District 
of  Pennsylvania,  for  alleged  infringement  of  letters  patent 
of  the  United  States,  granted  to  said  William  L.  Gould, 
for  'improvement  in  steam-engines"  and  dated  January 
24,  1860. 

The  trial  commenced  November  9,  1869,  before  Hon. 
Wilson  McCandless,  District  Judge,  sitting  at  Circuit,  and 
resulted  in  a  verdict  and  judgment  for  the  plaintiflf. 

The  case  is  sufficiently  stated  by  the  court. 

Messrs.  WiUiam  BdkeweU  and  Oeo.  H.  Christy^  for 
plaintiff  in  error : 

The  second  specification  of  error  is  to  the  charge  of  the 
court  in  answer  to  the  following  points  offered  by  defend- 
ant's counsel : 

1.  That  when  a  combination  of  mechanical  devices  is 
claimed,  it  is  not  infringed  by  the  use  of  a  combination 
differing  substantially  in  any  of  its  parts  ;  and, 

2.  That  the  omission  of  one  essential  feature  or  element 
of  the  combination  as  claimed,  avoids  the  patent. 

These  propositions  are  fully  sustained  by  authority. 

Carver  v.  Hyde,  16  Pet.  614  [4  Am.  &  Eng.  367] ;  Prouty 
n.  Ruggles,  16  Pet.  336  [4  Am.  &  Eng.  351]. 

In  Vance  v.  Campbell,  1  Black,  429  [7  Am.  &  Eng.  117], 
this  court  says:  "Unless  the  combination  is  maintained, 
the  whole  invention  fails.  The  combination  is  an  entirety. 
If  one  of  the  elements  is  given  up,  the  thing  claimed  dis- 
appears." 

Again,  in  Brooks  t).  Fiske,  15  How.  219  [6  Am.  &  Eng. 
15], the  court  says: 

"If  a  combination  has  three  different  known  parts,  and 
the  result  is  accomplished  by  the  union  of  all  these  parts 
arranged  with  reference  to  each  other,  the  use  of  two  of 
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these  parts  only,  combined  with  a  third,  substantially  dif- 
ferent from  the  former,  is  not  the  same  combination  and 
no  interference." 

There  are  numerous  authorities  to  the  same  effect. 

Barrett  t).  Hall,  1  Mas.  474 ;  Brooks  v.  Bicknell,  4  Mc- 
Lean/73;  Stimpson  v.  R.  R.  Co.,  10  How.  843  [6  Am.  & 
Eng.  129] ;  Foster  v.  Moore,  1  Curt.  292 ;  Mabie  v.  Haskell, 
2  Cliff.  611. 

The  court  below,  in  charging  the  jury  on  this  point, 
says:  ^^If  the  jury  k)elieve  that  the  mechanical  devices 
used  by  Rees,  although  differing  in  mechanical  form  or 
combination,  are  equivalent  to  those  patented  and  used  in 
the  combination  patented,  to  produce  the  same  result,  it  is 
an  infringement  of  the  patent ;  and  this,  although  there  is 
an  omission  of  one  of  the  features  of  the  combination." 

The  first  portion  of  this  instruction  is  entirely  too  broad 
a  statement  of  the  doctrine  of  mechanical  equivalents,  as 
applied  to  mere  combinations  of  old  devices,  and  was 
clearly  erroneous. 

See,  McCormick  v.  Talcott,  20  How.  405  [6  Am.  &  Eng. 
410]. 

It  is  not  denied  that  the  doctrine  of  equivalents  may  be 
invoked  by  the  patentee  of  a  combination  to  prevent  mere 
colorable  evasions  of  his  rights ;  but  it  will  be  noticed  that 
the  i)oint,  as  presented  to  the  court  below,  referred  to  "a 
combination  differing  substantially  in  any  of  its  parts," 
and  to  '^  the  omission  of  the  one  essential  feature." 

There  certainly  was  error  in  the  latter  part  of  the  in- 
struction, that  the  omission  of  one  of  the  features  of  the 
combination  would  make  no  difference  in  the  question  of 
infringement. 

Mr.  J.  A.  WUlSj  for  d^endant  in  error : 

Mr.  Justice  Clifford  delivered  the  opinion  of  the  court : 
Patentable  inventions  may  consist  entirely  in  a  new  com- 
bination of  old  ingredients  whereby  a  new  and  useful  re- 

15  WaU.  189. 
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suit  is  obtained,  and  in  such  cases  the  description  of  the 
invention  is  sufficient  if  the  ingredients  are  named,  the 
mode  of  operation  given,  and  the  new  and  useful  result  is 
pointed  out,  so  that  those  skilled  in  the  art,  and  the  public 
may  know  the  nature  and  extent  of  the  claim  and  what  the 
parts  are  which  co-operate  to  produce  the  described  new 
and  useful  result. 

Damages  are  claimed  by  the  plaintiff  for  the  alleged  in- 
fringement of  certain  letters  patient,  and  he  instituted  for 
that  purpose  an  action  of  trespass  on  the  case  against  the 
defendant  to  recover  compensation  for  the  alleged  injury. 

Letters  patent  were  granted  to  the  plaintiff  on  the  24th 
of  January,  1860,  for  a  new  and  useful  improvement  in 
steam-engines,  described  in  the  specification  as  *'a  new  and 
useful  mode  of  operating  and  handling"  such  machines, 
which  consists,  as  the  patent  states,  in  so  ari*anging  and 
constructing  the  cranks  or  arms  of  the  lifters  and  cam-rods  of 
puppet  valve  engines  that  they  may  be  operated  and  handled 
witt  ease  and  speed,  by  means  of  levers  and  connecting 
rods,  the  whole  being  arranged  and  constructed  in  the 
manner  described  in  the  specification. 

Very  minute  description  of  the  various  parts  of  the  me- 
chanism of  the  invention  is  given  in  the  specification,  and 
in  order  to  enable  others  skilled  in  the  art  to  make  and 
use  the  invention  the  patentee  proceeds,  with  much  detail, 
to  describe  its  construction  and  operation,  but  in  the  view 
taken  of  the  case  by  the  court  it  will  not  be  necessary  to 
enter  into  those  details  in  the  present  investigation  of  the 
controversy  between  these  parties. 

Process  was  issued,  and  being  served,  the  defendant  ap- 
peared and  pleaded  as  follows:  (1)  That  he  was  not  guilty. 
(2)  That  the  plaintiff  was  not  the  original  and  first  inventor 
of  the  improvement  described  in  the  lettera  patent,  and 
tendered  an  issue  to  the  country,  which  was  joined  by  the 
plaintiff. 

Besides  the  two  pleas  pleaded,  he  also  gave  notice  in 

15  WalL  189-190. 
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writing  that  he  would  give  evidence  under  the  general 
issue  to  prove  that  the  alleged  invention  was  well  known 
and  generally  used  in  steamboats  navigating  the  western 
waters  long  anterior  to  the  alleged  date  of  the  plaintiffs 
invention.  Subsequently  the  parties  went  to  trial,  and  the 
jury,  under  the  instructions  given  by  the  court,  returned 
their  verdict  for  the  plaintiff,  and  the  defendant  excepted  to 
certain  rulings  and  to  the  instructions  of  the  court,  and 
sued  out  a  writ  of  error  and  removed  the  cause  into  this 
court. 

Enough  has  already  been  remarked  to  show  what  the 
general  nature,  construction,  and  operation  of  the  improve- 
ment is  without  entering  more  into  the  details  of  the  de- 
scription, as  given  in  the  si)ecification,  except  to  reproduce 
the  claims  of  the  patent  as  made  by  the  patentee.  They 
are  as  follows :  First.  The  flanges  on  the  reversing  crank  or 
arm,  and  the  projection  on  the  cam -rod,  when  used  for  the 
purpose  of  guiding  the  hooks  into  their  proper  position  on 
the  wrists  of  the  reversing  crank  or  arm,  as  described  and 
set  forth  in  the  descriptive  portion  of  the  specification. 
Second.  The  use  of  the  link,  or  its  equivalent,  when  used 
in  coDuection  with  the  cam -rods,  reversing  crank  or  arm, 
and  the  other  crank  or  arm,  as  therein  described,  and  for 
the  purpose  therein  set  forth.  Third.  The  use  of  the  con- 
necting rods,  or  their  equivalents,  when  used  in  combina- 
tion with  the  described  link,  cam -rod  and  levers,  as  therein 
desciibed  and  set  forth. 

Argument  to  show  that  each  of  the  claims  is  for  a  com- 
bination of  ingredients  is  unnecessary,  as  the  statement  of 
the  respective  claims  is  sufficient  to  establish  the  affirma- 
tive of  the  proposition ;  nor  is  it  necessary  to  add  anything 
to  show  that  all  the  ingredients  of  the  resi)ective  claims 
are  old,  as  the  specification  does  not  contain  a  word  to 
justify  the  theory  that  the  patentee  ever  pretended  that  he 
had  invented  anything  except  the  several  combinations  de- 
scribed in  the  three  claims  of  his  letters  patent. 

15  WaU.  100-19ti 
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Exceptions  were  taken  by  the  defendant  to  certain  rnl- 
ings  of  the  court,  as  well  as  to  several  of  the  instmctions 
given  by  the  court  to  the  jury,  and  all  or  nearly  all  of  those 
rulings  and  instructions  are  assigned  for  error  in  this 
court,  but  in  the  view  of  the  case  taken  by  this  court,  it  will 
not  be  necessary  to  examine  more  than  one  of  the  excep- 
tions, which  is  the  one  calling  in  question  the  instruction 
defining  the  rights  of  a  patentee  where  the  invention  con- 
sists solely  in  a  combination  of  old  ingredients,  as  the 
proposition  of  law  given  to  the  jury  in  that  instruction  is 
clearly  erroneous,  and  of  a  character  which  entitles  the 
defendant  to  a  reversal  of  the  judgment  and  to  a  new  trial. 

Evidence  was  introduced  on  both  sides,  and  the  defend- 
ant requested  the  presiding  justice  to  instruct  the  jury 
that  when  a  combination  of  mechanical  devices  is  claimed, 
the  patent  is  not  infringed  by  the  use  of  a  combination  dif- 
fering substantially  in  any  of  its  parts,  and  that  the  omission 
of  one  essential  feature  or  element  of  the  combination  as 
claimed  avoids  the  infringement,  repeating  that  request  in 
respect  to  each  of  the  three  claims  of  the  patent,  and  the 
bill  of  exceptions  shows  that  the  presiding  justice  refused 
to  give  the  instruction  as  to  any  one  of  the  three  claims, 
and  that  he  instructed  the  jury  in  respect  to  the  second 
claim  that  the  use  of  the  combination  is  an  infringement, 
and  that  the  omission  of  one  of  the  elements  and  the  sub- 
stitution of  another  mechanical  device  to  perform  the  same 
function  will  not  avoid  the  infringement,  adding,  what 
undoubtedly  is  correct,  that  the  elements  of  the  machine 
may  be  old  and  the  invention  consist  in  a  new  combination 
of  old  elements  whereby  a  new  and  useful  result  is  ob- 
tained. 

Just  exception  cannot  be  taken  to  the  last  paragraph  of 
the  instruction,  but  the  preceding  clause,  which  asserts  that 
the  omission  of  one  of  the  elements  and  the  substitution  of 
another  mechanical  device  to  perform  the  same  function 
will  not  avoid  the  infringement,  cannot  be  sustained*  as 
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the  principle,  as  there  stated,  without  any  qualification,  is 
not  correct,  and  when  given,  as  the  instruction  was,  with- 
out any  explanation,  it  was  well  calculated  to  mislead  the 
jury. 

Mere  formal  alterations  of  a  combination  in  letters  pat- 
ent do  not  constitute  any  defense  to  the  charge  of  infringe- 
ment, as  the  inventor  of  a  combination  is  as  much  entitled 
to  suppress  every  other  combination  of  the  same  ingredi- 
ents to  produce  the  same  result,  not  substantially  different 
f^m  what  he  has  invented  and  caused  to  be  patented,  as 
the  inventor  of  any  other  patented  improvement.  Such 
inventors  may  claim  equivalents  as  well  as  any  other  class 
of  inventors,  and  they  have  the  same  right  to  suppress 
every  other  subsequent  improvement,  not  substantially 
different  from  what  they  have  invented  and  secured  by 
letters  patent,  but  they  cannot  suppress  subsequent  im- 
provements which  are  substantially  different  from  their  in- 
ventions, whether  the  new  improvement  consists  in  a  new 
ccHubination  of  the  same  ingredients  or  of  some  newly-dis- 
covered ingredient,  or  even  of  some  old  ingredient  perform- 
ing some  new  function,  not  known  at  the  date  of  the  let- 
ters patent,  as  a  proper  substitute  for  the  ingredient  with- 
drawn. Seymour  v.  Osborne,  11  Wall.  655  [8  Am.  &  Eng. 
290]. 

Unquestionably  the  withdrawal  of  one  ingredient  in  a 
patented  combination  and  the  substitution  of  another 
which  was  well  known  at  the  date  of  the  patent  as  a 
proper  substitute  for  the  one  withdrawn,  is  a  mere  formal 
alteration  of  the  combination ;  and  if  the  ingredient  sub- 
stituted perform  substantially  the  same  function  as  the  one 
withdrawn,  it  would  be  correct  to  instruct  the  jury  that 
such  a  substitution  of  one  ingredient  for  another  would  not 
avoid  the  chaise  of  infringement. 

Grant  all  that,  and  still  it  is  clear  that  the  concession 
will  not  support  the  charge  of  the  court,  as  it  is  equally 
clear  that  if  the  combination  constituting  the  invention 
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claimed  in  the  subsequent  patent  was  new,  or  if  the  ingre- 
dient substituted  for  the  one  withdrawn  was  a  newly -dis- 
covered one,  or  even  an  old  one  performing  some  new 
function,  and  was  not  known  at  the  date  of  the  plaintiff  s 
patent,  as  a  proper  substitute  for  the  ingredient  with- 
drawn. It  would  avoid  the  infringement,  as  a  new  combi- 
nation or  a  newly-discovered  ingredient  substituted  for  the 
one  omitted,  or  even  an  old  one  performing  a  new  function 
not  known  at  the  date  of  the  plaintiff's  patent  as  a  proper 
substitute  for  the  one  withdrawn,  would  not  be  an  equiv- 
alent for  the  ingredient  omitted  within  the  meaning  of  the 
I)atent  law ;  nor  could  it  be  successfully  claimed  as  such 
by  the  plaintiff  in  order  to  support  the  charge  of  infringe- 
ment. Such  an  alteration  is  not  a  mere  formal  alteration, 
as  the  difference  between  the  two  improvements  is  such 
that  the  new  combination  would  be  the  proper  subject  of  a 
patent  and,  consequently,  would  avoid  the  charge  of  in- 
fringement in  a  case  like  the  one  supposed  by  the  court. 

Unexplained,  the  theory  assumed  by  the  court  war- 
ranted the  jury  in  finding  for  the  plaintiff,  though  the  de- 
fendant in  constructing  his  machine  omitted  one  of  the  in- 
gredients of  the  plaintiff's  combination  and  substituted 
another  in  its  place  to  perform  the  same  function  whether 
the  ingredient  substituted  for  the  one  omitted  was  or  was 
not  newly  discovered,  or  was  or  was  not  well  known  at  the 
date  of  the  plaintiff's  patent  as  a  proper  substitute  for  the 
one  omitted  from  the  combination  constituting  the  plain- 
tiff's invention. 

Bona  fide  inventors  of  a  combination  are  as  much  en- 
titled to  equivalents  as  the  inventors  of  other  X)atentable 
improvements ;  by  which  is  meant  that  a  patentee  in  such 
a  case  may  substitute  another  ingredient  for  any  one  of  the 
ingredients  of  his  invention  if  the  ingredient  substituted 
performs  the  same  function  as  the  one  omitted  and  was 
well  known  at  the  date  of  his  patent  as  a  proper  substitute 
for  the  one  omitted  in  the  patented  combination.     Apply 
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that  rule,  and  it  is  clear  that  an  alteration  in  a  patented 
combination  which  merely  substitutes  another  old  ingredi- 
ent for  one  of  the  ingredients  in  the  patented  combination 
is  an  infringement  of  the  patent,  if  the  substitute  performs 
the  same  function  and  was  well  known  at  the  date  of  the 
patent  as  a  proper  substitute  for  the  omitted  ingredient, 
but  the  rule  is  otherwise  if  the  ingredienc  substituted  was 
a  new  one,  or  performs  a  substantially  different  function, 
or  was  not  known  at  the  date  of  the  plaintiff's  patent  as  a 
proper  substitute  for  the  one  omitted  from  his  patented 
combination.  ^ 

Where  the  defendant  in  constructing  his  machine  omits 
entirely  one  of  the  ingredients  of  the  plaintiff's  combina- 
tion withou  t  substituting  any  other,  he  does  not  infringe,  and 
if  he  substitutes  another  in  the  place  of  the  one  omitted, 
which  is  new  or  which  performs  a  substantially  different 
function,  or  if  it  is  old,  but  was  not  known  at  the  date  of 
the  plaintiffs  invention  as  a  proper  substitute  for  the 
omitted  ingredient,  then  he  does  not  infringe.  Carver  v. 
Hyde,  16  Pet.  614  [4  Am.  &  Eng.  367] ;  Vance  v.  Camp- 
bell, 1  Black,  427  [7  Am.  &  Eng.  117] ;  Roberts  v.  Ham- 
den,  2  Cliff.  504 ;  Mabie  v.  Haskell,  2  Cliff.  611 ;  Brooks  v. 
Piske,  15  How.  219  [6  Am.  &  Eng.  16] ;  Stimpson  v.  R.  R. 
Co.,  10  How.  329  [6  Am.  &  Eng.  129] ;  Prouty  v.  Ruggles, 
16  Pet.  341  [4  Am.  &  Eng.  361] ;  Barrett  v.  Hall,  1  Mas. 
477 ;  Howe  v.  Abbott,  2  Story,  194. 

Tested  by  these  principles,  as  the  instruction  in  question 
must  be,  it  is  plainly  erroneous,  as  it  warranted  the  jury 
in  finding  for  the  plaintiff,  whether  the  ingredient  substi- 
tuted for  the  one  omitted  was  new  or  old,  or  whether  the 
one  substituted  was  or  was  not  well  known  at  the  date  of 
the  plaintiff's  patent  as  a  proper  substitute  for  the  omitted 
ingredient. 

JudgmerU  reversed  and  a  new  venire  ordered. 
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Affirming  Hawley  v.  Mitchell,  1  Holmes,  42. 

Argned  Jannary  20,  1873.     Decided  March  8,  1878. 

Sale  of  patented  machine.     Right  to  use.     Purchaaei^s  right  to  uM 
until  worn  out.     Grant  of  original  term.     Notice  to  purchaser. 

1.  The  rule  is  well  established  that  when  a  patentee  has  himself 

constructed  a  machine  and  sold  it  without  any  conditions,  or 
authorized  another  to  construct,  sell  and  deliver  it,  or  to  con- 
struct and  use  and  operate  it  without  any  conditions,  and  the 
consideration  has  been  paid  to  him  for  the  thing  patented,  the 
patentee  must  be  understood  to  have  parted  to  that  extent  with 
all  his  exclusive  right,  and  that  he  ceases  to  have  any  interest 
whatever  in  the  patented  machine  so  sold  and  delivered,  or 
authorized  to  be  constructed  and  operated,     (p.  54.) 

2.  If  the  owner  of  a  patented  machine,  whether  he  built  it  or  pur- 

chased it,  has  also  acquired  the  right  to  use  and  operate  it 
during  the  lifetime  of  the  patent,  he  may  continue  to  use  it 
until  it  is  worn  out,  in  spite  of  any  and  every  extension  subse- 
quently obtained  by  the  patentee  or  his  assigns,     (p.  54.) 

8.  Purchasers  of  an  exclusive  privilege  of  making  or  vending  a 
patented  machine,  acquire  an  interest  in  the  franchise  which 
the  patent  secures;  such  interest  terminates  at  the  time  lim- 
ited for  its  continuance,  by  the  law  which  created  the  fran- 
chise, unless  it  is  expressly  stipulated  to  the  contrary,  (p. 
55.) 

4  Where  the  sale  of  a  patented  implement  or  machine  is  absolute, 
and  without  any  conditions,  it  becomes  the  private  individual 
property  of  the  purchaser,  and  he  may  continue  to  use  it  un- 
til it  is  worn  out,  or  he  may  repair  it  or  improve  it  as  he 
pleases,     (p.  56.) 

*8ee  Explanation  of  Notes,  page  III. 
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5.  Where  the  patentee  sold  the  ezclasiye  right  for  specified  terri- 

tory to  make  and  use  ^^and  to  licenae  to  others  the  right  to  use 
said  machine "  during  the  remainder  of  the  original  term,  it 
being  stipulated  in  the  instrument  of  conTeyanoe,  that  the 
licensee  '*  shall  not  in  any  toay  or  form  dispose  of,  sell,  or  grant 
any  license  to  use  said  machines  beyond  the  expiration "  of 
the  original  term.  Held  that  the  sale  of  machines  by  such  li« 
censee  ^' with  the  right  to  run"  the  same,  did  not  convey  the 
right  to  use  them  beyond  the  term  of  the  original  patent  (p. 
56.) 

6.  Letters  patent  No.  9,700,  J.  S.  Taylor,  May  3,  1858.    Hat- 

Bodies,  expire  on  the  same  day.  May  3,  1867.     (p.  57.) 

7.  Notice  to  the  purchaser  in  such  a  case  is  not  required,  as  the 

law  imposes  the  risk,  as  to  whether  the  title  of  the  seller  is 
such  that  he  can  make  a  Talid  conveyance,  upon  the  purchaser 
as  against  the  real  owner,     (p.  58.) 
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Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  Massachusetts. 

The  petition  in  this  case  was  filed  in  the  conrt  below  by 
the  appellee,  to  restrain  the  vending,  nsing,  etc.,  of  certain 
patented  machines.  A  decree  having  been  entered  in  favor 
of  the  complainant,  the  respondents  took  an  appeal  to  this 
conrt. 

The  case  is  stated  by  the  conrt. 
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Mr.  F.  A.  Brooks^  for  appellants : 

If  the  api)ellaiit8  were  in  the  lawful  nse  of  the  pa  tented 
machines  at  the  expiration  of  the  original  term,  then  they 
were  authorized  to  continue  such  use  after  extension  under 
the  benefit  saving  clause  of  sec.  18  of  act  of  1836. 

Wilson  V.  Rousseau,  4  How.  682  [4  Am.  &  Eng.  436]  ; 
Bloomer  v.  McQuewan,  14  How.  648  [5  Am.  &  Eng.  484], 

This  court  (Taney,  Ch.  J.),  in  opinion  (p.  660),  says  t 
*^  Upon  the  authority  of  the  cases  of  Evans  v.  Eaton  [4  Am. 
&  Eng.  16  &  106],  and  Wilson  v.  Rousseau  [4  Am.  &  Eng. 
436],  these  two  propositions  may  be  regarded  as  settled  by 
judicial  decisions :  *'l  *  *  *  and  2.  ** That  under  the 
general  law  (of  patents)  *  ♦  *  a  party  who  had  pur- 
chased the  right  to  use  a  planing  machine  during  the  pe- 
riod to  which  the  patent  was  first  limited,  was  entitled  to 
continue  to  use  it  during  the  extension  authorized  by  that 
law.'* 

Also,  Hodge  tJ,  R.  R.  Co.,  6  Blatchf.  88 ;  Chaflfee©.  Belt- 
ing Co.,  22  How.  223  [7  Am.  &  Eng.  60]. 

The  case  of  Goodyear  x.  Beverly  Rubber  Co. ,  1  Cliflf.  365, 
and  Bloomer  v.  Millinger,  1  Wall.  351  [7  Am.  &  Eng.  186], 
are  also  to  the  same  effect. 

These  cases  all  show  that  a  sale  of  machines  by  the  pat- 
entee himself,  or  by  his  authority,  operates  to  take  the 
thing  sold  out  of  the  reach  of  the  patent  laws  altogether, 
and  gives  to  the  purchaser  all  the  rights  which  the  patentee 
himself  could  give. 

The  defense  is,  that  the  machines  in  question  were  in  the 
use  of  defendants  at  the  expiration  of  the  original  term  of 
patent,  as  licensees  of  the  right  to  use,  and  that  their  right 
to  continue  such  use  afterwards  arises,  not  from  anv  con- 
sent  of  patentee,  express  or  implied,  but  under  and  by  vir- 
tue of  the  protection  afforded  them  by  the  saving  clause  of 
section  18  of  statute ;  and,  inasmuch  as  the  benefit  we  rely 
upon  is  saved  to  the  grantees  of  the  right  to  use,  by  an  ex- 
press provision  of  the  statute,  and  the  benefits  of  a  pur- 
chaser depend  upon  a  principle  of  common  law,  that  title 
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Carries  with  it  the  same  incidents  of  perfect  control  in  pat-  . 
anted  articles,  as  well  as  in  other  kinds  of  property,    Web. 
Pat.  C.  433,  n. 

Mr.  J.  E.  MaynadieTyfor  appellee : 

No  machine  can  be  lawfully  used  after  renewal,  without 
license  from  the  owner  of  the  renewed  term,  unless  the 
user  can  show  that  the  machine  passed  ^'outside  of  the 
monopoly"  and  from  under  the  protection  of  the  patent 
laws,  and  became  like  personal  property  of  any  other  kind, 
during  the  original  term.  That  is  to  say,  that  the  patentee 
parted  with  his  whole  monoi)oly  as  to  that  particular  ma- 
chine, during  that  term. 

See  Wilson  v.  Rousseau,  4  How.  646  [4  Am.  &Eng.  436]; 
Chaflfee  v.  Belting  Co.,  22  How.  217  [7  Am.  &  Eng.  60] ; 
Bloomer  v.  Millinger,  1  Wall.  340  [7  Am.  &  Eng.  185]. 

Bayley  had  no  power  to  so  dispose  of  any  one  or  more 
of  these  machines,  or  of  the  right  to  use  any  one  or  more 
of  them,  as  to  give  to  any  person  the  right  to  use  during 
the  renewed  term,  and  that  power  was  retained,  both  by 
implication,  and  eiiipressly  by  the  patentee. 

Mr.  Justice  Clifford  delivered  the  opinion  of  the  court: 
Patentees  acquire  by  their  letters  patent  the  exclusive 
right  to  make  and  use  their  patented  inventions  and  to 
vend  the  same  to  others  to  be  used  for  the  period  of  time 
speciiied  in  the  patent,  but  when  they  have  made  one  or 
more  of  the  things  patented,  and  have  vended  the  same  to 
others  to  be  used,  they  have  parted  to  that  extent  with 
their  exclusive  right,  as  they  are  never  entitled  to  but  one 
royalty  for  a  patented  machine,  and  consequently  a  pat- 
entee, when  he  has  himself  constructed  a  machine  and  sold 
it  without  any  conditions,  or  authorized  another  to  con- 
struct, sell  and  deliver  it,  or  to  construct  and  use  and  oper- 
ate it,  without  any  conditions,  and  the  consideration  has 
been  paid  to  him  for  the  thing  patented,  the  rule  is  well 
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established  that  the  patentee  must  be  understood  to  have 
{parted  to  that  extent  with  all  his  exclusive  right,  and  that 
he  ceases  to  have  any  interest  whatever  in  the  patented 
machine  so  sold  and  delivered  or  authorized  to  be  con- 
structed and  operated.  Where  such  circumstances  appear, 
the  owner  of  the  machine,  whether  he  built  it  or  purchased 
it,  if  he  has  also  acquired  the  right  to  use  and  operate  it 
during  the  lifetime  of  the  patent,  may  continue  to  use  it 
until  it  is  worn  out,  in  spite  of  any  and  every  extension 
subsequently  obtained  by  the  patentee  or  his  assigns. 
Bloomer  v.  Millinger,  1  Wall.  360  [7  Am.  &  Eng.  186]. 

Patents  were  granted,  under  the  prior  Patent  Act,  for 
the  term  of  fourteen  years ;  but  the  provision  was  that  a 
patentee  in  certain  cases  might  have  the  term  extended  for 
seven  years  from  and  after  the  expiration  of  the  first  term, 
and  the  same  section,  provided  that  the  benefit  of  such  re- 
newal shall  extend  to  assignees  and  grantees  of  the  right 
to  use  the  thing  patented  to  the  extent  of  their  respective 
interests  therein,  which  last  provision  has  frequently  been 
misunderstood.  Such  misapprehension  has  usually  arisen 
from  a  failure  to  keep  in  view  the  well  founded  distinction 
between  the  grant  of  the  right  to  make  and  vend  the  pat- 
ented machine,  and  the  grant  of  the  right  to  use  it,  as  was 
first  satisfactorily  pointed  out  by  the  late  Chief  Justice 
Taney  with  his  accustomed  clearness  and  precision.  Bloomer 
V.  McQuewan,  14  How.  649  [6  Am.  &  Eng.  434] ;  Chaflfee 
V.  Belting  Co.,  22  How.  223  [7  Am.  &  Eng.  60]. 

Purchasers  of  the  exclusive  privilege  of  making  or  vend- 
ing the  patented  machine  hold  the  whole  or  a  portion  of 
the  franchise  which  the  patent  secures,  depending  upon 
the  nature  of  the  conveyance,  and  of  course  the  interest 
which  the  purchaser  acquires  terminates  at  the  time  limited 
for  its  continuance  by  the  law  which  created  the  fi-anchise, 
unless  it  is  expressly  stipulated  to  the  contrary.  But  the 
purchaser  of  the  implement  or  machine  for  the  purpose  of 
using  it  in  the  ordinary  pursuits  of  life  stands  on  different 
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grounds,  as  he  does  not  acquire  any  right  to  construct 
another  machine  either  for  his  own  use  or  to  be  vended  to 
another  for  any  purpose.  Complete  title  to  the  implement 
or  machine  purchased  becomes  vested  in  the  vendee  by  the 
sale  and  purchase,  but  he  acquires  no  portion  of  the  fran- 
chise, as  the  machine,  when  it  rightfully  passes  from  the 
patentee  to  the  purchaser,  ceases  to  be*  within  the  limits  of 
tlie  monopoly. 

Patented  implements  or  machines  sold  to  be  used  in  the 
ordinary  pursuits  of  life  become  the  private  individual 
property  of  the  purchasers,  and  are  no  longer  specifically 
protected  by  the  patent  laws  of  the  State  where  the  imple- 
ments or  machines  are  owned  and  used.  Sales  of  the  kind 
may  be  made  by  the  patentee  with  or  without  conditions, 
as  in  other  cases,  but  where  the  sale  is  absolute,  and  with- 
out any  conditions,  the  rule  is  well  settled  that  the  pur- 
chaser may  continue  to  use  the  implement  or  machine  pur- 
chased until  it  is  worn  out,  or  he  may  repair  it  or  improve 
upon  it  as  he  pleases,  in  same  manner  as  if  dealing  with 
property  of  any  other  kind. 

Letters  patent  were  granted  to  James  F.  Taylor  for  new 
and  useful  improvements  in  machinery  for  felting  hats, 
bearing  date  the  3d  of  May,  1853,  securing  to  him  the  ex- 
clusive right  to  make  and  use  and  to  vend  to  others  the 
right  to  make  and  use  the  said  machines  for  the  term  of 
fourteen  years  from  the  date  of  the  letters  patent.  Due 
conveyance  or  license,  subject  to  certain  restrictions  and 
limitations,  was  made  by  the  patentee  of  the  exclusive 
right  to  make  and  use  *'^and  to  license  to  other b  the  right 
to  use  the  said  machines^^  in  the  States  of  Massachusetts 
and  New  Hampshire,  during  the  reqiainder  of  the  original 
terra  of  said  letters  patent,  it  being  expressly  stipulated  in 
the  instrument  of  conveyance  that  the  licensee  "  shall  not 
in  any  way^  or  for  m^  dispose  of  sell  or  grant  any  license 
to  use  the  said  machines  beyond  the  expiration ' '  of  the 
original  term.  Apart  from  that,  the  patentee  also  stipu- 
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lated  that  the  said  licensee,  if  the  patent  should  be  extended, 
should  have  the  right  to  control  the  same  in  those  two 
States,  he  paying  to  the  grantors  in  his  license,  or  their 
heirs  and  assigns,  a  fair  and  reasonable  compensation  for 
the  same,  on  terms  as  favorable  as  may  be  offered  to  any 
other  person  or  party.  Bayley,  as  such  licensee,  on  the 
18th  of  March,  1864,  constructed  four  machines,  being  two 
sets,  and  sold  the  machines,  ''with  the  right  to  run"  the 
same,  to  the  grantors  of  the  respondents,  for  the  sum  of 
$1,200,  executing  to  the  purchasers,  at  the  same  time,  a 
license  under  his  hand  and  seal,  authorizing  the  purchas- 
ers, as  such  licensees,  "  to  run  and  use  two  sets  (four  ma- 
chines) for  felting  hats,  in  said  town  of  Haverhill,  under 
Taylor's  patent,  bearing  date  as  specified  in  the  original 
letters  patent,'*  showing  conclusively  that  the  purchasers 
were  referred  to  the  original  letters  patent  as  the  source  of 
his  authority.  Of  course  said  letters  patent  expired  on  the 
3d  of  May,  1867,  and  the  record  shows  that  the  Commis- 
sioner, before  the  term  expired,  renewed  the  letters  patent 
and  extended  the  same  for  the  further  term  of  seven  years 
from  the  expiration  of  the  original  term,  and  that  the  com- 
plainants having  become  by  certain  mesne  conveyances, 
duly  recorded,  the  exclusive  assignees  of  the  right,  title 
and  interest  in  the  renewed  letters  patent  for  those  two 
States,  instituted  the  present  suit  to  restrain  the  respond- 
ents from  using  the  four  machines  which  they  or  their 
grantors  purchased  of  the  licensee  under  the  original  letters 
patent.  They  appeared  to  the  suit  and  filed  an  answer  set- 
ting up  as  a  defense  to  the  charge  of  infringement,  that 
they  are  by  law  authorized  to  continue  to  use  the  four  ma- 
chines just  the  same  under  the  extended  letters  patent  as 
they  had  the  right  to  do  under  the  original  patent,  when 
the  purchase  was  made  by  those  under  whom  they  claim, 
which  is  the  only  question  in  the  case. 

No  one  in  general  can  sell  personal  property  and  convey 
a  valid  title  to  it  unless  he  is  the  owner  or  lawfully  repre- 
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sents  the  owner.  Ifemo  dot  quod  non  Tiabet.  Persons, 
therefore,  who  buy  goods  from  one  not  the  owner,  and  who 
does  not  lawfully  represent  the  owner,  however  innocent 
they  may  be,  obtain  no  property  whatever  in  the  goods, 
as  no  one  can  convey  in  such  a  case  any  better  title  than 
he  owns,  unless  the  sale  is  made  in  market  overt,  or  under 
circumstances  which  show  that  the  seller  lawfully  repre- 
sented the  owner.  Foxley's  case,  6  Co.  109  a  ;  2  Bl.  Com. 
449;  2  Kent  Com.,  11th  ed.,  224;  Williams  ».  Merle,  11 
Wend.  80 ;  Stone  v.  Marsh,  6  B.  &  C.  651 ;  Marsh  v.  Keat- 
ing, 1  Bing.  N.  C.  198 ;  Marsh  v.  Keating,  2  C.  &  F.  250 ; 
Benj.  on  Sales,  4;  White  z?.*Spetti^ue,  13  Mees.  &  W.  603; 
1  Sm.  Lead.  Cas.,  7th  ed.,  1195 ;  1  Pars.  Cont.,  6th ed.,  520. 
Argument  to  show  that  the  grantor  under  whom  the  re- 
spondents claim  never  acquired  the  right  to  sell  the  ma- 
chines.and  give  their  purchasers  the  right  to  use  the  same 
in  the  ordinary  pursuits  of  life  beyond  the  term  of  the 
original  patent  is  certainly  unnecessary,  as  the  instrument 
of  conveyance  from  the  patentee  to  him,  which  describes 
all  the  title  he  ever  had,  expressly  stipulates  that  he  shall 
not  in  any  way  or  form  dispose  of,  sell  or  grant  any  license 
to  use  the  said  machines  beyond  the  expiration  of  that 
term  of  the  patent,  and  the  form  of  the  license  which  he 
gave  to  the  purchasers  shows  conclusively  that  he  under- 
stood that  he  was  not  empowered  to  give  a  license  which 
should  extend  beyond  that  limitation.  Notice  to  the  pur- 
chaser in  such  a  case  is  not  required,  as  the  law  imposes 
the  risk  upon  the  purchaser,  as  against  the  real  owner, 
whether  the  title  of  the  seller  is  such  that  he  can  make  a 
valid  conveyance.  Certain  exceptions  undoubtedly  exist 
to  that  rule,  but  none  of  them  have  any  application  to  this 
case.  Suppose  the  rule  was  otherwise,  and  that  the  real 
owner,  in  order  to  defeat  the  title  of  the  purchaser,  must 
show  that  the  latter  knew  what  the  facts  were,  the  court 
would  still  be  of  the  opinion  that  the  decree  ought  to  be 
affirmed,  as  the  terms  of  the  license  which  the  seller  gave 
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to  the  purchasers  were  sufficient  to  pat  them  npon  inquiry, 
and  it  is  quite  obvious  that  the  means  of  knowledge  were 
at  hand,  and  that  if  they  had  made  the  least  inquiry  they 
would  have  ascertained  that  their  grantor  could  not  give 
them  any  title  to  use  the  machines  beyond  the  period  of 
fourteen  years  from  the  date  of  the  original  letters  patent, 
as  he  was  only  a  licensee  and  never  had  any  power  to  sell 
a  machine  so  as  to  withdraw  it  indefinitely  from  the  opera- 
tion of  the  franchise  secured  by  the  patent. 
Decree  affirmed. 

16  Wall.  551. 
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Bk.  ai«  li.  ed.  14L    Dec.  Term,  1872. 

[6  Fish.  329;  8  O.  G.  295.] 
Motion  sabmitted  Febroary  7,  1873.     Decided  March  8, 187a 

Collusive  BuiL 

L  A  compromise  was  made  between  the  parties  to  a  snit  tor  in- 
fringing a  patent,  in  pursuance  of  which  a  decree  for  the  com- 
plainants  was  entered  in  the  Circuit  Court,  and  affirmed  an 
appeal  in  the  Supreme  Court,  and  they  paid  defendant's  coun- 
sel as  well  as  their  own.  Upon  these  facts  being  shown  to  the 
Supreme  Court  the  decree  of  affirmance  was  Vacated,  the  ap- 
peal dismissed,  and  the  mandate  which  bad  been  issued  to  thei 
Circuit  Court  was  recalled,     (p.  65.) 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  Rhode  Island. 

On  motion  to  dismiss. 

The  facts  of  the  case  are  stated  by  the  court.  October 
29,  1873,  motion  was  filed  by  Mr.  J.  S.  Black  to  set  aside 
the  decree  of  affirmance  made  on  May  6,  preceding,  and  to 
quash  the  appeal. 

.  For  the  motion,  Mr.  Henry  Baldwin^  Jr.^  and  Mr.  J.  8. 
Black. 

Contra,  Mr.  Charles  F.  Blake  and  Mr.  Causten  Browne. 

Mr.  Causten  Browne  appeared  February  7,  1873,  in  re- 
sponse to  the  order  of  this  court  in  relation  to  the  motion 
to  dismiss  the  appeal,  and  read  a  statement  which  he  sub- 
mitted to  the  consideration  of  the  court  without  argument. 

Mr.  Chief  Justice  Chase  delivered  the  opinion  of  the 
court: 
The  original  suit  in  equity  was  brought  by  the  Good- 

Omltled  In  Wall. 
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year  Dental  Vulcanite  Company  against  Gardner,  to  enjoin 
him  from  the  use  of  certain  patented  subjects,  belonging, 
as  alleged,  to  the  company,  and  for  an  account.  The  case 
was  heard  upon  a  bill,  answer  and  testimony,  and  there  was 
a  decree  in  favor  of  the  company  in  the  Circuit  Court  for 
the  District  of  Rhode  Island  in  September,  1870.  Upon 
appeal  to  this  conrt,  the  decree  below  was  affirmed  on  the 
6th  of  May,  1872,  but  the  opinion  has  not  been  read. 

The  defense  was  conducted  by  counsel  originally  em- 
ployed and  paid  by  Newbrough,  under  whom  Gardner  was 
licensee.  On  the  Ist  of  July,  1869,  before  the  decree  in  the 
Circuit  Court,  Newbrough  and  the  company  compromised 
all  matters  of  difference  between  them,  with  the  under- 
standing that  this  suit  should  go  on  to  the  final  hearing  and 
determination,  both  in  the  Circuit  Court  and  in  this  court, 
on  appeal,  as  if  the  compromise  had  not  been  made. 

The  company,  however,  paid  the  counsel  employed  for 
the  defense  as  well  as  for  themselves  in  the  Circuit  Court, 
and  subsequently  in  this  court. 

These  facts  appear  from  the  record  and  from  the  admis- 
sions of  the  company,  in  the  9th  article  of  their  answer  to 
the  motion  to  dismiss  the  appeal.  They  are  the  only  facts 
which  we  think  it  necessary  to  notice. 

It  may  be  that  the  company  has  not  become  the  legal  or 
equitable  owners  of  the  opposing  interest  involved  in  the 
suit.  There  may  be,  and  doubtless  are,  large  opposing  in- 
terests, of  which  they  are  neither  the  legal  nor  equitable 
owners.  But  it  cannot  be  admitted  that  one  party  to  a  suit 
can  pay  the  fees  of  counsel  on  both  sides,  both  in  the  court 
below  and  on  appeal,  without  being  held  to  have  such  control 
over  both  the  preparation  and  argument  of  the  cause,  as  to 
make  the  suit  nearly  collusive  in  both  courts.  It  can 
make  no  difference  that  the  counsel  fees  were  charged  to 
the  party  apparently,  though  not  really,  liable  to  pay  them, 
and  payment  from  the  other  parties  procured  through 
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him.    This,  indeed,  is  a  circumstance  against  the  i>arty 
who  pays  the  fees,  rather  than  in  his  favor. 

The  motion  to  vacate  the  decree  of  affirmance,  heretofore 
made,  and  to  dismiss  the  appeal  mnst,  therefore,  be  granted, 
and  an  order  made  to  recall  the  mandate  which  has  been 
issued  to  the  Circuit  Court.  We  take  occasion,  however, 
to  say,  that  we  see  nothing  in  the  conduct  of  the  counsel 
who  actually  represented  the  company  which  merits  blame, 
or  which  ought  to  affect  in  any  degree  the  high  esteem  in 
which  they  have  been  held.  Neither  of  them  appears  to 
have  had  any  knowledge  of  any  arrangements  made  by 
their  client  with  the  opposing  i>arty. 

Omitted  In  Wall. 
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Wood  Paper  Co.  v.  Heft,  8  Wall  883. 
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BURKS.* 

17  WalL,  4S3-460.    I>eo.  Term,  1872. 

[Bk.  21,  L.  ed.  700 ;  2  Whit.  449 ;  6  O.  G.  Ill] 

Affirming  J&mI,  1  Holmes  40. 

Argued  November  6,  1873.     Decided  December  8,  1878.. 

Right  to  manufacture^  to  selly   to  use.     Sale  of  patented  ariiele. 

Purchaeer^B  right  to  uee. 

1.  The  right  to  mannfactnre,  the  right  to  sell,  and  the  right  to  use 

are  each  substantive  rights,  and  may  be  granted  or  conferred 
separately  by  the  patentee,     (p.  76.) 

2.  Where  a  patentee  has  assigned  his  right  to  mannfactnre,  sell 

and  use  within  a  limited  district  an  instrument,  machine  or 
other  manufactured  product,  a  purchaser  of  such  instrument 
or  machine,  when  rightfully  bought  within  the  prescribed 
limits,  acquires  by  such  purchase  the  right  to  use  it  anywhere 
without  reference  to  other  assignments  of  territorial  rights  by 
the  same  patentee,     (p.  77.) 

[Citations  in  the  opinion  of  the  court :] 

Bloomer  v.  McQuewan,  14  How.  630  [5  Am.  &  Eng.  484].    p.  77, 
Mitchell  V.  Hawley,  84  U.  S.  822.    p.  77. 
Washburn  t>.  Gould,  3  Story  122.    p.  79. 
Blanchard  o.  Eldridge,  1  Wall.  Jr.,  887.    p.  79. 

Appeal  from  the  Circuit  Court  of  the  UnitC/d  States  tot 
the  District  of  Massachusetts. 
The  case  is  stated  by  the  court. 

Messrs.  Edward  H.  Pierce  and  Charles  B.  Ooodrich^ 
far  appellant : 

The  second  error  claimed  in  the  decree,  embraces  a  ques- 
tion of  vast  importance  to  patentees  and  their  assignees. 
Does  the  purchase  of  a  patented  article,  manufactured  and 
sold  vrithout  restriction  or  condition  within  his  territory, 

*See  Explanation  of  Notes,  page  III. 
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by  the  territorial  assignee  of  a  patent  right,  convey  to  the 
purchaser  the  right  to  use  or  sell  the  article  in  another  ter- 
ritory, for  which  another  person  has  an  exclusive  assign- 
ment of  the  same  patent?  This  question,  of  so  much  im- 
portance and  so  likely  to  arise  has  never  been  presented  to 
the  Supreme  Court  and  authoritatively  determined. 

Remarks  of  Sawyer,  in  McKay  v.  Wooster,  Official  Ga- 
zette of  Patent  Office,  April  22,  1873,  p.  442. 

Certain  authorities  are  cited  by  the  learned  judge  before 
wliom  this  cause  was  tried  in  the  Circuit  Court,  in  support 
of  the  opinion  given  by  him,  that  such  a  purchaser  has  the 
right  to  use  or  sell  the  patented  article  in  the  territory  of 
another  assignee. 

Adams  v.  Burks,  4  Fish.  Pat.  Cas.  393. 

The  cases  in  the  order  in  which  they  were  decided  in  the 
Supreme  Court,  are  as  follows : 

Wilson  V.  Rousseau,  4  flow.  646  [4  Am.  &  Eng.  436] ; 
Bloomer  v.  McQuewan,  14  How.  539  [5  Am.  &  Eng.  434] ; 
Chaffee  v.  Boston  Belting  Co.,  22  How.  217  [7  Am.  &  Eng. 
60] ;  Bloomer  v.  Millinger,  1  Wall.  350  [7  Am.  &  Eng.  185] ; 
Goodyear  v.  Rubber  Co.,  1  Cliif.  348;  Aiken  v.  Manches- 
ter Print  Works,  2  Cliflf.  436. 

I  am  aware  that  this  court  holds  itself  entirely  uncom- 
mitted by  Circuit  Court  decisions.  They  are  merely  cases 
at  nisiprius^  and  the  matters  there  determined  are  as  open 
to  discussion  as  ever.  I  have  referred  to  the  cases  now,  be- 
cause they  are  used  to  sustain  the  position  taken  by  the 
learned  judge  who  tried  this  cause  in  the  Circurt  Court. 
None  of  the  authorities  referred  toby  him  sustain  the  opin- 
ion in  Adams  v.  Burks  (supra).  The  points  decided  in 
those  cases  are  not  similar  to  the  point  now  before  the 
court.  The  dicta  in  these  cases,  taken  in  connection  with 
the  cases  in  which  they  are  given,  do  not  support  the  posi- 
tion taken  by  the  appellee. 

There  being,  then,  no  authorities  to  guide  in  the  decision 
of  this  cause,  it  becomes  necessary  to  argue  it  upon  the 
elementary  and  general  principles  of  the  patent  law. 
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The  monopoly  granted  to  the  patentee  is  for  one  entire 
thing ;  it  is  the  exclusive  right  of  making,  using  and  vend- 
ing to  others  to  be  used,  the  improvement  he  has  invented, 
and  for  which  the  patent  is  granted.  The  monopoly  did 
not  exist  at  common  law,  and  the  rights,  therefore,  which 
may  be  exercised  under  it,  cannot  be  regulated  by  the  rules 
of  common  law. 

Gayler  v.  Wilder,  10  How.  494  [6  Am.  &  Eng.  188]. 

The  patent  to  Merrill  and  Homer  was  issued  in  1863. 
Rights  under  it  must  be  interpreted  according  to  the  pat- 
ent law  in  force  at  that  time. 

The  appellant  claims  title  through  an  assignment  from 
the  patentees.  Every  patent  is  assignable  in  law,  either  as 
to  the  whole  interest,  or  any  undivided  part  thereof,  by  any 
instrument  in  writing. 

Act  1836,  ch.  367,  sec.  11.  p.  121,  6  Stat,  at  L.,  Little  & 
Brown  ed. 

This  section  provides  for  three  kinds  of  assignments : 

1.  The  whole  interest. 

2.  An  undivided  part. 

3.  An  exclusive  right  in  any  district. 

Grier,  J.,  in  Blanchard  v.  Eldridge,  1  Wall.  Jr.  339. 

The  term  "exclusive'*  in  the  above  section  comprehends, 
not  only  an  exclusive  right  to  the  whole  patent,  but  an  ex- 
clusive right  to  the  patent  in  a  particular  section  of  country. 

Washburn  v.  Gould,  3  Story,  131. 

Unless  the  assignment  to  Adams  conveys  to  him  the  en- 
tire and  unqualified  monopoly  which  the  patentees  held  in 
the  towns  of  Natick  and  Sherborne,  excluding  the  patentees 
themselves  as  well  as  others,  Adams  would  have  no  right 
to  sue  in  his  own  name. 

Gayler  v.  Wilder,  10  How.  494  [5  Am.  &  Eng.  188]. 

No  question  is  raised  by  the  pleadings  as  to  Adams'  right 
to  sue  in  his  own  name.  That  is  admitted  by  the  plea.  We 
vtart,  then,  with  the  conceded  fact  that  the  assignment  to 
Adams  was  the  '* entire  and  unqualified  monopoly"  which 
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the  patentees  held  in  the  towns  of  Natick  and  Sherborn, 
^^  excluding  the  x)atentees  as  well  as  others." 

It  will  not  be  pretended  that  Lock  hart  and  Seelye,  the 
assignees  of  another  territory,  had  the  right  under  their  as- 
signment to  make,  use,  or  sell  to  others  to  use,  the  pat- 
ented coffins  in  Natick.  And  yet  it  is  claimed  that  they 
can,  by  virtue  of  their  assignment,  convey  such  a  right  to 
another.  Nemo  plus  juris  ad  alium  trar^ferre  potest 
guam  ipse  habet^  was  a  maxim  of  the  civil  law.  This  maxikii 
has  been  adopted  in  .the  common  law,  and  constitutes  a 
leading  principle  of  the  transfer  of  property,  both  real  and 
personal.  It  is  called  by  Thompson,  J.,  ^^a  plain  dictate 
of  common  sense." 

Ventress  v.  Smith,  10  Pet.  174,  176. 

If  Burks  has  the  right  to  sell  the  patented  coffins  in 
Natick,  from  whom  did  he  derive  that  right?  He  claims, 
by  a  peculiar  operation  of  the  patent  law,  an  operation 
which  divests  the  thing  patented  of  the  protection  of  the  law. 
I  submit  that  before  a  patented  article  can  be  said  to  have 
been  stripped  of  the  protection  with  which  the  law  clothes 
it,  it  must  clearly  appear' that  the  patentee  has  done  some 
act  to  take  away  that  protection.  What  did  Merrill  & 
Homer,  the  patentees,  dol  They  gave  an  exclusive  assign- 
ment to  Lockhart  &  Seelye,  of  the  right  to  make,  use,  and 
sell  to  others  to  use,  the  patented  coffins  in  Boston,  but  in 
no  other  place.  They  gave  an  assignment  as  exclusive  to 
Adams,  to  make,  use,  and  sell  to  others  to  use,  the  patented 
coffins  in  Natick.  Certainly  the  patentee  did  not  intend  to 
give  the  purchasers  from  Lockhart  and  Seelye  the  right  to 
sell  the  patented  coffins  in  the  territory  they  reserved  to 
themselves.  Nor  can  I  find  in  the  assignment  any  such 
right. 

The  construction  of  patents  should  be  in  favor  of  the 
patentee.  Formerly,  the  construction  of  patents  in  Eng- 
land was  strict  against  the  patentee.  Judges  were  not 
•'favorers  of  patents."  A  more  liberal  policy  has  been 
adopted.     **  When  we  consider,"  says  Mr.  Justice  McLean, 
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*^  the  inestimable  advantages  which  result  to  the  world  from 
the  labor,  ingenuity  and  expense  of  inventors,  so  far  from 
classing  them  with  monopolizers,  they  should  be  regarded 
as  public  benefactors.  And  in  order  to  secure  to  them  the 
remuneration  which  the  law  provides,  a  liberal  construction 
should  be  given  to  it.'' 

Brooks  V.  Jenkins,  8  McLean,  437 ;  Parker  v,  Haworth, 
4  McLean,  372 ;  Parker  v.  Stiles,  6  McLean,  64;  Wilson  v. 
Rousseau,  4  How.  708  [4  Am.  &  Eng.  436] ;  Goodyear  v. 
The  Railroad,  2  Wall.  Jr.  363. 

Probably  the  reason  why  this  question,  of  so  much  im- 
portance, has  never  before  been  presented  to  the  Supreme 
Court,  is  that  the  business  community  throughout  the 
country  has  generally  supposed  that  the  sale  of  a  patented 
article  in  the  territory  of  an  exclusive  assignee,  was  illegal, 
under  the  circumstances  shown  in  this  case  ;  and  those  sell- 
ing in  the  territory  under  similar  circumstances  have,  when 
notiiied  by  the  assignee,  ceaJsed  selling.  Thousands  of  pat- 
ents have  been  divided  into  territorial  rights,  as  this  patent 
is.  If  the  opinion  of  the  Circuit  Court  is  sustained,  great 
and  irreparable  injury  will  follow.  Assignees  who  have 
paid  patentees  large  sums  for  territorial  rights,  who  have 
incurred  vast  expense  in  machinery  and  means  for  manu- 
facturing under  the  patent  and  in  introducing  the  thing 
patented  into  the  market  of  the  territory,  under  the  belief 
that  the  assignment  gave  them  the  right  ^'to  exclude  the 
patentees,  as  well  as  others,"  from  selling  the  patented  ar- 
ticle in  the  markets  in  said  territory,  will  discover  that  their 
right  is  of  little  value.  Patentees  who  have  reserved  part 
of  the  territory  to  themselves,  for  the  purpose  of  exclu- 
'sively  manufacturing,  using  and  selling  to  others  to  use, 
the  thing  patented  in  the  reserved  territory,  will  awake  to 
a  like  discovery.  The  owner  of  a  territorial  right  where 
labor  is  cheap  will,  by  a  colorable  sale  of  the  patented  ar- 
ticle in  his  territory,  flood  the  territory  of  the  assignee, 
where  labor  is  dear.  The  patented  article  coming  from  the 
first  territory,  will  be  sold  for  less  than  those  manufactured 
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in  the  last  territory.  It  would  be  time,  then,  for  this  lat- 
ter, the  assignee,  to  close  his  shop.  His  occupation  would 
be  gone.  If  the  decision  is  sustained,  all  that  it  will  be 
necessary  to  do,  in  order  to  practically  enjoy  a  monopoly 
of  the  whole  country  under  a  patent,  is  to  purchase  a  right 
in  some  particular  locality  which  aflfords  such  facilities  for 
cheap  manufacture  that  the  whole  United  States  may  be 
supplied  from  that  point  at  prices  that  would  defy  compe- 
tition in  any  other  locality,  erect  there  a  factory,  and, 
through  middlemen,  send  the  patented  goods  all  over  the 
United  States. 

The  purchase  by  Burks  of  the  patented  coffin  was  not 
like  that  of  a  poirchase  in  market  overt,  which,  according 
to  the  English  law,  gives  to  such  vendee,  without  notice,  a 
valid  title,  though  the  thing  sold  was  stolen  by  the  vendor. 
Burks,  before  purchasing  the  patented  coffins,  was  notified 
by  Adams  of  his  exclusive  right,  under  the  patent,  to  Na- 
tick,  and  was  requested  by  Adams  not  to  buy  of  Lockhart 
and  Seelye  the  patented  coffins  to  be  sold  in  Natick. 

There  is  no  law  recognizing  the  English  law  respecting 
sales  in  market  overt  in  Massachusetts,  nor  in  any  of  the 
United  States. 

Dame  v.  Baldwin,  8  Mass.  621 ;  Towne  v.  Collins,  14  Mass. 
500 ;  Ventress  v.  Smith,  10  Pet.  175. 

Messrs.  R.  H.  Dana^  Jr. ,  and  L,  S.  Dabnepy  for  ap- 
pellee : 

By  the  lawful  sale  of  an  article  containing  a  patented  im- 
provement, or  of  a  patented  substance,  or  the  result  of  a 
patented  process,  the  purchaser  acquires  no  portion  of  the 
franchise  which  the  patent  secures,  but  an  article  which  has 
<;ontributed  the  royalty  to  the  patentee  has  passed  from 
under  the  protection  of  the  Act  of  Congress,  is  discharged 
of  all  the  rights  impressed  upon  it  by  the  patent  laws,  and 
has  ceased  to  be  within  the  limits  of  the  monopoly.  He 
may  use  it  in  the  ordinary  pursuits  of  life,  repair  it,  im- 
prove it  or  sell  it.    For  the  protection  and  enforcement  of 
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these  rights,  he  cannot  resort  to  the  courts  of  the  United 
Slates,  except  under  circumstances  which,  independently 
of  the  patent  laws,  give  jurisdiction  to  those  courts ;  but 
must  look  to  those  tribunals  which  protect  him  in  the  en- 
joyment of  his  other  property  and  rights. 

Wilson  V.  Rousseau,  4  How.  646  [4  Am.  &  Eng.  436] ; 
Bloomer  v.  McQuewan,  14  How.  639  [5  Am.  &  Eng.  434] ; 
Chaffee  v.  Boston  Belting  Co.  {supra) ;  Bloomer  v.  Mil- 
linger,  1  Wall.  340  [7  Am.  &  Eng.  185] ;  Mitchell  v.  Haw- 
ley  (p.  61,  ante) ;  Aiken  v.  Manchester  Print  Works,  2 
Cliff.  435. 

The  lawful  purchase  of  a  patented  product  from  a  licensee, 
restricted  by  the  terms  of  his  license  to  the  production  of 
it  in  one  form,  or  fitted  for  one  use  only,  vests  in  the  pur- 
chaser the  right  to  use  it  for  any  purpose,  and  to  apply  it 
to  the  manufacture  of  articles .  which  the  seller  is,  by  his 
license,  restricted  from  manufacturing. 

Goodyear  v.  Rubber  Co.,  1  Cliff.  348 ;  Washing  Machine 
Co.  V.  Earie,  3  Wall.  Jr.  320. 

An  argument  ab  inconvenienti  urged  by  the  plaintiff  is, 
that  if  the  position  taken  by  the  defendant  is  supported, 
the  assignee,  for  a  limited  territory,  of  the  right  to  make 
and  sell  a  patented  article  may  be  able,  in  consequence  of 
the  cheapness  of  materials,  the  price  of  labor,  or  some 
other  advantage  of  position,  to  make  and  sell  cheai)er  than 
persons  elsewhere,  and  thus  be  enabled  to  supply  the  whole 
United  States.  But  this  argument  applies  with  equal  force 
to  the  production  of  machines.  Take,  for  example,  planks 
and  boards  produced  by  a  planing  or  sawing  machine,  and 
it  has  long  been  held  that  the  assignee  of  the  right  to  use 
such  a  machine  in  a  limited  territory  may  sell  the  product 
anywhere  in  the  United  States.  Simpson  v.  Wilson,  4  How. 
709  [4  Am.  &  Eng.  533]. 

A  consideration  of  what  is  granted  by  letters  patent  will 
not  be  out  of  place  here,  and  the  nature  of  the  grant  has 
been  fully  considered  by  the  courts  in  the  cases  already 
cited. 
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The  grant,  in  terms,  is  of  the  right : 

1.  To  make. 

2.  To  use. 

3.  To  vend  to  others  to  be  used. 

Mr.  Chief  Justice  Taney,  in  Bloomer  v.  McQuewan,  said : 

"The  patent  grants  the  rigbt  to  exclude  everyone  from 
making,  using  and  vending  the  thing  patented  without  the 
permission  of  the  patentee." 

When  the  patented  article  has  been  lawfully  made,  added 
to  the  chattels  in  existence,  and  sold  by  the  patentee,  or 
by  an  assignee  of  the  right  to  make  and  sell,  there  has  been 
no  infringement  of  the  monopoly,  and  all  the  rights  secured 
by  the  patent  have  been  exercised.  The  purchaser's  right 
to  use  is  a  common  law  right,  unprotected  by  and  indepen- 
dent of  the  patent.  In  using  he  exercises  no  right  created 
by  the  Act  of  Congress.  No  further  right  as  to  that  par- 
ticular article  is  secured  to  anyone  by  the  patent,  and  it, 
therefore,  follows  that  the  purchaser  may  do  what  he 
pleases  with  his  purchase,  without  infringing  any  rights 
secured  by  the  patent. 

It  is  doubtful  whether,  by  any  covenants  or  agreements 
between  the  patentee  and  his  assignee,  for  a  limited  terri- 
tory, of  the  right  to  make  and  sell  the  patented  article,  the 
right  of  a  purchaser  who  buys  without  condition  or  re- 
striction, to  use  and  sell,  can  be  limited,  although  the 
seller  might  be  liable  on  his  covenants  or  agreements.  But 
if  this  right  of  such  a  purchaser  to  use  and  sell  can  be  af- 
fected, it  can  only  be  when  the  assignment  is  of  a  right  to 
make  and  sell  for  use  only  within  the  assignee's  territory, 
and  not  of  a  general  and  unrestricted  right,  to  be  exercised 
within  a  certain  territory,  to  make  and  sell.  Hawley  v. 
Mitchell  (p.  51  ante),  and  other  cases  above  cited. 

There  is  one  authority  directly  in  point.  This  is  the  de- 
cision in  McKay  v  Wooster,  reported  in  the  Official  (Ja- 
zette  3f  the  United  States  Patent  Office,  vol.  3,  No.  16, 
April  22,  1873,  p.  441.  This  case  was  decided  after  and 
partly  upon  the  authority  of  the  decision  of  Mr.  Justice 


Dec,  1872.]  ADAMS  v.  BURKS.  76 

Opinion  of  tlie  court 

Bhepley  in  the  case  at  bar ;  but  the  principle  involved  is 
ablv  discussed,  and  has  received  further  illustration  in  the 
opinion  of  Mr.  Justice  Sawyer,  and  the  argument  derived 
in  that  opinion  from  the  priority  of  the  assignment  to  Bil- 
lings over  that  to  McKay,  is  fully  applicable  to  the  case 
at  bar.  It  appears  from  the  record  that  the  assignment  to 
Lockhart  and  Seelye  preceded  that  to  the  plaintiff  by  a 
period  of  more  than  three  years. 

Mr.  Justice  Miller  delivered  the  opinion  of  the  court : 
The  appellant  in  this  case,  who  was  the  plaintiff  in  the 
court  below,  is  the  assignee  of  a  patent  to  Merrill  &  Horner 
for  an  improvement  in  coffin  lids.  The  defendant  is  nn 
undertaker  who,  in  the  pursuit  of  his  business,  used  in  the 
town  of  Natick,  coffins  with  lids  of  the  kind  patented  by 
assignees  of  plaintiff.  The  bill  in  this  case  was  brought 
for  an  injunction  for  discovery  of  profits  and  for  other  suit- 
able relief  against  the  defendant  as  an  infringer.  To  the 
bill  as  amended,  the  defendant  filed  his  plea  in  bar,  and 
the  validity  of  this  plea  presents  the  only  question  in  the 
case. 

This  plea,  after  alleging  an  assignment  by  Merrill  &  Hor- 
ner to  Lockhart  and  Seelye  of  all  their  right,  title  and  in- 
terest in  the  invention  described  in  said  letters  patent  for,  to, 
and  in  a  circle  whose  radius  is  ten  miles,  having  the  city  of 
Boston  for  its  center,  further  proceeds  as  follows :  that 
this  defendant  carries  on  the  business  of  an  undertaker, 
having  his  place  of  business  in  Natick  in  said  district; 
that,  in  the  exercise  of  his  said  business,  he  is  employed 
to  bury  the  dead ;  that  when  so  employed,  it  is  the  custom 
of  the  defendant  to  procure  hearses,  coffins  and  whatever 
else  may  be  necessary  or  proper  for  burials,  and  to  super- 
intend the  preparation  of  graves,  and  that  his  bills  for  his 
services  in  each  case,  and  the  coffin,  hearse  and  other  arti- 
cles procured  by  him  are  paid  by  the  personal  representa- 
tives of  the  deceased ;  that  since  the  date  of  the  alleged 
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assignment  to  the  plaintiff  of  an  interest  in  the  invention 
s(*cured  by  said  letters  patent,  the  defendant  has  sold  no 
coffins,  unless  the  use  of  coffins  by  him  in  his  said  business 
as  above  described  shall  be  deemed  a  sale ;  has  used  no 
coffins  except  in  his  said  business  as  aforesaid ;  and  has 
manufactured  no  coffins  containing  said  invention ;  and 
that  since  said  date  the  defendant  has  used  in  his  business 
as  aforesaid  in  Natick  or  Sherborne,  no  coffin  containing 
the  invention  secured  by  said  letters  patent,  except  such 
coffins  containing  said  invention  as  have  been  manufactured 
by  said  Lockhart  &  Seelye  within  a  circle  whose  radius  is 
ten  miles,  having  the  city  of  Boston  as  its  center,  and  sold 
within  said  circle  by  said  Lockhart  &  Seelye  without  con- 
dition or  restriction. 

(a)  The  question  presented  by  the  plea  in  this  case  is  a 
very  interesting  one  in  patent  law,  and  the  precise  point  in 
it  has  never  been  decided  by  this  court,  though  cases  in- 
volving some  of  the  considerations  which  apply  to  it  have 
been  decided,  and  others  of  analogous  character  are  fre- 
quently recurring.  The  vast  pecuniary  results  involved  in 
such  cases,  as  well  as  the  public  interest,  admonish  us  to 
proceed  with  care,  and  to  decide  in  each  case  no  more  than 
what  is  directly  in  issue. 

We  have  repeatedly  held  that  where  a  person  had  pur- 
chased a  patented  machine  of  the  patentee  or  his  assignee, 
this  purchase  carried  with  it  the  right  to  the  use  of  that 
machine  so  long  as  it  was  capable  of  use,  and  that  the  ex- 
piration and  renewal  of  the  patent,  whether  in  favor  of  the 
original  patentee  or  of  his  assignee,  did  not  affect  this  right. 
The  true  ground  on  which  these  decisions  rest  is,  that  the 
sale  by  a  person  who  has  the  full  right  to  make,  sell,  and 
use  such  a  machine  carries  with  it  the  right  to  the  use  of 
that  machine  to  the  full  extent  to  which  it  can  be  used  in 
point  of  time. 

The  right  to  manufacture,  the  right  to  sell  and  the  right 
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to  use  are  each  substantive  rights,  and  may  be  granted  or 
conferred  separately  by  the  patentee. 

Bat,  in  the  essential  nature  of  things,  when  the  patentee, 
or  the  person  having  his  rights,  sells  a  machine  or  instru- 
ment whose  sole  value  is  in  its  use,  he  receives. the  consid- 
eration for  its  use  and  he  parts  with  the  right  to  restrict 
that  use.  The  article,  in  the  language  of  the  court,  passes 
without  the  limit  of  the  monopoly.  Bloomer  v.  McQue- 
wan,  14  How.  549  [5  Am.  &  Eng.  434]  ;  Mitchell  v.  Hawley, 
16  Wall.  544  [p.  51  ante].  That  is  to  say,  the  patentee  or 
his  assignee  having  in  the  act  of  sale  received  all  the  roy- 
alty or  consideration  which  he  claims  for  the  use  of  his  in- 
vention in  that  particular  machine  or  instrument,  it  is  open 
to  the  use  of  the  purchaser  without  further  restriction 
on  account  of  the  monopoly  of  the  patentees. 

If  this  principle  be  sound  as  to  a  machine  or  instrument 
whose  use  may  be  continued  for  a  number  of  years,  and 
may  extend  beyond  the  existence  of  the  patent,  as  limited 
at  the  time  of  the  sale,  and  into  the  period  of  a  renewal  or 
extension,  it  must  be  much  more  applicable  to  an  instru- 
ment or  product  of  patented  manufacture  which  perishes 
in  the  first  use  of  it,  or  which,  by  that  use,  becomes  incap- 
able of  further  use,  and. of  no  further  value.  Such  is  the 
case  with  the  coffin  lids  of  appellant's  patent. 

It  seems  to  us  that,  although  the  right  of  Lockhart  & 
Seelye  to  manufacture,  to  sell  and  to  use  these  coffin  lids 
was  limited  to  the  circle  of  ten  miles  around  Boston,  that  a 
purchaser  from  them  of  a  single  coffin  acquired  the  right  to 
use  that  coffin  for  the  purpose  for  which  all  coffins  are  used. 
That  so  far  as  the  use  of  it  was  concerned,  the  patentee 
had  received  his  consideration,  and  it  was  no  longer  within 
the  monopoly  of  the  patent.  It  would  be  to  engraft  a  limi- 
tation upon  the  right  of  use  not  contemplated  by  the 
statute  nor  within  the  reason  of  the  contract  to  say  that  it 
could  only  be  used  within  the  ten-mile  circle.  Whatever, 
therefore,  may  be  the  rule  when  patentees  subdivide  terri- 
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torially  their  patents,  as  to  the  exclasive  right  to  make  or 
to  sell  within  a  limited  territory,  we  hold  that  in  the  class 
of  machines  or  implements  we  have  described,  when  they 
are  once  lawfully  made  and  sold,  there  is  no  restriction  on 
their  use  to  be  implied  for  the  benefit  of  the  i)atentee  or 
his  assignees  or  licensees. 

A  careful  examination  of  the  plea  satisfies  ns  that  the 
defendant,  who,  as  an  undertaker,  purchased  each  of  these 
coffins  and  used  it  in  burying  the  body  which  he  was  em- 
ployed to  bury,  acquired  the  right  to  this  use  of  it,  freed 
from  any  claim  of  the  patentee,  though  purchased  within 
the  ten-mile  circle  and  used  without  it. 

The  decree  of  the  Circuit  Court  dismissing  the  plain- 
tiff^s  hill  is,  ther^ore,  affirmed. 

Mr.  Justice  Bradley  (6)  dissenting : 

The  question  raised  in  this  case  is  whether  an  assign- 
ment of  a  patented  invention  for  a  limited  district,  such  as 
a  city,  a  county,  or  a  State,  confers  upon  the  assignee  the 
right  to  sell  the  patented  article  to  be  used  outside  of  such 
limited  district.  The  defendant  justifies  under  such  a 
claim.  He  uses  a  patented  article  outside  of  the  territory 
within  which  the  patent  was  assigned  to  the  persons  from 
whom  he  purchased  it.  The  plaintiff,  who  claims  under 
the  original  patentee,  complains  that  this  is  a  transgression 
of  the  limits  of  the  assignment. 

If  it  were  a  question  of  legislative  i)olicy,  whether  a  pat- 
entee should  be  allowed  to  divide  up  his  monopoly  into 
territorial  parcels,  it  might  admit  of  grave  doubt  whether 
a  vendee  of  the  patented  article  purchasing  it  rightfully, 
ought  to  be  restrained  or  limited  as  to  the  place  of  its  use. 
But  the  Patent  Act  gives  to  the  patentee  a  monopoly  of 
use,  as  well  as  of  manufacture,  throughout  the  whole 
United  States ;  and  the  11th  section  of  the  act  (of  1886) 
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expressly  authorizes  not  only  an  assignment  of  the  whole 
I)atent,  or  any  undivided  part  thereof,  but  a  *' grant  and 
conveyance  of  the  exclusive  right  under  any  patent,  to 
make  and  tLse^  and  to  grant  to  others  to  make  and  use  the 
thing  patented  within  and  throughout  any  specified  part 
or  portion  of  the  United  States."  Washburn  v.  Gould,  3 
Story,  131 ;  Blanchard  v.  Eldridge,  1  Wall.,  Jr.  339. 

If  an  assignment  under  this  clause  does  not  confer  the 
same  rights  within  the  limited  district  which  the  patentee 
himself  previously  had  in  the  whole  United  States,  and  no 
more,  it  is  difficult  to  know  what  meaning  to  attach  to 
language  however  plain. 

On  the  26th  day  of  May,  1863,  letters  patent  were 
granted  to  Merrill  &  Horner;  for  a  certain  improvement  in 
coffin  lids,  giving  to  them  the  exclusive  right  of  making,  us- 
ing, and  vending  to  others  to  be  used,  the  said  improvement. 

On  the  13th.  day  of  March,  1865,  Merrill  &  Homer,  the 
patentees,  by  an  assignment  duly  executed  and  recorded, 
did  assign  to  Lockhart  &  Seelye,  of  Cambridge,  in  Middle- 
sex county,  Massachusetts,  all  the  right,  title  and  interest 
which  the  said  patentees  had  in  the  invention  described  in 
the  said  letters  patent,  for,  to,  and  in  a  circle  whose  radius 
is  ten  miles,  having  the  city  of  Boston  as  a  center.  By 
necessarj"^  consequence  (as  it  seems  to  me),  the  right  thus 
assigned  consisted  of  the  exclusive  right  to  make,  use  and 
vend  the  improved  coffin  lid  within  the  limited  territory 
described  ;  but  did  not  include  any  right  to  make,  use  or 
vend  the  same  outside  of  those  limits.  As  the  assigned 
right  to  make  the  lids  was  a  restricted  right,  limited  to  the 
territory ,  so  the  assigned  right  to  use  them  was  a  re- 
stricted right  limited  in  the  same  manner.  Each  right  is 
conveyed  by  precisely  the  same  language. 

A  different  construction  would  defeat  the  intent  of  the 
parties.  For  if  the  assignees,  after  making  any  number  of 
lids  within  the  limited  district,  could  use  them  or  authorize 
others  to  use  them  outside  of  the  district,  the  balance  of 
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the  monopoly  remaining  in  the  hands  of  the  patentees 
might  be  rendered  of  little  value. 

If  it  be  contended  that  the  right  of  vending  the  lids  to 
others  enables  them  to  confer  upon  their  vendees  the  right 
to  use  the  lids  thus  sold  outside  of  the  limited  district,  the 
question  at  once  arises :  how  can  they  confer  upon  their 
vendees  a  right  which  they  cannot  exercise  themselves? 
The  only  consistent  construction  to  be  given  to  such  an  as- 
signment is,  to  limit  ail  the  privileges  conferred  by  it  to 
the  district  marked  ont.  It  is  an  assignment  of  the  manu- 
facture and  nse  of  the  patented  article  within  that  district, 
and  within  that  district  only. 

Difficulties  may,  undoubtedly,  be  suggested  in  special 
cases.  If  the  patented  thing  be  an  article  of  wearing  ap- 
parel, sold  by  the  assignee  within  his  district,  it  is  confi- 
dently asked,  cannot  the  purchaser  wear  the  article  outside 
of  the  district  ?  The  answer  to  acute  suggestions  of  this 
sort  would  probably  be  found  (in  the  absence  of  all  bad 
faith  in  the  i)arties)  in  the  maxim  De  minimis  nan  curat 
lex. 

On  the  other  hand,  the  difficulties  and  the  injustice 
which  would  follow  from  a  contrary  construction  to  that 
which  I  contend  for,  are  very  obvious.  Take  the  electric 
telegraph,  for  example.  Suppose  Professor  Morse  had  as- 
signed his  patent  within  and  for  the  New  England  States. 
Would  such  an  assignment  authorize  the  vendees  of  his 
assignees  to  use  the  apparatus  in  the  whole  United  States  ? 
Take  the  planing  machine;  would  an  assignment  from 
Wood  worth  of  his  patent  within  and  for  the  State  of  Ver- 
mont, authorize  the  assignees  to  manufacture  machines 
ad  libitum^  and  sell  them  to  parties  to  be  used  in  other 
States  t  So  of  Hoe's  printing  press,  and  a  thousand  other 
machines  and  inventions  of  like  sort. 

Such  a  doctrine  would  most  seriously  affect  not  only  the 
assignor  (as  to  his  residuary  right  in  his  patent)  but  the 
assignee  also.    For  if  it  be  correct  there  would  be  nothing  to 
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prevent  the  patentee  himself  ,afte  rassigning  his  patent  within 
a  valuable  city  or  other  locality,  from  selling  the  patent  ma- 
chine or  article  to  be  used  within  the  assigned  district.  By 
this  means,  the  assignment  could  be,  and  in  numberless  in- 
stances would  be,  rendered  worthless.  Millions  of  dollais 
have  been  invested  by  manufacturers  and  mechanics  in 
these  limited  assignments  of  patents  in  our  manufacturing 
districts  and  towns,  giving  them,  as  they  have  supposed, 
the  monopoly  of  the  patented  machine  or  article  within  the 
district  purchased.  The  decision  of  the  court  in  this  case 
will,  in  my  view,  utterly  destroy  the  value  of  a  great  por- 
tion of  this  property. 

I  do  not  regard  the  authorities  cited  as  establishing  a 
different  doctrine  from  that  now  contended  for.  The  re- 
mark of  Chief  Justice  Taney  in  Bloomer  v,  McQuewan,  14 
How.  539,  that  ' '  when  a  machine  passes  to  the  hands  of  a 
purchaser,  it  is  no  longer  within  the  limits  of  the  monop- 
oly; it  passes  outside  of  it,  and  is  no  longer  under  the  protec- 
tion of  the  act  of  Qongress,"  is  perfectly  true  in  the  sense 
and  application  in  which  the  Chief  Justice  made  it.  He 
was  speaking  of  time,  not  territory ;  of  the  right  to  use  a 
machine  after  the  original  patent  had  expired  and  a  re- 
Dewal  had  been  granted,  not  of  using  it  in  a  place  outside 
of  the  grant.  All  the  effects  mentioned  by  the  Chief  Jus- 
tice would  undoubtedly  follow  so  far  forth  as  it  was  in  the 
power  of  the  vendor  to  produce  them,  but  no  further. 
And  he  would  never  have  contended  that  those  effects 
would  follow  any  further  than  the  vendor's  power  to  pro- 
duce them  extended.  That  is  the  very  question  in  this 
case.  How  far  did  the  assignee's  interest  and,  therefore, 
his  power  extendi  In  my  judgment  it  was  limited  in 
locality  both  as  to  manufacture  and  use,  and  that  he  could 
not  convey  to  another  what  he  did  not  have  himself.  I 
hold,  therefore,  that  the  decree  should  be  reversed. 

(c)  I  am  authorized  to  say  that  Mr.  Justice  Swa yne  and 
Mr.  Justice  Stbong  concur  in  this  opinion. 

17  Wall.  4ff9-460w 
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Notes 

2.  The  sale  of  a  patented  article  passes  it  beyond  the  monopoly: 
See  Mitohell  v.  Hawley,  16  WalL  544  note,  4  [p.  51  ante]. 
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Me€i8ure  of  damages.     Royalty.    Profits.     Counsel  fees.    Damages 

must  he  proved. 

1.  The  .measure  of  damages  to  be  recovered  against  infringers  pre- 

scribed by  acts  of  1836  and  1870,  is  '^  the  actual  damages  sus- 
tained by  the  plaintiff."  Where  the  plaintiff  has  sought  his 
profit  in  the  form  of  a  royalty  paid  by  his  licensees,  and  there 
are  no  particular  circumstances  in  the  case,  the  amount  to  be 
recovered  will  be  regulated  by  that  standard.  If  that  test 
cannot  be  applied,  he  will  be  entitled  to  an  amount  which  will 
compensate  him  for  the  injury  to  which  he  has  been  subjected 
by  the  piracy,     (p.  86.) 

2.  In  arriving  at  their  conclusion  as  to  the  "  actual  damages  "  sus- 

tained, the  profits  made  by  the  defendant  and  that  lost  by  the 
plaintiff*,  are  among  the  elements  which  the  jury  may  con- 
sider,    (p.  87.) 
8.  Counsel  fees  cannot  be  included  in  the  verdict  for  damages,  (p. 

87.) 
4.  Plaintiff  must  show  his  damages  by  evidence,  (p.  87.) 
6.  An  instruction  in  an  action  for  damages  for  infringement  that 
the  jury  shall  award  plaintiff  such  sum  as  ^*to  reimburse  him 
for  all  su>ch  expenditures  as  have  been  necessarily  incurred  by 
him  in  order  to  establish  his  right,^^  held  too  broad  and  vague 
as  seeming  to  include  counsel  fees.     (p.  87.) 

In  error  to  the  Supreme  Court  of  the  District  of  Colum- 
bia. 
The  case  is  stated  by  the  court. 

Mr.  JR.  D,  Mussepj  for  plaiiiiiffs  in  error: 

So  far  as  the  record  shows,  and,  in  point  of  fact,  that 

*See  Explanation  of  Notes,  page  IIL 
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showing  is  correct,  there  was  no  proof  of  sx)ecific  damage 
by  the  alleged  infringement  on  the  part  of  the  plaintiffs  in 
error.  All  that  was  shown  was  a  sale  of  seventy-five  dozen, 
and  that  the  royalty  the  defendant  in  error  received  for  the 
use  of  his  patent  was  at  the  rate  of  $2  per  gross ;  in  other 
words,  that  he  had  been  damaged  by  the  plaintiffs  in  error 
by  their  withholding  royalty  from  him  to  the  amount  of 
$12.50. 

Under  these  circumstances,  the  court  was  requested  to 
instruct  the  jury  to  confine  their  verdict  to  that  sum.  The 
court  refused  to  do  this,  and  went  on  to  say  that  they 
might  find  enough  to  reimburse  the  defendant  in  error  for 
all  such  expenditures  as  had  been  necessarily  incurred  by 
him  in  order  to  establish  his  rights. 

This  instruction  is  doubly  erroneous ;  for  there  was  no 
evidence  of  any  "  expenditure  *'  by  him,  and  so  it  had  no 
foundation  in  the  evidence  in  the  case,  and  its  inevitable 
.  effect  ux)on  the  minds  of  the  jury  was  to  lead  them  to  be- 
lieve that  they  might  lump  counsel  fees  and  such  other  ex- 
penditures as  they  inferred,  and  out  of  them  make  a  total. 
The  jury  followed  this  evident  lead  of  the  court,  and  re- 
turned a  verdict  for  forty  times  the  amount  proven. 

Curt.  Pat.,  sees.  338,  341,  and  cases  cited ;  Bell  o.  Dan- 
iels,  1  Fish.  372,  379 ;  Jenkins  v.  Greenwald,  2  Fish.  37 ; 
Gk)odyear  v.  Bishop,  2  Fish.  154 ;  Burdell  v.  Denig,  2  Fish, 
688 ;  Lewis  v.  Marling,  1  Web.  Pat.  Cas.  490,  n.  3  [1  Am. 
&  Eng.  417] ;  Seymour  v.  McCormick,  16  How.  482  [6  Am. 
&  Eng.  200]. 

It  is  submitted,  therefore,  by  the  plaintiffs  in  error,  that 
the  errors  of  the  court  below  concerning  damages  and  the 
patent  itself,  its  validity  and  construction,  are  such  as  to 
warrant  and  demand  a  reversal  of  the  judgment  rendered^ 
and  either  a  dismissal  of  the  suit  against  them  or  a  new 
trial. 

Mr.  Oeo.  W.  PaschaZl^  for  defendant  in  error : 

The  7th  bill  of  exceptions  admits  that  evidence  of  in* 
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friDgement  was  given,  and  it  asks  the  coart  to  assume,  as 
tJie  measure  of  damages,  the  inventor's  price  for  royalty. 

A  trespasser  or  infringer  has  no  right  thus  to  compound 
his  torts.  It  was  for  the  jury  to  determine,  under  all  the 
jDircumstances,  what  damages  ought  to  be  awarded. 

Mr.  Justice  Swayne  delivered  the  opinion  of  the  court. 

This  is  a  writ  of  error  to  the  Supreme  Court  of  the  Dis- 
jtriot  of  Columbia.  The  defendant  in  error  was  the  plain- 
jtiff  in  the  court  below.  The  action  was  for  the  infringe- 
ment of  a  patent  granted  to  him  by  the  United  States  for 
^n  improvement  touching  the  lid  of  inkstands  and  the 
)iingQ  whereby  such  lids  are  attached.  A  verdict  and 
judgment  were  rendered  for  the  plaintiff  in  the  sum  of  $600, 
During  the  progress  of  the  trial,  numerous  exceptions  were 
taken  by  the  defendants.  It  will  be  sufficient  to  consider 
one  of  them.  The  testimony  being  closed,  the  court  in- 
structed the  jury  as  follows : 

*'If  the  jury  shall  find  a  verdict  for  the  plain tiJBf,  under 
the  foregoing  instructions,  they  will  award  him  such  sum 
as  they  shall  find  to  be  required  to  remunerate  him  for  the 
loss  sustained  by  the  wrongful  act  of  the  defendants,  and 
to  reimburse  him  for  all  such  expenditures  as  have  been 
necessarily  incurred  by  him  in  order  to  establish  his  right." 

The  case  was  tried  while  the  act  of  1836  was  in  force  (a). 
The  measure  of  the  damages  to  be  recovered  against  in- 
fringers prescribed  by  that,  5  Stat,  at  L.  123,  as  well  as  by 
the  act  of  1870,  16  Stat,  at  L.  207,  is  ^^the  actual  damages 
sustained  by  the  plaintiff."  Where  the  plaintiff  has  sought 
his  profit  in  the  form  of  a  royalty  paid  by  his  licensees, 
^nd  there  are  no  peculiar  circumstances  in  the  case,  the 
amount  to  be  recovered  will  be  regulated  by  that  standard. 
If  that  test  cannot  be  applied,  he  will  be  entitled  to  an 
amount  which  will  compensate  him  for  the  injury  to  which 
he  has  been  subjected  by  the  piracy.    In  arriving  at  their 

17  W»U.  469. 

(a)  WaUace  begins  Opinion  here. 
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coaclnsion,  the  profit  made  by  the  defendant  and  that  lost 
by  the  plaintiff,  are  among  the  elements  which  the  jury 
may  consider.  Where  the  infringement  is  confined  to  a 
]<art  of  the  thing  sold,  the  recovery  must  be  limited  accord- 
ingly. It  cannot  be  as  if  the  entire  thing  were  covered  by 
the  patent ;  or,  where  that  is  the  case,  as  if  the  infringe- 
ment were  as  large  as  the  monopoly.  Counsel  fees  cannot 
be  included  in  the  verdict.  The  plaintiff  must  show  his 
damages  by  evidence.  They  must  not  be  left  to  conjecture 
by  the  jury.    They  must  be  proved,  and  not  guessed  at. 

The  instruction  under  consideration  was  too  broad  and 
too  vague.  The  jury  could  have  hardly  doubted  that  it 
was  their  duty  to  allow  the  counsel  fees  paid  or  to  be  paid 
by  the  plaintiff,  and  perhaps  other  charges  and  expendi- 
tures equally  inadmissible. 

The  Judgment  is  reversedy  and  the  cause  will  he  re- 
mwnded  to  the  ccturt  beloWy  with  directions  to  issue  a  ve- 
nire de  novo. 

17  WalL  469-468. 
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WILLIAM  CARLTON  AND  THE  BRIDGEPORT 
BRASS  COMPANY,  APPELLANTS,  v.  HOWARD 
BOKEE.* 

17  WaU.  MS^Ta    Deo.  Term,  1871.  f 

[Bk.  21,  L.  ed.  617;  2  Wbit.  466;  2  O.  G.  620 ;  6  Fish.  40.] 
Argrued  December  20,  21,  22,  1871.     Decided  Ifebniaiy  5,  1872. 

J^articular  patent      Infringement      Multiplication  of    nebuloua 
elaima.     Novelty,     One  void  claim  does  not  vitiate  entire  patent 

1.  Letters  patent  No.  21,576,  0.  Beichman,  Sept  21,  1858,  Lamp, 

eonstmed  in  view  of  the  state  of  the  art  and  limited  to  the 
pecnliar  mode  of  supporting  the  dome  of  his  bnmer  by  a  slei^ 
der  arm  attached  to  a  sleeve  fitted  on  to  the  wick-tube,  and  the 
elevation  of  the  chimney  on  the  outer  edge  of  the  dome.  (p. 
115.) 

2.  The  spiral  peripheral  spring  or  metallic  fringe  in  letters  paten^; 

No.  4022,  L.  J.  Atwood,  Oct.  13,  1863,  Lamp,  used  by  Bokee 
around  the  edge  of  the  dome  of  his  lamp,  for  steadying  the 
chimney,  has  no  analogy  to  the  supporting  arms  appended  by 
Beichmann  to  his  dome.     ( p.  1 18. ) 

8.  The  '* Comet"  burner  in  which  the  arms  supporting  the  dome 
are  attached  to  the  raised  part  of  the  conical  upwardly  project- 
ing platform  slotted  so  as  to  pass  over  the  wick  is  not  an  in- 
fringement of  Beichman's  original  patent  or  of  the  invention 
exhibited  in  his  original  specification  neither  is  it  an  infringe- 
ment of  Beiehman's  reissued  patent  No.  3082,  Aug.  11,  1868, 
so  far  as  that  patent  is  valid.     (p.llO.) 

4  Claims,  1,  2  and  3,  of  Beissue  No.  30S2,  C.  Beicbman,  Aug.  11, 
1868,  Lamp  (original  patent  No.  21,567,  Sept  21,  1858), 
construed  in  view  of  their  limitation  to  '*  the  arrangement  sub- 
stantially as  shown  and  described"  to  be  not  only  for  the 
particular  elements,  but  for  their  arrangement;  thus  limited 
and  in  view  also  of  the  state  of  the  art,  the  three  claims  are 
*See  Explanation  of  Notes,  page  III. 

tThe  order  followed  ]n  the  printing  of  this  case  is  that  observed  by 
Wallace,  who  dates  It  Oct.  Term,  1873.  It  was  argued  and  decided  in 
Dec.  Term  of  1871,  but  omitted  in  the  reports  for  that  year. 
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identical  with  the  single  claim  of  the  original.  Being  identi- 
cal they  are  needlessly  multiplied,     (p.  120.) 

5.  Where  a  specification  by  ambignity  and  a  needless  multiplica- 

tion of  neboloas  claims  is  calculated  to  deceive  and  mislead 
the  public,  the  patent  is  void.     (p.  121.) 

6.  Where  the  combination  cxDvered  by  complainant's  claim  (claim  4 

of  reissue  No.  8,082,  Aug.  11,  1868)  was  found  in  a  prior  in- 
vention, but  only  in  connection  with  an  element  not  found  in 
the  patent:  HeJd^  that  the  presence  of  this  additional  feature 
did  not  destroy  the  identity  of  the  prior  invention  with  that 
covered  by  the  claim,  which  was  void  for  this  reason,    (p.  121.) 

7.  One  void  claim  does  not  vitiate  the  entire  patent,  if  made  by 

mistake  or  inadvertence,  and  without  any  wilful  default  or  in- 
tent to  defraud  or  deceive  the  public,     (p.  122.) 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  Maryland. 

The  Bpecifications  and  drawings  referred  to  in  the  opinion 
of  the  court  are  as  follows  ;  cuts  of  the  Comet  burner  and 
Steuber'  s  burner  are  also  added. 

RUPUS  SPAULDING  MERRILL  AND  WILLIAM 
CARLTON,  OP  BOSTON,  MASS.,  ASSIGNEES  OP 
CHRISTIAN  REICHMANN,  OF  PHILADELPHIA, 
PA. 

Impkovement  in  Lamps. 

Specifications  forming  part  of  Letters  Patent  No.  21,576,  dated 
September  2 1 ,  1858 ;  Reissue  No.  3^08 2^  dated  August  1 1 ,  1868. 

To  all  whom  it  may  concern : 

Be  it  known  that  Christian  Reichmann,  of  Philadelphia, 
in  the  county  of  Philadelphia,  and  State  of  Pennsylvania, 
has  invented  certain  new  and  useful  Improvements  in 
Lamps  for  burning  kerosene,  benzine,  and  other  hydro- 
carbon fluids :  and  the  following  is  hereby  declared  to 
be  a  full,  clear,  and  exact  description  of  tbesame,  reference 
being  had  to  the  accompanying  drawings,  in  which — 


inventors: 
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Fignre  1  represents  a  perspective  view  of  the  upper  part 
of  a  lamp  provided  with  a  burner  constructed  in  accord- 
ance with  this  invention.  Pig.  2  represents  a  vertical  cen- 
tral section  of  the  same,  and  Fig.  3  represents  the  method 
of  mounting  the  cone  or  deflector  upon  the  wick-tube. 

The  improvements  which  are  comprised  in  the  present 
invention  relate  to  burners  for  hydrocarbon  fluids;  the  ob- 
ject of  the  said  improvements  being  to  produce  a  burner 
which  shall  be  safer  for  every-day  use  and  more  easily  and 
readily  manipulated,  and  at  the  same  time  gave  more  light, 
than  ordinary  burners  employed  for  like  purposes. 

To  enable  others  skilled  in  the  art  to  understand  and  use 
this  invention,  the  manner  in  which  the  same  is  or  may  be 
carried  into  effect  will  now  be  described  by  reference  to  the 
accompanying  drawings,  in  which  similar  letters  of  refer- 
ence, where  they  occur  in  the  separate  figures,  denote  like 
parts  of  the  burner. 

A  represents  the  lamp,  to  the  top  of  which  is  applied  a 
burner,  whose  base  a  is  of  any  ordinary  or  suitable  con- 
struction. The  base  supports  the  flat  wick-tube  &,  which 
extends  upwards  some  distance  above  the  base,  and  carries 
the  ordinary  wick-adjusting  pinions  and  shaft  a 

Upon  the  upper  end  of  the  tube  there  is  a  friction-sleeve, 
eZ,  from  whose  opposite  sides  extend  two  arms  or  supports, 
e,  upon  which  the  dome  or  deflector  f  is  supported,  being 
soldered  or  otherwise  suitably  secured  thereto.  The  de- 
flector may  be  of  any  ordinary  or  suitable  form,  slotted  to 
admit  the  passage  of  the  flame,  and  open  at  the  base  or 
bottom.  It  Is  raised  a  considerable  distance  above  the  base 
of  the  burner,  as  will  be  clearly  seen  by  reference  to  the 
drawings,  and  has  no  direct  connection  with  the  base. 

It  has  been  found,  in  practice,  that  the  arms  or  other 
suitable  dome-supporting  frame  may  be  attached  to  the 
wick-tube  directly,  instead  of  through  the  medium  of  the 
sleeve,  which,  in  such  case,  can  be  dispensed  with.  But 
under  this  arrangement  the  dome,  while  permanently  joined 
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to  the  tube,  will  be  held,  as  before,  in  an  elevuted  position 
above  the  base. 

In  a  bamer  thus  constrncted  three  things  are  especially 
noticeable : 

First,  the  deflector  and  wick-tube  are  so  combined  that 
while  directly  connected — i,  «.,  by  means  of  the  arms  or 
frame  e — light  passes  out,  or  is  reflected  downward  from 
between  them. 

Second,  that  part  of  the  burner  most  liable  to  become 
highly  heated  is  isolated  or  removed  from  contact  with  the 
base  of  the  burner.  The  base  of  the  burner,  therefore^, 
which  forms  the  cap  or  cover  for  the  fluid-reservoir  in  the 
lamp,  is  at  all  times  quite  cool,  and  can  be  readily  handled 
without  trouble;  moreover,  the  fluid  which  exudes  from 
the  wick,  and  gathers  in  and  around  the  base,  is  prevented 
from  becoming  heated  and  vaporized — a  frequent  sonroe  of 
explosions  of  lamps  of  this  kind  being  thus  removed.  The 
burner  shown  in  the  drawings  may  be  considered  as  com- 
posed of  two  distinct  sections  or  groups  of  elements  con^ 
nected  through  the  medium  of  the  wick-tube.  When  the 
lamp  is  lighted,  the  deflector  and  other  parts  adjoining  the 
flame  necessarily  become  much  heated,  but  the  only  medium 
for  the  communication  of  this  heat  to  the  base  is  the  wick- 
tube,  the  heat  of  which  is  dissipated  and  carried  off  by  the 
surrounding  air  before  it  can  reach  the  base. 

Third,  the  deflector  and  other  parts  surrounding  or  cover- 
ing the  wick- tube  are  made  adjustable  with  relation  to  the 
said  tube,  and  can  without  difficulty  be  applied  to  or  re- 
moved from  the  same. 

Under  the  two  preceding  features  of  the  invention,  it  is 
not  necessary  that  the  upper  portion  or  section  of  the  burner 
should  be  made  adjustable  with  respect  to  the  wick-tube, but 
by  mounting  the  deflector  or  the  deflector  and  chimney -rest 
upon  a  friction-sleeve  fitting  the  tube  the  parts  can  be  manip- 
ulated with  great  ease,  and  there  is  no  need  of  detaching  the 
chimney  and  deflector  separately  in  order  to  trim  the  wick« 
which  at  any  time  can^  be  exposed  to  view  by  slipping  oflf 
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the  sleeve  from  the  tnbe.  The  deflector  in  this  manner  can 
be  adjusted  upon  or  removed  from  the  wick- tube,  as  de- 
sired, while  tlie  wick  may  be  readily  lighted  through  the 
open  base  of  the  dome. 

It  is  needless  to  say  that  the  deflector  can,  if  desired,  be 
used  with  the  ordinary  chimney  rest  or  holder,  the  latter 
being  in  this  case  attached  to  the  arms.  The  sleeve  acts, 
also,  as  a  guide  to  direct  the  deflector,  so  that  its  oblong 
slot  or  opening  shall  lie  in  the  same  vertical  plane  as  the 
flat  wick-tube. 

A  further  feature  of  this  invention  consists  in  forming- 
around  the  base  of  the  dome  a  series  of  peripheral  springs, 
which  serve  to  support  and  steady  the  lamp-chimney. 
These  springs  gt  are  represented  plainly  in  the  different 
figures  of  the  drawing.  As  shown  in  Fig.  2,  they  are 
fromed  in  one  piece,  with  the  dome  extending  out  from  the 
base  of  the  same.  The  arms  of  which  the  springs  are  com- 
posed are  struck  out  from  the  metal  which  forms  the  dome, 
and  are  turned  or  bent  up  so  as  to  form  springs  for  holding 
and  steadying  the  chimney  in  its  proper  position. 

That  portion  //  of  the  arms  which  is  not  bent  upward  is* 
used  as  the  seat  on  which  the  base  of  the  chimney  can  rest. 
The  intervals  h  between  the  springs  or  arms  form  air- 
spaces, through  which,  when  the  chimney  is  in  position, 
the  necessary  supply  of  external  air  passes  up  within  the 
chimney,  as  indicated  by  the  arrows.  Fig.  3. 

Having  now  described  this  invention,  and  the  manner  in 
which  the  same  is  or  may  be  carried  into  effect,  we  do  not 
wish  to  be  understood  as  limiting  ourselves  to  the  precise 
construction  and  arrangement  of  the  parts  of  the  burner  as 
herein  described,  for  it  is  apparent  that  the  same  may  be 
varied  in  many  respects  without  departing  from  the  prin- 
ciple of  the  invention;  but 

What  is  claimed  as  the  invention  of  the  said  Reichmann 
is  as  follows : 

1.  The  combination  of  a  flat  wick-tube  with  a  dome  or 
deflector  having  a  corresponding  oblong  opening  or  slot 
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under  the  arrangement,  substantially  as  shown  and  de- 
scribed, so  that,  while  directly  connected  with  each  other, 
the  said  parts  shall  allow  light  to  pass  out  or  be  reflected 
from  between  them,  as  set  forth. 

2.  The  combination  of  a  flat  wick-tube  with  a  slotted 
dome  or  deflector,  and  arms  or  frame,  whereby  the  said 
dome  is  held  on  the  wick- tube  in  an  elevated  position  in 
relation  thereto,  substantially  as  and  for  the  purposes 
shown  and  described! 

3.  The  combination  of  the  deflector,  and  its  supporting 
arms  or  frame,  and  sleeve,  with  the  wick-tube,  substantially 
as  and  for  the  purposes  set  forth. 

4.  A  lamp-burner  composed  of  two  groups  of  elements— 
the  first  consisting  of  the  base  with  its  wick-tube  and  wick- 
adjusting  rack  and  pinions;  the  second,  of  a  chimney-holder, 
deflector,  and  such  other  parts  as  may  be  needed  for  the 
proper  combustion  of  the  fluid,  so  as  to  produce  an  illumi- 
nating flame ;  the  two  groups  being  united  by  friction,  and 
the  latter,  when  in  position  in  the  burner,  being  supported 
by  the  former  without  the  intervention  of  any  mechanical 
device,  whereby  the  two  may  be  rigidly  connected  together, 
substantially  as  and  for  the  purposes  herein  shown  and  set 
forth. 

6.  The  combination,  with  a  flat  wick-tube,  of  a  corres- 
pondingly slotted  but  elevated  dome,  provided  with  peri- 
pheral springs  for  holding  the  chimney  in  proper  position, 
as  set  forth. 

6.  The  combination,  with  the  base  and  flat  wick- tube,  of 
a  chimney  rest  or  holder,  an  elevated  dome  provided  with 
peripheral  springs,  and  a  sleeve  and  frame  or  arms  for  hold- 
ing said  dome  in  position  with  respect  to  the  wick-tube, 
substantially  as  and  for  the  purposes  herein  shown  and  de- 
scribed. 

7.  The  combination,  with  the  dome  or  deflector,  of  a  series 
of  arms  projecting  from  the  periphery  of  said  deflector,  and 
arranged,  as  herein  described,  so  as  to  constitute  both  the 
seat  or  rest  for  the  lamp-chimney  and  the  springs  by  which 
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the  said  chimney  is  steadied  and  held  in  position,  substan- 
tially as  set  forth. 

In  testimony  whereof  we  have  signed  our  names  to  this 
specification  before  two  subscribing  witnesses. 

RUPUS  SPAULDING  MERRILL, 
WILLIAM  CARLTON. 
Witnesses: 

Luther  Fabwell  Whitney, 
EuPHAz  Weston  Arnold. 


C.  REICHMANN,  OP  PHILADELPHIA,  PA. 
Letters  Patent  No.  21,576.     Dated  September  21,  185a 

Lamps. 

The  schednle  referred  to  in  these  Letters  Patent  and  making  pari 

of  the  same. 

To  all  whom  it  may  concern : 

Be  it  known  tliat  I,  Christian  Reichmann,  of  the  city  and 
connty  of  Philadelphia,  and  State  of  Pennsylvania,  have 
invented  certain  new  and  useful  improvements  in  the  con- 
struction of  lamps  for  burnings:  oils  that  are  heavily  charged 
with  carbon,  such  as  benzole,  kerosene,  parafflne,  or  other 
coal  oils,  and  I  do  hereby  declare  the  following  to  be  a  full, 
clear,  and  exact  description  of  the  construction  and  opera- 
tion of  the  same,  reference  being  had  to  the  accompanying 
drawings,  making  a  part  of  this  specification,  in  which 

Fig.  1  represents  a  perspective  view  of  the  upper  part 
of  the  lamp. 

Pig.  2  represents  a  vertical  central  section  ;  and 

Pig.  3  represents  the  manner  of  attaching  and  support- 
ing the  open  bell-shaped  cap  on  the  tube. 

Similar  letters  of  reference  where  they  occur  in  the  (sep- 
arate figures,  denote  like  parts  of  the  lamp  in  all  of  them. 
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I  am  aware  that  lamps  have  been  devised  in  which  coal 
(»ils  are  burned,  but  they  have  serious  objections,  among 
which  may  be  mentioned  as  most  prominent,  the  number 
of  manipulations  necessary  to  light  them  ;  the  darkening 
of  the  under  part  of  the  lamp,  the  light  being  thrown  en- 
tirely upward ;  the  inability  or  trouble  infilling  them  when 
burning,  and  finally,  the  inaccessibility  to  the  wheels  for 
raising  and  lowering  and  the  tube  for  directing  the  wick. 
By  my  manner  of  constructing  the  lamps,  I  avoid  all  these 
imi)erfections,  and  by  a  much  more  simple  mode  than  hereto- 
fore i)racticed,  I  introduce  the  atmospheric  air  to  the  flame 
above  and  below  the  slotted  cap  without  which  supply  of 
air  the  lamp  will  not  burn  without  smoking. 

The  nature  of  my  invention  consists  in  the  slotted  open 
bell- shaped  cap,  that  is,  a  cap  which  admits  of  the  external 
air  passing  in  between  its  outer  margin,  and  the  chimney, 
and  which  also  allows  the  light  to  be  reflected  downward 
or  toward  the  lamp  as  well  as  above  it. 

To  enable  others  skilled  in  the  art  to  make  and  use  my 
invention,  I  will  proceed  to  describe  the  same  with  reference 
ito  the  drawings. 

A,  "represents  a  lamp  which  may  be  of  any  of  the  ordin- 
ary forms.  The  cap  or  top,  a,  that  covers  the  bowl  of  the 
lamp,  is  of  a  cup  shape  with  a  broad  flange  J,  at  its  top. 
There  is  a  hole  through  the  bottom  of  this  cap,  by  which, 
and  the  cup  shape  of  said  cap,  the  lamp  may  be  readily  re- 
l)lenished  whilst  it  is  burning.  A  slot  is  made  in  the  bot- 
tom of  the  cap  a,  into  which  the  lower  end  of  a  flat  wick 
itube  c,  is  inserted  and  fastened.  This  tube  c  may  be  about 
two  inches  long,  and  has  two  vertical  slots  e  e^  cut  in  it 
through  which  the  teeth  of  the  two  wheels  d  d,  pass,  and 
into  or  against  the  wick/,  passing  through  said  tube. 

The  wheels  e  e^  are  permanently  fixed  on  a  shaft  gr,  sap- 
ported  in  bearings /i,  attached  to  the  tube  c  and  a  thumb 
piece/,  on  the  shaft  or  rod  g^  allows  it  to  be  easily  turned, 
and  thus  rai^e  or  lower  the  wick.  The  cap  a,  tube  c,  rod  <7, 
and  its  wheels  are  united  and  come  together,  they  form  the 
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middle  section  of  the  lamp,  the  stand  and  bowl  forming  the 
lower  section  thereof.  There  is  also  a  third  or  upper  sec- 
tion of  the  lamp,  which  completes  it,  and  it  is  as  follows : 

/  is  a  slide  or  loop  that  fits  over  the  flat  tube  c,  and  when 
in  place  is  supported  thereon.  On  this  slide  /,  there  are 
arms  or  brackets  o  o,  to  which  the  slotted  open  bell-shaped 
cap  771,  is  attached  and  \^y  which  it  is  supported.  The  open 
l)ell-shaped  cap  is  made  as  follows :  a  slot  ti,  considerably 
larger  than  the  wick/",  is  made  across  the  ciown  or  dome  of 
said  cap  ;  and  at  its  outer  perimeter  there  is  a  series  of  ver- 
tical arms  or  supports  TcTcTCs  etc.,  within  and  by  which  the 
chimney  jp,  is  held.  The  spaces  between  the  arms  Tc  A:,  are 
so  cut  away  as  that  the  external  air  may  freely  pass  in  to 
supply  the  lamp,  underneath  and  between  the  bottom  of 
the  chimney  p^  and  the  periphery  of  the  said  cap  m.  The 
chimney  in  my  lamp  may  be  straight  and  not  swelled  out 
around  the  flame.  The  slot  n^  being  much  larger  than  the 
wick,  the  necessary  air  to  eflFect  proper  combustion  at  that 
point  enters  alongside  of  the  wick. 

It  will  be  perceived  that  the  middle  section  of  the  lamp, 
exposes  but  little  more  surface  than  that  of  the  wick  tube 
alone.  This  produces  several  important  advantages,  be- 
sides the  dispensing  of  several  pieces  entirely  that  have 
heretofore  been  used  on  this  kind  of  lamp,  viz :  It  allows 
the  lamp  to  be  filled  whilst  burning.  It  exposes  the  toothed 
wheels,  tube  and  wick  to  view,  so  as  to  readily  see  whether 
they  are  in  order.  It  allows  the  light  from  the  under  part 
of  the  bell  cap  m,  to  be  reflected  or  thrown  down  toward 
the  lamp.  It  can  be  lighted  by  simply  lifting  oflf  the  chim- 
ney or  by  applying  the  light  underneath  the  cap  m,  and  the 
openness  of  the  bell  caj)  m,  causes  a  better  light,  by  mak- 
ing less  shadow  than  heretofore. 

Having  thus  fully  described  the  nature  and  object  of  my 
invention,  what  I  claim  therein  as  new  and  desire  to  secure 
by  Letters  Patent,  is  : 

In  combination  with  the  lamp,  the  slotted  open  bell 
shaped  cap  m,  when  so  constructed,  arranged  and  opera t- 
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ing  as  to  allow  light  to  be  deflected  downward  substan- 
tially in  the  manner  and  for  he  purpose  herein  set  forth 
and  explained. 

CHRIS' N  REICHMANN. 
Witnesses : 
C.  Brazer, 
OsBOBN  Conrad. 


LEWIS  J.   ATWOOD,  OP  WATERBURT,  CONNEC- 
TICUT. 

Improvement  in  Lamps. 

Bpeoification  forming  part  of  Letters  Patent  No.  40^2  ^6^  dated 

October  13,  1863. 

7b  aU  whom  it  may  concern : 

Be  it  known  that  I,  Lewis  J.  Atwood,  of  Waterbury,  in 
the  county  of  New  Haven,  and  State  of  Connecticut,  have 
invented,  made,  and  applied  to  use  a  certain  new  and  use- 
ful Improvement  in  Lamps ;  and  I  do  hereby  declare  the 
following  to  be  a  full,  clear,  and  exact  description  of  the 
same,  reference  being  had  to  the  annexed  drawings,  mak- 
ing part  of  this  specification,  wherein — 

Fig.  1  is  a  vertical  section  of  my  lamp-burner,  and  Fig. 
2  is  a  plan  of  the  burner  with  the  chimney  turned  back. 

Similar  marks  of  reference  denote  the  same  parts. 

Lamps  have  heretofore  been  constructed  with  a  dia- 
phragm in  the  chimney,  and  burners  have  also  been  made 
with  a  deflector  over  the  wick  to  direct  the  air  to  the  flame, 
so  that  the  lamp  would  not  require  a  chimney. 

The  nature  of  my  said  invention  consists  in  a  slide  sup- 
porter for  a  draft-plate  rising  above  the  wick-tube,  in  com- 
bination with  a  glass  chimney  having  a  contracted  neck,  so 
that  the  said  draft-plate  may  be  adjusted  to  the  exact  point 
required  for  producing  the  best  light,  reference  being  had 
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to  the  character  of  oil  being  used,  the  exact  8hax)e  of  the 
chimney,  and  the  amount  of  draft  required.  Thus  any 
slight  variation  in  the  shape  of  the  chimney  can  be  allowed 
for  by  raising  or  lowering  the  draft- plate,  and  as  this  does 
not  obstruct  the  light,  but  allows  it  to  shine  through  the 
chimney  both  above  and  below  the  draft-plate,  there  is  no 
loss  of  light  by  a  slight  change  in  the  position  of  said  draft- 
plate. 

In  the  drawings,  a  represents  the  screw  of  the  burner, 
taking  the  neck  of  any  ordinary  reservoir,  b  is  the  wick- 
tube,  c  is  the  ratchet-cap,  and  d  is  the  wick  raiser,  all  as 
usual.  A  perforated  flange,  e^  surrounds  the  burner  a,  and 
forms  an  air  distributor ;  /  is  a  ring,  hinged  at  g  and  pro- 
vided with  the  spring  h,  to  take  and  retain  the  flange  1  of 
the  chimney  k. 

2  represents  the  narrow  part  or  neck  of  the  chimney,  and 
the  shape  of  this  chimney  may  be  varied  as  desired ;  but  I 
prefer  that  shown.  At  the  narrow  part  2  of  the  chimney  I 
introduce  the  draft-plate  7,  of  metal  or  other  material,  in 
the  center  of  which  is  an  opening  of  the  size  and  shape  re- 
quired for  the  flame.  This  draft-plate  is  to  be  supported 
by  arms  8  3  from  the  wick-tube  b. 

The  oi)eration  of  this  burner  is  that  the  draft-plate  i  and 
lower  part  of  the  chimney  direct  the  draft  (passing  through 
the  distributor  e)  upon  the  flame,  and  produce  a  perfect 
combustion.  At  the  same  time  the  light  is  not  in  the  least 
obstructed,  and  the  cones  and  deflectors  heretofore  em- 
ployed are  dispensed  with. 

In  cases  where  a  second  or  auxiliary  draft  is  required  in 
the  chimney,  an  annular  space  may  be  left  around  the 
draft-plate  t,  between  that  and  the  glass  chimney,  or  the 
edge  of  said  draft-plate  may  be  notched  as  represented.  In 
either  case  the  required  amount  of  air  can  be  admitted  to 
the  chimney  above  this  draft-plate  by  the  said  opening  or 
openings,  to  perfect  combustion  in  the  upper  portions  of 
the  flame,  which  draft  is  regulated  according  to  the  posi- 
tion of  said  draft-plate,  as  aforesaid. 
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I  do  not  claim  a  chimney  fitted  so  as  to  serve  the  pur- 
pose of  a  deflector,  and  at  the  same  time  transmit  light  both 
above  and  below  the  flame  ;  neither  do  1  claim  a  diaphragm 
or  draft-plate  in  the  chimney,  as  these  are  old ;  but 

What  I  claim,  and  desire  to  secure  by  Letters  Patent, 
is— 

The  supporter  and  slide  grasping  the  wick- tube  and  sus- 
taining the  draft-plate,  in  combination  with  a  glass  chim- 
ney having  a  contracted  neck,  so  that  the  adjustment  ctf 
the  draft-plate  can  be  effected  in  the  manner  represented, 
and  for  the  purposes  set  forth. 

In  witness  whereof  I  have  hereunto  set  my  signature  this 
6th  day  of  January,  1863. 

L.  J.  ATWOOD. 

Witnesses : 

■ 

Joseph  A.  Bunnell, 
E.  D.  Griggs. 

The  Stuber  burner  was  an  improvement  on  the  Vienna 
burner,  in  this,  that  the  gallery  was  so  low  as  to  leave  a 
considerable  open  space  under  the  dome  for  the  reflected 
light  to  pass  out  in  a  downward  direction,  and  the  dome 
was  supported  by  slender  arms,  dy  but  these  arms  were  at- 
tached to  the  gallery  and  not  to  a  sleeve  fitted  on  to  the 
wick- tube.  It  differed,  therefore,  from  Beichmann's  in 
these  respects :  the  chimney  was  supported  on  a  low  gal- 
lery instead  of  the  dome  itself,  and  the  dome  was  sup- 
ported by  arms  attached  to  this  gallery  instead  of  attached 
to  a  sleeve  on  the  wick- tube. 

In  the  Comet  burner  of  the  defendant,  the  arms  support- 
ing the  dome  are  attached  to  the  platform,  which  answers 
the  place  of  the  gallery  floor  in  Stuber's  burner,  and  the 
central  portion  of  which  is  perforated  with  an  opening  to 
pass  down  over  the  wick-tube  when  being  placed  on  the 
lamp ;  around  this  opening  the  platform  is  raised  next  to 
the  wick-tube  in  a  conical  form,  so  that  the  top  edge  of  the 
raised  part  touches  the  wick-tube,  and  thus  helps  to  give 
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Steadiness  to  the  dome  and  chimney.  The  arms  are  at- 
tached to  this  i-aised  part.  But  this  raised  portion  of  the 
platform  is  very  far  from  being  Reichmann's  sleeve,  which 
was  a  peculiar  characteristic  in  his  lamp. 

Messrs.  B.  B,  CuHiSy  A,  Pollock  and  J.  H.  B.  Latrobe^ 
for  appellants : 

The  bill  in  this  case  sought  to  obtain  an  injunction  re- 
straining the  defendant  from  infringing  certain  letters 
patent  granted  to  Christian  Reichmann,  and  reissued  to 
complainants  as  his  assignees. 

In  the  court  below  the  learned  judge  is  understood  to 
have  held  that,  because  certain  parts  of  the  Reichmann 
patent  were  anticipated  by  the  Vienna  burner,  and  certain 
other  parts  by  the  Stuber  invention,  therefore,  the  Reich- 
mann patent  was  void  for  want  of  originality.  But  it  is 
respectfully  suggested  that  this  is  not  law.  The  Reich- 
mann invention  is  capable  of  doing  what  neither  of  those 
two  inventions  can  do,  and  is  to  be  regarded  therefore  as  a 
combination  of  elements  which,  even  admitting  that  they 
are  to  be  found,  separately  in  other  contrivances,  were,  in 
fact  first  brought  together  and  made  to  co-operate  in  pro- 
ducing a  given  effect  by  Reichmann.  Admitting  Stuber' s 
evidence  to  be  true,  it  only  illustrates  the  necessity  of  the 
reissue.  As  originally  patented,  Reichmann's  invention 
would  have  been  clearly  anticipated  by  Stuber,  but  since 
the  reissue  defendants  own  experts  admit  it  is  no  anticipa- 
tion of  what  we  claim. 

The  court  below  erred  in  the  following  particulars : 

1.  In  assuming  that  any  clearer  case  must  be  made  out 
by  a  complainant  proceeding  in  a  court  of  equity,  for  in- 
fringement of  letters  patent,  than  would  be  required  if  he? 
were  proceeding  at  law. 

2.  In  holding  that  the  original  letters  patent  so  covered' 
all  that  Reichmann,  the  patentee,  invented,  that  there  was 
no  sufficient  cause  for  any  reissue. 

3.  In  finding  that  the  original  specification  and  drawings: 
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did  not  indicate  any  peripherial  springs,  so  that  the  find- 
ing of  the  Commissioner  of  Patents  to  the  contrary  must 
be  disregarded. 

4.  In  not  allowing  any  validity  to  either  the  first  or 
second  claims  of  the  reissued  patent,  because  they  were 
by  the  said  court  assumed  to  be  for  the  same  thing. 

5.  lu  holding  the  4th  claim  void. 

6.  In  holding  that  the  6th  and  6th  claims  were  not  in- 
fringed by  the  "Comet"  burner,  because  this  patentee 
could  not  include  equivalents,  though  known  substitutes, 
he  not  being  the  inventor  of  the  entire  burner,  but  only  of 
a  modification  thereof. 

7.  In  holding  it  to  be  sufficiently  proved  that  Reichmann 
was  not  the  original  and  first  inventor  of  the  thing  patented 
in  the  third  claim,  within  the  meaning  of  patent  law. 

The  said  court  erred  in  not  applying  the  settled  rules  of 
courts  of  equity  to  discountenance  stale  claims,  and  to  re- 
fuse to  investigate  them,  especially  when  founded  solely  on 
parol  testimony,  after  the  lapse  of  more  than  twenty  years. 
In  Wedderbum  v.  Wedderburn,  4  M.  &  Cr.  41,  Lord  Cot- 
tenham  said :  *'One  of  the  principal  reasons  for  admitting 
limitations  of  suits,  is  the  difficulty  of  ascertaining  the  facts 
necessary  to  make  it  safe  to  examine  the  judicial  power; 
upon  this  principle  this  court  has  in  many  instances  lim- 
ited the  period  within  which  it  will  exert  its  power ;  and  it 
would  indeed  be  strange  if  in  cases  in  which  it  has  not  done 
so,  it  were  altogether  to  disregard  the  lapse  of  time,  as  ap- 
plicable to  the  evidence  upon  which  it  is  called  to  act." 

Messrs.  C.  M.  Keller  and  C.  F.  BlaJce^  for  appellees : 
Before  proceeding  to  the  discussion  of  the  true  construc- 
tion the  Reichmann  patent  it  is  necessary  that  we  should 
ascertain  the  state  of  the  art  as  it  existed  before  the  date 
of  the  Reichmann  invention.  The  only  differences  between 
these  different  exhibits  and  the  Reichmann  burner  con- 
sist in  these,  that  in  the  Reichmann  burner  the  deflec- 
tor is  held  up  by  arms  attached  to  a  sleeve  which  slips  over 
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the  wick-tube,  while  in  these  exhibits  the  deflector  is 
held  in  its  place  by  the  strips  of  metal  before  mentioned. 
The  other  difference  is  that  in  the  Reichmann  burner  the 
chimney  seat  and  the  strips  of  metal  to  hold  and  steady  the 
chimney  are  placed  below,  the  deflector,  and  in  immediate 
contact  with  the  base  of  the  burner,  while  the  Reichmann 
burner  the  chimney-seat  and  strips  of  metal  are  placed  on 
the  perimeter  of  the  deflector  itself. 

The  answer  avers  that  the  reissued  letters  patent  are  void 
because  they  were  obtained  illegally,  wrongfully,  and  by 
false  pretenses ;  and  because  they  seek  to  claim  things  of 
which  Reichmann  was  not  the  original  and  first  inventor. 

The  elements  of  the  second  claim  of  the  reissue  are  the 
same  as  those  of  the  first  claim  with  the  expressed  addi- 
tion of  the  arms  or  frame.  But  these  arms  or  frame  are 
necessarily  included  in  the  first  Qlaim,  as  we  have  seen, 
therefore,  these  two  claims  are  for  the  same  combination. 
If  with  intent  to  mislead  the  public,  to  confuse  inventors, 
and  to  sweep  within  the  reissued  patent  devices  not  shown 
or  claimed  in  the  original  patent,  the  reissue  claims  in  sev- 
eral claims  the  same  combination  of  elements— in  different 
language — the  claims  are  void. 

The  fourth  claim  is  for  two  groups  of  elements,  the  base 
with  its  flat  wick- tube  and  the  wick-adjusting  mechanism, 
and  the  second  group  consisting  of  a  chimney-holder,  de- 
flector, and  such  other  parts  as  may  be  needed  to  produce 
an  illuminating  flame ;  when  these  two  groups  are  united 
hy friction^  and  when  the  latter,  when  on  the  burner,  is 
supported  by  the  former  without  being  rigidly  connected 
with  it.  If  this  claim  be  for  any  lamp  burner  with  any 
wick-tube  and  wick-adjusting  rack  and  pinion  combined 
with  any  chimney-holder,  deflector,  etc.,  then  it  is  void  as 
exceeding  the  invention  described  in  the  original  patent  and 
as  being  old,  being  found  in  the  Vienna  burner  and  the 
Stuber  burner.  If  we  confine  it  to  the  base,  wick-tube,  and 
wick-adjusting  mechanism  and  chimney-holder  as  described 
and  arranged  in  the  patent  then  it  is  void.     A  base,  wick- 
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tube,  and  wick-adjusting  mechanism  having  been  before 
combined  with  a  deflector  and  chimney-holder,  and  it  can- 
not be  patentable  to  put  on  this  old  base  a  new  deflector 
and  chimney-holder,  unless  there  be  novelty  in  the  mode 
of  connecting  them.  This  clainj,  then,  has  nothing  pat- 
entable in  it  except  the  mode  of  connection  between  the 
two  groups,  and  that  has  already  l^een  the  subject  of  the 
first,  second  and  third  claims,  and  it  is  therefore  void. 

The  elements  of  the  fifth  claim  are  a  flat  wick-tube  and 
the  deflector  provided  with  peripheral  springs  as  set  forth. 
We  have  already  seen  that  there  are  no  springs  shown  or 
described  anywhere  in  the  original  specification,  claim  or 
diawing  of  the  original  patent,  and  that  Judge  Giles  could 
not  find  any  in  the  model  from  the  Patent  Office. 

The  sixth  claim  is  open  to  the  same  objection  which  con- 
demns the  fifth. 

The  seventh  claim  is  the  only  one  which  correctly  de- 
scribes the  invention  of  Reichmann  but  it  is  of  no  interest 
in  this  case  as  it  is  not  claimed  to  be  infringed. 

Mr.  Justice  Bradley  delivered  the  opinion  of  the  court : 
Wm.  Carlton  and  The  Bridgeport  Brass  Company,  as 
assignees  of  Christian  Reichmann,  filed  their  bill  in  equity 
in  the  court  below,  to  restrain  the  defendant  from  infring- 
ing a  patent  for  an  improvement  in  lamps,  granted  to 
Reichmann  on  the  21st  of  September,  1858,  and  reissued 
to  Carlton  and  one  Merrill  on  the  11th  of  August,  1868. 

{a)  The  lamp,  as  patented  to  Reichmann,  was  one  of  a 
large  number  of  attempts  made  about  that  time,  to  utilize 
petroleum  and  its  various  products  for  purposes  of  illumi- 
nation. The  old  lamps  adapted  to  sperm  oil,  lard  and 
other  gross  and  sluggish  oils,  were  unfitted  for  the  use  of 
so  volatile  and  dangerous  a  substance.  In  them  the  flame 
was  set  close  to  the  lamp,  and  the  tube  holding  the  wick 
was  projected  downward  into  the  oil,  so  that  the  heat  of 
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the  flame  might  be  communicated  thereto  in  order  to  ren- 
der it  more  fluid  and  susceptible  to  the  capillary  attraction 
of  the  wick.  Such  an  arrangement  as  this  with  petroleum 
would  have  produced  a  speedy  explosion.  This  article 
required  that  the  flame  should  be  elevated  as  far  as  possi- 
ble above  the  lamp  and  that  the  metallic  wick  tube  should 
not  communicate  anv  heat  to  the  fluid.  This  was  one  ob- 
ject  to  be  attained  in  the  burners  required  for  the  use  of 
the  new  illuminator.  Another  was  some  contrivance  for 
concentrating  a  current  of  air  upon  the  flame  itself,  so  as 
to  consume  as  perfectly  as  possible  all  the  rapidly  escap- 
ing volatile  gases,  both  as  a  saving  of  light  and  as  a  pre- 
ventative of  the  disagreeable  odors  which  they  would  oth- 
erwise diffuse. 

Reich mann's  burner  was  intended  to  accomplish  these 
main  objects  as  well  as  some  subsidiary  ones  which  will 
hereafter  appear.  It  consisted  of  several  distinct  parts, 
combined  and  arranged  in  a  particular  manner.  First,  a 
flat  wick  tube  attached  ^o  the  cap  or  stopper  of  the  lamp, 
and  rising  above  same  one  or  two  inches,  more  or  less,  ac- 
cording to  the  size  of  the  burner,  but  not  projecting  into 
the  lamp  below.  Secondly,  ratchet  wheels  attached  to  the 
side  of  the  wick  tube  on  a  small  shaft,  for  raising  and  low- 
ering the  wick.  Thirdly,  a  slide  or  sleeve  fitted  to  slip  up 
and  down  over  the  wick  tube,  and  sufiiciently  tight  to  stay 
in  any  position  thereon,  and  furnished  with  arms,  two  or 
more,  for  supporting  above  the  wick  tube  a  dome  or  deflector. 
Fourthly,  the  dome  aforesaid,  having  an  oval  or  oblong 
slot  for  the  flame  to  i)ass  through,  so  that  part  of  the  flame 
might  be  above  the  dome  and  part  below  it.  The  object 
of  this  dome  was  to  collect  and  concentrate  the  air  upon 
the  flame,  in  order  to  make  it  burn  more  brightly  and  con- 
sume the  hydro-carbon  and  other  gases  which  emanated 
from  the  petroleum.  It  also  acted  as  a  deflector  of  the 
light  proceeding  from  the  lower  part  of  the  flame,  whereby 
it  was  thrown  downward  towards  and  around  the  lamp, 
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whereas  the  light  from  that  part  of  the  flame  above  the 
dome  was  all  thrown  upward  or  horizontally  about  the 
room.  Fifthly,  around  the  periphery  of  the  dome  several 
narrow  slips  of  the  metal  were  turned  up,  to  act  as  arms  or 
supports  to  the  glass  chimney  of  the  lamp,  and  between 
these  arms  spaces  were  cut  out  of  the  edge  of  the  dome,  to 
allow  air  to  pass  up  between  the  dome  and  chimney  for  the 
purpose  of  guiding  the  flame  and  feeding  it  with  additional 
oxygen.  Sixthly,  the  chimney  itself,  which  was  placed 
inside  of  and  upon  the  said  arms  or  supports,  and  held  in 
its  position  thereby. 

This  was  the  combination  of  elements  of  which  Reich- 
mann's  burner  consisted,  and  it  will  be  perceived  that  the 
chimney  was  so  elevated  that  the  flame  of  the  lamp  below 
the  dome  was  exposed  on  every  side,  and  a  current  of  air 
or  a  rapid  movement  of  the  lamp  would  extinguish  it.  This 
was  the  great  defect  of  the  burner,  which  prevented  its  in- 
troduction into  general  use,  and  rendered  it  of  little  value. 
The  principal  advantage  which  Reichmann  in  his  patent 
claimed  for  it  was  that  it  allowed  the  light  from  the  under 
side  of  the  deflector  to  be  reflected  or  thrown  downward 
upon  the  table  or  lamp.  This  was  effected  by  the  use  of 
upright  slender  arms  to  support  the  dome,  so  that  the 
space  around  and  underneath  the  dome  was  left  open  and 
nninclosed.  He  also  claimed  some  less  important  advan- 
tages in  his  arrangement  of  the  ratchet-wheels  for  raising 
the  wick,  and  one  or  two  other  things  of  no  importance  in 
this  controversy. 

The  patent  had  but  one  claim  and  that  amounted  to  the 
general  combination  of  elements  referred  to  and  their  pecu- 
liar arrangement.     It  was  in  these  words : 

"  What  I  claim  as  new  and  desire  to  secure  by  letters 
patent  is,  in  combination  with  the  lamp,  the  slotted,  open, 
bell-shaped  cap  (/.  e,.  the  dome),  when  so  constructed,  ar- 
ranged and  operating  as  to  allow  light  to  be  deflected 
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downwards,  substantially  in  the  manner  and  for  the  pur- 
pose herein  set  forth  and  explained." 

In  order  to  understand  how  narrow  this  claim  really  was, 
it  is  necessary  to  know  a  little  of  the  history  of  the  art. 
Two  well  known  burners  are  conceded  to  have  been  in  use 
before  Reichmann's  invention,  which  have  a  material  bear- 
ing on  his  claims  ;  the  Vienna  burner  and  S tuber's  burner. 
These  have  been  exhibited  to  us. 

The  Vienna  burner  contained  the  flat  wick-tube,  the 
ratchet-wheel  attached  thereto  (but  covered  and  not  ex- 
posed as  in  Riechmann's),  and  a  slotted  dome  above  the 
wick  for  the  flame  to  pass  through,  and  a  chimney ;  but 
the  dome  was  not  supported  by  slender  arms,  as  in  Reich- 
mann's,  but  was  connected  with  a  gallery,  which  sup- 
ported the  chimney  and  surrounded  the  wick-tube  and 
dome,  and  rested  on  the  lamp  or  cap  below,  so  that  all  the 
light  of  the  flame  below  the  dome  was  inclosed  and  lost 
and  could  not  issue  out  as  in  Reichmann's  burner. 

(6)  The  Stuber  burner,  invented  by  John  Stuber  in  1856, 
and  made  in  considerable  quantities  in  that  and  the  follow- 
ing years  at  Utica,  New  York,  (c*)  was  an  improvement  on 
the  Vienna  burner,  in  this,  that  the  gallery  was  so  low  as 
to  leave  a  considerable  open  space  under  the  dome  for  the 
reflected  light  to  pass  out  in  a  downward  direction,  and  the 
dome  was  supported  by  slender  arms,  but  these  arms  were 
attached  to  the  gallery  and  not  to  a  sleeve  fitted  on  to  the 
wick-tube.  It  differed,  therefore,  from  Reichmann's  in 
these  respects :  the  chimney  was  supported  on  a  low  gal- 
lery instead  of  the  dome  itself,  and  the  dome  was  sup- 
ported by  arms  attached  to  this  gallary  instead  of  arms  at- 
tached to  a  sleeve  on  the  wick-tube.  Therefore,  with  these 
burners  before  us,  all  the  invention  we  can  discover  in 
Reichmann's  burner  is  the  peculiar  mode  of  supporting 
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his  dome  by  slender  arms  attached  to  a  sleeve  fitted  on  to 
the  wicl^-tube,  and  the  elevation  of  the  chimney  on  the 
onter  edge  of  the  dome.  The  latter  peculiarity,  as  we 
have  seen,  is  a  defect  which  rendered  the  burner  nearly 
useless. 

(d)  The  allegation  of  the  complainants  that  the  defend- 
ant uses  Reichmann's  invention  of  peripheral  springs 
around  the  edge  of  the  dome  for  steadying  his  chimney  we 
regard  as  fallacious.  The  transformation  by  a  mere  trick 
of  words  and  vague  generalities  of  the  arms  or  supports 
used  by  Reichmann  to  sustain  his  chimney  into  peripheral 
springs  may  be  ingenious,  but  it  cannot  stand  the  test  of 
sober  consideration.  It  is  not  pretended  that  Reichmann 
produced  anything  more  than  the  arms  or  supports  shown 
in  his  original  patent.  These  were  mere  slips  of  metal 
turned  up  around  the  edge  of  the  dome,  such  as  had  been 
in  common  use  for  a  great  period  of  time.  All  that  Reich- 
mann did  new  in  this  regard  was  to  elevate  his  chimney  on 
the  top  of  the  dome.  This,  in  fact,  rendered  his  lamp  in 
the  main  useless,  and  the  defendant  does  not  copy  it,  but 
slips  his  chimney  down  around  the  dome  and  i)laces  it  on 
a  platform  perforated  with  holes,  which  rests  upon  the  cap 
of  the  lamp  and  answers  to  the  bottom  or  floor  of  Stuber's 
gallery.  He  thus  surrounds  the  flame  with  the  chimney 
below  as  well  as  above  the  dome  and  prevents  it  from  be- 
ing extinguished  by  drafts  of  air  without  obstructing  the 
issue  of  the  light  from  below  the  dome.  In  .this  respect 
his  lamp  is  more  like  Stuber's  than  Reichmann's.  It  is 
true  that  he  keeps  his  chimney  from  coming  in  contact 
with  the  dome  by  surrounding  the  latter  with  a  fine  spiral 
spring  or  metallic  fringe,  but  this  has  no  resemblance  or 
analogy  to  the  supporting  arms  appended  by  Reichmann 
to  his  dome. 
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The  qnestion  whether  the  defendant's  burner,  which  is 
called  the  Comet,  contains  the  other  i)eculiarity  of  Reich- 
mann's  burner, namely:  the  supporting  of  the  dome  by 
slender  arms  attached  directly  to  a  sleeve  fixed  {e)  snugly 
upon  the  wick-tube,  admits  of  more  discussion.  The  dome 
was  supported  by  slender  arms  both  in  Stuber's  and  Reich- 
mann^s  lamps,  but  in  the  former  the  arms  were  attached 
to  the  surrounding  gallery  on  which  the  cfiimney  rested, 
and  which  was  slipped  over  a  raised  portion  of  the  base  to 
which  the  wick- tube  was  affixed  and  there  held  in  place  by 
a  bayonet  fastening,  whilst  in  Reichmann's  burner  the 
arms  were  attached  to  a  sleeve,  fitted  directly  upon  the 
wick-tube  so  snugly  as  to  support  the  dome  and  chimney 
firmly  and  steadily,  as  before  described.  Now,  in  the 
Comet  burner  of  the  defendant,  the  arms  supporting  the 
dome  are  attached  to  the  platform  before  mentioned,  which 
answers  the  place  of  the  gallery  floor  in  Stuber's  burner, 
and  the  central  portion  of  which  is  perforated  with  an 
opening  or  slot  so  as  to  pass  down  over  the  wick-tube  when 
being  placed  on  the  lamp  ;  around  this  slot  or  opening  the 
platform  is  raised  next  to  the  wick-tube  in  a  conical  form 
so  that  the  top  edge  of  the  raised  part  touches  the  wick- 
tube,  and  thus  helps  to  give  steadiness  to  the  dome  and 
chimney.  The  arms  are  attached  to  this  raised  part.  But 
this  raised  portion  of  the  platform  is  very  far  from  being 
Reichmann's  sleeve,  which  was  a  peculiar  characteristic  in 
his  lamp,  and  the  sleeve  arrangement  was  all  that  Reich- 
mann  pretended  to  have  produced.  Its  generalization  in 
the  reissued  patent  is  simply  effected  by  a  dextrous  use  of 
words  and  vague  generalities.  We  are  constrained  to  hold, 
therefore,  that  the  Comet  burner  is  not  an  infringement  of 
Reich mann's  original  patent  or  invention  which  is  exhib- 
ited in  his  original  specification. 

It  is  proper  next  to  inquire  as  to  the  bearing  of  the  reis- 
sued patent  on  the  question  in  litigation  between  the  par- 
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ties.  The  defenses  made  by  the  defendant  against  this  re- 
issue are,  flrst,  that  it  was  obtained  illegally,  wrongfully 
and  by  false  pretenses,  and  because  it  seeks  to  claim  things 
of  which  Reichmann  was  not  the  original  and  first  inventor; 
secondly,  that  the  original  patent  itself  was  void,  because 
the  onlyTi thing  in  it  which  Reichmann  had  any  pretense  of 
inventing  was  anticipated  by  a  man  by  the  name  of  Michael 
H.  Collins,  as  early  as  1843, 

The  specification  of  the  reissued  patent  describes  the 
burner  of  Reichmann  substantially  as  was  done  in  the  origi- 
nal patent,  being  interspersed,  however,  with  observations  as 
to  the  uses  and  objects  of  particular  parts,  evidently  bor- 
rowed from  subsequent  experience  and  events.  The  single 
claim  of  the  original  patent  is  expanded  into  seven  distinct 
claims.  The  first  three  of  these  claims,  taken  with  the 
qualifications  which  they  contain,  and  limited  as  they  must 
be  by  the  state  of  the  art  at  the  time  when  the  original  pat- 
ent was  applied  for,  amount  to  precisely  the  same  thing 
and  to  no  more  than  the  one  claim  of  the  original  ^patent. 
The  first  is  for  a  combination  of  only  two  elements,  it  is 
true,  the  flat  wick  tube  and  the  dome,  which  combination 
is  found  in  both  the  Vienna  and  Stuber  burners ;  but  a 
qualification  is  added,  that  the  combination  is  to  be  "un- 
der the  arrangement  substantially  as  shown  and  described, 
so  that,  whil^  directly  connected  with  each  other ^  the  said 
parts  shall  allow  light  to  pass  out  or  be  reflected  from  be- 
tween them  as  set  forth."  Thus  it  is  made  essential  to  the 
invention  here  claimed,  not  only  that  the  two  elements 
named  should  be  present,  but  that  they  should  have  the 
arrangement  described  in  the  patent,  and  should  have  a  di- 
rect connection  with  each  other,  and  that  the  light  should 
be  reflected  from  between  them.  All  these  things  exist  in 
the  Stuber  burner  except  one.  In  that  burner  the  wick 
tube  and  the  dome  are  not  directly  connected  together. 
The  dome  is  first  connected  with  the  gallery  and  the  gal- 
lery with  the  wick  tube.     So  that  the  claim  is  reduced  to 
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the  same  thing  which  was  claimed  in  the  original  patent. 
The  same  may  be  said  of  the  second  and  third  claims.  If 
they  mean  anything  more  than  the  claim  in  the  original 
patent  they  are  void.  Being  identical  with  that  they  are 
needlessly  mnltiplied,  and  by  exhibiting  a  seeming  of  claims 
to  which  Reichmann  was  not  entitled  they  are  calculated 
to  confuse  and  mislead.  We  think  it  propter  to  reiterate 
our  disapprobation  of  these  ingenious  attempts  to  expand 
a  simple  invention  of  a  distinct  device  into  an  all-embrac- 
ing claim,  calculated  by  its  wide  generalizations  and  ambig- 
uous language  to  discourage  further  invention  in  the  same 
department  of  industry  and  to  cover  antecedent  inventions. 
Without  deciding  that  a  repetition  of  substantially  the 
same  claim  in  different  words  will  vitiate  a  patent,  we  hold 
that  where  a  specification  by  ambiguity  and  a  needless  mul- 
tiplication of  nebulous  claims  is  calculated  to  deceive  and 
mislead  the  public,  the  patent  is  void. 

The  fourth  claim  was  clearly  anticipated  by  the  burner 
of  Stuber.  It  is  in  the  following  words : 

"A  lamp  burner  composed  of  two  groups  of  elements, 
the  first  consisting  of  the  base  with  its  wick  tube  and  wick- 
adjusting  rack  and  pinions ;  the  second  of  a  chimney  holder, 
deflector,  and  such  other  parts  as  may  be  needed  for  the 
proper  combustion  of  the  fluid  so  as  to  produce  an  illumi- 
nating flame,  the  two  groups  being  united  by  friction,  and 
the  latter  when  in  position  in  the  burner  being  supported 
by  the  former  without  the  intervention  of  any  mechanical 
device  whereby  the  two  may  be  rigidly  connected  together, 
substantially  as  and  for  the  purposes  herein  shown  and  set 
forth." 

Everything  here  claimed  is  found  in  Stuber' s  burner.  If 
this  claim  is  valid  Stuber  could  be  enjoined.  The  addition 
of  a  bayonet  fastening  by  Stuber  does  not  destroy  the  iden- 
tity of  his  lamp  with  the  alleged  invention  described  in 
this  claim.  It  follows  that  this  claim  is  void  for  this  reason, 
without  reference  to  other  objections  which  have  been  sug- 

17  Wall.  471-479. 


122  CARLTON  v.  BOKEE.  [Sup.  Ct 

Notes  and  Citations. 

gested  in  relation  to  it.  One  void  claim,  however,  does  not 
vitiate  the  entire  patent,  if  made  by  mistake  or  inadvert- 
ence and  withont  any  wilful  default  or  intent  to  defraud  or 
mislead  the  public.  Giving  to  the  complainants  the  whole 
benefit  of  this  indulgence  there  is  still  nothing  in  the  re- 
maining claims  which  the  defendant  is  called  upon  to 
jinswer.  They  are  merely  for  combinations  of  parts  in  the 
original  burner  of  Reichmann  which  the  defendant  does 
not  use  unless  the  pretense  of  a  claim  to  peripheral  springs 
as  distinguished  from  Reichmann's  arms  and  supports  can 
be  sustained.  We  have  already  seen  that  this  cannot  be 
done. 

Our  conclusion,  therefore,  is,  that  the  Comet  burner  is  no 
infringement  of  Reichmann's  reissued  patent  so  far  as  that 
patent  is  valid. 

This  view  of  the  case  makes  it  unnecessary  to  discuss  the 
question  relating  to  the  alleged  invention  of  Collins.  Whilst 
his  conduct  and  testimony  and  that  of  the  other  witnesses 
who  testify  to  his  invention  are  susceptible  of  much  criti- 
cism, we  think  it  proper  to  say  that  we  should  feel  great 
difficulty  in  disregarding  it  altogether.  If  the  models  pre- 
sented by  him  were  really  his  invention  at  the  time  sworn 
to,  the  Reichmann  patent  has  no  foundation  whatever  to 
stand  on.  But  waiving  the  discussion  of  this  question  we 
feel  bound  to  affirm  the  decree  of  the  Circuit  Court  for  the 
reasons  above  stated. 

Decree  affi/rmed. 

17  WaU  479-478. 

INote  t 

7.  One  void  claim  does  not  invalidate  entire  patent : 

O'Reilly  v.  Morse,  15  How.  62  [5  Am.  &  Eng.  488]. 
Gage  t7.  Herring,  107  U.  S.  640. 
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statement  of  the  case. 

PAUL  C.  COFFrN",  APPELLANT,  v.  JAMES  B.  OGDEN 

18  WalL  lao— 12S.    Oct.  Term,  187a 

[Bk.  21,  L.  ed.  821.    2  Whit.  465 ;  5  O.  G.  270.] 

Affirming  Ibid  7  Blatch.  61. 

Argaed  December  17,  18,  1873.      Decided  January  5,  1874 

Prior  knowledge  and  use.     Burden  of  proof.     Complete  invention. 

1.  Where  the  question  was  of  the  prior  knowledge  and  use  of  W. 

S.  Eirkham's  patented  invention  No.  82,521,  June  11,  1861, 
Lock,  and  arose  under  Act  1836,  sec.  6,  held  that  prior  knowl- 
edge and  use  hj  a  single  person  was  sufficient*  to  defeat  the 
patent  It  being  proved  that  the  anticipating  lock  *'  was  com- 
plete and  capable  of  working;"  was  known  at  the  time  to  at 
least  five  persons  and  was  put  in  use  and  applied  to  a  door, 
held  that  the  defense  that ''  patentee  was  not  the  original  and 
first  inventor  of  the  thing  patented  "  (act  1836,  sec  15)  was 
made  out     (p.  132.) 

2.  The  invention  relied  upon  where  prior  knowledge  and  use  is 

set  up  in  defense,  must  have  been  complete  and  capable  of 
producing  the  result  sought  to  be  accomplished.  The  burden 
of  proving  it  rests  upon  defendant,  and  every  reasonable  doubt 
should  be  resolved  against  him.  (p.  132.) 
^.  The  question  raised  but  not  determined  whether  an  actual  test  of 
the  invention  of  which  there  was  prior  knowledge  and  use  is 
unnecessary,  provided  the  invention  was  complete.  Gayler 
I?.  Wilder,  10  How.  477  [5  Am.  &  Eng.  188].     (p.  133.) 

[Citations  In  opinion  of  the  Court.] 
Gayler  r.  Wilder,  10  How.  477  [5  Am.  &  Eng.  188].    p.  132. 
Reed  v.  Cutter,  1  Story,  690.    p.  133. 
Bedford  v.  Hunt,  1  Mas.  802.    p.  133. 

Ai)peal  from  the  Circuit  Court  of  the  United  States  for 
the  Southern  District  of  New  York. 
The  ease  is  stated  by  the  court. 

*  See  Explanation  oi  Notes,  page  IIL 
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Argument  of  oouaseL 

*  Mr.  Oeorge  Oifford^  for  appeUarU : 

The  patent  being  prima  facie  evidence  of  the  novelty  of 
the  invention  patented,  the  onus  of  proof  to  show  a  want 
of  novelty  is  on  the  defendants,  and  to  maintain  such  de- 
fence they  mast  prove  it  beyond  a  reasonable  doabt. 

Potter  V.  Holland,  1  Fish.  387;  Washburn  «.  Gould,  3 
Story,  142;  Allen  v.  Blunt,  2  Wood.  '&  M.  145;  Union 
Sugar  Refinery  v.  Matthiessen,  2  Fish.  600;  Ransom  v. 
Mayor  of  N.  Y.,  1  Fish.  252;  Allen  v.  Hunter,  6  McLean, 
303;  Poppenhusen  5.  N.  Y.  Gutta-Percha  Comb  Co.,  2 Fish. 
62;  Waterbury  Brass  Co.  t.  N.  Y.,  etc.,  Co.,  3  Pish.  43. 

To  succeed  in  an  attempt  to  invalidate  a  patent  by  proof 
of  a  prior  production,  all  the  following  several  things  must 
be  established : 

First.  It  must  be  proved  beyond  a  reasonable  doubt  that 
the  prior  production  was  completed  in  practical  form. 
Second.  It  must  be  proved  beyond  a  reasonable  doubt  that 
the  prior  production  was  the  thing  patented.  Third.  It 
must  be  proved  beyond  a  reasonable  doubt  that  some  pub- 
licity was  given  to  the  prior  production.  Fourth.  It  must 
appear  beyond  a  reaisonable  doubt  that  the  publicity  proved 
was  such  as  to  furnish  some  assurance  at  least  that  the 
public  would  have  received  the  benefit  of  the  patented  in- 
vention from  such  prior  production  of  it. 

These  facts  must  all  be  established  beyond  a  reasonable 
doubt.  Leaving  any  one  of  them  in  serious  doubt  would 
be  as  fatal  to  the  defense  of  prior  invention  as  if  all  of  them 
were  so  left.  Anything  short  of  such  requirement  would 
be  in  conflict  with  the  policy,  purpose  and  principles  of  the 
Patent  Law. 

The  defense  set  up  in  this  case,  it  is  respectfully  submit- 
ted, fails,  not  only  on  one  or  some  of  these  points  but  it 
fails  on  all  of  them. 

It  will  not  be  sufficient  to  defeat  a  patent  for  the  defend- 
ant's evidence  to  raise  questions  of  doubt  and  uncertainty 
respecting  the  existence  and  non-existence  of  the  prior  in- 
vention, or  respecting  its  degree  of  completion,  or  respect- 
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ing  t)ie  extent  to  which  it  was  made  public,  or  respecting 
the  extent  to  which  it  was  reduced  to  practioe.  These 
are  all  questions  on  which  defendants  hold  the  affirmative. 
The  testimony  on  all  of  these  points  must  be : 

First.  So  far  free  from  doubt  and  uncertainty  as  to  be 
entirely  satisfactory  to  the  court. 

Second.  It  must  show  that  the  invention  was  not  only 
made,  but  reduced  to  practical  form  ready  for  use. 

Third.  It  must  show  that  the  invention  was  not  only 
made  and  reduced  to  practice  or  to  practical  form,  but  that 
such  reduction  to  practice  did  not  end  in  simple  experi- 
ment. 

Fourth.  It  must  show  that  such  invention  was  not  only 
completed  in  practical  form  ready  for  practical  use,  but 
that  it  was  either  made  public,  or  so  put  in  the  way  of  be- 
coming public  as  to  furnish  reliable  assurance  that  the 
public  would  have  received  the  benefit  of  it  from  such  prior 
invention. 

The  law,  as  established  by  numerous  decisions  of  courts, 
supports  these  numerous  propositions. 

Bedford  v.  Hunt,  1  Mas.  3()2 ;  Reed  v.  Cutter,  1  Story, 
590;  Woodcock  v.  Parker,  1  Gall.  438;  Washburn  v. 
Gould,  3  Story,  122 ;  Allen  v.  Blunt,  2  Wood.  &  M.  121 ; 
Curt.  Pat.  sec.  43 ;  Parkhurst  v.  Kinsman,  1  Blatch.  488 ; 
Many  v.  Jagger,  1  Blatch.  372;  Hind.  Pat.,  ed.  printed  at 
Harrisburg,  Pa.,  1847,  pp.  106-109;  Parker  v.  Hulme,  1 
Fish.  63;  Allen  v.  Hunter,  6  Mcljean,  321;  Foote  v.  Silsby, 
2  Blatch.  266 ;  Howe  v.  Underwood,  1  Fish.  160 ;  Ran- 
som V.  Mayor  of  N.  T.,  1  Fish.  252;  Cahoon  v.  Ring,  1 
Fish.  397 ;  Roberts  v.  Dickey,  4  Fish.  532. 

The  law,  as  settled  in  England,  is  to  the  same  effect.  A 
prior  invention  there,  to  defeat  a  patent,  must  have  been 
completed,  reduced  to  practical  form  and  communicated  to 
the  public,  or  something  else  must  have  been  done  with  it, 
giving  reliable  assurance  that  the  public  would  have  re- 
ceived the  benefit  of  it  from  some  such  prior  invention. 
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Anything  short  of  this  will  not  defeat  a  subsequent  patent, 
for  an  in(Jependent  invention. 

Comish  V.  Keen,  1  Web.  Pat-  Cas.  501  [2  Am.  &  Eng. 
139];  Househill  Co.  7?.  Neilson,  1  Web.  Pat.  Cas.  673; 
Galloway  v.  Bleaden,  1  Web.  Pat.  Cas.  521  [3  Am.  & 
Eng.  90];  DoUond's  case,  1  Web.  Pat.  Cas.  43;  Hill  v. 
Thompson,  1  Web.  Pat.  Cas.  239  [1  Am.  &  Eng.  304]; 
Jones  V.  Pearce,  1  Web.  Pat.  Cas.  122  [1  Am.  &  Eng.  473]; 
Lewis  V.  Marling,  1  Web.  Pat.  Cas.  490  [1  Am.  &  Eng. 
417];  Liardet  v.  Johnson,  1  Web.  Pat.  Cas.  63  [1  Am.  & 
Eng.  22];  Carpenter  v.  Smith,  1  Web.  Pat.  Cas.  630;  Carp- 
enter t).  Smith,  1  Web.  Pat.  Cas.  640  [3  Am.  &  Eng.  358]; 
Elliott  V.  Aston,  1  Web.  Pat.  Cas.  222  [3  Am.  &  Eng.  11*3]. 

To  allow  such  an  experiment  as  that  of  Erbe  to  invali- 
date that  of  the  Kirkham  patent  would  be  in  direct  con- 
travention of  both  the  object  and  the  policy  of  the  patent 
laws. 

The  policy  of  the  patent  laws,  as  declared  by  the  Consti- 
tution, is  to  promote  improvements  in  the  useful  arts. 
The  thing  to  be  promoted  is  not  barren  experiments,  but  it 
is  the  making  of  improvements  and  imparting  knowledge 
of  them  to  the  public.  One  who  fails  to  reach  the  public 
with  his  improvements,  fails  to  do  what  the  laws  are  in- 
tended to  encourage ;  and  therefore  fails  to  entitle  himself 
to  the  benefit  of  the  law.  A  man  may  experiment  and  in- 
vent and  make  progress  in  his  individual  mind  in  the  use- 
ful arts,  and  become  very  learned  therein,  and  never  im- 
part any  knowledge  of  his  achievements  to  the  public ;  but 
this  would  not  be  such  an  imparting  of  the  useful  arts  as 
is  contemplated  by  the  Constitution,  or  which  the  patent 
laws  are  intended  to  encourage.  Such  would  be  of  no  use 
to  the  public.  The  Constitution  would  more  accurately 
express  its  object  if  it  read;  " Promoting  useful  knowl- 
edge in  the  useful  arts.' 
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Mr.  Justice  Swayne  delivered  the  opinion  of  the  court: 

This  is  an  appeal  in  equity  from  the  decree  of  the  Circuit 
Court  of  the  United  States  for  the  Southern  District  of 
New  York. 

The  appellant  was  the  complainant  in  the  court  below 
and  filed  this  bill  to  enjoin  the  defendants  from  infringing 
the  patent  upon  which  the  bill  is  founded.  The  patent  is 
for  a  door  lock  with  a  latch  reversible,  so  that  the  lock  can 
be  applied  to  doors  opening  either  to  the  right  or  the  left 
hand.  It  was  granted  originally  on  the  11th  of  June,  1861, 
to  Charles-  R.  Miller,  assignee  of  William  S.  Kirkham,  and 
re-issued  to  Miller  on  the  27th  of  January,  1863.  On  the 
10th  of  June,  1864,  Miller  assigned  the  entire  patent  to  the 
complainant.  No  question  is  raised  as  to  the  complainant' s 
title,  nor  as  to  the  alleged  infringement  by  the  defendants. 
The  answer  alleges  that  the  thing  patented,  or  a  material 
and  substantial  part  thereof,  had  been,  prior  to  the  sup- 
posed invention  thereof  by  Kirkham,  known  and  used  by 
divers  persons  in  the  United  States,  and  that  among  them 
were  Barthol  Erbe,  residing  at  Birmingham,  near  Pitts- 
burg, and  Andrew  Patterson,  Henry  Masta  and  Bernard 
Brossi,  residing  at  Pittsburg,  and  that  all  these  persons 
had  such  knowledge  at  Pittsburg.  The  appellees  insist 
that  Erbe  was  the  prior  inventor,  and  that  this  priority  is 
fatal  to  the  patent.  This  proposition,  in  its  aspects  of  fact 
and  of  law,  is  the  only  one  which  we  have  found  it  neces- 
sary to  consider. 

Kirkham  made  his  invention  in  March,  1861.  This  is 
clearly  shown  by  the  testamony,  and  there  is  no  contro- 
versy between  the  parties  on  the  subject. 

It  is  equally  clear  that  Erbe  made  his  invention  not  later 
than  January  1,  1861,  This  was  not  controverted  by  the 
counsel  for  the  appellant;  but  it  was  insisted  that  the  facts 
touching  that  invention  were  not  such  as  not  to  make  it 
available  to  the  appellees,  as  against  the  later  invention  of 
Kirkham  and  the  patent  founded  upon  it.    This  renders  it 

18  WaU.  IHO-IJII. 
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necessary  to  examine  carefully  the  testimony  upon  the 
subject 

Erbe's  deposition  was  taken  at  Pittsburg  upon  interro- 
gations agreed  upon  by  the  parties  and  sent  out  from  New 
York.  He  made  the  lock  marked  H.  E.  (It  is  the  exhibit 
of  the  appellees,  so  marked.)  He  made  the  first  lock  like 
it  in  the  latter  part  of  the  year  1860.  He  made  three  such 
before  he  made  the  exhibit  lock.  The  first  he  gave  to 
Jones,  Wallingford  &  Co.  The  second  he  sent  to  Wash- 
ington, when  he  applied  for  a  patent.  The  third  he  made 
for  a  friend  of  Jones.  He  thinks  the  lock  he  gave  to  Jones, 
Wallingford  &  Co.  was  applied  to  a  door,  but  is  not 
certain. 

Brossi.  In  1860  he  was  engaged  in  lockmaking  for  the 
Jones  &  Nimmick  Manufacturing  Company.  He  bad  known 
Erbe  about  seventeen  years.  In  1860  Erbe  was  foreman  in 
the  lock-shop  of  Jones,  Wallingford  &  Co.,  at  Pittsburg.  In 
that  year,  and  before  the  1st  of  January,  1861,  he  went  to 
Erbe's  house.  Erbe  there  showed  him  a  lock,  and  how  it 
worked,  so  that  it  could  be  used  right  or  left.  He  says : 
"  He  (Erbe)  showed  me  the  follower  made  in  two  pieces. 
One  i)iece  you  take  out  when  you  take  the  knob  away. 
The  other  part — the  main  part  of  the  follower — slides  for- 
ward in  the  case  of  the  lock  with  the  latch,  so  you  can 
take  the  square  part  of  the  latch  and  turn  it  around  left  or 
right,  whichever  way  a  person  wants  to."  He  had  then 
been  a  lockmaker  eight  years.  He  examined  the  lock  care- 
fully. He  had  never  seen  a  reversible  lock  before.  He  has 
examined  the  exhibit  lock.  It  is  the  same  in  construction. 
The  only  difference  is,  that  the  original  lock  was  made  of 
rough  wrought  iron.  It  was  a  complete  lock,  and  capable 
of  working.  Erbe  thought  it  a  great  thing.  Erbe  showed 
him  the  lock  twice  afterwards  at  Jones,  Wallingford  &  Co' s. 
He-saw  such  a  lock  attached  to  the  office  door  there  and 
working,  but  don't  know  whether  it  was  the  first  lock  made 
or  one  made  afterwards. 

18  WaU.  1)11-199. 
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Masta.  In  1860  he  was  a  patternmaker  for  Jones, 
Wallingford  &  Co.  Had  known  Erbe  fourteen  or  fifteen 
years.  Erbe  showed  him  his  improvement  in  reversible 
locks  New  Year's  day,  1861.  He  examined  the  lock  with  the 
case  open.  •'You  had  to  pull  out  the  spindle,  and  the  hub 
was  fitted  so  that  it  would  slide  between  the  spindle  and 
the  plate  and  let  the  latch  forward.  *  *  *  The  whole 
hub  was  made  of  three  pieces.  One  part  was  solid  to  the 
spindle  or  hub  shanks,'and  then  the  hub  that  slides  between 
the  plate  and  case,  and  a  washer  at  the  other  side  of  the 
spindle."  ''There  is  not  a  particle  of  difference  between 
the  exhibit  and  the  original  lock.  It  is  all  the  same."  He 
identifies  the  time  by  the  facts  that  he  commenced  build- 
ing a  house  in  1861,  and  that  year  is  marked  on  the  water- 
conductor  under  the  roof. 

Patterson.  Until  recently  he  was  a  man  uf  acturer  of  locks 
and  other  small  hardware.  In  the  year  1860  he  was  the  super- 
intendent of  the  lock  factory  of  Jones,  Wallingford  &Co., 
and  their  successors,  in  Pittsburg.  He  had  known  Erbe 
since  1856.  About  the  1st  of  January,  1861,  Erbe  showed 
him  an  improved  reversible  lock  of  his  invention  like  the 
exhibit  lock. 

The  improvement  "consisted  in  constructing  the  hub  or 
follower,  so  that  when  the  spindle  was  withdrawn,  the  hub 
would  slide  forward  between  the  cases  so  that  the  head  of 
the  latch  would  protrude  beyond  the  face  of  the  lock,  so 
as  to  permit  its  reversal  from  right  to  left;  the  latch  head 
being  connected  with  the  yoke  by  a  swivel  joint,  so  that  it 
might  be  reversed.  *  *  *  It  was  our  uniform  practice 
to  put  our  new  locks  on  the  doors  about  the  oflSce  to  test 
them,  and  I  believe  that  one  was  put  on  ;  but  at  this  dis- 
tance of  time  I  cannot  say  positively  that  it  was." 

There  is  no  proof  that  Erbe  made  any  locks  according  to 
his  invention  here  in  question  but  those  mentioned  in  his 
testimony.  He  applied  for  a  patent  in  1864,  and  failed  to 
get  it.     Why,  is  not  disclosed  in  the  record. 

18  WaU.  1S9-1SS. 
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The  appellants  called  no  witnesses  at  Pittsburg  or  else- 
where to  contradict  or  impeach  those  for  the  appellees. 
Brossi  was  subjected  to  a  rigorous  cross-examination,  but, 
in  our  judgment,  it  in  nowise  diminishes  the  effect  of  his 
testimony  in  chief.  The  counsel  for  the  appellants  asked 
with  emphasis,  in  the  argument  here,  why  the  defendants 
had  not  called  Jones,  of  the  firm  of  Jones,  Wallingford  & 
Co.  The  question*  was  well  retorted,  why  was  he  not  called 
by  the  other  side  ?  He  does  not  appear  in  a  favorable  light. 
He  prevented  Erbe,  who  was  in  his  employ,  from  going  to 
New  York  to  testify  in  behalf  of  the  defendants,  and 
avowed  a  determination  to  prevent,  if  it  were  possible,  their 
obtaining  the  testimony  of  Brossi,  Masta  and  Patterson. 
It  is  difficult  not  to  regard  him  with  a  feeling  akin  to  that 
which  attends  the  presumptions  in  odium  spoliator  is.  We 
entertain  no  doubt  that  the  testimony  of  all  these  witnesses 
is  true  in  every  particular,  including  the  statement  of 
Brossi  as  to  putting  the  lock  on  the  door.  If  that  were 
false,  doubtless  Jones  would  have  been  called  to  gainsay  it. 
His  hostilty  to  the  defendants  is  a  sufficient  reason  for  their 
not  calling  him  for  any  purpose. 

The  case  arose  while  the  Patent  Act  of  1836  was  in  force, 
and  must  be  decided  under  its  provisions.  The  6th  section 
of  that  act  requires  that  to  entitle  the  applicant  to  a  patent, 
his  invention  or  discovery  must  be  one  *'  not  known  or  used 
by  others  before  his  invention  or  discovery  thereof.''  The 
15th  section  allowed  a  party  sued  for  infringement  to  prove, 
among  other  defenses,  that  the  patentee  ''was  not  the  orig- 
inal and  first  inventor  of  the  thing  patented,  or  of  a  sub- 
stantial and  material  part  thereof  claimed  to  be  new." 

The  whole  act  is  to  be  taken  together  and  construed  in 
the  light  of  the  context.  The  meaning  of  these  sections 
must  be  sought  in  the  import  of  their  language,  and  in  the 
object  and  policy  of  the  Legislature  in  enacting  them. 
Gayler  v.  Wilder,  10  How.  496  [5  Am.  &  Eng.  188].  The 
invention  or  discovery  reljied  upon  as  a  defense  must  have 

18  Wall.  198-1)14. 
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been  complete,  and  capable  of  producing  the  result  songbt 
to  be  accomplished ;  and  this  must  be  show  by  the 
defendant.  The  burden  of  proof  rests  upon  him,  and 
every  reasonable  doubt  should  be  resolved  against  him. 
If  the  thing  were  embryotic  or  inchoate ;  if  it  rested  in 
speculation  or  experiment ;  if  the  proeess  pursued  for  its 
development  had  failed  to  reach  the  point  of  consumma- 
tion, it  cannot  avail  to  defeat  a  patent  founded  upon  a 
discovery  or  invention  which  was  completed  ;  while  in  the 
other  case  there  was  only  progress,  however  near  that 
progress  may  have  approximated  to  the  end  in  view.  The 
law  requires,  not  conjecture  but  certainty.  If  the  ques- 
tion relate  to  a  machine,  as  thus  exhibited,  the  concep- 
tion must  have  been  clothed  in  substantial  forms  which 
demonstrate  at  once  its  practical  efficacy  and  utility. 
Reed  v.  Cutter,  1  Story,  690.  The  prior  knowledge  and 
use  by  a  single  person  is  sufficient.  The  number  is  im- 
material. Bedford  v.  Hunt,  1  Mas.  302.  Until  his  work 
is  donCy  the  inventor  has  given  nothing  to  the  public. 
In  Gayler  v.  Wilder  the  views  of  this  court  upon  the  sub- 
ject were  thus  expressed:  "We  do  not  understand  the 
Circuit  Court  to  have  said  that  the  omission  of  Con- 
ner to  try  his  safe  by  the  proper  tests  would  deprive  it  of 
its  priority ;  nor  his  omission  to  bring  it  into  public  use. 
He  might  have  omitted  both,  and  also  abandoned  its  use 
and  been  ignorant  of  the  extent  of  its  value  ;  yet  if  it  was 
the  same  with  Fitzgerald's,  the  latter  would  not,  upon  such 
grounds,  be  entitled  to  a  patent;  provided  Conner's  safe 
and  its  mode  of  construction  were  still  in  the  memory  of 
Conner  before  they  were  recalled  by  Fitzgerald's  patent." 
Whether  the  proposition  expressed  by  the  proviso  in  the 
last  sentence  is  a  sound  one,  it  is  not  necessary  in  this  case 
to  consider. 

Here  it  is  abundantly  proved  that  the  lock  originally 
made  by  Erbe  "was  complete  and  capable  of  working." 
The  priority  of  Erbe's  invention  is  clearly  shown.     It  was 

18  Wall.  194-185. 


184  COFFIN  V.  OGDEN.  [Sup.  Ct. 

Notes  and  Citati<»i& 

known  at  the  time  to  at  least  five  persons,  including  Jones, 
and  probably  to  many  others  in  the  shop  where  Erbe 
worked ;  and  the  lock  wa^s  put  in  use,  being  applied  to  a 
door,  as  proved  by  Brossi.  It  was  thus  tested  and  shown 
to  be  successful.  These  facts  bring  the  case  made  by  the 
appellees  within  the- severest  legal  tests  which  can  be  ap- 
plied to  them.  The  defense  relied  upon  is  fully  made  out. 
The  decree  of  the  OircuU  Court  is  affi^rmed. 

18  Wall  1X5. 
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EUGENE   S.  EUNSON  et  al.,  PLAINTIFFS  IN   ER- 
ROR,  V.  NORMAN  W.  DODGE  et  al.* 

18  WaU.,  414-417.    Ck;t.  Term,  1878. 

[Bk.  21,  L.  ed.  766 ;  2  Whit.  469 ;  5  O.  G.  06.1 
Argued  I^ovember  6,  1873.     Decided  November  17,  1878. 

Assignee,     Extended  term.     Right  to  uae.     Purchaaer  of  patented 

Article.     Act  1836y  sec.  18. 

1.  The  act  of  1836,  sec.  18,  gives  to  an  assignee  of  the  patent  dnr- 

ing  the  original  term  the  right  to  ooutinne  dnring  the  ex- 
tended term  the  use  of  a  machine  nsed  by  him  daring  the 
original  term.  Wilson  v.  Bonssean,  4  How.  646  [4  Am,  g^ 
Eng.  436];  Bloomer  v.  McQuewan,  14  How.  539  [5  Am.  & 
Eng.  434];  Chaffee  v.  Boston  Belting  Ca  22  How.  217  [7  Am. 
&  Eng.  60] ;  Bloomer  v.  Millinger,  1  Wall.  340  [7  Am.  &  Eng. 
185].     (p.  146.) 

2.  Where  a  party  purchased  a  patented  article  from  those  who  had 

no  authority  to  sell  it,  subsequently  obtained  an  assignment 
for  his  territory  of  the  patent  for  the  original  term,  held  in 
view  of  act  1886,  sec.  18,  that  he  was  not  liable  for  using  the 
article  after  the  patent  was  extended,     (p.  147.) 

[Citations  in  opinion  of  the  court :] 

Wilson  V.  Rousseau,  4  How.  646  [4  Am.  &  Engr.  486].    p.  146. 
Chaffee  v.  Belting  Co.,  22  How.  217  [7  Am.  &  Eng.  60].    p.  146. 
Bloomer  v.  McQuewan,  14  How.  689  [6  Am.  &,  En^.  434].    p.  147. 
Bloomer  v.  Millinger,  1  Wall.  340[7  Am.  &  Eng.  186].    p.  147. 

In  error  to  the  Circuit  Court  of  the  United  States  for  the 
Southern  District  of  New  York. 
The  case  is  stated  by  the  court. 

Messrs.  Frederick  H.  Belts  and  E.  L.  Stanton^  for  ap^ 
peUants : 

I.  The  defendants  seek  to  justify  their  infringement  of 
coroplainanf  s  patent  during  the  extended  terra,  by  the 

*See  Explanation  of  Notes,  page  III. 
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claim  that,  having  been  assignees  of  the  patent  for  Hudson 
Co.,  N.  J.,  during  the  original  term,  the  machine  used  by 
them  during  such  original  term  is  privileged  to  be  used 
during  the  extended  term,  by  the  18th  section  of  Patent 
Act  of  July  4,  1836,  and  under  the  decisions  of  this  court 
in  Wilson  v.  Rousseau,  4  How.  646  [4  Am.  &  Eng.  436]  ; 
Bloomer  v.  McQuewan,  14  How.  639  [5  Am.  &  Eng.  434] ; 
.  Chaflfee  v.  Boston  Belting  Co.,  22  How.  217  [7  Am.  &  Eng. 
60] ;  Bloomer  v.  Millinger,  1  Wall.  340  [7  Am.  &  Eng.  185]. 

II.  It  is  conceded  on  the  part  of  the  appellants,  that  if 
defendant's  machine  had  been  one  which  was  lawfully  con- 
structed by  or  purchased  from  the  patentees  or  their  as- 
signees, that  the  defendants  would  be  protected  under  the 
doctrine  of  the  cases  cited.  It  is  claimed,  however,  that 
the  defendants'  case  is  distinguished  from  all  the  cases 
cited,  because  the  machine  used  by  them  was  not  a  law- 
fully made  machine,  and  was  never  purchased  from  the 
owners  of  the  patent. 

III.  The  case  of  the  defendants  is  distinguished  from  the 
cases  cited,  by  the  absence  of  the  very  fact  that  each  of 
those  cases  brought  those  defendants  within  the  permission 
of  the  statute,  viz :  the  fact  that  the  machine  had  been 
lawfully  made,  and  the  patentee  had  sold  it,  and  with  it 
ipso  facto  the  perpetual  right  to  use  it ;  in  the  present  case 
the  defendant's  machine  was  not  lawfully  made. 

IV.  It  is  submitted,  therefore,  that  the  defendants  do 
not  come  within  the  terms  of  the  18th  section,  as  construed 
by  this  court. 

This  point  was  distinctly  raised  in  the  late  case  of  Haw- 
ley  n.  Mitchell,  1  Official  Gazette  of  Patent  Office,  306,  and 
it  was  there  held  that  a  person,  though  having  the  right  to 
use  a  machine  during  the  original  term  of  a  patent,  could 
not  continue  such  use  during  the  extended  term,  under  the 
18th  section  ot  act  of  1836,  unless  he  acquired  a  lawful  title 
as  against  the  patentee  in  the  machine  itself.  Affirmed  by 
this  court  3  Oflf.  Gtez.  241  [9  Am.  &  Eng.  61]. 

In  the  present  case  the  defendants  have  no  such  title ; 
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they  procured  the  machine  of  an  infringer,  in  violation  of 
complainant's  rights,  and  were  protected  in  the  use  of  it 
daring  the  original  term,  only  because  they  took  it  into 
territory  then  out  of  possession  of  the  patentees. 

The  decisions  which  confined  the  benefits  conferred  by 
the  clause  cited  from  the  18th  section,  to  those  persons  who 
have  in  lawful  use  a  lawfully  made  machine  at  the  expira- 
tion of  the  original  term  of  the  paj:ent,  were  very  lately 
considered  and  approved  in  the  Pennsylvania  Circuit,  and 
the  contrary  decisions  of  Day  z,  Ind.  Rub.  Co.,  3  Blatchf. 
488,  and  Wilson  v.  Turner,  Taney,  C.  C,  278,  were  com- 
mented on  and  disapproved. 

Wetherill  v.  Passaic  Zinc  Co.,  2  Oflf.  Gfaz,  471. 

Mr.  8.  D.  Law^  for  appellees : 

The  question  before  this  court  is,  whether,  on  the  facts 
stated  and  agreed  upon  by  the  parties,  the  defendants  have 
the  right  to  use  and  to  continue  to  use  during  the  ex- 
tended term  of  the  patent,  the  machine  which  they  had 
purchased  in  1865,  and  which  was  in  use  by  them  at  the 
time  of  the  expiration  of  the  original  patent,  and  of  the 
granting  of  the  extension  thereof. 

1.  The  right  of  defendants  to  use  a  machine  during  an 
extended  term,  under  a  state  of  facts  such  as  are  agreed 
upon,  is  secured  by  the  express  provisions  of  the  Patent 
Act,  as  interpreted  and  construed  by  the  Federal  Courts. 

Wilson  V.  Rousseau,  4  How.  646  [4  Am.  &  Eng.  436] ; 
Simpson  v.  Wilson,  4  How.  709  [4  Am.  &  Eng.  533]  ;  Wil- 
son V.  Simpson,  9  How.  109  [5  Am.  &  Eng.  97] ;  Bloomer 
15.  McQuewan,  14  How.  639  [5  Am.  &  Eng.  434J ;  Chaflfee  v. 
Boston  Belting  Co.  [7  Am.  &  Eng.  60]. 

The  principle  established  by  these  cases  has  again  been 
affirmed  by  this  court  at  the  preceding  term  (1872),  in 
Mitchell  V.  Hawley  [p.  51,  arUel. 

These  decisions  of  this  court  have  also  been  frequently 
followed  by  the  different  Circuit  Courts. 

Woodworth  v.  Curtis,  2  Wood.  &  M.  524 ;  Gibson  v.  Gif- 
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ford,  1  Blatchf.  529  ;  Day  v.  Union  Rubber  Co.,  3  Blatchf. 
491 ;  Hodge  v.  R.  R.  Co.,  6  Blatchf.  85 ;  Wood  v.  R.  R. 
Co.,  3  Fish.  464. 

The  current  of  decisions  in  this  court  and  in  the  inferior 
Federal  Courts  have  established,  beyond  question  or  room 
for  doubt,  the  doctrine  that  a  person  in  the  lawful  use  of  a 
patented  machine  at  the  time  of  the  expiration  of  the  orig- 
inal term  of  a  patent,  or  of  the  term  under  which  such  use 
became  vested,  can  continue  in  the  use  of  such  machine 
until  it  is  worn  out,  and  may  repair  it  as  repairs  are  neces- 
sary; and  such  right  exists,  whether  the  party  so  using 
the  patented  article  is  a  mere  purchaser  of  a  machine  from 
the  patentee  or  his  assignee ;  or  was  a  licensee  under  the 
original  term  and  used  the  machine  under  such  license ;  or 
was  an  assignee,  having  the  triple  rights  during  the  origi- 
nal term,  to  make,  use  and  sell  a  patented  article. 

It  is  insisted,  however,  upon  the  part  of  the  appellants : 
that  these  decisions  are  not  applicable  or  controlling  in  this 
case,  as  the  machine  in  use  by  the  defendants  at  the  time 
of  the  expiration  of  the  original  term,  was  not  originally 
made  under  the  patent,  or  purchased  either  of  the  patentee 
or  of  anyone  having  the  right  under  him  to  make  and  sell 
such  machine,  and  as  the  defendants,  at  the  time  they  pur- 
chased and  began  to  run  such  machine,  were  not  licensees 
under  the  patent,  and  acquired  no  right  to  use  the  ma- 
chine. 

And  it  is  argued :  that  the  machine  not  being  itself  orig- 
inally made  under  the  patent,  and  the  defendants  having 
had  no  right  at  the  time  they  began  to  run  such  a  ma- 
chine, to  use  it,  they  have  no  right  under  the  statute  to 
continue  its  use  during  the  extended  term,  but  are  ex- 
cluded from  the  benefits  of  the  statute,  although  prior  to 
the  expiration  of  the  original  patent,  they  became  the 
owners  of  the  patent  for  the  territory  in  which  they  were 
running  their  machine. 

It  is  submitted :  that  the  defendants,  by  and  as  a  neces- 
sary result  of  their  purchase  of  the  patent  for  the  territory 
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in  which  they  were  running  their  machine,  not  only  ob- 
tained the  right  by  virtue  of  such  assignment,  to  make, 
sell  or  use  the  patented  invention,  or  machines  containing 
such  invention,  but  that  such  assignment  to  them  of  the 
interest  in  the  patent,  removed,  as  to  them,  all  disability 
growing  out  of  a  wrongful  construction  of  the  machine  then 
being  run  by  them,  and  rendered  the  use  of  such  machine 
as  legal,  to  all  intents  and  purposes,  as  if  it  had  been  made 
by  the  patentee  himself,  and  purchased  of  him  by  the  de- 
fendants. 

That  the  transfer  to  the  defendants  of  said  patent,  within 
and  for  the  territory  in  which  they  were  running  such  ma- 
chine, was  made  by  the  parties  thereto  for  the  purpose  of 
removing  all  doubt  as  to  the  right  of  defendants  to  run  and 
use  such  machine,  and  for  that  only. 

And  that  such  transfer  cleared  all  illegalities  then  exist- 
ing or  supposed  to  exist,  either  in  the  machine  or  in  the  use 
thereof,  and  made  both  possession  and  use  of  such  specific 
machine,  legal. 

The  right  secured  to  assignees  and  grantees  by  the  act  of 
Congress  is  general  in  its  nature,  though  limited  in  extent. 

The  reservation  is  general,  to  assignees  and  grantees  of 
the  rigKt  to  use  the  thing  patented ;  not  to  assignees  and 
grantees  of  any  particular  class,  or  who  became  such  un- 
der particular  conditions,  but  to  all  who  possess  the  legal 
character  of  assignees  and  grantees;  that  is,  all  who  have 
the  right  to  use  the  thing  patented ;  and  to  all  who  have 
such  right  at  the  time  the  extension  or  renewal  is  granted, 
without  any  limitation  or  condition  as  to  how  they  ob- 
tained such  right,  or  how  long  they  may  have  held  it. 

2.  The  defendants  are  also  entitled  to  be  considered  as 
lawful  purchasers  of  a  patented  machine  and,  therefore, 
as  having  the  right  to  continue  the  use  of  such  machine  as 
long  as  it  lasts. 

The  admitted  facts  show:  that  the  defendants  pur- 
chased in  the  open  market  a  machine  for  their  own  use ; 
that  they  used  such  machine  openly  for  a  considerable 
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time,  without  molestation  or  knowledge  that  it  was  an  in- 
fringement of  anyone's  right ;  that  subsequently  the  pat- 
entee or  his  assignee  notified  the  defendants  that  such  ma- 
chine was  an  infringement  of  the  patent  held  by  him,  and 
that  *'  to  remove  all  doubt  as  to  their  right  to  run  and  use 
such  machine,"  they  purchased  the  patent  for  the  county 
in  which  such  machine  was  operated. 

It  has  been  held  by  this  court,  in  Bloomer  v.  McQuewan 
{svpra),  and  in  Chaffee  v.  Boston  Belting  Co.  {supra),  that 
the  purchaser  of  a  patented  implement  or  machine,  for  the 
purpose  of  using  it  in  the  ordinary  pursuits  of  life,  stands 
on  a  different  ground  from  the  assignee  of  a  portion  of  the 
franchise  which  the  patent  confers.  Such  a  machine,  so 
purchased,  is  not  within  the  limits  of  the  monopoly,  and  is 
not  under  the  protection  of  the  Patent  Acts,  but  is  private 
property  to  be  used  like  any  other  private  property,  and 
the  purchaser  buys  it  for  the  purpose  of  using  it  as  long  as 
it  is  fit  for  use  and  found  to  be  profitable. 

In  the  case  of  Chaffee  v.  Boston  Belting  Company,  the 
court  says :  "  Hence,  it  is  obvious,  that  if  a  person  l^ally 
acquires  a  title  to  that  which  is  the  subject  of  letters  pat- 
ent, he  may  continue  to  use  it  until  it  is  worn  out,  or  he 
may  repair  it  or  improve  upon  it  as  he  pleases,  in  the  same 
manner  as  if  dealing  with  property  of  any  other  kind." 

The  same  doctrine  is  also  laid  down  in  Goodyear  v.  Bev- 
erly Rubber  Co.,  1  Cliff.  348,  where  ihe  court  says  : 

''From  this  rule,  that  a  valid  sale  of  a  patented  article 
makes  it  the  private  property  of  the  purchaser  which  is 
believed  to  be  a  sound  one,  it  follows  that  if  a  purchaser 
acquires  an  absolute,  unconditional  title  to  that  which  is 
the  subject  of  a  patent,  he  may  continue  to  use  it  until  it 
is  worn  out,  or  he  may  repair  it  or  improve  upon  it  as  he 
pleases,  in  the  same  manner  as  if  dealing  with  any  other 
private  property.  He  may  devise  or  sell  it,  or  if  it  is  com- 
posed of  various  parts,  he  may  break  it  up  and  use  the 
materials  for  any  other  lawful  purpose."     1  Cliff.  856. 

And  the  following  cases  are  to  the  same  effect : 
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Aiken  v.  Print  Works,  2  Cliflf.  435 ;  Adams  v.  Burke, 
Mass.  1871,  1  Off.  Gaz.  282;  Hawley  v.  Mitchell,  MaBS. 

1871,  Oflf.  Gaz.  306;  Wetherell  v.  Passaic  Zinc  Co.,  N,  J., 

1872,  2  Oflf.  Gaz.  471 ;  Web.  Pat.  C.  41,  note. 

The  authority  of  these  several  cases  applied  to  the  facts 
in  the  present  case,  clearly  establish  the  conclusions  that 
the  defendant,  under  the  18th  section  of  the  Patent  Act  of 
1836,  may  lawfully  continue  to  use,  during  the  extended 
patent,  the  machine  which  they  had  in  use  at  the  time  of 
the  expiration  of  the  original  patent ;  and,  also,  that  the 
defendants  may  lawfully  continue  the  use  of  such  ma- 
chine, as  purchasers  from  the  patentee  or  his  legal  assigns, 
of  such  machine,  or  the  right  to  use  the  same. 

Mr.  Justice  Hunt  delivered  the  opinion  of  the  court : 

This  is  an  appeal  from  the  Circuit  Court  of  the  United 
States  for  the  Southern  District  of  New  York. 

The  bill  alleges  that  Myers  &  Eunson  were  the  original 
and  first  inventors  of  a  sawing  machine ;  that  letters  patent 
were  ganted  to  them  therefor  on  the  23d  day  of  May, 
1864 ;  that  the  patent  was  extended  for  seven  years  from 
May  23,  1868 ;  that  the  complainants  are  the  owners  of  the 
letters  patent  for  the  State  of  New  Jersey ;  that  the  de- 
fendants have  infringed  the  patent  by  the  use  of  a  sawing 
machine  at  Jersey  City,  Hudson  county.  New  Jersey,  dur- 
ing the  extended  time  of  the  patent,  without  right  or 
license ;  that  the  complainants  have  thereby  suffered  great 
damage  and  the  defendants  have  made  large  profit. 

The  answer  of  the  defendants  admits  the  grant  and  ex- 
tension of  the  patent ;  admits  that  the  defendants  use  a 
sawing  machine  containing  the  patented  devices  and  com- 
binations; alleges  that  the  defendants  are  the  successors 
in  business  of  the  firm  of  Dodge  &  Co. ;  that  Dodge  &  Co. 
bought  the  machine  in  question  in  1865,  from  the  Hunting- 
ton Machine  Works  ;  that  Dodge  &  Co.  subsequently  pur- 
chased all  the  right  of  the  patentees  in  the  original  term 

Omitted  in  Wall. 
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of  the  patent  for  Hadson  county,  New  Jersey,  and  used 
said  machine  in  said  county  till  January,  1869,  when  the 
business  passed  into  the  hands  of  the  defendants,  who 
have  continued  to  use  said  machine  ever  since,  and  insist 
that  having  owned  the  right  for  Hudson  county,  N.  J., 
under  the  original  term,  they  are  protected,  by  virtue  of 
the  acts  of  Congress,  in  the  use  of  the  same  machine  dur- 
ing the  extended  term. 

The  agreed  statement  of  facts  admits  that  in  1865,  the 
predecessors  of  the  defendants  bought  of  the  Huntington 
Machine  Works  a  machine  which  infringed  the  complain- 
ant's patent,  and  that  the  company  selling  to  them  had  no 
right  or  license  to  build  or  sell  the  same  ;  that  upon  being 
notified  of  the  infringement,  the  purchasei-s  bought  of  one 
Schureman,  who  was  an  assignee  of  the  patentees,  the 
right  under  the  patent  for  Hudson  county  for  the  original 
term  of  the  patent ;  that  the  defendants  used  the  machine 
in  that  county  during  the  original  term,  and  have  con- 
tinued there  to  use  it  during  the  extended  term.  The 
judge  of  the  circuit  held  that  they  had  the  right  to  use  the 
machine  during  the  extended  term,  and  dismissed  the  com- 
plaint. It  is  from  this  decree  that  the  complainants  take 
their  appeal. 

The  18th  section  of  the  Patent  Act  of  1836,  ends  with 
these  words,  viz. :  ''And  the  benefit  of  such  renewal  shall 
extend  to  assignees  and  grantees  of  the  right  to  use  the 
thing  patented  to  the  extent  of  their  respective  interests 
therein."     6  Stat,  at  L.  125. 

(a)  This  court  has  decided  many  times  that  this  section  (ft) 
gives  to  an  assignee  of  the  patent  during  the  original  term 
the  right  to  continue  during  the  extended  term  the  use  of  a 
machine  used  by  him  during  the  original  term.  Wilson  d. 
Rousseau,  4  How.  646  [4  Am.  &  Eng.  436]  ;  Bloomer  t). 

18  Wall.  416. 

(a)  Wallace  begins  Opinion  here. 

(6)  Wallace  substitutes  for  '*  this  section  "  *^  the  eighteenth  section  of 
the  Patent  Act  of  1886." 
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McQuewan,  14  How.  639  [5  Am.  &  Eng.  434] ;  Chaffee  v. 
Belting  Co.,  22  How.  217  [7  Am.  &  Eng.  60] ;  Bloomer  v. 
Millinger,  1  Wall.  340  [7  Am.  &  Eng.  186]. 

The  complainants  seek  to  distinguish  the  present  from 
the  cases  cited  in  this  manner :  in  those  instances  they  say 
the  machines  were  lawfully  constructed  by  the  patentees, 
or  purchased  from  the  patentees  or  their  assignees,  whereas 
the  machine  purciiased  by  the  defendants  in  this  case  was 
not  a  lawfully  made  machine,  and  was  never  purchased 
from  the  owner  of  the  patent. 

We  are  of  the  opinion  that  this  distinction  is  not  well 
taken.  That  the  purchase  of  the  machine  was  made  from 
an  infringer,  and  a  wrong  done,  is  true.  When  informed 
of  the  offense,  the  purchaser  at  once  corrected  the  evil  by  pur^ 
chasing  the  entire  right  of  the  patentees  for  the  county  where 
his  machine  was  then  used,  and  where  it  has  since  been 
used.  This  was  equivalent  to  an  original  lawful  purchase 
or  manufacture  of  the  machine.  By  the  purchase  of  the 
right  for  Hudson  county,  and  from  the  moment  of  that 
purchase,  the  defendants  held  and  used  the  machine  by  a 
lawful  title,  as  perfect  and  complete  against  the  patentees 
as  if  the  original  purchase  had  been  from  them.  They 
then  became,  in  the  language  of  the  statute,  ''grantees  of 
the  right  to  use  the  thing  patented,"  so  continued  to  the 
time  of  the  expiration  of  the  original  patent,  and  the  right 
so  to  use  was,  in  the  further  language  of  the  statute,  "the 
extent  of  their  interest  therein." 

We  are  of  the  opinion  that  the  decree  of  the  Circuit 
Court  was  correct^  and  thai  it  should  he  affirmed  (c). 

IS  Wall.  416-417. 

Patent  In  salt  t 

No.  10,965.     Meyers  &  Eonson.     May  28,  1854     Sawing 
Machine. 


(c)  Wallace  adds,  ^^  Mr.  Justice  Stroxo  did  not  sit  in  the  argument 
of  this  case  and  took  no  part  in  its  decision. " 
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PHILIP  HICKS,  APPELLANT,  v.  GEORGE  KELSEY.* 

18  Wall.  070-674.    Oct.  Term,  187a 

[Bk.  21,  L.  ed.  862 ;  2  Whit.  472.    6  O.  G.  94.] 
Argaed  December  9,  1873.     Decided  January  5,  1874. 

Invention.      Change   of  material     Mechanical  skill     Particular 

patent 

1.  The  mere  change  of  material  oat  of  which  a  device  is  made 

where  the  purpose,  the  means  of  accomplishing  it,  the  form 
and  the  mode  of  operation,  are  all  the  same  is  a  mere  matter 
of  mechanical  skill  and  does  not  involve  invention,  (p.  156.) 

2.  A  wagon -reach  of  wood  strengthened  by  straps  of  iron  on  each 

side,  and  curved  to  allow  the  fore- wheels  to  pass  under,  being 
well  known,  it  required  no  invention  to  dispense  with  the 
wood  and  bolt  the  straps  together  or  to  forge  them  in  one 
piece  ;  and  letters  patent  No.  83,497,  Hicks,  P.,  Oct.  27,  1868, 
for  a  wagon-reach  thus  made  was  declared  void  for  want  of 
novelty  in  invention,     (p.  156.) 

[Citations  in  opinion  of  the  Court:] 

Hotchkiss  V,  Greenwood,  1 1  How.  248,  266  [5  Am.  A  Engf.  240].  p.  156. 
Crane  t.  Price,  Web.  Pat.  Cas.  877  [3  Am.  &  Eng.  487],    p.  157. 
Curtis,  Pat.  dd  ed.  sees.  70-73.    p.  157. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Northern  District  of  Illinois. 

The  following  are  the  specifications  and  drawing  of  the 
reach  patented  by  the  complainant  and  appellant : 

PHILIP  HICKS,  OP  CHICAGO,  ILLINOIS. 
Letters  Patent  No.  83,497,  Dated  October  27,  1868. 

« 

Improved  Truck  and  Waoon- Beach. 

The  Schedule  referred  to  in  these  Letters  Patents  and  making  part 

of  the  same. 

To  all  whom  it  may  concern: 
Be  it  known  that  I,  Philip  Hicks,  of  the  city  of  Chicago, 

*See  Explanation  of  Notes,  page  III. 
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in  the  county  of  Cook,  and  State  of  Illinois,  have  invented 
certain  new  and  useful  Improvements  in  "Truck  and 
Wagon-Reach ;"  and  I  do  hereby  declare  that  the  follow- 
ing is  a  full,  clear,  and  exact  description  thereof,  reference 
being  had  to  the  accompanying  drawings,  making  part  of 
this  specification,  and  to  the  letters  of  refererce  marked 
thereon,  like  letters  indicating  like  parts  wherever  they 
occur. 

To  enable  others  skilled  in  the  art  to  construct  and  use 
my  invention,  I  will  proceed  to  describe  it. 

Pig.  1  represents  the  side  elevation,  and 

Pig.  2  the  plan  of  the  reach. 

Pig.  3  represents  a  solid  metallic  splice. 

My  invention  consists  in  making  ordinary  wooden  reach 
of  trucks  and  wagons  of  two  separate  parts,  in  connecting 
or  splicing  said  parts  with  metallic  plates,  or  metallic  cast- 
ing, so  arranged  as  to  allow  the  front  wheels  of  such  trucks 
or  wagons,  at  the  sharp  turns,  to  freely  pass  under  said 
plates  or  casting. 

A  is  the  hind  part,  and  B  the  front  part  of  the  wooden 
reach,  having  their  inner  ends,  a  ft,  tapered.  P  P  are 
metallic  plates,  straight  at  the  ends,  and  curved  about  the 
middle,  as  represented  on  Pig.  1.  They  are  bolted  together 
at  the  curve  C,  forming  there  one  mass  of  metal,  and  sepa- 
rating a,  and  enclosing  the  tapered  ends,  a  5,  of  the  wooden 
parts  of  the  reach,  to  which  they  are  securely  bolted.  The 
plates  extend  back  to  the  hind  hounds  D  D,  and  in  front 
to  the  front  bolster,  E,  thus  forming,  with  wooden  parts  A 
B,  one  continuous  reach.  The  above  described  metallic 
splice,  instead  of  consisting  of  two  separate  continuous 
curved  plates,  as  P  P,  can  be  cast  in  one  solid  piece  of 
metal,  K,  as  represented  on  Pig.  3,  the  ends,  a  ft,  of  the 
wooden  parts  A  B,  being  fitted  to  the  casting. 

P  is  a  rubbing  iron,  consisting  of  a  block,  strapped  to  and 
under  the  plates  P  P,  by  a  metallic  strap,  G,  near  to  or  at 
the  point  where  plates  P  P  or  casting  K  connect  with 
tapered  end,  6,  of  the  wooden  part  B  of  the  reach.     The 
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strap  is  bolted  to  the  plates  or  casting,  and  the  ba^k  part, 
P,  of  the  block  F  is  resting  on  and  moving  along  the  sway- 
bar,  H,  used  in  heavy  trucks  and  wagons. 

The  advantages  of  the  above-described  curved  metallic 
splicing  are,  that  not  only  a  new  curved  reach  can  be  easily 
made,  but  any  old  straight  reach  can  readily  and  cheaply 
be  converted  into  a  curved  one. 

I  do  not  claim  either  wooden  or  metallic  continuous 
carved  reach,  per  se^  as  I  am  aware  that  such  reaches  have 
been  and  are  used  ;  but 

What  I  do  claim  as  my  invention,  and  desire  to  secure  by 
Letters  Patent,  is — 

1.  The  reach  made  of  two  wooden  parts,  A  B,  connected 
by  a  metallic  curved  splice,  consisting  of  separate  plates, 
P  P,  or  of  solid  metallic  piece,  K,  the  whole  arranged  sub- 
stantially as  and  ij^  the  manner  herein  set  forth  and  speci- 
fied. 

2.  The  metallic  block  K,  constructed  and  secured  to  the 
curved  part  of  the  reach  or  splice,  substantially  as  and  for 
the  purpose  set  forth. 

PHILIP  HICKS. 
Witnesses : 

J.  B.  TUBOHIN, 

John  J.  Hicks. 

The  case  further  appears  in  the  opinion. 

Messrs.  Goodwin^  Larned  &  Towle^for  appellant: 

This  invention  does  not  consist  in  the  mere  substitution 

of  a  particular  material  for  other  material  which  had  been 

previously  used  for  the  same  purpose  and  in  the  same  way. 

The  invention  consists  in  the  production  of  a  certain  de- 
scribed article  by  a  certain  described  mechanical  process, 

which  process,  viewed  as  a  whole,  is  new  in  itself. 

That  process  is  the  making  an  ordinarjr  wooden  reach  of 

two  separate  parts,  in  splicing  those  parts  at  the  front  and 

rear  ends  by  a  particular  and  new  mechanical  arrangement 

(shown  in  the  drawings  and  in  the  models,  No.  1  and  No. 
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8),  to  a  curved  metallic  intermediary  splice,  made  substan- 
tially solid  in  two  plates,  or  one  casting,  so  that  a  new 
article  is  produced  by  a  new  mechanical  arrangement  or 
device,  a  new  curved  reach. 

This  article  has  added  advantages  and  increased  utility 
over  the  old  wooden  curved  reach  improved  upon. 

This  new  material  in  the  crook  or  curve ;  with  the  new 
method  of  attachment  at  each  end,  the  splice,  to  the  two 
wooden  parts ;  with  the  new  construction  of  the  reach  as  a 
whole ;  with  the  new  operation  in  consequence  of  the 
change ;  with  the  increased  utility  and  beneficial  results, 
thus  incontestably  proved,  bring  this  patent  within  the 
principle  of  all  the  cases  as  a  patentable  invention  under 
the  Act  of  July,  1836. 

Curt.  Pat.,  3d  ed.,  sees.  34-36,  73 ;  McCormick  v.  Sey- 
mour, 2  Blatchf.  243— definition  *'  patentable,"  subject  by 
Nelson,  J. ;  Roberts  v.  Dickey,  4  Pish.  532 ;  Web.  Pat.  30 ; 
Curt.,  sec.  73 ;  Seymour  v.  Osborne-,  11  Wall.  516  [8  Am.  & 
Eng.  290] ;  Crane  v.  Price,  Web.  Pat.  Cas.  409. 

(Mr.  A.  C.  Story ^  attorney  of  recordj  for  appellee^  did 
not  appear.) 

Mr.  Justice  Bradley  delivered  the  opinion  of  the  court: 
Hicks,  the  appellant  in  this  case,  obtained  a  patent  for 
an  improved  wagon  reach,  and  filed  a  bill  against  the  de- 
fendant, charging  infringement  and  praying  the  usual  re- 
lief. The  defendant  answered,  denying  the  novelty  of  the 
alleged  invention,  and  also  denying  infringement. 

The  reach  claimed  as  new  had  an  upward  bend  or  curve, 
to  allow  the  forward  wheels  to  turn  under  it  in  turning  the 
wagon.  It  was  admitted  that  reaches  of  this  sort  had  long 
been  used,  made  of  wood,  strengthened  by  straps  of  iron 
attached  to  each  side  of  the  reach.  The  supposed  improve- 
ment of  the  plaintiff  consisted  in  leaving  out  the  wood  in 
the  curve  and  bolting  the  iron  straps  together,  whereby  the 

Omitted  In  Wall. 
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curve  became  all  iron  and  less  bulky,  but  in  all  other  re- 
spects having  the  same  shape  and  performing  the  same 
office  as  before.  Instead  of  being  bolted  together,  the 
straps  might  be  welded  so  as  to  make  the  curve  consist  of 

solid  iron, 
(a)  The  question  is :  whether  the  mere  change  of  material 

in  making  the  curve  of  iron  instead  of  wood  and  iron  was 

a  sufficient  change  to  constitute  invention ;    the  purpose 

being  the  same  (namely :  to  turn  the  wheel  under  the  body 

of  the  wagon),  the  means  of  accomplishing  it  being  the 

same  (namely :  by  a  curved  reach),  and  the  form  of  the 

reach  and  mode  of  operation  being  the  same. 

It  is  certainly  difficult  to  bring  the  case  within  any 
recognized  rule  of  novelty  by  which  the  patent  can  be  sus^ 
tained.  The  use  of  one  material  instead  of  anol^her  in  con- 
structing a  known  machine  is,  in  most  cases,  so  obviously 
a  matter  of  mere  mechanical  judgment,  and  not  of  inven- 
tion, that  it  cannot  be  called  an  invention,  unless  some  new 
and  useful  result,  an  increase  of  efficiency,  or  a  decided  sav- 
ing in  the  operation,  is  clearly  attained.  Some  evidence 
was  given  to.  show  that  the  wagon-reach  of  the  plaintiff  is  a 
better  reach,  requiring  less  repair  and  having  greater  sol- 
idity than  the  wooden  reach.  But  it  is  not  sufficient  to 
bring  the  case  out  of  the  category  of  more  or  less  excellence 
of  construction.  The  machine  is  the  same.  Axe-helves 
made  of  hickory  may  be  more  durable  and  more  cheap  in 
the  end  than  those  made  of  beech  or  pine,  but  the  first  ap- 
plication of  hickory  to  the  purpose  would  not  be,  therefore, 
patentable. 

Cases  have  frequently  arisen  in  which  substantially  the 
*question  now  presented  has  been  discnssed.  Perhaps, 
however,  none  can  be  cited  more  directly  in  point  than  that 
of  Hotchkiss  t>.  Greenwood,  11  How.  248  [6  Am.  &  Eng  240  , 
in  which  it  was  held  that  the  substitution  of  porcelain  for 
metal  in  making  door-knobs  was  not  patentable,  though 

18  WaU.  67S-674. 

(a)  Wallace  begins  OpiDion  here. 
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the  new  material  was  better  adapted  to  the  purpose  and 
made  a  better  and  cheaper  knob,  {b)  So,  in  a  case  at  the 
circnit,  referred  to  by  Jastice  Nelson  in  the  last  named  case, 
n  How.  266,  the  substitution  of  wood  for  bone  as  the 
basis  of  a  button  covered  with  tin  was  held  not  patentable. 

In  Crane  v.  Price  (Web.  Pat.  Cas.  409),  it  is  true,  the 
use  of  anthracite  instead  of  bitaminous  coal  with  the  hot 
blast  in  smelting  iron  ore  was  held  to  be  a  good  invention, 
inasmuch  as  it  produced  a  better  article  of  iron  at  a  less 
expense.  But  that  was  a  process  of  manufacture,  and  in 
such  processes  a  different  article  replacing  another  article  in 
the  combination  often  produces  different  results.  The  lat- 
rer  case  is  more  analogous  to  the  cases  of  compositions  of 
matter  than  it  is  to  those  of  machinery  ;  and  in  composi- 
tions of  matter  a  different  ingredient  changes  the  identity 
of  the  compound,  whereas  an  iron  bar  in  place  of  a  wooden 
one,  and  subserving  the  same  purpose,  does  not  change  the 
identity  of  a  machine.     Curtis,  Pat.,  3d  ed.,  sees.  70-73. 

But  the  plaintiff's  counsel  alleges  that  his  invention  does 
not  consist  of  the  mere  substitution  of  a  particular  material 
for  another  material  which  had  been  previously  used  for 
the  same  purpose  in  the  same  way,  but  consists  in  the  pro- 
duction of  a  certain  described  article  by  a  certain  described 
mechanical  process,  which  process,  viewed  as  a  whole,  is 
new  and  useful ;  and  then  he  describes  what  he  supposes 
to  be  such  new  mechanical  process.  This  is  his  argument ; 
but  the  facts  do  not  bear  out  such  a  view  of  the  case.  They 
are  precisely  and  only  as  we  have  before  stated  them. 

In  our  judgment,  the  patent  in  this  case  i^  void  for  want 
of  novelty  in  the  alleged  invention. 

77/^  decree,  therrfore^  mvst  he  affirmed^  and  it  is 
affirmed  accordingly. 

18  WalL  674, 

(5)  Wallace,  inserts  **  having  been  used  for  door-knobs,  however,  be-* 
fore/' 
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W.  T.  GARRATT  ft  al.,  PLAINTIFFS   IN  ERROR, 

V.  NICHOLAS  SEIBERT.* 

Bk.  21,  li.  ed.  OCMI ;    Oct.  Term,  187a 

Argued  AprU  17,  1873.     Decided  March  28,  1874 
ConMnation,     Infringement.     Particular  patent. 

1.  If  the  subject  of  a  patent  is  a  combination  of  seYeral  processes, 

or  parts  or  devices,  the  use  of  any  portion  of  the  combination 
less  than  the  whole  cannot  be  infringement,     (p.  169.) 

2.  There  may  be  a  patent  for  a  combination  of  many  parts,  and  at 

the  same  time  for  an  arrangement  of  some  of  the  parts  consti- 
tuting another  combination,  but  still  a  part  of  the  larger,  (p. 
169.) 
&  Claim  2  of  letters  patent  Na  111,881.  Seibert,  N.  February 
14,  1871.  Lubricator,  for  'Hhe  improved  lubricator,  consist- 
ing of  the  parts  herein  described,  constructed  and  arranged 
substantially  as  specified,"  construed  in  view  of  the  specifica- 
tion and  1st  claim  to  embrace  only  the  combination  which 
makes  up  a  complete  lubricator,  and  not  to  comprehend  the 
heating  arrangement  which  may  or  may  not  be  used  in  con- 
nection with  it     (p.  171.) 

In  error  to  the  Circuit  Court  of  the  United  States  for  the 
District  of  California. 

This  vras  an  action  brought  in  the  court  below  by  the  de- 
fendant in  error,  Seibert,  against  the  plaintiffs  in  error,  for 
the  alleged  infringement  of  certain  letters  patent  granted 
to  Seibert  for  an  improvement  in  lubricators  for  steam-en- 
gine cylinders. 

The  following  are  the  drawings  and  specification  of  com- 
plainant's patent : 

*See  Explanation  of  Notes,  page  III. 
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NICHOLAS  SEIBERT,  OP   SAN  FRANCISCO,  CALI- 
FORNIA. 

Letters  Patent  No.  111,881,  dated  February  14,  1871. 

Improvement  in  Lubricators. 

The  schedule  referred  to  in  these  Letters  Patent  and  making  part 

of  the  sama 

7b  aU  whom  it  may  concern : 

Be  it  known  that  I,  Nicholas  Seibert,  of  San  Francisco, 
in  the  county  of  San  Francisco,  and  State  of  California, 
have  invented  a  new  and  useful  Improvement  in  Lubricar 
tor ;  and  I  do  hereby  declare  that  the  following  is  a  fnll, 
clear  and  exact  description  thereof,  which  will  enable  others 
skilled  in  the  art  to  make  and  use  the  same,  reference  being 
had  to  the  accompanying  drawing  forming  part  of  this 
specification. 

This  invention  relates  to  an  improvement  in  lubricators 
for  steam-engine  cylinders  ;  and 

It  consists  in  the  arrangement  of  parts,  as  hereinafter 
described,  and  as  particularly  specified  in  the  claims. 

In  the  accompanying  drawing- 
Fig.  1  represents  a  side  view  of  the  lubricator  as  con- 
nected with  the  cylinder  of  a  steam-engine. 

Fig.  2  is  a  central  section  of  the  lubricator,  detached. 

Similar  letters  of  reference  indicate  corresponding  parts. 

A  is  the  cylinder. 

B  is  the  steam-pipe. 

C  is  the  steam-chest. 

A'  is  the  condensing-pipe,  connecting  the  steam-pipe  B 
and  lubricator. 

D  is  a  reservoir,  which  is  supplied  with  water  by  reason 
of  the  steam'  condensing  in  the  condensing-pipe  A'. 

E  is  the  oil-pipe  leading  to  the  cylinder  and  valve-chest. 

F  is  the  cup  or  reservoir  which  contains  the  oil  or  other 
lubricating  material. 


Jnueotor:      /^ 

0JLu6<AjDf/ 
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G  is  the  stop-cock  or  valve  in  the  oil-pipe  E. 

H  is  a  check-valve. 

I  represents  a  waste-cock  at  the  bottom  of  the  oil  reser- 
voir. 

J  is  a  glass  tube. 

K  is  a  sliding  gauge,  which  indicates  the  amount  of  oil 
used. 

L  is  the  regulating  feed- valve,  which  is  opened  slightly. 

The  water  in  the  reservoir  D  being  higher  and  heavier 
than  the  oil  in  the  cup  F,  forces  itself  under  the  oil  in  the 
cup  F  and  glass  tube  J,  and  passes  out  through  the  check- 
valve  H  and  oil-pipe  E  into  the  steam-pipe  6,  to  lubricate 
the  valves  and  cylinders. 

M  is  a  cock  to  regulate  the  admission  of  steam  from  the 
steam-chest  into  the  oil-cup  F  when  tallow  is  used.  The 
cock  I  is  used  to  draw  the  water  off  when  the  cup  F  is  to 
be  replenished. 

N  is  a  screw  plug  in  the  top  of  the  oil-cup  or  reservoir 
F,  through  which  the  oil  or  other  lubricating  material  is 
introduced. 

O  is  a  vertical  tube  within  the  oil-cup  F. 

P  is  another  vertical  tube  witliin  O  ;  and 

Q  is  an  annular  space  between  the  two  tubes. 

The  tube  P  is  in  communication  with  the  steam  in  the 
steam-chest  by  means  of  the  passages  S  S',  so  that  the  space 
g  is  kept  hot  by  the  steam,  which  enters  it  as  indicated  by 
the  arrow. 

R  R  are  passages  leading  from  the  oil-reservoir  F  to  the 
glass  tube  J.  The  oil  in  the  glnss  tube  will  stand  at  the 
same  height  as  in  the  reservoir,  so  that  the  quantity  con- 
rained  therein  may  be  always  visible  to  the  eye. 

The  gauge  K  may  be  set  at  any  time  when  the  machinery 
is  to  be  put  in  motion,  to  indicate  the  height  at  which  the 
oil  stands.  When  the  movement  of  the  machinery  has 
ceased,  the  distance  between  the  height  of  the  oil  and  the 
gauge  will  indicate  the  precise  quantity  consumed  (the 
cubical. capacity  of  the  reservoir  F  being  known^. 
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Whatever  amount  of  steam  may  condense  in  the  tubes  O 
and  P,  will  flow  back  into  the  steam-chest  C  by  gravity. 

The  steam-pressure  in  tubes  D  and  E  is  at  all  times  equal, 
hence  the  gravity  of  the  water  in  the  former  will  determine 
the  direction  of  the  flow  of  oil. 

Having  thus  described  my  invention, 

I  claim  as  new  and  desire  to  secure  by  letters  patent — 

1.  The  arrangement  of  the  cock  M,  passages  S*S'  and 
tubes  O  and  P,  with  the  oil  reservoir  P  and  gauge  J  R,  as 
herein  shown  and  described,  for  the  purpose  8i)ecified. 

2.  The  improved  lubricator,  consisting  of  the  parts  herein 
described,  constructed  and  arranged  substantially  as  speci- 
fied. 

NICHOLAS  SEIBEKT. 
Witnesses : 

Ben.  MoRGAir, 
W.  S.  Brimley. 

The  lubricator  manufactured  by  the  defendants,  which 
was  alleged  to  infringe  complainant's  invention,  is  shown 
in  exhibit  B.  This  lubricator  operates  as  follows :  The 
glass  chamber  A  is  filled  with  oil ;  the  steam  standing  in 
the  condensing  pipe  B  is  there  condensed  into  water  which 
passes  through  an  open  pipe  (regulated  by  the  valve  C  as 
to  quantity)  into  the  bottom  of  the  oil  chamber  A.  The 
water,  being  heavier  than  the  oil,  causes  the  latter  to  rise 
and  flow  oflf  through  the  inverted  siphon  E,  to  the  parts  re- 
quiring to  be  lubricated.     [See  Exhibit  B.  ] 

Evidence  was  also  introduced,  tending  to  show  that  the 
glass  oil-chamber  A  performed  the  same  office  and  was  a 
substitute  for  both  the  reservoir  F  and  the  glass  tube  J. 
used  in  the  plaintiff's  lubricator,  and  that  the  defendant's 
inverted  siphon  E  performed  the  same  offices  and  was  a  sub- 
stitute for  the  plaintiff's  oil-pipe  E,  cock  G,  and  check- 
valve  H,  and  that  the  condensing  pipes  or  water  reservoirs 
regulating  feed-valves  and  sliding  gauges  in  both  lubrica- 
tors were  identically  the  same,  and  it  was  on  account  of 
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the  several  foregoing  similarities  in  the  two  lubricators  that 
it  was  claimed  that  the  defendants's  lubricators  were  an 
infringement  of  the  plaintiffs  letters  patent,  exhibit  A. 
It  was  admitted  as  a  fact  by  both  sides  at  the  trial,  that 
the  defendants  had  not  infringed  the  first  claim  in  exhibit  A. 

The  trial  resulted  in  verdict  and  judgment  for  the  plain- 
tiff ;  and  the  defendants  brought  the  case  to  this  court,  re- 
lying npon  an  alleged  error  in  the  instruction  of  the  court 
regarding  the  last  claim  in  plaintiff's  patent. 

The  case  further  appears  in  the  opinion. 

Messrs.  M.  A.  Wheaion  and  Thomas  T.  Everett^  for 
plaintiffs  in  error : 

The  second  claim  covered  Seibert's  whole  lubricator,  con- 
sisting of  all  its  working  parts  and  nothing  less.  The  ^^  im- 
proved lubricator,"  consisting  of  the  parts  "herein  de- 
scribed," was  the  lubicator  made  up  of  all  the  parts  which 
were  specifically  set  forth  in  the  specification  as  material 
and}importantparts,and  were  "therein  described,"  their  uses 
and  the  offices  which  they  performed  specifically  pointed 
out  and  desciibed  as  important  parts  of  the  invention.  The 
]>arts  represented  as  the  cock  M,  passages  SS,  pipes  O  and 
P,  which  the  inventor  considered  important  enough  to 
make  a  specific  basis  for  the  first  claim,  could  not  be  laid 
out  of  his  claim  for  the  whole  lubricator  consisting  of  the 
parts  "  herein  described." 

Prouty  V.  Buggies,  16  Pet.  341  [4  Am.  &  Eng.  361]; 
Parker  v.  Sears,  1  Fish.  Pat.  Cas.  99 ;  Hall  v.  Stimpson,  2 
Pish.  Pat.  Cas.  670 ;  Vance  v.  Campbell,  1  Black.  427  [7* 
Am.  &  Eng.  117];  1  Fish.  Pat.  Cas.  486. 

Messrs.  Edmmid  L.  Ooold^  A.  H.  Evans^  CJias.  T.  Bolts 
and  W.  W.  Boycefor  dtfendant  in  error. 

Mr.  Justice  Strong  delivered  the  opinion  of  the  court : 
If  the  true  construction  of  the  patent  be,  as  the  plaintiffs 
in  error  contend,  that  the  patentee's  second  claim  is  for  a 

.(taBlttod  In  WalU 
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combination  of  all  the  devices  mentioned  in  the  8i)ecifica- 
tion,  there  was  error  in  the  instruction  given  to  the  jury  by 
the  circuit  court.  It  is  undoubtedly  the  law,  that  if  the 
subject  of  a  patent  is  a  combination  of  several  processes, 
parts  or  devices,  the  use  of  any  portion  of  the  combination 
less  than  the  whole  cannot  be  infringement.  There  may, 
indeed,  be  a  patent  for  a  combination  of  many  parts,  and 
at  the  same  time  for  an  arrangement  of  some  of  the  parts 
constituting  another  combination,  but  still  a  part  of  the 
larger.  Yet,  if  there  be  no  patent  for  the  constituents, 
they  are  open  to  the  public  for  use  in  combination,  pro- 
vided all  the  elements  of  the  patented  combination  be  not 
employed.  It  is,  therefore,  needful  to  inquire :  what  are 
the  elements  of  the  combination  which  is  protected  by  the 
patent. 

The  specification  describes  it  as  a  new  and  useful  im- 
provement in  lubricators  for  steam-engine  cylinders,  and 
describes  it  largely,  if  not  principally,  by  reference  to  the 
accompanying  drawings.  It  consists  in  the  arrangement 
of  several  constituents,  no  single  one  of  which  is  claimed 
to  be  new.  These  parts  are  a  condensing- pipe  connecting 
the  steam-pipe  with  the  lubricator ;  a  reservoir  for  water, 
the  product  of  condensed  steam  ;  a  cup  or  vessei  for  oil  or 
other  lubricating  material,  placed  vertically  and  somewhat 
lower  than  the  water  reservoir,  but  connected  with  it  by  a 
pipe  leading  from  near  its  lower  extremity  to  the  bottom 
of  the  reservoir,  and  having  near  its  upper  end  a  pipe  lead- 
ing to  the  cylinder  and  valve-chests,  with  a  check- valve  at 
the  oil  vessel  and  a  stop-cock  between  it  and  the  cylinder ; 
a  waste-cock  at  the  bottom  of  the  oil  vessel ;  a  screw  plug 
at  its  top,  through  which  the  lubricating  matenal  may  be 
supplied,  and  a  regulating  valve  by  which  the  flow  of  wa- 
ter from  the  water  reservoir  into  the  oil  vessel  can  be  con- 
trolled. To  these  is  added  a  glass  tube  with  a  sliding- 
gauge,  arranged  so  as  to  stand  vertically  and  parallel  with 
the  oil  vessel,  and  connected  with  it  at  either  extremity, 
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its  pnrx>o8e  being  to  indicate  the  amount  of  oil  used.  The 
operation  of  these  devices  thns  arranged  is  described  to  be 
the  following : 

The  condensed  water  in  the  water  reservoir  being  higher 
and  heavier  than  the  oil  in  the  oil  vessel,  forces  itself  un- 
der the  oil  in  both  that  vessel  and  the  glass  tube,  and 
causes  it  to  pass  out  through  the  pipe  leading  to  the  cylin- 
der and  valve-chest,  into  the  steam-pipe,  thus  lubricating 
the  valves  and  cylinders.  These  are  all  the  devices  neces- 
sary for  the  improved  lubricator  claimed  to  have  been  in- 
vented by  the  patentee,  and  such  is  their  arrangement. 
The  thing  discovered  and  embodied  in  a  practical  combina- 
tion was  that  by  feeding  a  column  of  condensed  water  un- 
der the  lubricant  contained  in  a  vessel  the  lubricant  might 
be  forced  upward  and  outward,  through  a  discharge  pipe, 
into  the  cylinder,  and  upon  the  bearings  of  the  engine, 
and  that  its  flow  might  be  controlled  by  a  regulating  valve. 

To  embody  this  principle,  nothing  more  than  the  devices 
we  have  mentioned  is  needed,  and  no  other  device  is  em- 
ployed by  the  patentee.  Those  mentioned,  arranged  as 
they  are,  constitute  a  lubricator,  and  with  a  fluid  lubricant 
they  are  sufficient. 

But  as  it  might  be  desired  sometimes  to  use  tallow,  the 
patentee  devised  another  combination,  of  different  devices, 
by  which  steam  can  be  conducted  from  the  steam-chest  of 
the  engine  into  an  annular  space  between  two  concentric 
vertical  tubes  located  in  the  vessel  containing  the  oil  or  tal- 
low, the  purpose  being  to  reduce  the  tallow  to  a  fluid  con- 
dition, so  that  it  can  be  forced  by  the  upward  pressure  of 
the  water  through  the  discharge-pipe  into  the  cylinder  and 
valve-chest.  It  is  for  this  combination  the  first  claim  of 
the  patent  is  made,  and  the  second  claim  is  for  the  im- 
proved lubricator,  consisting  of  the  parts  described  in  the 
specifications,  constructed  and  arranged  substantially  as 
specified. 

It  is  upon  the  construction  of  this  second  claim  that  the 
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parties  are  at  issue,  and  the  question  to  be  decided  is^ 
whether  the  combination  for  heating  tallovr  is  a  material 
part  of  the  combination  constituting  a  lubricator,  which  is 
the  subject  of  the  second  claim. 

Upon  the  answer  to  this  question  depends  the  solution  of 
the  further  question^  whether  a  party  not  claiming  under 
the  patentee  can  use  the  lubricator  without  the  heating  ar- 
rangement, and  be  guilty  of  no  infringement. 

The  Circuit  Court  was  of  opinion,  and  so  instructed  the 
jury,  that  the  second  claim  covers  only  the  combination 
which  makes  the  lubricator,  without  the  heating  apparatus, 
and  does  not  embrace  the  combination  devised  for  prepar- 
ing tallow  for  use  in  the  lubricator.  Was  this  instruction 
erroneous  i  It  must  be  admitted  the  specification  is  obscure, 
and  that  the  second  claim  has  not  the  precision  which  it 
should  have.  But  while  it  is  impossible  to  determine  with 
entire  certainty  what  the  patentee  intended  to  insert  in  his 
second  claim,  we  cannot  say  that  a  wrong  construction  was 
given  to  it  by  the  court.  The  combination  which  primarily 
and  essentially  constitutes  a  lubricator,  is  independent  of 
any  heating  or  melting  arrangement.  It  can  be  used  by 
itself  and  accomplish  all  the  purposes  of  a  lubricator. 
Every  part  of  it  contributes  to  the  embodiment  of  the  prin- 
ciple of  the  invention.  The  other  combination,  designated 
in  the  first  claim,  is  no  necessary  part  of  it.  Nor  is  its  pur- 
pose the  same.  Though  it  may  be  used  in  connection  with 
,  the  devices,  that,  combined,  constitute  a  lubricator,  its  de- 
sign is  only  to  prepare  solid  substances  for  use  in  the  other 
combination.  Its  principle  is  to  accommodate  the  lubrica- 
tor proper  to  the  use  of  tallow.  And  the  patentee  appears 
to  have  considered  it  as  not  essential  to  the  successful  oper- 
tion  of  his  lubricator.  He  begins  his  description  of  it 
by  specifying  its  primary  element  as  a  cock  to  regulate 
the  admission  of  steam  from  the  steam-chest  into  (he  oil 
vessel  ^^when  tallow  is  used.^^  Of  course,  when  tallow 
is  not  used  it  has  no  office.    It  would  seem,  therefore,  not 
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to  be  an  nnreasonable  construction  of  the  second  claim  of 
the  patent  to  hold  that  it  embraces  only  the  combination 
which  makes  up  a  complete  lubricator.  And  that  it  does 
not  comprehend  the  heating  arrangement,  which  may  or 
may  not  be  used  in  connection  with  it. 

It  follows  that  the  exception  of  the  plaintiffs  in  error  to 
the  charge  of  the  circuit  judge  cannot  be  sustained. 

ThejvdgmerU  is  affi/rmed. 
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ROLAND  G.  MITCHELL,  APPELLANT,  v.  RICHARD 

A.  TILGHMAN.* 

19  WalL  287-419.    Dec.  Term,  1878. 

[Bk.  22,  L.  ed.  125;  2  Whit.  476;  5  O.  G.209.] 

BeTersing  Tilghman  v.  Mitchell,  0  Blatch.  1,  ejid Ibid9  Blatch.  18; 
o^erroling  Tilghman  v.  Proctor,  102  U.  S.  707. 

Argued  November  11,  12,  1873.     Decided  March  4,  1874 

1.  The  claim  of  patent  No.  11,766,  R  A  Tilghman,  October  8, 

1854,  PnrifyiDg  Fat  Bodies,  in  these  words:  **The  manufact- 
uring of  fat  acids  and  glycerine  from  fatty  bodies  by  the  action 
of  water  at  a  high  temperature  and  pressure,"  strictly  con- 
strued and  limited  on  reference  to  the  specilication  to  mean  a 
process  for  decomposing  fats,  and  converting  them  into  oleate, 
margarate  and  stearate,  and  a  solution  of  glycerine  by,  among 
other  measures,  mixing  the  fat  thoroughly  with  one-half  or 
one-third  as  much  water  by  means  of  a  perforated  piston  forced 
through  the  mixture  back  and  forth,  and  by  subjecting  it  for 
ten  minutes  to  the  temperature  of  from  510°  to  612°  Fahren- 
heit, in  a  close  vessel  capable  of  resisting  the  consequent  pres- 
sure of  2,000  pounds,  and  which  is  filled  by  the  mixture,  and 
into  which  nothing  else  is  admitted. 

Thus  interpreted  the  claim  is  not  infringed  by  a  process  con- 
sisting of  mixing  melted  fat  and  water  by  forcing  the  water 
up  through  the  mixture,  and  spraying  it  over  the  top  whence 
it  settles  through,  and  by  subjecting  the  mixture  for  several 
hours  in  a  close  vessel  to  such  heat  that  the  pressure  equals 
about  300  pounds,     (p.  109.) 

2.  The  claim  in  every  patent  must  be  construed  to  be  limited  to  the 

method  or  process  described  in  the  specification,     (p.  211.) 

3.  A  newly  discovered  principle  or  property  of  matter  may   be 

patented,  provided  a  new  and  useful  result  has  been  obtained 
from  the  application  of  it,  and  the  specification  describes  how 
the  result  is  to  be  obtained,     (p.  212  ) 

*SeQ  Explanation  of  Notes,  page  IIL 


Dec.,  1873.]         MITCHELL  v.  TILQHM  AN.  175 

Stiateinent  of  the  case. 

4.  A  patent  is  invalid  if  the  resolt  which  is  predicted  cannot  be 

obtained  by  the  means  described,     (p.  216.) 

5.  If  the  patented  process  cannot  be  performed  without  danger  ta 

the  operator,  it  cannot  be  regarded  as  osefol  within  the  mean* 
ing  of  the  patent  law.     (p.  218.) 

[Citations  in  opinion  of  the  court :] 

1  Regnault,  Chem.  sec.  1692.    p.  207. 

Turner,  Qhem.  by  Johnson,  (8th  ed.)  466.    p.  907. 
Silliman,  Chem.  (25th  ed.)  p.  441.  .  p.  208. 
8  Miller,  Chem.,  p.  370,  sec.  1141.    p.  208. 

2  Ure,  Chem.  Diet.  (5th  ed.)  379.    p.  208. 
2  Watts,  Chem.  Diet.  894.    p.  209. 
Attfield,  Chem.  394.    p  209. 

Silliman,  Chem.  (25th  ed.),  p.  44,  sec.  763.    p.  209. 

Agawam  Co.  v.  Jordan,  7  Wall.  593  [8  Am.  &  Eng.  24].    p.  210, 

Seymour  t?.  Osborne,  11  Wall.  516  [8  Am.  &  Eng.  290].    p.  211. 
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Curt.  Pnt.  (4th  ed.),  sec.  163.    p.  213. 

Green  v.  Wood,  7  Q.  B.  178.    p.  216. 

Pott,  Dwarris,  199,  200.    p.  216. 

Railroad  Co.  v.  Stimpson,  14  Pet.  448  [4  Am.  &  Eng.  824].    p.  216i 

Curt.  Pat.  (4th  ed.),  sec  472.    p.  216. 
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Hill  V.  Thompson,  1  Web.  Pat.  Cas.  232  [1  Am.  &  Eng.  286].    p.  280^ 

Turner  v.  Winter,  1  Web.  Pat.  Cas.  77  [1  Am.  &  Eng.  43].    p.  23a. 
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Cahoon  v.  Ring,  1  ClifiF.  592.    p.  240. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Southern  District  of  New  York. 

This  was  a  suit  under  letters  patent  granted  to  Richard 
Tilghman,  dated  October  8,  1854,  and  antedated  January 
9,  1854,  for  ''improvement  in  processes  for  purifying  fatty 
bodies.'' 

There  was  a  decree  in  the  court  below  sustaining  the  va- 
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lidity  of  the  patent,  and  holding  the  appellant  to  have  in- 
fringed, and  ordering  an  injunction  and  a  reference  for  ac- 
counting to  Kenneth  G.  White  as  master,  appellant  being 
left  at  liberty  to  stay  the  injunction  until  final  hearing,  on 
filing  a  bond,  in  the  penal  sum  of  $20,000,  with  a  condition 
to  pay  the  award  on  final  decree  in  the  court  below,  or  in 
this  court  on  appeal. 

The  bond  was  filed  and  the  injunction  stayed. 

The  master  reported  that  no  gains  or  profits  had  been 
proved  ro  have  been  received  by,  or  to  have  arisen  or  ac- 
crued to,  the  respondent  from  the  use  of  the  invention  pat- 
ented in  the  letters  patent  set  forth  in  the  order  of  refer- 
ence. 

On  exceptions  to  the  master's  report,  the  court  decreed 
that  the  complainant  do  recover  of  the  respondent  as  profits 
the  sum  of  $229,826.63,  and  as  costs  $954.98,  making  in  all, 
$230,781.61. 

By  consent,  after  the  filing  and  printing  of  the  appeal 
record,  an  amended  decree  was  made  and  filed. 

The  amount  in  the  amended  decree  is  the  same  as  in  the 
first ;  but  it  is  therein  specified  that  the  sum  of  $229,826.63 
is  made  up  of  $160,699.05,  as  savings  of  lime,  sulphuric 
acid  and  fat,  and  increased  profit  from  glycerine  sold ;  and 
$69,127.68  for  interest  on  each  year,  and  $954.98  for  costs. 

The  infringement  claimed  is:  *' Appellant  infringes  by 
the  use  of  highly  heated  water  under  pressure,  to  decom- 
pose fat  into  fat  actds  and  glycerine.  Appellees'  patent  is 
not  limited  to  specific  degrees  of  temperature.'' 

The  si)ecification  of  the  Tilghman  patent  is  as  follows : 


R.  A.  TILGHMAN. 
Purifying  Tat 


No.  11,766. 


Patsntad  Oct  3, 1854. 


jKyl 
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RICHARD  A.  TILGHMAN,  OF  PHILADELPHIA, 

PENNSYLVANIA.  - 

Letters  Patent  No.  11,766,  dated  October  Sd,  1854 

Patented  in  England,  January  0th,  1854 

The  Bcbedole  referred  to  in  these  Letters  Patent  and  making  part 

of  the  sama 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  Richard  Albert  Tilghmaa,  of  Phila- 
delphia, have  invented  a  nev^  and  improved  mode  of  treat- 
ing fatty  and  oily  bodies,  and  I  hereby  declare  that  the 
following  is  a  f nil  and  exact  description  thereof : 

My  invention  consists  of  a  process  for  producing  free 
fat  acids  and  solution  of  glycerine  from  those  fatty  or 
oily  bodies  of  animal  and  vegetable  origin,  which  contain 
glycerine  as  their  base. 

For  this  purpose  I  subject  these  fatty  or  oily  bodies  to 
the  action  of  water  at  a  high  temperature  and  pressure,  so 
as  to  cause  the  elements  of  those  bodies  to  combine  with 
water,"  and  thereby  obtain  at  the  same  time  free  fat  acids 
and  solution  of  glycerine. 

I  mix  the  fatty  body  to  be  operated  upon  with  from  a 
third  to  a  half  of  its  bulk  of  water,  and  the  mixture  mav 
be  placed  in  any  convenient  vessel  in  which  it  can  be  heated 
to  the  melting  point  of  lead,  until  the  operation  is  com- 
plete. The  vessel  must  be  closed  and  of  great  strength,  iso 
that  the  requisite  amount  of  pressure  may  be  applied,  to 
prevent  the  conversion  of  the  water  into  steam. 
»  The  process  may  be  performed  more  rapidly  and  also 
continuously,  by  causing  the  mixture  of  fatty  matter  and 
water  to  pass  through  a  tube  or  continuous  channel,  heated 
to  the  temperature  already  mentioned ;  the  requisite  pres- 
sure for  preventing  the  conversion  of  the  water  into  steam 
being  applied  during  the  process  ;  and  this  I  believe  is  the 
best  mode  of  carrying  my  invention  into  effect. 
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la  the  drawing  herennto  annexed  are  shown  figures  of 
an  apparatus  for  performing  this  process  speedily  and  con- 
tinuously, but  whicb^^^ratnsldo  notJntendJ<Lglaim  as 
any  part  of  myTnven^jon!  FigTIofthe  said  drawing  is  a 
'vertical  section  of  this  apparatus,  and  Fig.  2  shows  the  va- 
rious parts  of  the  apparatus  in  horizontal  section,  similar 
parts  in  these  figures  being  marked  with  similar  letters  of 
reference. 

I  place  the  fat  or  oil  in  a  fluid  state  in  the  vessel  a,  with 
from  one-third  to  one-half  its  bulk  of  warm  water;  the 
disk  or  piston  &,  perforated  with  numerous  small  holes, 
being  kept  in  rapid  motion  up  and  down  in  the  vessel  a, 
causes  the  fat  or  oil  and  water  to  form  an  emulsion  or  inti- 
mate mechanical  mixture.  A  force  pump  c,  like  those  in 
common  use  for  hydraulic  presses,  then  drives  the  mixture 
tJirough  a  long  coil  of  very  strong  iron  tube  dddd^  which 
being  placed  in  the  furnace  e  e,  is  heated  by  a  fire/",  to 
about  the  temperature  of  melting  lead. 

From  the  exit  end  g^  of  the  heating  tubes  d  d^  the  mix- 
lure,  which  has  then  become  converted  into  free  fat  acids 
nnd  solution  of  glycerine,  passes  on  through  another  coiled 
iron  tube  h  7i  A,  immersed  in  water,  by  which  it  is  cooled 
down  from  its  high  temperature  to  below  212*^  F.,  after 
which  it  makes  its  escape  through  the  exit  valve  /  into  the 
receiving  vessel. 

'  The  iron  tubes  I  have  em  ployed  and  found  to  be  conve- 
nient for  this  purpose,  are  about  one  inch  external  diame- 
ter and  about  half  an  inch  internal  diameter,  being  such  as 
are  in  common  use  for  Perkin's  hot  water  apparatus.  The 
ends  of  the  tubes  are  joined  together  by  welding  to  make 
Ihe  requisite  length,  but  where  welding  is  not  practicable, 
I  employ  the  kind  of  joints  used  for  Perkin's  hot  water 
apparatus,  which  are  now  well  known.  The  heating  tube 
ddd^  is  coiled  several  times  backwards  and  forwards,  so 
as  to  arrange  a  considerable  length  of  tube  in  a  moderate 
4space.  The  different  coils  of  the  tube  are  kept  about  a 
quarter  of  an  inch  apart  from  each  other,  and  the  interval 
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between  them  is  filled  up  solid  with  cast  iron,  which  also 
covers  the  outer  coils  or  rows  of  tubes  to  the  thickness  of 
half  or  three  quarters  of  an  inch,  as  shown  in  Fig.  2.  This 
casing  of  metal  insures  a  considerable  uniformity  of  tem- 
perature in  the  different  parts  of  the  coil,  adding  also  to 
its  strength  and  protecting  it  from  injury  by  the  lire. 

The  exit  valve  i  is  so  loaded  that  when  the  heating  tubes 
ddd  are  at  the  desired  working  temperature,  and  the  pump 
c  is  not  in  action,  it  will  not  be  opened  by  the  internal 
pressure  produced  by  the  application  of  heat  to  the  mix- 
ture ;  and  therefore  when  the  pump  c  is  not  in  action,  noth- 
ing escapes  from  the  valves  ^  if  the  temx>erature  be  not  too 
high.  But  when  the  pump  forces  fresh  mixture  into  one 
end  J,  of  the  heating  tubes  ddd^  the  exit  valve  i  is  thereby 
forced  ox)en  to  allow  an  equal  amount  of  the  mixture, 
which  has  been  operated  upcm  to  escape  out  of  the  cooling 
tubes  h  A,  at  the  other  end  of  the  apparatus. 

No  steam  or  air  should  be  allowed  to  accumulate  in  the 
tubes,  which  should  be  kept  entirely  full  of  the  mixture. 
For  this  purpose  whenever  it  may  be  required,  the  speed 
of  the  pump  should  be  increased  so  that  the  current 
through  the  *ubes  may  be  made  sufficiently  rapid  to  carry 
out  with  it  any  air  remaining  in  them. 

Although  the  decomposition  of  the  neutral  fats  by  wa- 
ter, takes  place  with  great  quickness  at  the  proper  heat, 
yet  I  prefer  that  the  pump  c,  should  be  worked  at  such  a 
rate  in  proportion  to  the  length  or  capacity  of  the  heating 
tubes  ddd^  that  the  mixture  while  flowing  through  them 
should  be  maintained  at  the  desired  temperature  for  ten 
minutes,  before  it  passes  into  the  refrigerator  or  cooling 
parts  Ji  A,  of  the  apparatus. 

The  melting  point  of  lead  has  been  mentioned  as  the 
proper  heat  to  be  used  in  this  operation  because  it  has 
been  found  to  give  good  results  But  the  change  of  fatty 
matters  into  fat  acid  and  glycerene  takes  place  with  some 
materials  (such  as  palm  oil)  at  or  below  the  melting  point  of 
bismuth,  yet  the  heat  has  been  carried  considerably  above 
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the  melting  point  of  lead  without  any  apparent  injury, 
and  the  decomposing  action  of  the  water  becomes  more 
powerful  as  the  heat  is  increased.  By  starting  the  appara- 
tus at  a  low  heat,  and  gradually  increasing  it,  the  tempe- 
rature giving  products  most  suitable  to  the  intended  applica- 
tion of  the  fatty  body  employed  can  easily  be  determined. 

To  indicate  the  temperature  of  the  tubes  d  d  d,  I  have 
found  the  successive  melting  of  metals  and  other  sub- 
stances of  different  degrees  of  fusibilty,  to  be  convenient  in 
practice ;  several  holes  half  an  inch  in  diameter  and  two  or 
three  inches  deep,  are  bored  into  the  solid  parts  of  the 
casting  surrounding  the  tubes,  each  hole  being  charged 
with  a  different  substance.  The  series  I  have  used  con- 
sists of  tin  melting  about  440°  F.,  bismuth  at  about  510® 
F.,  lead  at  about  612°  F.,  and  nitrate  of  potash  at  about 
660°  F.  A  straight  piece  of  iron  wire  passing  through  the 
side  of  the  furnace  to  the  bottom  of  each  of  the  holes,  ena- 
bles the  workman  to  feel  which  of  the  substances  are 
melted,  and  to  regulate  the  fire  accordingly. 

It  is  important  for  the  quickness  and  perfection  of  the 
decomposition,  that  the  oil  and  water  during  the  entire 
passage  through  the  heating  tubes,  should  remain  in  the 
same  state  of  intimate  mixture  in  which  they  enter  them. 
I  therefore  prefer  to  place  the  series  of  heating  tubes  in  a 
vertical  position,  so  that  any  partial  separation  which  may 
take  place  while  the  liquids  pass  up  one  tube,  may  be 
counteracted  as  they  pass  down  the  next.  I  believe  that 
it  will  be  found  useful  to  fix  at  intervals  in  the  heating 
tubes,  diaphragms  pierced  with  numerous  small  holes,  so 
that  the  liquids  being  forced  through  these  obstructions 
with  great  velocity,  may  be  thoroughly  mixed  together. 
I  deem  it  prudent  to  test  the  strength  of  the  apparatus  by 
a  pressure  of  ten  thousand  pounds  to  the  square  inch  be- 
fore taking  it  into  use;  but  T  believe  that  the  working 
pressure  necessary  in  using  the  heat  I  have  mentioned,  will 
not  be  found  to  exceed  two  thousand  pounds  to  the  square 
inch.    When  it  is  desired  to  diminish  the  contact  of  the 
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liquids  with  iron,  the  tubes  or  channels  of  the  apparatus 
may  be  lined  with  copper. 

The  hot  mixture  of  fat  acids  and  solution  glycerine, 
which  escapes  from  the  exit  valve  of  the  apparatus,  sepa- 
rates by  subsidence.  The  fat  acids  may  then  be  washed 
with  water,  and  the  solution  of  glycerine  concentrated  and 
purified  by  the  usual  means. 

The  fat  acids  thus  produced  may  like  those  obtained  by 
other  methods,  be  used  in  the  manufacture  of  candles  and 
soap  and  applied  to  various  purposes  according  to  their 
quality ;  and  when  desired  they  may  also  be  first  bleached 
by  chemical  agents,  or  purified  by  distillation  in  a  current 
of  steam,  or  in  a  vacuum  as  is  now  well  understood. 

I  prefer  that  the  fatty  bodies  should  be  previously  de- 
prived as  far  as  practicable,  of  such  impurities  as  would 
cause  the  discoloration  of  the  fat  acids  produced ;  but 
when  the  fat  acids  are  to  be  finally  purified  by  distilla- 
tion, this  preliminary  purification  is  of  less  importance. 

When  sulphuric  acid,  nitrous  fumes  or  other  corrosive 
agent  shall  have  been  used  for  purifying^  hardening  or 
otherwise  preparing  the  fatty  body  to  be  operated  upcm,  I 
take  care  that  all  traces  of  it  shall  be  washed  out  or  neu- 
tralized before  passing  it  through  the  apparatus.  Some 
fatty  bodies  (particularly  when  impure)  generate  during  the 
process  a  portion  of  acetic  or  other  soluble  acid,  which 
might  tend  to  injure  the  iron  tubes  ;  in  such  cases  I  add  a 
corresponding  quantity  of  alkaline  or  basic  matter  to  the 
water  and  oil  before  they  are  pumped  into  the  tubes. 

Having  now  described  the  nature  of  my  said  invention 
and  the  manner  of  performing  the  same,  I  hereby  declnre 
that  I  claim  as  of  my  invention  the  manufacturing  of  fat 
acids  and  glycerine  from  fatty  bodies  by  the  action  of  wa- 
ter at  a  high  temperature  and  pressure. 

Witnesses:  R.  A.  TILGHxMAN. 

Jas.  McCurley, 
John  R.  Dauker, 

Consulate  of  the  United  Stated,  London. 
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The  specification  of  Wright  &  Fouche's  Patent,  dat^ 
January  25,  1859,  which  is  used  by  appellant,  and  which 
the  appellee  charges  with  infringement  is  as  follows : 

R.  A.  WRIGHT  &  L.  J.  POUCHE,  PARIS,  FRANCE. 

Letters  Patent  No.  22,765,  dated  Janaary  25,  1859. 

The  schedule  referred  to  in  these  Letters  Patent  and  making  part 

of  the  same. 

To  aU  whom  it  may  concern : 

Be  it  know'n  that  we,  Robert  Alfred  Wright,  civil  en- 
gineer, and  Louis  Jules  1^'ouche,  steam-boiler  maker,  of 
Paris,  in  the  Empire  of  Prance,  have  invented  "A  new 
apparatus,  destined  to  produce  chemical  decompositions 
by  means  of  superheated  steam  and  water;"  and  we  do 
hereby  declare  that  the  following  is  a  full,  clear  and  exact 
description  of  the  same,  reference  being  had  to  the  an- 
nexed sheet  of -drawings,  making  a  part  of  the  same. 

The  apparatus,  which  it  is  the  object  of  the  present  pat- 
ent to  secure,  is  susceptible  of  several  industrial  applica- 
tions ;  but  as  it  is  chiefly  intended  for  the  decomposition 
of  fatty  substances  into  fatty  acids  and  glycerine,  we  will 
describe  it  as  applied  to  that  purpose. 

This  invention  is  represented  in  the  annexed  drawing: 
Fig.  1  shows  the  elevation  of  the  apparatus  complete ;  Pig. 
2  the  vertical  section  of  a  part  of  the  apparatus  modified  ; 
Fig.  3  the  vertical  section  of  a  part  of  the  apparatus  in  a 
modified  form.  Lastly,  Fig.  4,  the  horizontal  section  of 
the  same  modified  apparatus. 

The  dimensions  of  the  apparatus  may  vary  with  the  vari- 
ous purposes  to  which  it  may  be  applied.     *    *    *    « 

J.,  is  a  metal  (iron  or  copper)  boiler,  of  any  form  what- 
ever, placed  in  a  furnace,  in  order  to  be  heated  by  a  naked 
fire ;  this  boiler  has  sides  suflSciently  strong  to  resist  a 
pressure  of  from  ten  to  twenty  atmospheres  ;  it  is  of  a  vari- 
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able  capacitj,  according  to  the  requirements  of  the  mann- 
factnre,  and  it  may  have  its  interior  lined  with  lead  or  by 
any  other  metal  which  will  not  be  attacked  by  the  fatty 
bodies  which  are  to  be  introduced  and  produced  therein ; 
6,  hearth ;  c,  ash-pit ;  d,  dipping-pipe,  furnished  with  a 
cock  to  empty  the  apparatus  by  pressure;  e,  man-hole, 
serving  for  cleaning  the  cylindrical  vessel,  a,  and  for  the 
introduction  of  substances  if  required ;  f,  metal  tube  (of 
iron  or  copper)  connecting  the  the  bottom  of  the  boiler  a, 
with  the  bottom  of  the  cylinder  h  ;  g,  metal  tube  of  ascen- 
sion, conducting  the  superheated  water  from  the  boiler  a, 
to  the  upper  part  of  cylinder  h.  This  tube  is  terminated 
in  the  interior  of  the  cylinder,  h,  by  rose  jet ;  or,  more  sim- 
ply, holes  are  made  in  the  extremit}',  so  as  to  distribute 
the  water  uniformly  in  the  cylinder  7^,  and  to  insure  a 
molecular  or  finely  subdivided  contact  between  the  super- 
heated water  and  the  substance  submitted  to  the  opera- 
tion ;  A,  iron  or  cop[)er  upper  cylinder,  which  should,  like 
boiler  a,  be  able  to  resist  a  pressure  of  from  ten  to  twenty 
atmospheres.  The  cylinder  h,  receives  the  substances  to 
be  treated ;  /,  funnel,  furnished  with  a  tube  and  with  a 
cock,  serving  for  the  introduction  of  the  substances  to  be 
treated  into  the  cylinder  h  ;  that  is,  when  this  substance  is 
of  .such  a  nature  as  to  be  introduced  through  a  small  aper- 
ture ;  kj  man- hole,  serving  for  cleaning  the  cylinder  A,  and 
for  the  introduction  of  substances  to  be  treated  which  can- 
not pass  through  the  funnel  i;  Z,  safety-valve;  m,  mano- 
meter or  pressure  gauge,  indicating  the  pressure  in  the 
whole  of  the  apparatus ;  n,  n,  cocks,  serving  to  indicate 
the  height  and  level  of  the  substance  and  of  the  water  in 
cylinder  h;  o,  cock  serving  to  empty  the  cylinder  when 
operation  is  completed. 

Action  of  the  apparatus. 

Supposing  everything  arranged  as  shown  in  the  draw- 
ing, then,  in  order  to  decompose  fatty  substances  into 
fatty  acids  and  into  glycerine,  the  boiler  a  is  completely 
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filled  with  water.  The  cylinder  h  is  filled  with  water  up  to 
one-third  of  its  height,  and  it  is  then  filled  up  to  the  level 
of  the  upper  cock  with  the  fatty  bodies  to  be  decomposed. 
The  introduction  of  the  fatty  bodies  takes  place,  as  we  have 
said,  either  through  the  funnel  e,  or  by  the  man-hole  k. 
The  boiler  a  is  then  gradually  heated  until  the  pressure- 
gauge  indicates  a  pressure  of  from  ten  to  twenty  atmos- 
pheres, according  to  the  nature  of  the  substances  sub- 
mitted to  the  operation,  when  the  following  takes  place : 

The  superheated  water  in  the  boiler  a  acquires  an  ascend- 
ing motion,  on  account  of  the  difference  in  the  temperature 
of  the  two  capacities  a  and  h.  A  current  is  thus  created, 
whence  it  results  that  the  heated  water  in  boiler  a  ascends 
through  the  tube  g  into  the  cylinder  A,  and  being  forcibly 
driven  out  through  the  holes  in  the  rose- jet,  passes  through 
the  fatty  bodies  and  descends  again  through  the  tube  /  to 
the  bottom  of  the  boiler  a,  where  it  is  again  warmed,  in  order 
to  recommence  its  ascending  motion,  and  so  on. 

When  this  operation  has  been  thus  continued  during  a 
length  of  time  which  may  vary  from  five  to  eight  hours, 
according  to  the  nature  of  the  fatty  bodies  operated  upon, 
and  also  according  to  the  variation  of  pressure  (from  ten  to 
twenty  atmospheres),  the  fatty  bodies  are  decomposed  into 
glycerine,  which  remains  dissolved  in  the  water,  and  into 
fatty  acids,  which  float  in  the  cylinder,  Ji.  The  contents 
are  now  emptied  out  and  separated  from  each  other  at  the 
same  time.  In  Figs.  2,  3  and  4  we  have  represented  modi- 
fications of  the  heated  boiler  a,  thus  in  Fig.  2,  the  boiler  is 
heated  by  a  continuous  current  of  steam.  For  this  pur- 
pose J9  is  a  double  casing  receiving  the  steam  ;  r  and  q  are 
the  entering  and  exit  pipes.  This  same  apparatus  having 
the  double  casing  may  be  placed  on  a  furnace  with  a  naked 
fire  so  as  to  form  a  warm  bath  at  high  temperature  ;  it  is 
furnished  with  a  man-hole  and  safety-valve  not  represented 
in  the  drawings.  In  Fig.  3,  the  water  in  the  boiler  a  is 
heated  by  a  worm  s  having  one  branch  leading  from  any 
generator  whatever  returning  to  the  same  generator  by  the 
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other  branch.  In  Pig.  4,  the  water  in  boiler  a  is  heated  by 
a  horizontal  worm  /  having  one  branch  coming  from  any 
suitable  generator  and  returning  to  the  same  generator  by 
the  other  branch. 

In  conclusion,  we  would  remark  that  we  are  aware  that : 
First,  the  decomposition  of  fatty  bodies  by  water,  under 
the  influence  of  heat  and  of  pressure,  is  a  well  known  sci- 
entific fact  "  Water  is  substited  for  the  organic  basis.  It 
forms  a  perfect  and  defined  combination  with  the  fatty 
acids,  while  the  glycerine  is  dissolved  in  the  excess  of  wa- 
ter." Second,  that  as  this  chemical  action  takes  place  un- 
der the  influence  of  a  weak  affinity,  it  is  necessary,  in  ad- 
dition to  the  above  named  physical  and  chemical  condi- 
tions, to  insure  perfect  molecular  agitation  of  the  whole 
mass  ;  and  that  we  wish  it  to  be  understood  that  what  we 
wish  to  claim  and  establish  as  of  our  invention,  consists  of  an 
apparatus  wherein  the  water  and  the  fatty  matters  are  heated 
separately  in  two  different  boilers.  The  first  boiler  is  heated 
by  the  source  of  heat,  while  the  second  is  heated  by  the 
first  boiler. 

In  these  boilers  the  agitation  necessary  for  the  chemical 
action  and  combination  is  produced  by  the  pressure  of  the 
heated  water  in  the  first  boiler.  This  water  circulates  con- 
tinuously  from  this  first  boiler  to  the  second  boiler,  and 
from  the  second  boiler  to  the  first,  in  a  continuous  and  self- 
acting  or  automatic  manner  without  interruption.  The 
characteristics  of  our  apparatus  are,  that  it  produces  agi- 
tation by  circulation  alone,  a  continuous  and  automatic 
circulation  produced  by  the  pressure  of  the  water. 

Lastly,  our  apparatus  effects  its  chemical  action  in  a  con- 
tinuous manner,  without  the  aid  of  any  manual  or  other  as- 
sistance. 

Claims.  Having  described  the  nature  of  our  invention 
and  the  manner  in  which  the  same  is  to  be  performed,  we 
do  not  claim  the  application  of  superheated  water  for  de- 
composing fatty  bodies,  nor  the  form  of  the  apparatus 
above  described,  which  may  vary  somewhat,  according  to 
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renditions  and  circumstances ;  but  what  we  claim  as  our 
invention  is,  producing  a  continuous  automatic  circulation 
of  highly  heated  water,  in  a  very  finely  divided  state, 
through  the  bodies  ''under  treatment,  by  means  of  an  ap- 
paratus constructed  and  employed  substantially  as  herein 
shown  and  described." 

ROBERT  A.  WRIGHT, 
Witnesses :  L.  J.  POUCHfi. 

Gakdessal, 

J.  MiLLIAN. 

The  case  is  further  stated  by  the  court. 

Messrs.  Charles  .Af  Keller ^  William  M.  EvarU  and  8. 
D.  Law^  for  appeUant : 

I.  What  is  the  true  legal  construction  of  the  patent  at 
issue  ? 

On  this  question  the  court  below  erred  in  assuming  the 
following  as  facts  proved : 

First.  That  Tilghman,  the  patentee,  is  the  original  and 
first  discoverer  of  the  chemical  fact  that  water  at  a  high 
temperature  will  decompose  fatty  and  oily  bodies,  and  pro- 
duce therefrom  fatty  acids  and  solution  of  glycerine. 

Second.  That  the  description  of  the  working  of  the  pro- 
cess in  the  patent  at  issue  does  not  require  the  vessel,  in 
which  the  process  is  to  be  worked,  to  be  full  and  maintained 
entirely  full  of  the  emulsion  or  mixture  of  fat  and  water, 
so  that  steam  shall  not  be  formed  in  said  vessel  during  the 
working  of  the  process. 

Third.  That  the  description  in  the  patent  at  issue  is  not 
limited  to  the  working  of  the  process  at  the  range  of  tem- 
perature specified  in  the  patent. 

Fourth.  That  the  description  in  the  patent  at  issue  does 
not  require  that  the  fat  and  water  shall  be  maintained  in  a 
state  of  admixture,  but  includes  the  circulation  of  the 
water  through  the  fat  under  treatment. 

Fifth.  That  fats  and  oils  can  be  attraced  awav  and  sue- 
cessfully  decomposed,  and  fatty  acids  and  glycerine  pro- 
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dnced  therefrom,  by  the  means  described  in  the  patent  at 
issue. 

It  will  be  contended  on  the  part  of  the  appellant  that  the 
evidence  does  not  justify  such  findings,  but  the  reverse. 

The  process  described  in  the  patent  at  issue  by  the  terms 
of  the  specification  is  limited  to  four  conditions. 

(a)  The  use  of  water  in  a  liquid  state  and  no  other. 

(6)  The  mixture  of  fat  and  water  for  effecting  the  decom- 
position to  be  subjected  to  a  temperature  ranging  from  510 
to  610  degrees  F.,  according  to  the  quality  of  the  fat,  such 
being  the  temperature  by  which  heat  alone  will  decompose 
fat. 

(c)  The  process  to  be  worked  in  a  vessel  of  great  strength, 
to  be  entirely  filled  with  the  emulsion  or  mixture  of  fat 
and  water,  so  that  steam  shall  not  be  formed. 

(d)  The  water  and  fat  to  be  thoroughly  mixed  before,  and 
maintained  in  such  state  of  admixture  during  the  working 
of  the  process. 

As  matter  of  law  we  submit,  that  letters  patent  are  to  be 
construed  according  to  the  true  import  of  the  terms  used, 
aided  by  the  state  of  the  art  known  before  and  at  the  time 
of  the  grant,  but  that  the  terms  cannot  be  enlarged  by  de- 
velopments in  science  and  art  subsequent  to  the  grant  of 
the  patent. 

A  patentee,  in  drafting  his  specification,  may  be  pre- 
sumed to  be  influenced  by  the  state  of  the  art  then  known ; 
but  it  cannot  be  presumed  that  he  was  influenced  by  what 
was  not  then  known. 

The  following  facts  are  proved  in  the  record  to  have  been 
known  in  the  arts  prior  to  1864  : 

1.  That  heat  alone  will  decompose  fats  and  oils  at  the 
range  of  temperature  specifled  in  the  patent  at  issue,  but 
that  heat  alone  will  not  resolve  their  elements  into  fatty 
acids  and  glycerine. 

2.  The  liquids  can  be  heated  to  temperatures  even  beyond 
the  highest  named  in  the  patent,  in  a  vessel  entirely  full, 
so  that  steam  shall  not  be  produced  ;  such  vessel  being  pro- 
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vided  with  a  hftavy  weighted  piston,  which  yields  to  the 
dilation  or  expansion  of  the  liquid  by  the  heat  applied. 

3.  That  fats  have  been  successfully  decomposed  by  steam, 
and  fatty  acids  produced;  the  successful  production  of 
glycerine  at  the  same  time  being  affirmed  by  some  of  the 
experts,  sustained  by  actual  trial,  and  denied  by  others, 
whose  experiments  were  improperiy  made. 

4.  That,  in  a  patent  of  long  prior  date,  describing  the  old 
saponifying  process,  it  was  stated  that,  by  boiling  the  solu- 
tion of  fat,  lime  and  water,  at  a  higher  temper  ture  than  212 
degrees  F.,  under  a  pressure  of  several  atmospheres  (bnt 
at  lower  temperatures  than  the  range  specified  in  the  pat- 
ent at  issue),  the  proportion  of  lime  could  be  materially 
reduced,  thereby  establishing  the  fact  that  a  portion  of  the 
fatty  acids  obtained  were  acidified  by  the  water  present, 
and  only  a  part  of  the  lime. 

In  view  of  these  known  facts,  it  is  a  fair  presumption 
that  the  patentee,  Tilghman,  drafted  his  specification  with 
the  knowledge  of  the  facts  above  stated,  and  intentionally 
put  in  the  above  limitations  in  the  descriptipn  of  his  process. 

II.  The  patent  at  issue  is  void  for  the  want  of  a  descrip- 
tion of  means  by  which  the  process  can  be  worked  practi- 
cally for  the  production  of  fatty  acids  and  solution  of  gly- 
cerine. 

This  is  not  a  question  of  comparative  usefulness  between 
the  thing  patented  and  other  things  previously  known,  as 
the  law  does  not  measure  the  degree  of  usefulness  if  the 
invention  relates  to  a  useful  purpose,  but  it  is  a  question 
of  contract  with  which  the  Government  secures  to  the  pat- 
entee the  exclusive  right  for  a  term  of  years,  on  condition 
that  the  patentee  shall  describe  some  practical  mode  of 
making  and  working  his  invention.  And  unless  the  pat- 
entee fulfils  that  condition  of  the  contract,  the  Govern- 
ment cannot  protect  the  exclusive  right. 

By  the  means  described  in  the  patent,  the  process  never 
has  been  and  never  can  be  practically  worked. 
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The  patentee  patented  this  alleged  invention  in  England, 
Prance  and  Belgium,  as  well  as  in  the  United  States. 

The  evidence  is  conclusive  to  establish  the  following  facts : 

(a)  That  the  process  described  in  the  patent  has  never 
been  reduced  to  practice  in  the  United  States  by  the  mode 
of  operation  or  the  means  descril^ed  or  suggested  in  the 
patent. 

(6)  That  the  process  was  never  reduced  to  pra<5tice  in 
England  in  the  business  of  manufacturing  fatty  acids  and 
solutions  of  glycerine. 

(c)  That  no  evidence  has  been  produced  to  prove  that  the 
process  was  ever  used  in  Belgium. 

{d)  That  the  patentee,  after  selling  his  French  patent, 
tried  to  make  the  process  work,  but  failed. 

{e)  That  the  tests  made  by  the  chemical  experts,  on  the 
part  of  the  patentee,  were  not  made  in  accordance  with 
the  mode  of  operation  described  in  the  patent. 

in.  The  patent  is  void  for  the  want  of  novelty,  unless 
the  claim  be  limited  to  the  process  as  presented  under  th^ 
first  point. 

The  patentee,  Tilghman,  was  not  the  first  to  discover  the 
chemical  fact  that  water,  at  a  high  temperature  and  pres- 
sure, would  decompose  fatty  and  oily  bodies  of  vegetable 
and  animal  origin,  and  produce  therefrom  fatty  acids  and 
solution  of  glycerine. 

The  court  below  found,  as  a  fact  proven,  what  is  not  sus- 
tained by  the  evidence :  that  Tilghman,  the  patentee,  was 
the  first  to  discover  the  chemical  fact  that  fats  and  oils 
could  be  decomposed  and  fatty  acids  and  solution  of  gly- 
cerine produced  by  highly  heated  water. 

The  dissenting  opinion  of  the  learned  and  distinguished 
judge  in  Leroy  v.  Tatham,  14  How.  156  [5  Am.  &  Eng.  313], 
cannot  fail  to  indicate  how  his  mind  would  be  influenced,  in 
the  legal  construction  of  the  patent  at  issue,  by  the  belief 
that  the  patentee  was  the  first  and  true  discoverer  of  that 
chemical  fact. 

On  the  assumption,  however,  that  the  patentee  was  the 
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first  to  discover  that  chemical  fact,  he  could  not  patent  it. 
All  that  he  could  patent  was  the  invention  of  some  process 
for  effecting  the  decomposition  by  water.  O'Reilly  v. 
Morse,  15  How.  62  [5  Am.  &  Eng.  483]. 

But  the  patentee  was  not  the  first  to  make  that  discovery. 

The  only  person  who  could  positively  know  the  fact  was 
the  patentee. 

That  he  was  not  the  discoverer  may  be  inferred  from  the 
fact  that  it  is  not  asserted  in  the  patent.  All  that  appears 
in  the  patent  is  that  the  patentee  claims  to  have  invented 
"A  new  and  improved  mode  of  treating  fatty  and  oily 
bodies,"  and  that  his  invention  *' Consists  of  a  process  of 
producing  free  fat  acids  and  solution  of  glycerine  from 
fatty  and  oily  bodies  of  animal  and  vegetable  origin,"  and 
that  he  claims  '*The  manufacturing  of  fat. acids  and  gly- 
terine  from  fatty  bodies  by  the  action  of  water  (not  broadly, 
but),  at  a  high  temperature  and  pressure,"  having,  in  the 
description,  asserted  that  the  change  from  fats  to  fatty  acids 
and  glycerine  takes  place  at  a  temperature  varying  from  610 
to  610  degrees  F.,  according  to  the  quality  of  the  fats.  He 
was  examined  as  a  witness  in  this  case,  and  could  have  been 
but  was  not  questioned  as  to  being  the  discoverer  of  that 
chemical  fact.  He  was  then  and  is  now  a  chemist  by  pro- 
fession, and  the  omission  of  soimportanta  fact  in  the  speci- 
fication cannot  be  attributed  to  ignorance. 

Long  prior  to  the  alleged  invention  in  the  pa  tent  at  issue, 
the  chemical  fact  of  the  decomposition  of  fatty  and  oily 
bodies  and  the  production  therefrom  of  fatty  acids  and 
glycerine  by  heat  and  the  elements  of  water,  was  known 
to  the  literature  of  chemistry. 

The  change  of  fats  into  fatty  acids  by  water  and  heat 
was  announced  to  the  scientific  world  as  early  as  1823,  by 
the  celebrated  chemist  Professor  Faraday,  in  a  pai)er  pub- 
lished in  the  London  Journal  of  Science. 

lY.  Does  the  process  used  by  appellant  infringe  the  pat- 
ent at  issue  f 
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It  will  be  contended,  on  the  part  of  the  appellant,  that 
it  does  not. 

The  process  practiced  by  appellant  is  under  letters  patent 
granted  Wright  and  Pouch6,  dated  January  25,  1859,  the 
sanie  process  having  been  patented  by  them  in  France  in 
1857. 

If  the  claim  of  the  patent  at  issue  should  be  construed 
as  presented  under  point  one,  of  this  brief,  it  is  respect- 
fully submitted  that  appellant  cannot  be  held  to  have  in- 
fringed, because: 

First.  He  has  never  employed  substantially  the  range  of 
temperature  required  in  the  patent  at  issue,  viz:  from  510 
to  610  degrees  P.,  the  tempemture  which  will  alone  decom- 
pose fats;  but  instead,  the  temperature  used  by  him  has 
been  limited  to  874  degrees  F.,  far  below  the  temperature 
required  to  decompose  fats  alone. 

Second.  Instead  of  the  dangerous  pressure  resulting  from 
the  temperature  required  in  the  patent  at  issue,  nearly  2,- 
000  pounds  to  the  square  inch,  he  has  not  used  a  pressure 
greater  than  180  i)ounds  to  the  square  inch. 

Third.  He  has  never  worked  his  process  in  a  vessel  en- 
tirely full  of  fat  and  water,  to  prevent  the  water  from  evap- 
orating, as  required  in  the  patent  at  issue,  but,  on  the  con- 
trary, has  always  left  abundant  space  for  the  generation  of 
steam,  and  his  process  has  always  been  worked  with  steam 
and  water. 

Fourth.  He  has  never  mixed  the  fat  and  water  before 
charging  it  into  the  apparatus,  and  never  permitted  them 
to  be  in  a  state  of  admixture  during  the  working  of  the 
process,  as  required  in  the  patent  at  issue  ;  but  instead,  the 
fat  has  been  separately  charged  in  one  vessel  and  the  water 
in  a  separate  boiler,  the  two  being  so  connected  by  pipes 
that  the  steam  generated  in  the  boiler  passed  into  the  ves- 
sel containing  the  fat,  and  above  the  charge ;  the  steam 
and  water  of  condensation  filtered  through  the  charge  of 
fat  and  down  into  the  boiler,  carrying  away  with  it  what 
glycerine  may  have  been  formed. 
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The  two  processes  are  substantially  diflFerent,  and  effect 
the  decomposition  of  fats  bj^  modes  of  operation  which  are 
substantially  different.  It  is  by  reason  of  this  substantially 
different  mode  of  oi)eration  that  appellant  has  been  enabled 
to  successfully  decompose  fats,  and  produce  therefrom  free 
fat  acids  and  glycerine  of  superior  qualities,  while  the  mode 
of  operation  described  in  the  patent  never  has  been,  and 
never  can  be,  worked  practically. 

Appellee  never  succeeded  in  practically  decomposing  fats 
and  obtaining  free  fat  acids  and  glycerine,  until  after 
Wright  and  Pouche  invented  that  mode  of  operation  of 
causing  the  water  to  circulate  through  the  fat  and  after 
that,  in  1860,  appellee,  by  an  imperfect  application  of  this 
mode  of  operation,  obtained  a  partial  success;  but  he  never 
•entirely  succeeded  until  1863,  when  he  adopted  the  entire 
mode  of  operation  of  Wright  and  Pouchfi,  by  applying 
water  and  steam  to  the  upper  part  of  the  charge  and  using 
n  pump  to  draw  the  water  from  the  bottom  and  discharge 
il  on  the  top,  so  as  to  cause  a  constant  circulation  through 
the  fat  from  the  top  to  the  bottom,  using  a  mechanical 
pump  instead  of  heat  to  effect  the  circulation. 

31r.  Oeorge  Harding^  for  appellee : 

I.  Appellee's  patent  is  for  a  process  and  is  patentable, 
and  not  for  a  mere  philosophical  principle,  unapplied  to 
practical  use. 

O'Reilly  v.  Morse,  15  How.  62  [5  Am.  &  Eng.  483]; 
Househill  Co.  v.  Neilson,  Web.  Pat.  Cas.  683 ;  Corning  D. 
Burden,  15  How.  267  [6  Am.  &  Eng.  69]. 

II.  The  mention  of  the  use  of  a  convenient  vessel  in  ap- 
pellee's patent  is  sufficient,  without  further  description  or 
reference  to  known  existing  apparatus. 

Househill  Oo.  v,  Neilson,  1  Web.  Pat.  Cas.  687 ;  Emer- 
son V,  Hogg,  2  Blatchf.  9 ;  Brooks  v.  Jenkins,  3  McLean, 
447 ;  Kneass  v,  Schuylkill  Bank,  4  Wash.  13. 

III.  Appellant  infringes  by  the  use  of  highly  heated 
water  under  pressure,  to  decompose  fat  in  to  fatty  acids  and 
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glycerine.  Appellee's  patent  is  not  limited  to  specific 
degrees  of  temperature. 

Mowry  v.  Whitney,  14  Wall.  639  [  p.  1  ante] ;  Goodyear 
V.  Wait,  3  Pish.  248;  Am.  Wood  Paper  Co.  u.  Glens  Falls 
Co.,  4  Pish.  328. 

TV.  The  mere  suggestions  of  actual  and  possible  modes 
of  operation  in  prior  books  or  patents,  is  not  sufficient  to 
invalidate  a  patent  for  a  process  reduced  to  practice  and 
adequately  described. 

Curt.  Pat.  sec.  378 ;  Betts  v.  Menzies,  7  Law  T.  (N.  S.) 
110 ;  Househill  Co.  r.  Neilson,  1  Web.  Pat.  Cas.  690. 

V.  Appellee's  patent  is  not  void  for  want  of  practical 
utility,  or  because  lower  temperatures  are  generally  used 
than  those  pointed  out  in  appellee's  patent,  or  because 
there  may  be  inconvenience  in  working  his  process  at  the 
maximum  temperature  mentioned  by  him. 

Mowry  v.  Whitney  {supra);  Tilghman  v.  Mitchell,  per 
Nelson,  J.,  Record  87,  p.  98;  Tilghman  r.  Mitohell,  per 
Blatchford,  J.  9  Blatchf .  28. 

Mr.  Justice  Clifford  delivered  the  opinion  of  the  court: 
Exclusive  jurisdiction,  in  all  actions  at  law  and  suits  in 
equity  arising  under  any  Act  of  Congress  granting  or  con* 
firming  to  inventors  the  right  to  their  inventions  or  dis- 
coveries, is  conferred  upon  the  circuit  court,  subject  to  the 
condition  that  the  final  judgment  or  decree  in  such  a  con- 
troversy jnay  be  removed  here  for  re-examination. 

On  the  3d  of  October,  1854,  letters  patent  were  granted 
to  the  complainant  for  a  new  and  useful  improvement  in 
processes  for  purifying  fatty  and  oily  substances  of  animal 
and  vegetable  origin  and  which  contain  glycerine  (glyceryl) 
as  their  base.  His  invention,  as  the  patentee  slates,  con- 
sists of  a  new  and  improved  mode  of  treating  such  sub- 
stances in  order  to  produce  fat  acids  and  solution  of 
glycerine,  which,  as  he  says,  was  not  known  or  used  before 
his  application,  and  the  recital  of  the  patent  is,  that  it 

X»  Wall.  878. 
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shall  take  effect  from  the  9r,h  day  of  January  preceding  tlie 
date  of  the  instrument.  By  virtue  of  the  said  letters 
patent,  as  the  complainant  alleges  in  his  bill  of  complaint, 
he  acquired  the  exclusive  right  to  make  and  use  the  de- 
scribed improvement,  and  to  vend  the  same  to  others  to  be 
used ;  and  he  also  alleges  that  the  respondent,  prior  to  the 
time  when  the  bill  of  complaint  was  filed,  without  his 
license  and  in  violation  of  his  rights,  engaged  in  making 
and  using  his  patented  process,  and  that  he,  the  respon- 
dent, intends  to  continue  to  make  and  use  the  same,  as  set 
forth  in  the  bill  of  complaint.  Service  was  made  and  the 
respondent  appeared  and  filed  an  answer  setting  up  several 
defenses,  as  follows : 

1.  That  the  complainant,  on  the  9th  of  January,  1864, 
was  not  the  original  and  first  inventor  of  the  improvement 
described  in  the  said  letters  patent. 

2.  Thai,  the  result  described  in  the  si)ecification  and 
claims  of  the  patent  cannot  be  accomplished,  so  as  to  be 
practically  useful,  by  the  method  and  apparatus  described 
in  the  specification. 

8.  That  the  respondent  never  practiced  or  used  the  pat- 
ented process  of  the  complainant  as  charged  in  the  bill  of 
complaint,  or  in  any  other  manner.  He  admits  that  he 
is  engaged  in  manufacturing  candles,  and  that  in  manu- 
facturing such  articles  he  uses  water  and  steam  at  high 
temperature,  and  that  he  also  uses  such  pressure  as  arises 
from  the  expansive  force  of  hot  water  or  steam  in  a  close 
vessel,  but  he  denies  that  he  uses  any  such  method,  process 
or  apparatus  as  those  described  in  the  letters  patent  of  the 
complainant. 

4.  That  the  patented  processes  described  in  the  specifica- 
tion were  well  known  to  chemists  and  men  of  science  and 
to  manufacturers  long  before  the  alleged  invention  of  the 
complainant,  and  were  also  used  and  practiced  by  them 
and  were  described  in  printed  publications  before  the  com- 
plainant filed  his  application  for  a  patent. 

19  WalL  878-879. 
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6.  That  the  use  of  a  close  vessel  of  sufficient  strength  to 
resist  the  pressure  of  water  when  heated  or  any  pressure 
needed  when  using  water  to  decompose  other  substances, 
was  known  to  and  practiced  by  men  of  science  and  manu- 
facturers in  this  country  and  elsewhere  long  before  the 
alleged  invention  j  that  highly  heated  water,  when  used  as 
described,  is  an  elementary  principle  open  and  free  to  all, 
and  that  such  a  principle  is  not  one  that  is  subject  to  a 
patent;  that  a  prior  knowledge  of  the  alleged  invention 
was  possessed  by  many  other  persons,  and  that  the  same  was 
described  in  many  printed  publications,  as  fully  set  forth 
in  the  answer. 

Issues  of  the  kind  cannot  be  intelligently  determined 
without  a  clear  understanding  of  the  nature  and  scope  of 
the  invention  secured  by  the  letters  patent,  as  it  is  the 
patented  invention  which  it  is  alleged  the  respondent  has 
infringed;  and  in  order  to  such  an  understanding  it  be- 
comes necessary,  as  a  preliminary  step  in  the  investigation, 
to  construe  and  define  the  claims  of  the  patent,  as  the  most 
efficient  means  of  ascertaining  the  precise  nature  and  ex- 
tent of  the  inquiry  involved  in  (he  respective  issue  pre- 
sented in  the  pleadings. 

What  the  patentee  claims  as  his  invention,  is  the  process 
of  manufacturing  fat  acids  and  glycerine  from  fatty  or  oily 
substances  by  the  action  of  water  at  a  high  temperature 
and  pressure,  which,  beyond  doubt,  is  the  true  object  of 
the  invention  described  in  the  specification,  as  plainly  ap- 
-pesLTS  from  the  description  of  the  means  employed  by  the 
patentee  to  decompose  the  described  substances  and  to 
produce  the  described  result.  His  invention,  as  the  paten- 
tee states,  consists  of  a  process  to  produce  fat  acids  and 
glycerine  from  the  described  fatty  and  oily  substances  by 
subjecting  the  substances  to  the  action  of  water  at  a  tem- 
perature and  pressure,  so  high  as  to  decompose  those  sub- 
stances and  cause  the  elements  of  the  same  to  combine  with 
water,  and  by  such  means  to  produce  fat  acids  and  solution 

19  WaU.  370-88a» 
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of  glycerine,  which  is  the  described  result.  Specific  de- 
scription is  also  given  as  to  the  relative  quantity  of  water 
to  be  used,  and  of  the  character  of  the  vessel  to  be  em- 
ployed, as  means  to  create  the  high  temperature  and 
pressure  and  to  decompose  the  original  substances,  and 
cause  the  elements  of  the  same  to  combine  with  the  water 
to  produce  the  result  described  in  the  patent.  Such  sub- 
stances, the  specification  states,  must  be  mixed  with  a 
quantity  of  water,  equal  in  bulk  to  one- third  or  one-half  of 
the  fatty  or  oily  substance  to  be  subjected  to  the  patented 
process,  and  that  the  mixture  of  the  substance  and  the 
water  must  be  placed  in  some  convenient  vessel  in  which  it 
can  be  heated  to  the  melting  point  of  lead  and  be  kept  at 
that  temperature  until  the  operation  is  complete.  Un- 
doubtedly the  mixture  may  be  placed  in  any  convenient 
vessel  of  sufficient  strength  to  resist  the  internal  pressure 
when  the  solution  is  heated  to  the  point  described  in  the 
specification,  but  it  is  equally  clear  that  any  vessel  not 
strong  enough  to  resist  such  a  pressure  would  not  be  a 
convenient  one  for  such  a  purpose,  nor  is  any  one  of  less 
strength  within  the  contemplation  of  the  patentee,  as  he 
states,  with  emphasis,  that  the  vessel  must  be  closed  and 
of  great  strength,  so  that  the  requisite  amount  of  pressure 
may  be  applied  to  prevent  the  conversion  of  the  water  into 
steam,  and  he  might  have  added,  to  prevent  the  vessel  from 
bursting.  High  temperature,  in  the  view  of  the  patentee, 
is  indespensable  and,  inasmuch  as  the  vessel  must  be  closed, 
it  follows  that  the  vessel  must  be  one  of  great  strength,  as 
the  high  temperature  will  necessarily  produce  very  great 
internal  pressure.  Hence  the  requirement  is  that  the  ves- 
sel must  be  one  of  great  strength,  and  the  patentee  sug- 
gests, as  the  best  mode  of  carrying  his  invention  into  effect, 
that  the  mixture,  prepared  as  described,  be  passed  through 
a  tube  or  continuous  channel,  heated  to  the  before-men- 
tioned temperature,  that  is,  to  the  melting  point  of  lead. 
Figures  of  the  several  parts  of  the  described  apparatus 
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for  performing  the  operation  are  given  in  the  drawings  and 
the  inventor  proceeds  to  state,  that  in  applying  his  process 
and  carrying  it  into  effect  he  places  the  fat  or  oil  to  be  sub- 
jected to  the  process  in  the  receiving  vessel  shown  in  tlie 
drawings  with  from  one- third  to  one-half  its  bulk  of  warm 
water,  and  to  effect  the  described  result  he  employs  a  piston 
with  a  perforated  disk,  arranged  to  work  up  and  down,  in 
the  receiving  vessel,  which,  being  kept  in  rapid  motion, 
will  cause  the  fat  or  oil  and  the  water  to  form  an  emulsion 
or  intimate  mechanical  mixture,  which  is  the  mixture  to  be 
subjected  to  the  high  temperature  and  pressure.  But  the 
heat  is  to  be  applied  in  another  vessel,  as  shown  in  the 
drawings,  and  for  the  purpose  of  removing  the  mixture  to 
such  other  vessel  the  inventor  employs  a  force-pump,  like 
those  in  use  for  hydraulic  presses,  by  means  of  which  he 
drives  the  mixture  into  and  through  a  long  coil  of  very 
strong  iron  tube,  which,  being  placed  in  a  furnace,  is  con- 
tinued there  until  the  mixture  is  heated  to  the  temi)erature 
of  melting  lead.  Attached  to  the  opposite  end  of  the  coil 
is  a  refrigerator  or  cooling  apparatus,  but  the  inventor 
states  that  he  prefers  that  the  high  temperature  of  the 
mixture  should  be  maintained  for  ten  minutes  before  the 
product  passes  through  that  part  of  the  coil  immersed  in 
water,  by  which  it  is  cooled  down  from  its  high  tempera- 
ture to  210"^  Pah.,  after  which  it  escapes  through  the  exit 
valve  to  the  vessel  prepared  to  receive  the  prodtict  of  the 
patented  process.  High  heat  applied  in  the  manner  and 
by  the  means  described  is,  unquestionably,  the  agent  em- 
ployed by  the  patentee  to  decompose  the  fatty  and  oily 
substances  to  be  subjected  to  the  patented  process,  and  it 
is  equally  certain  that  he  contemplates  that  the  tempera- 
ture shall  be  so  high  that  the  fatty  and  oily  substances,  as 
mixed  with  the  water,  in  the  manner  before  explained,  will 
be  decomposed  and  converted  into  fat  acids  and  solution  of 
glycerine  in  a  brief  space  of  time,  not  exceeding  ten  min- 
utes, as  he  gives  no  intimation  that  it  will  ever  be  necessary 
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to  continue  the  mixture  in  the  heated  coil  beyond  that 
length  of  time. 

Rapid  manipulation  and  high  heat  are,  therefore,  the 
leading  characteristics  of  the  described  process,  as  the  great 
pressure  mentioned  is  only  the  consequence  of  the  high 
heat,  but  as  the  high  heat  is  indispensable  to  produce  the 
described  result,  and  as  the  vessel  containing  the  mixture 
to  be  heated  must  be  closed,  it  is  quite  obvious  that  the 
vessel  must  be  one  of  very  great  strength,  else  it  would 
prove  to  be  a  very  incoiivenienr  one.  as  it  would  be  likely 
to  burst.  Support  to  that  conclusion  is  found  in  the  de- 
scription which  the  inventor  gives,  of  the  character  of  the 
tubes  which  he  employs  as  the  vessel  for  heating  the  mix- 
ture. He  employs  coils  of  tube  for  the  purpose,  arranged 
in  such  a  manner  that  a  considerable  length  of  the  same 
will  occupy  but  a  moderate  space,  the  coil's  being  kept 
about  a  quarter  of  an  inch  apart  from  each  other.  Tubes 
of  the  kind  are  made  of  iron,  and  the  inventor  states  that 
they  are  one  inch  in  the  external  diameter  with  a  half  inch 
bore,  incased  with  solid  cast  iron,  which  also  covers  the 
outer  coils  or  rows  of  tubes  to  the  thickness  of  half  or  three- 
quarters  of  an  inch,  to  insure  uniformity  of  temperature  in 
the  different  parts  the  coil  and  to  give  strength  to  the  ap- 
paratus and  to  protect  it'from  injury  by  fire.  Much  addi- 
tional confirmation  to  the  conclusion  that  the  process  of 
the  patentee  contemplates  high  heat  and  rapid  manipula- 
tion is  also  found  in  the  other  parts  of  the  specification. 
Evidently  the  inventor  is  of  the  opinion  that  the  operator 
must  be  exposed  to  imminent  danger  unless  the  vessel  is 
one  of  very  great  strength,  as  he  states  that  he  deems  it 
l)rudent  to  test  the  strength  of  the  ajjparatus  by  a  pressure 
of  ten  thousand  pounds  to  the  square  inch  before  taking  it 
into  use.  Such  a  test  he  deems  prudent,  before  using  the 
vessel,  but  he  expresses  the  opinion  that  the  working 
pressure  necessary  in  using  the  degree  of  heat  required  will 
not  be  found  to  exceed  two  thousand  pounds  to  the  square 

10  Wall.  382-883. 


Dec,  1873.]         MITCHELL  v.  TILQHMAN.  203 

Opinion  of  the  court 

inch,  which  admission  of  itself  is  suflScient  to  maintain  the 
conclusion  that  high  heat  is  the  agent  which  the  inventor 
in  his  process  employs  to  decompose  the  substances  sub- 
jected to  the  patented  process.  Certain  substances,  such 
as  palm-oil,  the  inventor  represents,  may  be  decomposed* 
and  converted  into  fat  acid  and  glycerine  under  his  process 
when  the  temperature  is  at  or  below  the  melting  point  of 
bismuth,  but  he  states  that  the  heat  in  decomposing  such 
a  substance  may  be  raised  considerably  above  the  melting 
point  of  lead  without  any  apparent  injury,  and  he  addji 
that  the  decomposing  action  of  the  water  becomes  more 
powerful  as  the  heat  is  increased. 

Considered  as  a  whole,  these  several  considerations  show 
to  a  demonstration,  in  the  judgment  of  the  court,  that  th« 
invention  described  in  the  specification  and  embodied  and 
claimed  in  the  patent  is  the  use  of  great  heat  in  the  man- 
ner described  to  decompose  the  described  substances  when 
properly  prepared,  by  being  pulverized  or  broken  into 
small  particles  and  mixed  with  water,  and  cause  the  ele- 
ments of  the  decomposed  substances  to  unite  with  the  par- 
ticles of  the  heated  water  by  which  the  mixture  is  con- 
verted into  fat  acids  and  solution  of  glycerine.  Manifestly 
great  heat,  applied  in  the  method  described,  is  the  princi- 
pal agent,  but  water  is  an  essential  ingredient,  as  without 
it  the  product  of  decomposition  would  be  destroyed  in  the 
operation. 

Evidence  that  the  inventor  contemplates  that  the  change 
in  the  substance  shall  be  accomplished  in  a  brief  space  of 
time  abounds  in  the  specification.  Ten  minutes  is  the  max- 
imum time  suggested  that  the  high  temperature  should  be 
maintained  while  the  mixture  is  flowing  through  the  heated 
tubes  before  it  passes  into  the  refrigerator,  but  the  patentee 
also  states  that  it  is  important  for  the  quickness  and  per- 
fection of  the  decomposition  that  the  oil  and  water  should 
continue,  during  the  passage  of  the  emulsion  through  the 
heating  tubes,  in  the  same  state  of  intimate  mixture  as 
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they  were  when  the  mixtnre  was  driven  into  the  heated 
coil,  and  to  that  end  the  inventor  states  that  he  prefers  to 
place  the  series  of  heating  tubes  in  a  vertical  position,  so 
that  if  any  partial  separation  takes  place  while  the  liquid 
passes  up  one  tube,  the  change  may  be  corrected  as  the 
liquid  passes  down  the  next. 

Suitable  means  are  pointed  out  to  indicate  to  the  ox)era* 
tor  the  state  of  the  heat  in  the  tubes,  and  for  that  purpose 
the  inventor  suggests  the  making  of  certain  indicators  or 
gauges  showing  the  melting  point  of  certain  metals  and 
other  substances  of  different  and  known  degrees  of  fusi- 
bility, and  he  gives  the  series  which  he  has  used,  which 
consist  of  tin,  melting  at  440®  Fah.;  bismuth,  510°  Fah.; 
lead,  610°  or  612°  Fah.;  nitrate  of  potash,  660°  Fah.;  and 
he  describes  the  mode  in  which  such  gauges  may  be  con- 
structed. Palm  oil  will  be  decomposed  by  heat  at  610® 
Fah.,  and  the  inventor  mentions  that  as  the  lowest  gauge 
for  the  treatment  of  any  known  falty  or  oily  substance  to 
be  subjected  to  the  patented  process  under  consideration. 

Ordinary  fats,  such  as  beef  tallow,  or  the  tallow  of 
sheep,  require  the  hf^at  to  be  raised  to  612°  Fah.,  which  is 
the  melting  point  of  lead.  Mention  is  made  in  the  series 
set  forth  in  the  specification  of  the  melting  point  of  tin, 
which  is  440°  Fah.,  but  the  mention  of  that  chemical  fact 
was  doubtless  made  as  a  guide  to  the  operator  in  carrying 
up  the  heat  to  the  point  necessary  to  decompose  the  re- 
spective substances,  such  as  palm-oil  or  the  ordinary  tal- 
lows, all  of  which  require  the  heat  to  be  raised  to  a  point 
higher  than  the  melting  point  of  tin. 

No  diflFerent  conclusion  can  be  reached,  as  there  is  noth- 
ing in  the  record  which  gives  any  countenance  to  the  theory 
that  the  melting-point  of  tin,  460°  Fah.,  was  given  as  a 
gauge  of  hejit  which,  under  the  process  of  the  patentee, 
would  decompose  any  known  fatty  or  oily  substance  in 
such  a  manner  as  would  enable  the  operator  to  manufac- 
ture the  product  described  in  the  patent. 

1 0  Wall.  884. « 


Dec,  1873.]        MITCHELL  v.  TILGHMAN.  205 

Opinion  of  the  court 

Substanoes  are  mentioned  in  the  specification  which, 
under  the  described  process,  would  require  the  heat  to  be 
raised  to  the  melting  point  of  bismuth  and  to  the  melting 
point  of  lead,  but  the  specification  does  not  make  mention 
of  any  substance  of  the  kind  which  can  be  decomposed  as 
required  at  the  melting  point  of  tin,  nor  does  it  mention 
any  one  which  for  the  same  purpose  would  require  the 
heat  to  be  raised  to  the  melting  point  of  the  nitrate  of 
potash.  Probably  the  former  was  mentioned  for  the  guid- 
ance of  the  operator,  as  before  explained,  and  it  may  be 
that  the  latter  was  given  for  a  corresponding  purpose  as 
the  maximum  limit  for  the  operator  in  raising  the  heat  to 
decompose  such  fatty  and  oily  substances  as  the  ordinary 
beef  tallow  or  the  tallow  of  sheep,  which  require  the  heat 
to  be  raised  to  the  melting  point  of  lead  in  order  to  produce 
a  good  result  under  the  patented  process. 

Two  other  requirements  of  the  specification  support  the 
•theory  that  high  heat  is  the  principal  agent  of  the  pat- 
ented process,  and  that  the  vessel  to  be  used  for  heating 
the  mixture  must  be  kept  closed  during  the  process  of  de- 
composition, and  be  one  of  sufficient  strength  to  sustain, 
without  bursting,  an  internal  pressure  of  at  least  two 
thousand  pounds  to  the  square  inch.  One  is  that  the  exit 
valve  is  required  to  be  so  loaded  that  when  the  heating 
tubes  are  at  the  desired  working  temperature  the  valve  will 
not  be  opened  by  the  internal  pressure  produced  by  the 
application  of  the  heat  to  the  mixture,  so  that  when  the 
pump  is  not  in  motion  none  of  the  mixture  will  escape  at 
the  other  end  of  the  apparatus;  and  the  other  requirement 
is  that  ''No  steam  or  air  shall  be  allowed  to  accumulate  in 
the  tubes,  and  that  the  tubes  shall  be  kept  entirely  full  of 
the  mixture.'' 

Argument  to  show  that  the  vessel  used  for  heating  the 
mixture  must  be  kept  closed  is  unnecessary,  as  the  terms 
of  the  specification  expressly  require  it,  and  the  patentee 
to  that  end  directs  that  if  practicable  the  ends  of  the  tubes 
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should  be  welded,  and  if  not,  that  they  be  connected  by 
certain  described  joints  to  accomplish  the  same  purpose, 
evidently  regarding  a  compliance  with  the  requirement 
that  *"the  vessel  must  be  closed  ''  as  an  indispensable  con- 
dition. 

Half  or  one-third  of  the  mixture  to  be  subjected  to  the 
patented  process  is  water,  and  the  condition  set  forth  in 
the  specification  is  imperative  that  the  vessel  used  for  heat- 
ing the  mixture  must  be  closed,  that  the  requisite  amount 
of  pressure  may  be  applied  to  prevent  the  water  from 
being  converted  into  steam  ;  and  it  is  also  an  express  con- 
dition that  no  steam  or  air  should  be  allowed  to  accumulate 
in  the  tubes,  for  reasons  which  will  be  obvious  to  any  who 
will  carefully  examine  the  described  method  of  producing 
the  described  result. 

Means  of  a  mechanical  character  are  prescribed  in  the 
specification  for  intermingling  the  fat  and  the  water  into 
what  is  called  an  emulsion,  which  is  the  mixture  to  be  sub- 
jected to  the  patented  process  ;  but  the  diflFerence  between 
such  an  intermingling  of  one  substance  with  another,  which 
may  be  accomi)lished  by  a  stirrer  or  by  the  churning  pro- 
cess, and  the  actual  union  produced  by  chemical  affinity 
between  two  or  more  substances,  is  as  wide  as  one  thing 
well  can  be  from  another.  Such  an  intermingling  of  fat 
with  water  does  not  work  any  chemical  change  in  either 
substance,  as  it  creates  at  best  but  a  temporary  affinity. 
Consequently  the  water,  if  the  mixture  is  left  for  a  suffi- 
cient length  of  time  undisturbed  by  the  stirrer  or  piston, 
will  separate  from  the  particles  of  fat  and  settle  at  the 
bottom.  Widely  different  results  flow  from  chemical  affin- 
ity, as  such  an  affinity  will  produce  a  new  and  distinct  sub- 
stance, uniting,  it  may  be,  the  constituents  or  properties  in 
whole  or  in  part  of  substances  as  different  as  fat  and  water. 

Fats  consist  of  several  constituents  closely  united  in 
indefinite  proportions,  of  which  oleine,  margarine  and  stear- 
ine  are  the  only  ones  usually  recognized  and  defined  by 
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chemists ;  the  former  constituting  the  oily  and  the  two 
latter  the  solid  principle  of  the  united  substance.  1  Reg- 
nault,  Chem.,  sec.  1592. 

These  constituents  or  elements  are  held  together  by 
chemical  aflBnity,  the  consistency  of  the  united  substance 
depending  upon  the  respective  proportions  of  the  constitu- 
ent parts.  High  heat  will  overcome  the  aflBnity  by  which 
the  constituents  are  united  and  decompose  the  substance. 
Different  kinds  of  fat,  however,  require  different  degrees  of 
heat  to  eflFect  the  decomposition  of  the  united  substance, 
varying  in  intensity  from  610°  Fah.,  the  melting  point  of 
bismuth,  to  610°  or  612°  Fah.,  the  melting  point  of  lead, 
which  are  the  very  temperatures  mentioned  as  required  in 
the  specification  of  the  complainant's  ])atent.  But  it 
should  be  remarked  in  this  connection  that  the  decomposi- 
tion of  such  a  substance  by  heat  alone  will  not  produce  fat 
acids  or  solution  of  glycerine.  Turner,  Chem.,  by  John- 
ston (8th  ed.)  p.  456. 

Free  fat  acids  and  solution  of  glycerine  are  what  the  pat- 
entee promises  as  the  result  of  a  proper  application  of  the 
patented  process.  Those  acids,  it  is  conceded,  are  oleate, 
margarate,  and  stearate,  which,  it  is  claimed,  the  process 
will  produce,  together  with  the  solution  of  glycerine,  but 
it  is  clear  that  heat  alone  will  not  produce  either  of  those 
fat  acids  or  the  solution  of  glycerine,  as  the  three  acids  and 
the  glycerine  are  chemically  combined  in  the  original  sub- 
stance with  the  oxide  of  glyceryl  as  an  acidifying  base. 
Temperatures  such  as  described  will  decompose  the  fat, 
but  unless  some  chemical  agent,  such  as  water,  lime,  soda 
or  potash,  is  present  to  take  the  place  of  the  oxide  of 
glyceryl  to  acidify  the  oleine,  the  margarine  and  the  stear- 
ine,  or  to  oxidize  the  said  several  constituents  and  to  con- 
vert the  same  into  oxide  of  oleine,  margarine  and  stearine, 
neither  of  the  fat  acids  required,  to  wit :  oleate,  margarate, 
or  stearate,  can  be  obtained  from  the  decomposition  of  fats 
by  heat,  as  the  oxide  of  glyceryl,  which  was  their  base  in 
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the  original  substance,  is  separated  by  the  act  of  decompo- 
sition ;  nor  is  it  possible,  unless  water  or  its  equivalent  be 
present  when  decomposition  takes  place,  to  obtain  solution 
of  glycerine,  for  reasons  equally  conclusive  though  some- 
what dissimilar  in  the  chemical  sense,  as  the  presence  of 
water  or  its  equivalent  is  required  in  the  latter  case  to 
hydrate  the  glyceryl  and  convert  the  same  into  the  solution 
of  glycerine.  Without  the  presence  of  water  or  its  equiv- 
alent constituents,  neither  the  fat  acids  mentioned  nor  solu- 
tion of  glycerine  will  be  obtained  by  heat,  but  with  it  the 
three  fat  acids  mentioned  and  solution  of  glycerine  will  be 
produced  if  the  operator  complies  with  all  the  other  con- 
ditions prescribed  in  the  specification.  Silliman,  Chem. 
25th  ed.  p.  441. 

Viewed  in  the  light  of  these  suggestions,  as  the  question 
should  be,  it  is  quite  clear  that  the  two  conditions  last 
named^  to  wit :  that  the  heating  vessel  must  be  kept  entirely 
full  of  the  mixture  and  that  no  steam  or  air  must  be  al- 
lowed to  accumulate  in  the  vessel  emi)loyed  to  impart  the 
heat,  are  material  and  indispensable  conditions  of  the  pat- 
ented method  of  producing  fat  acids  and  solution  of  glyc- 
erine from  the  described  substances,  as  without  a  compli- 
ance with  those  requirements  there  might  not  and  probably 
would  not  be  present  when  decomposition  takes  place  any 
equivalent  of  a  base  to  take  the  place,  of  the  oxide  of 
glyceryl  and  to  unite  with  the  oleine,  margarine  and  stear- 
ine  to  convert  the  same  into  the  three  fat  acids  known  as 
oleate,  raargarate  and  stearate.  These  three  constituents 
in  the  fat,  to  wit:  oleine,  margarine  and  stearine,  are  com- 
bined with  the  oxide  of  glyceryl  *as  a  base,  and  when  de- 
composition is  effected  under  the  influence  of  heat,  some 
chemical  agent,  such  as  water  or  its  equivalent,  must  be 
present,  which  can  take  the  place  of  the  oxide  of  glyceryl 
to  change  the  three  constituents  of  fat  just  named  into  the 
oxides  of  oleine,  of  margarine  and  of  stearine.  3  Miller, 
Chem.  p.  370,  sec.  1141,  2  Ure,  Chem.  Die,  6th  ed.  379. 
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Some  chemical  agent  must  also  be  present  to  take  the 
place  of  the  constituent  which  was  combined  with  the 
glyceryl  to  produce  the  solution  of  glycerine,  as  represented 
in  the  specification  ;  and  it  does  not  appear  to  be  contro- 
verted that,  in  all  methods  heretofore  practiced,  water  or 
its  equivalent  has  always  been  present  for  such  purpose, 
and  it  is  manifest  that  the  requirement  that  water  or  its 
equivalent  shall  be  present  to  accomplish  that  purpose,  in 
the  specification,  is  an  indispensable  condition,  as  the  new 
substance  would  otherwise  be  destroyed  by  the  operation, 
which  requirement  cannot  be  fulfilled  unless  the  vessel  is 
kept  entirely  full  of  the  mixture,  as  otherwise  steam  and 
air  will  accumulate  and  fill  the  vacuum. 

Water  must  be  present  in  the  mixture  to  furnish  the  re- 
quisite constituent  to  unite  with  the  oleine,  margarine  and 
stearine  and  to  oxidize  the  same,  else  it  will  be  impossible 
to  obtain  the  described  fat  acids  ;  and  the  presence  of  water 
in  the  mixture  when  the  decomposition  takes  place  is  also 
equally  indispensable  to  furnish  the  requisite  constituent 
to  take  the  place  of  the  oxide  evolved  by  the  operation  from 
the  glyceryl  and  to  unite  with  the  other  constituents  of  the 
same  to  produce  solution  of  glycerine,  which  the  specifica- 
tion alleges  is  one  of  the  results  to  be  obtained  from  the 
decomposition  in  the  method  therein  described.  Unless 
water  or  its  equivalent  be  present  to  furnish  such  constitu- 
ent to  take  the  place  of  the  oxide  evolved  from  the  glyceryl, 
the  same  heat  that  separates  the  glyceryl  from  the  other 
constituents  of  the  fat  in  the  mixture  will  convert  the  same 
into  acroleine,  which  is  an  offensive  substance  destitute  of 
any  useful  quality ;  or,  in  other  words,  the  glyceryl  will 
be  converted  into  a  substance  which  is  neither  new  nor  use- 
ful, and  of  course  the  process  to  obtain  it  would  not  be  the 
proper  subject  of  a  patent.  2  Watts,  Chem.  Diet.  894; 
Attfield,  Chera.  394;  Silliman,  Chem.  25th  ed.,  p.  44,  sec. 
763. 

Nothing  provided  in  the  patent  or  suggested  by  the  pat- 
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entee  will  secure  the  presence  of  water  when  decomposition 
takes  place,  unless  the  vessel  be  closed  and  be  kept  en- 
tirely full  of  the  mixture,  as  otherwise  the  water  will  be 
converted  into  steam,  and  steam  and  air  will  accumulate 
in  the  heating  vessel.  No  means  are  described  or  suggested 
to  add  water  to  the  mixture  after  the  mixture  is  forced  into 
the  heating  vessel,  and  it  is  plain  that  nothing  of  the  kind 
can  be  successfully  accomplished  without  some  material 
change  in  the  apparatus. 

Beyond  all  doubt  the  conditions  mentioned  appertain  to 
the  described  method  patented  by  the  complainant  for  pro- 
ducing fat  acids  and  solution  of  glycerine  from  fatty  and 
oily  substances  of  animal  and  vegetable  origin,  which  con- 
tain glyceryl  as  their  base,  but  it  is  equally  clear  that  the 
patentee  does  not  claim  the  described  apparatus  as  any 
part  of  his  invention,  and  that  he  is  not  the  original  and 
first  inventor  or  discoverer  of  the  scientific  truth  that  such 
fats  as  beef  tallow  and  palnii  oil  may  be  decomposed  by 
heat  or  by  heat  and  water  combined,  nor  of  the  scientific 
iruth  that  fat  acids  of  commercial  value  may  be  obtained 
from  such  substances  as  tallow  and  palm  oil  by  means  of 
lieat  or  by  heat  and  water. 

Power  to  issue  letters  patent  is  conferred  upon  the  Com- 
missioner of  Patents,  and  inasmuch  ns  such  grants  are  exe- 
"Cuted  by  public  authority  and  in  pursuance  of  an  act  of 
Congress,  the  rule  is  that  the  patent,  when  introduaed-Jn 
evidence  by  the  complaining  party  in  a  suit  for  infringe- 
fnent,  SiSovds.B, prima  facie  presumption  that  the  patentee 
!is  the  original  and  first  inventor  of  what  is  therein  _de- 
rscribed  and  clStHlfert"  as  MS'lnvenfTon.' Application  for  a 
patent  is  required  to  be  made  to  the  Commissioner  ap- 
i)ointed  under  authority  of  law  and,  inasmuch  as  that  offi- 
cer is  empowered  to  decide  upon  the  merits  of  the  applica- 
tion, his  decision  in  granting  the  patent  is  presumed  to  be 
correct.  Agawam  Co.  v.  Jordan,  7  Wall.  597  [8  Am.  & 
\  Eng.  24]. 
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Sufficient  has  already  been  remarked  to  show  what  the 

.alleged  invf*ntion  is,  as  construed  and  defined  by  theconrt. 

Having  ascertained  that  matter,  the  next  inquiry  is,  whether 

the  complainant  is  the  original  and  first  inventor  of  the 

improvement. 

1.  Persons  seeking  redress  for  the  unlawful  use  of  pat- 
ented inventions  must  allege  and  prove  that  they  are  the 
original  and  first  inventors  of  the  same,  and  that  the  party 
defendant  is  guilty  of  the  alleged  infringement.  In  the 
first  place,  the  burden  to  establish  both  of  those  allegations 
is  upon  the  party  instituting  the  suit,  but  the  rule,  as  be- 
fore explained,  is  that  where  the  complainant  or  plaintiff 
introduces  the  patent  in  evidence,  if  it  is  in  due  form,  it 
affords  aprima/acie  presumption  of  its  correctness,  which 
in  the  absence  of  opposing  proof,  will  entitle  the  complain- 
ing party  to  relief.  Availing  himself  of  that  rule,  the  com- 
plainant introduced  his  patent  in  evidence,  which  is  suffi- 
cient to  show  that  he  is  the  original  and  first  inventor  of 
his  improvement,  as  construed  and  defined  by  the  court, 
unless  sufficient  evidence  to  overcome  that  presumption 
and  to  establish  the  contrary  allegation  of  the  answer  is 
exhibited  in  the  record.  Seymour  v.  Osborne,  11  Wall. 
638  [8  Am.  &  Eng.  290]. 

Whether  tested  by  the  language  of  the  claim  or  by  that 
of  the  patent,  or  by  the  language  embodied  in  the  two  in- 
troductory sentences  of  the  specification,  it  is  equally  clear 
that  the  patentee,  at  the  time  the  patent  was  granted,  did 
not  pretend  that  he  was  the  original  and  first  inventor  or 
discoverer  of  the  scientific  truth  that  high  heat  or  water 
heated  to  a  high  temperature  would  decompose  such  fatty 
and  oily  substances  as  those  mentioned  in  the  specification 
of  his  patent,  and  the  evidence  in  the  record  shows  that 
such  a  pretence,  if  it  had  been  made,  could  not  have  been 
supported  for  a  moment. 

Opposed  to  that  proposition  it  is  suggested  that  the  pat- 
entee claims  **  the  manufacturing  of  fat  acids  and  glycerine 
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from  fatty  substances  by  the  action  of  water  at  a  high  tem- 
perature and  pressure,"  which  must  be  admitted,  subject 
to  the  universal  qualification  that  the  legal  construction  of 
every  such  claim,  is  that  the  patentee  means  to  limit  the 
same  to  his  described  method  or  process ;  or,  if  it  be  a 
machine,  to  Ills  described  means  of  obtaining  or  of  accom- 
plishing the  described  result.  /)  Usually  the  claim  contains 
the  words  ''as  described  or  substantially  as  described,"  or 
words  of  like  import,  which  are  everywhere  understood  as 
referring  back  to  the  descriptive  parts  of  the  specification. 
Words  of  such  import,  if  not  expressed  in  the  claim,  must 
be  implied,  else  the  patent  in  many  cases  would  be  invalid 
as  covering  a  mere  function,  principle  or  result,  which  is 
obviously  forbidden  by  the  patent  law,  as  it  would  close 
the  door  to  all  subsequent  improvements.  Seymour  v. 
Osborne  [S7ipra] ;  Curt.  Pat.,  sec.  242. 

Doubtless,  an  invention  may  be  good  though  the  subject 
of  it  consists  in  the  discovery  of  some  principle  of  science 
or  property  of  matter,  never  before  known  or  used,  by 
which  some  new  and  useful  result  is  obtained,  and  such  an 
invention  or  discovery  may  be  the  subject  of  a  valid  patent 
without  including  in  the  claim  any  new  arrangement  of 
machinery  to  accomplish  the  object,  provided  the  inventor 
describes,  as  required  in  the  patent  law,  the  method,  pro- 
cess or  means  of  applying  the  invention  to  practical  use 
and  of  obtaining  the  described  new  and  useful  result. 
Househill  Co.  v.  Neilson,  1  Web.  Pat.  Cas.  683  ;  Curt.  Pat., 
4th  ed.,  279 ;  Foote  v.  Silsby,  2  Blatchf.  260. 

Limited,  as  explained  by  reference  back  to  the  descrip- 
tive i^arts  of  the  specification,  the  claim  may  well  be  re- 
garded as  in  due  form,  but  it  is  quite  clear  that  it  would 
be  invalid  if  it  is  not  so  limited,  as  it  has  always  been  held 
that  a  patent  embraces  nothing  more  than  the  improvement 
described  and  claimed  as  new,  and  that  any  one  who  after- 
wards discovers  a  method  of  accomplishing  the  same  ob- 
ject,  substantially  and  essentially  differing  from  the  one 
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described,  has  a  right  to  use  it  and  to  vend  it  to  others  to 
be  used.  O'Reilly  t).  Morse,  15  How.  119  [5  Am.  &  Eng, 
483] ;  Curt.  Pat.,  4th  ed.,  sec.  163.  I> 

Apply  that  rule  and  it  is  clear  that  the  invention  must 
be  limited  to  the  described  method  of  producing  free  fat 
acids  and  solution  of  glycerine  from  the  fatty  and  oily  sub- 
stances therein  mentioned,  as  the  patent  states  that  the 
patentee  alleges  that  he  has  invented  a  new  and  useful  im- 
provement in  processes  for  purifying  such  fatty  and  oily 
substances,  and  the  opening  sentence  of  the  specification 
describes  the  invention  as  a  new  and  improved  mode  of 
treating  fatty  and  oily  substances,  and  the  patentee,  in  de- 
scribing his  invention,  states  that  it  consists  of  a  process  for 
producing  free  fat  acids  and  solution  of  glycerine  from 
such  fatty  and  oily  substances  as  are  therein  particularly 
described,  and  there  is  not  a  word,  either  in  the  specifica- 
tion or  claim  of  the  patent,  to  warrant  the  conclusion  that 
the  patentee  or  the  Commissioner  of  Patents,  at  the  time 
the  patent  was  granted,  regarding  the  patentee  as  the  origi- 
nal and  first  inventor  or  discoverer  of  the  scientific  truth 
that  such  fatty  and  oily  substances  may  be  decomposed  by 
high  heat  or  water  heated  to  a  high  temperature. 

Unquestionably,  the  method  or  process  embodied  in  the 
patent  includes  high  heat  and  rapid  manipulation,  but  the 
patentee  is  not  the  original  and  first  inventor  of  the  scien- 
tific truth  that  heat  or  water  at  high  temperature  will  de- 
compose such  fatty  and  oily  substances  as  those  mentioned 
in  the  specification.  Diflferent  gauges  of  heat  to  be  em- 
ployed in  applying  his  process  are  certainly  given  in  the 
specification,  as  before  explained,  but  it  is  a  great  mistake 
to  suppose  that  the  gauge  for  decomposing  such  fats  as 
beef  tallow  or  the  tallow  of  sheep  admits  of  any  variation 
except  what  is  authorized  by  the  word  ''about,"  or  that 
the  gauge  given  for  decomposing  palm-oil  may  be  varied 
from  the  melting  point  of  bismuth,  except  so  far  as  the  au- 
thority to  diminish  the  temperature  may  be  inferred  from 
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the  words  *'at  or  below,"  which  words,  when  properly 
construed,  mean  substantially  the  same  thing  as  the  word 
^' about,"  when  the  latter  is  used  to  qualify  the  temt>era- 
ture  designated  as  the  melting  point  of  lead. 

Attempt  is  made  in  argument  to  show  that  the  respec- 
tive gauges  given  in  the  specification  to  specify  the  required 
degree  of  heat  are  subject  to  a  much  wider  variation,  and 
that  the  patentee  did  not  intend  to  require  that  the  mix- 
ture should  be  exposed  to  any  higher  temperature  than  that 
which  should  prove  to  be  requisite  to  accomplish  the  de- 
scribed result.  Suppose  that  could  be  admitted,  still  it  is 
not  probable  that  the  admission  would  much  vary  the  case 
if  the  apparatus  employed  should  not  be  changed,  and  all 
the  conditions  for  applying  the  process  should  remain  in 
full  force,  as  rapid  manipulation  is  an  express  condition  in 
applying  the  process  of  decomposition,  which,  it  is  believed, 
cannot  be  accomplished  in  the  time  allowed  unless  the  high 
temperature  is  maintained. 

Support  to  the  theory  that  the  gauges  given  admit  of  a 
wider  variation  than  is  here  supposed,  is  attempted'  to  be 
drawn  from  the  sentence  in  the  specification  which  imme- 
diately follows  the  statement  that  the  decomposition  of  the 
water  becomes  more  powerful  as  the  heat  is  increased. 
Patty  matters,  such  as  jmlm-oil,  says  the  patentee,  may  be 
changed  into  fat  acids  and  glycerine  at  or  below  the  melt- 
ing point  of  bismuth,  but  he  states  in  the  same  connection 
that  the  heat  in  such  a  case  has  been  carried  considerably 
above  tlie  melting  point  of  lead  without  any  apparent  in- 
jurj^ ;  and  he  adds  that  the  decomposing  action  of  water 
becomes  more  powerful  as  the  heat  is  increased.  Then  fol- 
lows the  sentence  which  is  invoked  as  supporting  the  theory 
that  the  gauges  of  heat  given  in  the  specification,  to  wit : 
the  melting  point  of  bismuth  and  the  melting  point  of  lead, 
are  subject  to  indefinite  variation. 

By  starting  the  apparatus  at  a  low  heat,  says  the  pat- 
entee, and  gradually  increasing  it,  the  temperature  giving 
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products  most  suitable  to  the  intended  application  of  the 
fatty  substance  employed,  can  easily  be  determined.  Evi- 
dently the  sentence  should  be  examined  in  the  light  of  the 
context,  and  when  so  examined  it  is  quite  clear  that  the 
jjatentee  never  intended  to  employ  the  language  in  any 
such  sense  as  that  which  the  complainant  asciibes  to  it, 
as  he  was  speaking  of  palm-oil,  which  is  decomposed  at 
the  melting  point  of  bismuth,  and  had  just  remarked  that 
the  heat,  in  applying  the  process  to  that  substancj?,  had 
been  carried  considerably  above  the  melting  point  of  lead 
without  any  apparent  injury. 

Water,  said  the  patentee,  becomes  more  powerful  to  de- 
compose such  substances  as  the  heat  is  increased  ;  and  then 
adds,  as  a  precaution  to  the  operator,  not  to  carry  it  too 
high  above  the  gauges  given.  You  can  easily  determine 
what  is  best  in  any  given  case  by  starting  the  apparatus 
at  a  low  heat  and  gradually  increasing  it  to  the  gauge  given 
or  above,  as  may  appear  to  be  best  from  the  particular  sub- 
stance subjected  to  the  process  and  the  quality  of  the  pro- 
duct obtained  by  the  operation.  Not  an  intimation  is  given 
in  the  sentence  that  any  less  heat  will  accomplish  the  pur- 
pose than  that  indicated  by  the  gauges  mentioned  in  the 
specification.  On  the  contrary,  the  language  employed,  if 
it  warrants  any  substantial  variation  from  the  prescribed 
gauges,  justifies  the  inference  that  the  heat  may  be  in- 
creased above  the  temperatures  mentioned  rather  than  di- 
minished. 

High  temperature  and  pressure  are  among  the  leading 
characteristics  of  the  invention,  as  appears  from  the  claim 
and  every  part  of  the  specification.  Doubtful  expressions 
may  be  subject  to  construction,  but  where  the  language 
employed  is  clear  and  unambiguous,  it  must  speak  its  own 
construction  in  the  specification  of  a  patent  as  well  as  in 
any  other  grant  issued  by  public  authority.  Intention  in 
every  case,  it  may  be  admitted,  is  the  primary  rule  of  con- 
struction, but  language  invoked  to  support  a  particular 
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theory  mnst  be  such  as  is  fit,  when  it  is  compared  with  the 
whole  instrument,  to  express  the  imputed  intention,  else 
the  theory  in  question  cannot  be  supported,  as  courts  of 
justice  cannot  legislate  nor  can  they  add  to  a  grant  or  con- 
tract any  stipulation  or  condition  which  it  does  not  con- 
tain. Consequently,  the  theory  of  the  complainant,  that 
the  sentence  under  consideration  warrants  the  conclusion 
that  the  claim  of  the  patent  includes  low  as  well  as  high 
heat,  must  be  overruled.  Green  v.  Wood,  7  Q.  B.  178 ; 
Pott,  bwarris,  199,  200. 

Additional  observations  respecting  the  apparatus  em- 
ployed by  the  patentee  are  unnecessary,  as  he  expressly 
states  that  he  does  not  intend  to  claim  it  as  any  part  of  his 
invention.  Enough  has  already  been  remarked  also  to 
show  what  is  the  nature  and  scope  of  the  invention,  and  to 
point  out  what  the  question  is  which  is  involved  in  the  first 
issue  presented  in  the  pleadings.  Construed  and  defined  as 
explained,  the  first  issue  respecting  the  patent  must  be  found 
for  the  complainant,  as  the  proofs  in  the  record  bearing 
upon  the  question  of  novelty  are  not  sufficient  to  overcome 
the  priTna/acie  presumption  that  the  patentee  is  the  origi- 
nal and  first  inventor  of  what  is  described  in  the  patent  as 
his  invention.  E.  R.  Co.  v.  Stimpson,  14  Pet.  458  [4  Am. 
&  Eng.  324]  ;  Curt.  Pat.,  4th  ed.,  sec.  472. 

2.  Grant  all  that,  still  it  is  insisted  by  the  respondent 
that  the  result  described  in  the  specification  and  claim  of 
the  patent  cannot  be  accomplished  so  as  to  be  practically 
useful  by  the  method  and  apparatus  described  in  the  spe- 
cification. 

Whoever  discovers  that  a  certain  useful  result  will  be 
produced  in  any  art,  machine,  manufacture  or  composition 
of  matter  by  the  use  of  certain  means  is  entitled  to  a  patent 
for  his  invention,  provided  he  specifies  the  means  he  uses 
in  a  nianner  so  full  and  exact  that  anyone  skilled  in  the 
science  to  which  it  appertains  can,  by  using  the  means  he 
specifies,  without  any  addition  to  or  subtraction  from  the 
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described  means,  produce  precisely  the  result  he  describes. 
Such  description  must  be  correct,  as  it  is  settled  law  that 
the  patent  is  void  if  the  described  result  cannot  be  ob- 
tained by  the  described  means.  O'Reilly  v.  Morse,  15 
How.  62  [4  Am.  &  Eng.  483] ;  Curt.  Pat.  189. 

Nor  does  it  make  any  difference  whether  the  effect  is  pro- 
duced by  mechanical  principles  or  by  chemical  agency  or 
by  the  application  of  discoveries  in  natural  science,  as  in 
either  case  the  requirement  of  the  act  of  Congress  is  imper- 
ative that  the  patentee  must  describe  the  method,  process 
or  means  he  employs  in  full,  clear  and  exact  terms,  and 
the  end  which  the  invention  accomplishes. 

Inventions,  in  order  that  they  may  be  the  proper  subjects 
of  letters  patent,  must  be  new  and  useful.  Utility  in  most 
cases  is  a  question  of  fact,  as  it  usually  depends  upon  the 
evidence  resulting  from  actual  experiment.  There  are  two 
modes,  says  Mr.  Curtis,  in  which  the  utility  of  an  inven- 
tion may  be  impeached,  the  second  of  which  is  where  it  ap- 
pears that  it  is  not  capable  of  being  used  to  effect  the  ob- 
ject proposed,  which  is  the  question  presented  in  the  sec- 
ond defense  set  up  by  the  respondent.  Curt.  Pat.,  4th  ed., 
sec.  449. 

Cases  arise,  also,  even  where  the  means  described  will 
accomplish  the  described  result,  when  it  cannot  be  held 
that  the  invention  is  useful  if  it  appears  that  the  ojxjrator, 
in  using  the  described  means,  is  constantly  exposed  to  im- 
minent danger,  either  from  the  explosive  tendency  of  the 
substance  to  be  used  or  from  the  liability  of  the  vessel  to 
burst  which  is  required  to  be  employed  as  a  means  of  ac- 
complishing the  patented  result.  Where  the  patentee 
finds  it  necessary  to  employ  any  such  dangerous  means 
to  accomplish  the  described  end  it  cannot  be  held  that  his 
invention  is  useful,  within  the  meaning  of  the  patent  law, 
even  though  it  appears  that  the  operator,  when  no  such 
disaster  happens,  may  be  able  to  work  out  the  described 
result  by  the  described  means,  as  it  is  quite  clear  that 
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Congress,  in  making  provision  to  secure  to  inventors  the 
exclusive  right  to  their  discoveries,  never  intended  to  pro- 
mote any  such  as  were  in  their  nature  constantly  danger- 
ous to  the  operator  in  employing  the  described  means  to 
accomplish  the  described  result.  Curt.  Pat.,  4th  ed.,  sees. 
106,  449. 

Apply  these  rules  and  it  follows  that  neither  an  inven- 
tion which  will  not  enable  the  operator  to  accomplish  the 
described  result,  nor  one  which  constantly  exposes  the 
operator  to  the  loss  of  his  life  or  to  great  bodily  harm,  can 
be  regarded  as  useful  within  the  meaning  of  the  patent 
law. 

Patents  were  granted  to  the  supposed  inventor  by  the 
proper  public  authorities  in  England,  Prance  and  Belgium, 
as  well  as  by  the  prober  public  authorites  in  the  United 
States,  but  the  respondent  insists  that  the  described  result 
cannot  be  obtained  by  the  means  and  in  the  mode  of  opera- 
tion described  in  the  speciti cation,  and  that  the  invention 
has  never  been  reduced  to  practice  by  the  use  of  those 
means  or  in  that  mode  of  operation,  either  in  the  United 
States  or  in  any  one  of  the  foreign  countries  where  the 
same  has  been  patented. 

Both  branches  of  the  proposition  are  controverted  by  the 
complainant  and  many  depositions  and  other  proofs  upon 
the  subject  were  introduced  at  the  hearing.  Witnesses 
were  examined  by  the  complainant  to  prove  the  affirmative 
of  the  issue,  but  none  of  them  appear  to  sustain  his  views 
in  that  behalf  unless  the  scope  of  the  invention  is  extended 
beyond  the  means  and  mode  of  operation  described  in  the 
specification  as  construed  and  defined  by  the  court.  Proofs 
of  the  kind,  if  they  exist,  could  easily  have  been  procured, 
as  both  the  complainant  and  his  brother,  who  acted  as  his 
aeent  in  efforts  to  introduce  the  invention  in  the  United 
States,  were  examined  as  witnesses  in  the  case. 

Licenses  were  given  by  the  complainant  in  some  in- 
stances, and  he  called  Charles  T.  Jones,  one  of  his  licen- 
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sees,  to  prove  the  affirmative  of  the  issue  under  considera- 
tion. It  appears  by  his  deposition  that  he  became  a  mem- 
ber of  a  ceitain  firm  in  1849,  and  that  the  firm  were  en- 
gaged in  the  manufacture  of  candles ;  that  they  first  used 
the  process  of  saponification  with  about  fourteen  per  cent, 
of  lime  in  an  open  vessel ;  that  they  decomposed  the  lime 
soap  thus  obtained  by  sulphuric  acid,  using  for  that  pur- 
pose two  and  a  half  pounds  of  sulphuric  acid  to  each 
pound  of  lime ;  that  they  continued  to  use  that  process 
until  the  fall  of  1859,  when  they  introduced  the  process  of 
saponification  under  pressure  of  about  one  hundred  and 
thirty  pounds  to  the  square  inch,  with  only  six  or  seven 
per  cent,  of  lime  and  with  a  corresponding  diminution  of 
sulphuric  acid.^  Subsequently  they  abandoned  the  second 
piocess  used  by  them  and  introduced  another,  which  the 
witness  calls  the  process  of  the  complainant. 

On  cross-examination  he  was  asked  whether  water  was 
not  used  in  their  first  process  and  whether  he  ever  knew 
any  process  by  which  fats  were  decomposed  into  fat  acids 
and  a  solution  of  glycerine  without  the  intervention  of  wa- 
ter ;  to  which  he  answered,  water  was  used  in  the  first  pro- 
cess described,  but  in  quantities  only  slightly  in  excess  of 
that  requisite  for  preparing  the  milk  of  lime ;  and  he 
added  that  he  did  not  know  that  the  decomposition  of  neu- 
tral fats  into  fat  acids  and  a  solution  of  glycerine  had  ever 
been  accomplisned  without  the  intervention  of  water. 

Counsel  for  the  respondent  also  requested  the  witness  to 
describe  the  process  used  by  his  firm  which  he  calls  the  com- 
plainant's process.  His  answer  is,  in  substance  and  effect, 
as  follows :  He  places  the  melted  fat  to  be  treated  in  a  large 
vessel  with  a  quantity  of  water  equal  at  least  to  one-half 
the  bulk  or  weight  of  the  fat,  and  subjects  the  melted  fat 
and  water  to  a  steam  pressure  of  three  hundred  pounds  to 
the  square  inch  for  a  period  of  about  five  hours,  keeping 
the  water  and  fat  in  intimate  contact  by  pumping  the  wa- 
ter from  the  bottom  to  the  top  of  the  vessel  and  discharg- 
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mg  it  on  the  upper  surface  of  the  fat,  in  order  that  the 
water  may  make  its  way  to  the  bottom  of  the  same ;  to 
which  he  added  that  he  preferred  to  use  half  of  one  per 
cent,  of  lime,  for  the  reason,  as  he  states,  that  that  quan- 
tity of  alkali  enables  him  to  perfect  the  decomposition  in 
four  hours,  at  a  pressure  of  two  hundred  and  fifty  pounds 
10  the  square  inch  with  material  economy  of  fuel'and  of 
wear  and  tear  of  machinery  ;  and  he  states  that  since  as- 
certaining the  advantages  of  the  lime  he  has  adhered  to 
that  mode  of  operation. 

Responsive  to  another  question,  he  states  that  the  appa- 
ratus was  first  put  in  operation,  under  the  superintendence 
of  the  complainant,  in  September,  1863:  that  the  vessel 
used  was  manufactured  in  Philadelphia ;  that  it  comprises 
a  tube  thirty-eight  feet  in  length  and  thirty-eight  inches  in 
the  internal  diameter ;  that  it  is  made  of  iron  plates  of  the 
thickness  of  a  half  inch,  and  a  copper  tube  of  nearly  the 
same  length,  thirty-five  Inches  in  diameter,  which  is  placed 
inside  of  the  iron  tube  so  as  to  leave  an  annular  space  of 
about  one  and  a  half  inches  between  the  copper  and  the 
iron  vessel,  whose  estimated  capacity  is  about  ten  thousand 
pounds  of  oil  and  water,  but  the  quantity  of  fat  usually 
put  into  the  vessel  at  one  time  is  about  six  thousand 
pounds,  with  about  four  thousand  pounds  of  water,  all  of 
which  is  placed  in  the  copper  vessel,  which  serves  to  fill 
the  vessel  within  three  feet  of  the  head  or  top ;  and  he 
states  that  when  the  decomposition  is  perfected  the  water 
holding  the  glycerine  in  solution  and  the  fat  acids  are  dis- 
charged into  their  respective  receptacles. 

Two  vessels  are  used  instead  of  one,  as  directed  in  the  spe- 
cification, because  iron  is  cheaper  than  copper,  and  to 
secure  greater  strength  to  resist  the  requisite  pressure  and 
to  save  the  iron  from  contact  with  the  fat  acids,  which  dis- 
colors the  product  and  rapidly  corrodes  the  iron  to  such  an 
extent  that  it  will  soon  render  the  vessel  unfit  for  use. 

Satisfactory  products,  as  the  witness  states,  may  be  ob- 
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tained  by  the  process  without  lime,  though  he  adheres  to  the 
statement  that  he  prefers  to  use  it  in  order  to  diminish  the 
pressure  which  would  otherwise  be  required,  and  for  the 
economy  which  it  effects  in  fuel,  labor  and  time,  but  he 
states,  without  any  qualification,  that  no  one  in  their  man- 
ufactory ever  mixed  any  fatty  or  oily  substance  with  wa- 
ter, in  the  proportions  given  in  the  complainant's  specifica- 
tion, and  placed  the  mixture  in  any  vessel  in  which  it 
could  be  heated  to  the  melting  point  of  lead  until  the  ope- 
ration was  completed  and  thereby  obtain  free  fat  acids  and 
solution  of  glycerine. 

Even  without  any  discussion  it  is  obvious  that  the  means 
and  mode  of  operation  practiced  by  the  witness  are  widely 
different  from  the  method  or  process  described  in  the  spe- 
cification of  the  complainant's  patent.  Instead  of  working 
in  a  vessel  entirely  full  of  the  fat  and  water  and  under  a 
pressure  sufficient  to  prevent  the  presence  of  steam,  the 
operation  under  the  process  of  the  witness  is  performed  in 
a  vessel  only  partly  filled,  which  is  open  at  the  upper  end 
and  inclosed  in  another  vessel,  and  the  heat  is  applied  by 
the  introduction  of  steam  from  boilers  outside.  Other 
differences  also  exist,  as,  for  example,  instead  of  being 
worked  at  a  temperature  of  filO®  or  612*^  Pah.,  and  in  a  ves- 
sel capable  of  sustaining  an  internal  pressure  of  two  thou- 
sand pounds  to  the  square  inch,  the  process  of  the  witness 
is  worked  at  a  temperature  represented  by  a  pressure  of 
only  three  hundred  pounds  to  the  square  inch,  which  is  a 
latitude  of  deviation  not  warranted  by  any  language  to  be 
found  in  the  complainant's  specification. 

Two  other  differences  may  also  be  mentioned,  which  are 
equally  persuasive,  to  show  that  the  method  or  process 
practiced  by  the  witness  is  substantially  different  from  that 
embodied  in  the  patent  of  the  complainant.  Instead  of 
the  fat  and  the  water  being  maintained  during  the  entire 
operation  in  a  state  of  intimate  mechanical  mixture,  as  re- 
quired in  the  specification,  a  pump  is  provided,  not  to  force 
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the  mixtnre  into  the  heating  vessel,  but  to  be  kept  con- 
stantly at  work  to  draw  the  water  from  the  bottom  of  the 
vessel  and  to  discharge  it  on  top  of  the  charge  of  fat,  in 
order  that  it  may  percolate  down  through  the  fat  and  sup- 
ply the  deficiency  occasioned  by  the  fact  that  the  water  is 
constantly  being  converted  into  steam. 

Ten  minutes  is  the  maximum  time  allowed  for  the  ope- 
ration in  the  complainant's  specification,  but  the  method 
or  process  employed  by  the  witness,  instead  of  effecting 
the  decomposition  in  ten  minutes,  requires  at  least  four  or 
five  hours,  even  when  he  uses  a  Ismail  proportion  of  lime 
to  assist  the  chemical  action  of  the  heated  water. 

Besides  the  differences  between  the  two  methods  already 
pointed  out,  there  are  others  which  may  be  suggested, 
equally  striking  and  of  a  character  equally  persuasive,  to 
show  that  the  two  methods  are  substantially  different,  as, 
for  example,  the  apparatus  employed  by  the  witness  con- 
sists of  two  vertical  cylinders,  one  within  another,  instead 
of  a  coil  of  tubing,  with  an  annular  space  between  the  two, 
as  before  explained,  of  an  inch  and  a  half. 

Fac  and  water  in  nearly  equal  proportions  are  charged 
into  the  inner  cylinder,  leaving  a  vacant  space  at  the  top  of 
the  same  of  about  three  feet.  Like  the  coil  of  tube  the 
outer  cylinder  is  steam  tight,  but  the  inner  one  is  open  at 
the  top.  Steam  for  the  operation  is  generated  in  two  sep- 
arate boilers,  which  is  introduced  through  the  top  of  the 
outer  cylinder  to  the  space  between  the  two  and  through 
the  upper  end  of  the  inner  one,  which  is  open,  to  facilitate 
the  circulation  of  the  steam,  in  order  that  the  fat  and  water 
in  the  inner  cylinder  may  be  heated  to  the  temperature  rep- 
resented by  a  pressure  of  two  hundred  and  fifty  to  three 
hundred  pounds  to  the  square  inch  ;  and  the  witness  testi- 
fied that  he  regarded  the  use  of  the  pump  and  the  use  of 
some  lime  as  essential  to  the  use  of  the  apparatus  with  the 
greatest  economy. 

Licensees  of  the  complainant  were  also  examined  by  the 
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respondent,  to  wit:  Nathaniel  Ropes  and  Nathaniel  Ropes, 
Jr.  These  witnesses  have  had  great  experience  in  manu- 
facturing candles,  and  they  testify  that  they  know  of  no 
place  in  this  country  where  candles  or  soap  are  manufac- 
tured from  free  fat  acids  produced  by  water  alone  at  high 
temperature  and  pressure  without  the  use  of  alkali.  They 
both  described  the  old  saponifying  process  as  consisting  in 
treatment  of  fat  by  water  heated  in  an  open  vessel,  lime  the 
being  mixed  with  the  water,  by  which  the  glycerine  was 
separated  from  the  other  constituents  of  the  fat,  leaving 
what  some  manufacturers  call  lime  soap,  or  fat  acids  and 
lime,  which  latter  ingredient  was  afterwards  removed  by 
sulphuric  acid,  the  residuum  being  free  fat  acids. 

Changes  were  made  in  their  mode  of  opemtion  early  in 
the  year  1860,  which  alterations  were  introduced  to  them 
by  the  brother  of  the  complainant,  who  experimented  in 
their  manufactory  several  months  before  he  put  the  appa- 
ratus adopted  in  operation.  By  that  plan  they  use  wat^r 
in  equal  proportions  with  the  fat,  with  a  half  per  cent,  of 
lime  and  double  that  quantity  of  sulphuric  acid,  the  whole 
being  heated  to  a  temperature  representing  a  pressure  of 
about  one  hundred  and  fifty  pounds  to  the  square  inch  in 
a  closed  vessel  for  twelve  hours.  Formerly  they  conducted 
the  operation  in  open  tubs,  using  thirteen  per  cent,  of  lime 
with  double  that  quantity  of  sulphuric  acid,  but  since  the 
new  method  was  introduced  by  the  agent  of  the  complain- 
ant, they  have  substituted  closed  copper  tanks  in  the  place 
of  the  open  tubs,  using,  however,  the  same  agents  to  effect 
the  decomposition  of  the  fatty  substances,  though  in  dif- 
ferent proportions. 

Copper  tanks  are  used  as  receptacles  for  the  fat  and  the 
water,  but  the  steam  to  communicate  the  heat  is  generated 
in  a  large  iron  boiler  thirty  feet  in  length  and  forty  inches 
in  diameter,  with  which  the  copper  tank  is  connected  by 
means  of  steam  pipes  furnished  with  stop-cocks  as  regula- 
tors in  the  use  of  the  steam.    There  is  also  a  shaft  in  the 
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tank,  having  radial  arms,  which  shaft  is  kept  in  rotation 
to  cause  and  preserve  an  intimate  mechanical  mixture  of 
the  fat  and  the  water  during  the  whole  operation. 

Instead  of  having  the  tank  constantly  filled  with  the  fat 
and  water,  the  fact  is  that  it  is  never  filled,  nor  is  the  mix- 
ture kept  under  a  pressure  sufficient  to  prevent  the  accum- 
ulation of  steam  and  air,  as  directed  in  the  specification  of 
the  patent  described  in  the  bill  of  complainant.  Empty 
space  is  left  in  the  tank  above  the  fat  and  water  at  the  out- 
set sufficient  to  allow  boiling,  which  space,  of  course,  would 
be  filled  with  steam  and  air.  Heat  is  communicated  to  the 
mixture  by  introducing  steam  from  the  large  iron  boiler 
into  the  copper  tank,  creating  a  temperature  causing  a 
pressure  of  one  hundred  and  fifty  pounds  to  the  square 
inch. 

Several  months  were  employed  in  making  the  experi- 
ments before  the  method  now  in  use  was  finally  put  in  prac- 
tice by  the  complainant's  agent.  He  tried  it  without  lime 
at  a  pressure  of  two  hundred  pounds,  allowing  twenty- four 
hours  for  the  operation,  but  the  result  was  not  satisfactory. 
Dismissing  that  method  he  next  tried  the  experiment  with  fat 
and  water  in  the  proportion  of  two  to  one,  allowing  twenty 
hours  ;  still  the  result  was  unsatisfactory.  N6xt  he  tried 
the  compound  of  fat  and  water  in  equal  proportions,  using 
only  half  of  the  water  during  the  first  part  of  the  opera- 
tion, then  discharging  that  and  putting  into  the  charge  the 
other  half  of  the  water,  and  he  found  that  the  operation 
produced  a  good  result  in  twelve  hours.  Some  of  the  ex- 
periments were  without  lime,  but  the  witnesses  state  that, 
inasmuch  as  they  found  that  by  the  addition  of  lime  they 
could  accomplish  the  work  at  a  pressure  of  one  hundred 
and  fifty  pounds  to  the  square  inch  and  in  less  time,  they 
have  ever  since  continued  the  use  of  lime  in  their  business. 

Much  discussion  of  the  process  introduced  on  that  oc- 
casion is  unnecessary,  as  it  appears  that  instead  of  work- 
ing at  a  heat  equal  to  the  melting  point  of  lead,  in  a  vessel 
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capable  of  sustaining  an  internal  pressnre  of  two  thousand 
pounds,  these  licensees  of  the  complainant  use  a  certain 
'p&t  cent,  of  lime  at  a  pressure  not  much  above  one  hundred 
and  fifty  pounds ;  and  it  apx)ears  that  they  decompose  the 
fat  in  a  vessel  not  filled  with  the  mixture,  nor  provided 
with  a  mechanical  stirrer,  and  leave  a  vacant  space  in  the 
vessel  sufficient  for  circulation,  in  which  steam  is  not  only 
generated  but  is  introduced  from  a  separate  boiler.  Dif- 
ferences such  as  these  require  no  comment  except  to  say 
that  the  method  is  entirely  different  from  that  described  in 
the  patent  in  question,  and  to  add  that  it  corresponds  much 
more  nearly  to  the  method  described  in  a  patent  dated  May 
15,  1860,  subsequently  obtained  by  the  complainant,  and 
which  was  introduced  in  evidence  by  the  respondent. 

Reasons  exist  besides  those  disclosed  in  the  testimony  of 
those  witnesses,  to  support  the  conclusion  that  the  com- 
plainant never  supposed  that  his  patent  conferred  the  ex- 
clusive right  to  use  temperatures  and  pressure  to  decom- 
pose fats  with  water  alone  much  below  the  gauges  given 
in  his  specification,  and  that  he  had  come  to  doubt,  several 
years  before  those  experiments  were  made,  whether  the  pat- 
ented method  or  process  could  be  accomplished  so  as  to  be 
practically  useful  by  the  means  and  in  the  mode  of  opera- 
tion pointed  out  in  the  patent. 

His  letter,  dated  London,  June  25,  1856,  addressed  to  a 
certain  firm  in  Cincinnati,  affords  strong  support  to  that 
conclusion,  in  which  he  states  that  our  experiments  in  the 
factories  here  and  in  Paris  have  shown  that  on  the  large 
scale  the  decomposition  of  fats  by  water  is  more  conve- 
niently effected  by  modifying  the  apparatus  originally  pro- 
posed so  that  the  fat  and  water  are  exposed  to  a  compara- 
tively lower  heat  and  pressure  for  a  longer  time,  instead  of  a 
very  high  pressure  for  a  few  minutes ;  by  which  means  he 
suggests  in  the  same  letter  that  a  considerable  qaantity  of 
material  may  be  treated  at  one  charge  in  an  ordinary  steam 
boiler  lined  with  lead  or  copi)er,  and  may  be  provided  with 
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nn  agitator  in  the  place  of  using  the  continuously  working 
purap  and  coil  of  pipe,  and  the  suggestion  is  that,  at  a 
pressure  of  two  hundred  and  twenty -five  pounds  to  the 
square  inch,  tallow,  palm-oil  or  lard  stearine  may  be  com- 
pletely decomposed  in  five  hours. 

Nearly  two  years  before  the  date  of  that  letter,  to  wit : 
on  the  26th  of  March,  1854,  the  complainant  took  out  a 
patent  in  England  for  the  same  invention  as  that  described 
in  the  patent  in  issue  in  this  case,  and  the  proofs  show  that 
he  made  various  efforts  to  introduce  it  into  practice  in  that 
country.  He  remained  there,  it  seems,  from  1854  to  1869, 
and  it  appears  that  in  June  1854,  he  exhibited  his  process 
in  the  old  form  to  George  F.  Wilson,  the  managing  direc- 
tor of  the  Price  Patent  Candle  Company,  and  the  company 
entered  into  a  contract  with  the  complainant  respecting  the 
same,  by  which  he  assigned  the  said  letters  patent  and  the 
privileges  thereby  granted  to  the  said  company,  and  that 
the  said  company,  in  consideration  of  the  assignment,  cove- 
nanted to  pay  him  an  annuity  of  £1,000  sterling  from  the 
•month  of  October  of  the  following  year  during  the  contin- 
•uance  of  the  patent,  subject  to  various  conditions,  and 
.among  others  to  be  terminated  by  giving  notice  to  the  com- 
plainant as  therein  provided  ;  the  company  w;ere  also  to 
have  the  use  of  several  other  patents  therein  described, 
*which  have  since  expired. 

Proofs  were  also  exhibited  showing  that  the  said  com- 
Ti)any  have  ever  since  paid  the  stipulated  annuit}%  but  there 
is  no  satisfactory  evidence  in  the  case  to  show  that  they 
have  ever  applied  the  process  to  produce  fat  acids  and  so- 
lution of  glycerine  by  the  means  and  in  the  mode  of  oper- 
:ation  described  in  the  specification,  as  construed  and  defined 
by  this  court.  Some  use,  it  may  be  presumed,  has  been 
made  of  the  patent  by  the  assignees,  but  what  that  use  is 
does  not  very  satisfactorily  appear.  It  does  appear,  how- 
ever, from  a  paper  read  before  the  British  Association,  in 
September,  1855,  by  the  general  director  of  the  company, 
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to  whom  the  complainant  testifies  that  he  exhibited  his  pro- 
cess the  year  previous ;  that  he  stated  that  in  onr  new  pro^ 
cess  the  only  chemical  agents  employed  for  decomposing 
the  neutral  fat  and  for  separating  its  glycerine  are  steam 
and  heat,  and  that  the  only  agents  used  in  purifying  the 
glycerine  thus  obtained  are  heat  and  steam. 

Strong  confirmation  of  that  is  also  derived  from  a  paper 
read  by  the  same  person  at  a  session  of  the  Society  of  Arts, 
held  in  that  country,  January  25,  1856,  also  put  in  evidence 
by  the  complainant,  in  which  the  author  says,  in  speaking 
of  the  patented  process,  *'  It  has  yet  to  be  proved  how  far 
it  can  compete  successfully  with  distillation,"  adding  that 
they  have  made  an  arrangement  with  the  inventor  which, 
as  he  expresses  himself,  will  give  them  the  means  of  test- 
ing its  commercial  merits,  and  then  he  proceeds  to  state 
that  on  witnessing  a  trial  of  the  process  in  the  small  tube 
apparatus  it  struck  him  that  steam  passed  into  the  fat  at  a 
high  temperature  should  effect  by  a  gentle  process  what  the 
patentee  aimed  at  effecting  by  a  violent  process,  to  wit: 
the  resolving  of  the  neutral  fat  into  glycerine  and  fat  acids; 
finally  stating  that  they  had  proved  that  the  fact  was  so, 
and  thatt  he  glycerine  distilled  over  with  the  fat  acids,^ 
though  it  was  no  longer  combined  with  those  products, 
evidently  showing  that  the  process  employed  by  them  was 
at  that  time  widely  different  from  that  claimed  by  the  com- 
plainant. 

Application  for  a  patent  was  also  made  by  the  complain- 
ant to  the  proper  authorities  of  France  during  the  same 
year,  and  it  appears  that  the  application  was  successful,  as 
he  immediately  commenced  negotiations  through  his  patent 
agent  with  the  firm  of  Monier  &  Co.,  doing  busine^ss  near 
Paris  in  that  Empire,  for  the  sale  of  the  patent,  which  ne- 
gotiations resulted  in  a  contract  of  sale.  Pursuant  to  that 
contract  he  transferred  the  patent  to  that  firm  subject  to 
the  condition  that  the  process  would  effect  the  results  prom- 
ised by  the  grantor. 
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Numerous  experiments  were  subsequently  made  under 
the  superintendence  of  the  patentee  or  his  brother,  for  a 
period  of  six  months,  all  of  which  produced  results  which 
the  evidence  shows  were  entirely  useless.  They  were  made 
in  the  first  place,  as  the  senior  partner  of  the  firm  states, 
by  means  of  a  small  apparatus  brought  from  London  by 
the  patentee,  which  consisted  of  a  hollow  iron  tube  of  ser- 
pentine form,  incased  in  a  cast  iron  block  from  which  the 
two  ends  of  the  tube  projected — one  for  receiving  the  fatty 
substance  used  in  the  exi)eriments  for  decomposing  the 
same,  and  the  other  for  discharging  the  product. 

High  heat  was  required  for  the  purpose,  and  with  that 
view  the  apparatus  was  so  placed  in  a  furnace  constructed 
of  fire  proof  bricks  that  it  received  all  the  heat,  the  flames 
of  which  completely  enveloped  it,  and  which  brought  it  to 
an  excessive  heat,  but  the  witness  cannot  give  the  degree  of 
heat,  as  the  apparatus  did  not  contain  any  gauge  to  indi- 
cate its  intensity. 

Fatty  matter  and  water  were  put  in  a  vessel  prepared  for 
the  purpose,  which  was  provided  with  a  bronze  suction  and 
force-pump  worked  by  hand,  and  connected  with  one  end 
of  the  iron  coil  projecting  from  the  cast  iron  block,  by 
\vhich  the  mixture  of  fatty  matter  and  water  was  drawn 
from  the  receptacle  and  was  forced  into  and  through  the 
iron  coil  of  tube,  as  the  same  was  incased  in  the  iron  block, 
and  out  at  (he  opposite  end  of  the  same,  where  it  was  dis- 
charged into  another  receptacle  prepared  for  the  purpose. 
By  means  of  the  furnace  the  iron  tube  and  the  block  in  which 
the  coil  was  encased  were  *' heated  to  an  excessive  degree, 
estimated  bv  the  witness  to  exceed  600"*  Fah.,  with  an  es- 
timated  pressure  of  more  than  twenty  atmospheres.  Both 
the  patent/ee  and  his  brother  worked  at  the  experiment  ten 
or  fifteen  days,  but  the  decomposition  of  the  fatty  matter, 
as  the  witness  states,  was  never  complete,  and  that  they 
never  produced  fat  acids  and  glycerine,  the  product  being 
only  an  altered  fatty  matter,  which  when  washed,  showed 
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acroleine  to  such  an  extent  as  to  fatigne  the  workmen  who 
assisted  at  the  experiments.  Fifteen  of  the  experiments 
were  made  by  the  patentee  aided  by  two  workmen  in  the 
presence  of  the  witness,  and  he  states,  without  qualifica- 
tion, that  none  of  the  experiments  succeeded. 

Three  new  apparatuses  were  subsequently  constructed 
by  the  brother  of  the  patentee,  acting  as  his  agent.  Two 
were  constructed  in  Paris  and  one  in  London.  Experi- 
ments were  subsequently  made  by  the  brother  of  the  pat- 
entee, and  in  some  instances  without  any  regard  to  the 
patented  process,  the  aim  being  to  find  out  if  possible  the 
means  of  overcoming  the  difficulties  manifested  in  the  prior 
attempts  to  produce  the  promised  results. 

None  of  his  efforts,  however,  succeeded,  though  the  ex- 
periments were  continued  until  the  expenditure  exceeded 
forty  thousand  francs,  and  it  appearing  that  fat  acids  and 
glycerine  could  not  be  produced  by  the  process,  the  con- 
tract was  annulled,  and  the  witness  affiims  that  it  is  im- 
possible to  decompose  fatty  matter  and  obtain  fat  acids  and 
glycerine  by  the  method  indicated  in  the  complainant's 
patent.  He  admits,  however,  that  his  firm  were  subse- 
quently induced,  on  the  return  of  the  patentee  to  that 
country,  to  join  with  another  firm  engaged  in  manufactur- 
ing candles,  to  make  a  new  contract  with  the  same  party 
upon  the  same  basis  as  the  first  contract,  it  being  repre- 
sented that  the  patentee  would  introduce  a  new  prucess, 
based  upon  the  principles  of  the  patented  method,  which 
promised  certain  success  and  admirable  results.  Such  a 
contract  was  accordingly  made,  and  new  experiments  were 
prosecuted  for  a  period  of  two  or  three  months,  but,  like 
the  first  efforts  in  that  direction,  the  experiments  failed  to 
produce  either  fat  acids  or  glycerine.  How  much  these 
last  experiments  cost,  the  witness  does  not  state,  but  he 
does  state  that  the  experiments  were  productive  of  no  good^ 
as  they  produced  neither  fat  acids  nor  glycerine. 

Remarks  respecting  the  Belgium  patent  are  unnecessary, 
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^s  no  proof  was  offered  to  show  that  the  process  was  ever 
introduced  into  practice  in  that  country. 
.  Having  failed  to  accomplish  such  results  in  those  coun- 
tries as  would  show  that  his  process  would  be  practically 
useful  if  applied  by  the  means  and  in  the  mode  of  opera- 
tion described  in  the  specification,  and  probably  having 
become  convinced  that  the  decomposition  of  fats  by  water 
could  be  more  conveniently  effected  by  modifying  the  de- 
scribed apparatus  so  that  the  fat  and  water  would  be  ex- 
posed to  a  lower  heat  and  pressure  for  a  longer  time,  as  ex- 
pressed in  his  letter  of  the  25th  of  June,  1856,  the  patentee 
left  England  in  August  or  September,  1859,  and  returned 
to  the  United  States. 

Conclusive  proof  that  the  patentee  did  not  accomplish 
results  in  Prance,  which  would  show  that  the  patented 
process,  applied  by  the  means  and  in  the  mode  of  operation 
set  forth  in  the  specification,  is  exhibited  in  the  record  of 
the  other  case  between  the  same  parties,  which  was  heard 
at  the  same  time.  Reference  is  made  to  the  report  of  the 
jury  upon  organic  chemistry  made  the  3d  of  December, 
1865,  to  the  international  exhibition  held  in  Paris,  which  is 
made  an  exhibit  in  that  case. 

Chemists,  say  the  jury,  liken  neutral  fats  to  com- 
pound ether,  which  was  the  hypothesis  put  forth  by 
Chevreul  in  his  investigations  of  such  matters.  Ether,  it 
was  known,  may  be  decomposed  by  being  heated  to  a  high 
temperature  in  close  vessels  with  water,  and  from  that 
persons  were  led  quite  naturally  to  attempt  to  effect  in  the 
same  way  the  decomposition  of  netural  fats,  and  they  state 
that  experience  has  confirmed  the  assumed  theory,  which, 
as  the  jury  say,  is  the  origin  of  all  the  new  processes  of 
saponification  to  which  they  refer,  and  they  add  that  it 
was  the  patentee  in  this  case  who  first  had  the  idea  of  ap- 
plying such  reaction  on  a  large  scale,  which  they  verify  by 
an  extract  from  the  specification  of  the  patent ;  but,  as 
they  report,  they  visited  the  manufactory  of  Monier  &  Co., 
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where  they  had  the  opportunity  of  seeing  the  trial  of  the 
process' in  its  application  to  palm-oil,  and  they  conclude 
their  rep')rt  upon  the  subject  as  follows  : 

*' We  are  sorry  to  say  that  the  fatty  matter  on  coming 
out  of  the  apparatus  was  not  at  all  deodorized,  and  more 
besides  than  that,  that  it  gave  out  a  strong  odor  of  acro- 
leine.  From  the  point  of  view  of  the  quality  of  the  pro- 
ducts, this  arrangement  of  apparatus,  then,  by  no  means 
realized  the  end  which  the  author  has  proposed.  More- 
over, in  our  opinion,  the  chances  of  a  deterioration  of  a 
system  of  apparatus  of  any  kind  which  works  constantly 
at  a  temperature  capable  of  exerting  a  pressure  of  ninety 
to  one  hundred  atmospheres  are  such  that  it  is  hardly  pos- 
sible that^ndustry  will  utilize  it,  even  if  the  products  which 
it  furnishes  were  irreproachable." 

Made  public  as  the  report  was,  more  than  two  years  be- 
fore the  patentee  returned  to  the  United  States,  it  may  be 
presumed  that  it  came  to  his  knowledge  before  his  return. 

On  the  15th  of  May,  1860,  the  new  patent  referred  to  was 
granted  to  him  in  this  country,  which  affords  the  most  con- 
clusive proof  that  the  alleged  invention  is  one  of  a  very 
different  character  from  that  described  in  the  specification 
of  the  patent  in  issue  in  this  case,  and  yet  he  states  under 
oath  that  he  verily  believes  that  he  is  the  original  and  first 
inventor  of  the  improvement,  and  that  to  the  best'  of  his 
knowledge  and  belief  it  had  not  been  known  or  used  before 
his  application  for  the  patent,  which  is  utterly  repugnant 
to  the  pretence  that  anything  which  is  embodied  in  that 
patent  was  included  in  the  one  granted  to  him  more  than 
five  years  before  the  latter  application  w^as  filed. 

Experience  seems  to  have  greatly  modified  the  views  of 
the  patentee,  as  he  now  characterizes  tl^e  improvement  as 
a  new  and  improved  method  of  decomposing  fatty  and  oily 
substances,  and  alleges  that  it  is  applicable  either  when 
water  alone  is  used,  or  when,  in  addition  to  water,  a  por- 
tion of  alkali  is  used  to  aid  the  chemical  action ;  and  he 
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also  alleges,  that  to  extract  the  whole  of  the  glycerine  from 
the  fat  with  a  moderate  quantity  of  water,  when  the  lower 
range  of  pressure  is  used,  requires  considerable  time ;  and 
he  actually  states  that  his  invention  consists  in  applying 
the  water  to  the  fat  in  several  successive  portions. 

High  temperature  and  pressure  are  represented  as  the 
agents  of  decomposition,  but  in  the  view  of  the  complainant 
as  expressed  in  that  specification  the  high  temperature  re- 
quired may  be  only  that  which  is  represented  by  a  pressure 
of  one  hundred  and  twenty  to  one  hundred  and  fifty 
pounds  to  the  square  inch.  Q-anges  to  indicate  the  required 
temperature  are  dropped,  and  all  idea  of  rapid  manipula- 
tion seems  to  be  discarded  as  the  terms  '' a  considerable 
time"  or  ''from  two  to  three  hours"  are  substituted  in  the 
place  of  "ten  minutes." 

Vessels  of  very  great  strength  are  no  longer  required,  as 
the  patentee  states  that  his  invention  may  be  applied  to 
any  of  the  different  forms  of  boilers  or  tanks  used  for  the 
decomposition  of  fats  by  water  at  a  higli  temperature  or 
l^ressure,  meaning,  doubtless,  that  the  terms  high  tempera- 
ture and  pressure  shall  be  understood  in  the  same  sense  in 
which  he  employs  them  in  a  subsequent  part  of  the  same 
paragraph.  Water  may  be  supplied  when  wanted  and,  of 
course,  it  is  of  no  moment  even  if  some  of  it  is  converted 
into  steam ;  nor  does  the  specification  contain  any  require- 
ment that  the  heating  apparatus  shall  be  kept  entirely  full 
of  the  mixture,  or  that  neither  steam  nor  air  shall  accumu- 
late therein  during  the  rime  required  for  decomposition,  or, 
in  other  words,  the  old  specification  is  divested  of  every 
one  of  its  extreme  conditions,  and  the  inventor,  under  his 
new  patent,  is  left  free  to  claim  every  means  and  every 
mode  of  operation  which  the  ingenuity  of  man  ever  did  or 
ever  can  invent  or  discover.  Further  remarks  respecting  it, 
however,  may  be  omitted,  as  it  is  not  the  subject  of  litiga- 
tion in  this  case. 

Chemical  and  mechanical  exi)erts  were  examined  as  wit- 
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nesses  on  both  sides  in  abont  eqoal  nambers.  Those  called 
by  the  complainant  express  the  opinion  that  the  patented 
process  may  be  applied  by  the  means  and  in  the  mode  of 
operation  described  in  the  specification  so  as  to  accomplish 
useful  results,  and  of  a  character  to  give  commercial  value 
to  the  new  product.  On  the  other  hand,  those  examined 
by  the  respondent  express  opinions  widely  different  and 
most  er  all  of  them  are  of  the  opinion  not  only  that  the 
means  and  mode  of  operation  described  in  the  patent  can- 
not be  so  applied  that  the  invention  will  be  practically  use- 
ful, but  several  of  them  state  that  the  attempt  to  apply  it 
without  the  exercise  of  extraordinary  precautions  must  be 
attended  with  danger  to  the  operator. 

Most  of  the  expert  witnesses  made  experiments  in  ap- 
plying the  process,  and  in  the  course  of  their  examination 
were  required  to  state  the  results  of  the  same  as  support- 
ing their  opinions,  but  experiments  made,  as  most  of  these 
were,  with  small  apparatuses  admitting  only  a  small  charge 
of  the  fatty  substance  or  mixture  to  be  treated  are  not  en- 
titled to  much  weight  in  determining  such  an' issue,  how- 
ever satisfactory  the  analysis  may  have  been  to  the  chem- 
ist who  conducted  it,  as  the  issue  necessarily  involves  very 
difficult  questions  of  mechanics  as  well  as  of  chemistry. 

Taken  as  a  whole,  the  evidence  convinces  the  court  that 
the  patentee  never  did  succeed  in  introducing  his  invention 
into  practical  use  by  the  means  and  in  the  mode  of  opera- 
tion described  in  the  specification,  to  such  an  extent  as 
would  warrant  the  court  in  finding  that  issue  in  his  favor. 

Doubts  of  a  very  serious  character  are  also  entertained 
by  the  court  whether  the  patented  process,  unless  divested 
of  its  extreme  and  unparalleled  conditions,  can  ever  be  re- 
duced to  practice  by  the  means  and  in  the  mode  of  opera- 
tion described  in  the  specification,  so  as  to  be  practically 
useful  or  safe  to  the  operator ;  but  the  proofs  are  very  con- 
flicting upon  the  point  and.  inasmuch  as  it  is  impossible  to 
foresee  what  future  experiments  may  do  in  the  way  of 
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overcoming  the  existing  doubts  and  difficulties,  the  court 
is  not  inclined  to  rest  their  decision  entirely  upon  that 
ground. 

3.  Passing  from  that,  the  next  question  is  whether  the 
proofs  show  that  the  respondent  practiced  and  used  the 
patented  process  of  the  complainant,  when  properly  con- 
strued and  defined,  as  charged  in  the  bill  of  complaint. 

Such  an  inquiry  cannot  be  intelligently  considered  with- 
out first  ascertaining  what  the  respondent's  process  is,  as 
it  is  obvious  that  the  two  processes  must  be  compared,  in 
order  to  determine  whether  they  are  substantially  the  same 
in  principle  and  mode  of  operation,  or  substantially  differ- 
ent, which  is  the  criterian  by  which  to  determine  every 
such  issue  as  the  one  under  consideration. 

Factories  have  been  erected  by  the  respondent  for  manu- 
facturing candles,  and  he  is  largely  engaged  in  that  busi- 
ness, but  h^  denies  that  he  uses  the  alleged  improvement 
of  the  complainant,  or  any  method  of  decomposing  neutral 
fats  embracing  the  means  and  mode  of  operation  described 
in  the  specification  of  the  complainant's  patent.  He  ad- 
mits that  in  his  process  of  manufacture  he  uses  water  at 
high  temperature,  and  steam,  and  that  he  also  uses  such 
pressure  as  arises  from  the  expansive  force  of  hot  water  or 
steam  in  a  close  vessel ;  that  he  is  engaged  in  manufactur- 
ing candles  under  and  in  pursuance  of  letters  patent 
granted  by  the  United  States  of  the  25th  of  January,  1859, 
to  Wright  and  Fouche,  as  subsequently  amended,  but  he 
denies  that  he  employs  either  the  method,  process  or  ap- 
paratus described  in  the  complainant's  specification. 

Appropriate  means  are  at  hand  to  enable  the  court  to 
make  the  comparison,  as  the  patent  under  which  the  re- 
spondent works  was  given  in  evidence  at  the  hearing.  On 
the  face  of  the  patent  it  purports  to  be  a  new  and  useful 
improvement  in  process  for  decomposing  fats,  and  it  ap- 
pears that  the  inventors  obtained  a  patent  for  the  improve- 
ment in  France  two  years  before  the  complainant  left  England 
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to  return  to  the  United  States-  and  more  than  three  years  be- 
fore the  complainant  obtained  bis  new  patent  in  this  coun- 
try, in  which  he  left  out  ail  of  the  extreme  and  unexam- 
pled conditions  of  the  old  patent,  and  in  which  he  stated 
under  oath  that  he  verily  believed  he  was  the  original  and 
first  inventor  of  the  improvement,  and  that  it  had  never 
been  known  or  used  before  his  then  application  was  filed, 

Wright  and  Pouch6  described  their  invention  in  their 
specification  as  a  new  apparatus  destined  to  produce  chem- 
ical decomposition  by  means  of  superheated  steam  and 
water,  and  that  it  is  chiefly  intended  for  the  decomposition  of 
fatty  substances  into  fat  acids  and  glycerine,  and  they  par- 
ticularly describe  the  means  to  be  employed  and  the  mode 
of  operation  when  the  patented  method  is  applied  to  that 
purpose.  Drawings  are  annexed  to  the  specification,  whicli 
contain  figures  of  the  apparatus  to  be  employed  in  apply- 
ing the  patented  process  in  the  decomposition  of  fatty  sub- 
stances to  obtain  fat  acids  and  glycerine. 

Two  vessels  constructed  of  iron  or  copper  are  required 
for  the  purpose— one  is  called  the  boiler  in  the  specification, 
which  it  is  said  may  be  of  any  form,  and  the  other  is  called 
the  cylinder,  and  is  placed  on  a  base  and  elevated  higher 
than  the  boiler.  Borh  are  required  to  be  suflSciently 
sti'ong  to  resist  a  pressure  of  from  ten  to  twenty  atmos- 
pheres, arni  of  a  capacity  varying  according  to  the  require- 
ments of  the  manufacture,  and  they  are  connected  by  a 
tube  extending  from  the  bottom  of  the  boiler  to  the  bottom 
of  the  cylinder,  and  also  by  another  tube,  called  in  the 
specification  the  tube  for  ascension  to  conduct  the  super- 
heated water  from  the  boiler  to  the  upper  part  of  the  cyl- 
inder, which  terminates  in  the  interior  of  the  cylinder  by  a 
rose-jet,  or  holes  may  be  made  in  the  end  of  it,  so  as  to  dis- 
tribute the  water  uniformly  in  the  cylinder  and  to  insure 
the  intimate  contact  between  the  superheated  water  and 
the  fatty  substance  subjected  to  the  process.  Patty  sub- 
stances to  be  subjected  to  the   process  are  placed  in  the 
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cylinder,  which,  with  other  things,  is  furnished  with  a 
pressure  gauge  to  indicate  the  pressure  in  the  apparatus 
used  with  devices  to  indicate  the  height  and  level  of  the 
substance  and  of  the  water  in  the  cylinder. 

Everything  being  arranged  as  described  for  applying  the 
process,  the  boiler  is  completely  iilled  with  water  and  the 
cylinder  is  filled  with  water  to  one-third  of  its  height,  and 
then  it  is  filled  to  the  level  of  the  upper  cock,  shown  in  the 
drawings,  with  the  fatty  substances  to  be  decomposed,  the 
latter  substance  or  substances  being  above  the  water  in  the 
cylinder,  which  is  still  not  filled,  there  being  a  vacant  space 
in  the  cylinder  above  the  fatty  substance.  H^at  is  then 
applied  to  the  boiler,  which  is  placed  in  the  furnace  where 
it  may  be  exposed  to  fire.  By  the  direction  the  heat  is  to 
be  gradually  applied  until  the  pressure  gauge  indicates  a 
pressure  of  ten  to  twenty  atmospheres,  according  to  the 
nature  of  the  fatty  substance  to  be  decomposed. 

Minute  description  is  then  given  of  what  it  is  claimed 
takes  place  in  the  apparatus.  Superheated  water  it  is  said 
acquires  an  ascending  motion,  whence  it  results  that  the 
heated  water  in  the  boiler  ascends  through  the  described 
tube  into  the  cylinder,  and  being  forcibly  drawn  out  through 
the  holes  in  the  described  rose- jet,  passes  through  the  fatty 
substance  to  the  vacant  si)ace  above,  where  the  temperature 
being  reduced,  it  descends  through  the  other  described  tube 
to  the  bottom  of  the  boiler  where  it  is  again  heated  and 
then  recommences  its  ascending  motion  as  in  the  first  in- 
stance, and  so  on  during  the  opeiation. 

Suggestion  is  made  that  the  operation  may  be  continued 
from  five  to  eight  hours,  according  to  the  nature  of  the 
fatty  substance  composing  the  charge  and  the  degree  of 
heat  and  pressure  applied,  and  it  is  claimed  that  the  re- 
sult will  be  that  the  fatty  substance  will  be  decomposed 
and  that  the  product  will  be  fat  acids  and  glycerine. 

In  their  specification  they  admit  that  it  is  a  well  known 
scientific  fact  that  fatty  substances  may  be  decomposed 
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by  water  under  the  influence  of  heat  and  pressure,  which 
could  not  well  be  denied  in  view  of  the  fact  that  water  or  its 
equivalent  was  used  in  all  the  prior  processes  of  saponifi- 
cation, and  of  the  great  mass  of  other  evidence  to  support 
that  proposition  which  is  embodied  in  this  record.  Con 
sequently  those  inventors  do  not  claim  to  be  the  discoverers 
of  that  scientific  truth.  All  they  claim  is  that  their  inven- 
tion consists  of  an  apparatus  wherein  water  and  the  fatty 
substances  are  heated  separately  in  two  different  boilers, 
the  first  boiler  being  heated  in  the  furnace,  called  in  the 
specification  the  source  of  heat,  while  the  second  boiler, 
called  the  cylinder,  is  heated  from  tlie  first  boiler. 

Unlike  as  the  two  processes  are  in  so  many  material  char- 
'acteristics,  it  seems  almost  a  work  of  supererogation  to  enter 
much  into  details,  as  the  dissimilarity  is  apparent  in  the 
whole  description  of  the  respective  inventions,  except  that 
both  contemplate  the  employment  of  heat  and  water  in 
effecting  the  decomposition  of  fatty  substances ;  and  even  in 
that  respect  I  hey  are  widely  different,  as  the  patentees  under 
whose  patent  the  respondent  works  employ  only  moderate 
heat  as  compared  with  the  other  process,  never  exceeding 
in  practice  what  is  represented  by  a  pressure  of  one  hun- 
dred and  eighty  pounds  to  the  square  inch ;  and  tliey  also 
employ  steam  as  well  as  water  in  a  vessel  which  is  never 
filled  with  the  fatty  substance  or  with  water  or  with  both 
combined. 

None  of  the  other  characteristic  conditions  of  the  com- 
plainant's invention  are  found  in  the  specification  of  the 
patent  under  which  the  respondent  works,  full  proof  of 
which  is  shown  in  the  enumeration  of  those  conditions, 
which  are  as  follows : 

1.  That  the  fatty  substances  to  be  treated  must  be  first 
mixed  with  water  equal  in  bulk  to  ohe-third  or  half  of  the 
fatty  substance. 

2.  That  for  that  purpose  the  fatty  substance  and  the 
water  in  the  proportions  mentioned  must  be  put  into  the 
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described  receiving  vessel,  where  it  must  be  subjected  to 
the  action  of  the  piston  with  the  perforated  disk  until  it 
causes  the  fat  and  the  water  to  form  an  emulsion  or  intimate 
mechanical  mixture. 

3.  That  the  mixture  so  formed  must  then  be  driven,  by 
a  force  pump,  through  the  connecting  tube  into  the  heat- 
ing vessel,  whether  a  coil  of  iron  tubing  or  other  conven- 
ient vessel,  and  be  subjected  to  a  high  degree  of  heat  and 
pressure  for  ten  minutes  to  effect  the  decomposition  of  the 
fatty  substance. 

4.  That  the  heating  vessel  must  be  closed  and  of  great 
strength,  so  that  the  requisite  amount  of  pressure  may  be 
applied  to  prevent  the  conversion  of  the  water  into  steam. 

5.  That  the  heating  vessel  must  be  filled  with  the  mix- 
ture and  kept  entirely  full  of  it  throughout  the  operation. 

6.  That  the  only  means  suggested  to  fulfil  the  condition 
is  the  forcing  pump,  as  the  provision  is  that,  if  necessary, 
the  speed  of  the  forcing  pump  should  be  increased. 

7.  That  the  heating  vessel  must  be  kept  full  of  the  mix* 
ture  so  that  no  steam  or  air  shall  accumulate  in  the  heat- 
ing vessel,  and  to  presei've  the  intimate  mechanical  mixture 
of  the  fatty  substance  and  the  water,  as  the  description 
does  not  suggest  any  means  to  supply  anj"  deficiency  of 
water  in  any  other  way,  whether  occasioned  by  evaporation 
or  by  its  being  converted  into  steam. 

8.  That  the  temperature  required  for  the  operation,  if  the 
fatty  substance  be  such  as  palm  oil,  is  610°  Pah.,  or,  if  such 
as  beef  tallow  or  the  tallow  of  sheep,  it  must  be  carried  to 
610®  Fah.,  or  the  melting  point  of  lead. 

9.  That  the  heating  vessel  should  be  tested,  before  taken 
into  use,  by  a  pressure  of  ten  thousand  pounds,  and  should 
be  of  sufficient  strength  to  be  safe  at  a  working  pressure  of 
two  thousand  pounds  to  the  square  inch. 

10.  That  the  apparatus  must  be  furnished  with  gauges 
to  indicate  the  required  heat  to  be  applied  in  the  operation, 
and  with  a  refrigerator  near  the  exit  end  of  the  apparatus, 
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to  cool  down  the  product  from  its  high  temperature  below 
212°  Fah.,  before  it  is  discharged  into  the  receiving  vessel. 

Compare  these  conditions  with  the  specification  of  the 
patent  under  which  the  respondent  works,  and  it  is  clear 
that  he  does  not  use  any  such  method,  process  or  operation 
as  those  described  in  the  letters  patent  of  the  complainant. 

Witnesses  have  been  examined  by  each  party  as  experts, 
to  assist  the  court  in  making  the  comparison,  but  they  dif- 
fer so  widely  in  their  statements  as  to  aflFord  the  court  but 
little  aid  in  the  solution  of  the  question.  Attention  is  also 
drawn  to  the  fact  that  several  circuit  judges  have  decided 
otherwise,  to  which  the  proper  reply  seems  to  be  that  the 
proofs  before  the  court  are  much  fuller  than  on  any  former 
occasion,  and  that  the  conclusion  stated  is  the  best  one  the 
court  can  form  after  having  given  the  whole  record  an  at- 
tentive examination. 

Expert  witnesses,  on  both  sides,  have  been  examined  also 
upon  the  issue  of  infringement,  but  they  differ  so  widely 
in  opinion  that  their  testimony  affords  the  court  bat  little 
aid  in  deciding  the  question,  which,  after  all,  must  depend 
chiefly  upon  the  comparison  of  the  descriptive  portions  of 
the  two  specifications.  Hill  v.  Thompson,  1  Web.  Pat.  Cas. 
232  [1  Am.  &  Eng.  293] ;  Turner  v.  Winter,  1  Web.  Pat. 
Cas.  77  [1  Am.  &  Eng.  43]. 

Two  things  are  not  the  same,  under  the  patent  law,  when 
one  is,  in  practice,  substantially  better  than  the  other  in  a 
case  where  the  second  improvement  is  not  gained  by  the 
use  of  the  same  means  or  known  mechanical  equivalents. 
Curt.  Pat.  4th  ed.,  sec.  330. 

Patent  laws  have  for  their  leading  purpose  the  encour- 
agement of  useful  inventions.  Practical  utility  is  their  ob- 
ject, and  it  would  be  strange  if,  with  such  object  in  view, 
the  law  should  consider  two  things  substantially  the  same 
which,  prictically  and  in  reference  to  their  utility,  are  sub- 
Btantia51v  different.    Curt.  Pat.  sec.  331. 

Slight  differences  in  degree  cannot  be  regarded  as  of 

19  Wall.  417-418. 


340  MITCHELL  v.  TILGHMAN.  [Sap.  Ot 

Opinion  of  the  court 

weight  in  determining  the  question  of  substantial  similarity 
or  substantial  difference,  but  in  all  cases  the  question 
whether  the  difference  in  degree  is  sufficient  or  insufficient 
to  prove  the  alleged  infringement,  is  a  question  of  faot  to 
be  determined  by  the  jury  in  an  action  at  law  or  by  the 
court  in  a  suit  in  equity.     Gaboon  v.  Ring,  1  Cliff.  621. 

Differences,  however,  so  great  as  are  exhibited  in  this 
record,  relieve  the  case,  in  the  judgment  of  the  court,  from 
all  doubt  and  warrant  the  conclusion  that  the  process  under 
which  the  respondent  works  is  substantially  different  from 
that  of  the  complainant. 

On  the  23d  of  November,  1867,  the  patent  of  the  com- 
plainant was  extended  for  seven  years  from  the  expiration 
of  the  fourteen  years  for  which  the  original  patent  was 
granted.  Subsequently,  to  wit:  on  the  6th  of  March,  1871, 
the  complainant  instituted  a  second  suit  against  the  respon- 
dent, founded  upon  the  extended  patent,  which  is  No.  840 
on  the  calendar.  Both  cases  were  heard  at  the  same  time. 
Suffice  it  to  say,  in  respect  to  the  latter,  that  the  pleadings, 
issues  and  proofs  in  the  two  cases  are  substantially  the 
same,  and  that  the  latter  must  be  disposed  of  in  the  same 
way  as  the  preceding  case. 

Decrees  were  entered  in  these  cases  respectively  in  the 
Circuit  Court  in  favor  of  the  complainant,  each  of  which 
must  be  reversed. 

JVie  decree  in  each  case  is  reversed^  with  costs,  and  the 
cases  respectively  remanded^  with  direction  to  dismiss  the 
respective  hills  of  complaint. 

Dissenting,  Mr.  Justice  Swayne,  Mr.  Justice  Stbong 
and  Mr.  Justice  Bradley. 

Mr.  Justice  Davis  took  no  part  in  the  decision  of  these 
cases. 
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Notea  t 

2.  The  same  process  claim  construed  broadly  in  view  of  patentee 
being  the  first  in  the  art ;  not  confined  to  a  particular 
degree  of  heat ;  and  infringed  by  a  substantially  sim- 
ilar process  using  a  low  degree  of  heat. 
Tilghman  t?.  Proctor,  102  U.  S.  707. 


Patent  In  8nltt 

No.  11,766.     Tilghman,  R.  A.    October  3,  1854    Purify- 
ing  Fat  Bodies. 
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ALBERT  KLEIN,  PLAINTIFF    IN   ERROR,  v.  NA- 
THAN C.  RUSSELL.* 

10  WaU.,  433-468.    Ckst.  Term,  187a 

[Bk.  22,  L.  ed.  116;  2  Whit.  687.] 

Argaed  January  15,  1874     Decided  March  3,  1874 

1.  Where  the  conflict  of  eyidence  upon  the  question  of  fact  was 

verj  great,  held  it  was  no  error  in  the  refusal  of  the  court  to 
direct  that  the  jury  find  for  the  plaintiff,     (p.  270.) 

2.  It  is  to  be  presumed  until  the  contrary  is  made  to  appear  that 

the  Commissioner  did  his  duty  correctly  in  granting  the  reis- 
sued patent;  and  where  it  was  insisted  that  the  reissue  was 
void  because  it  was  not  for  the  same  invention  as  the  original 
patent,  held  that  the  objection  not  having  been  taken  in  the 
court  below,  it  could  not  be  raised  here.     (p.  271.) 

8.  A  question  put  to  a  witness,  which  was  to  incidental  and  collat- 
eral matter  drawn  out  to  test  his  credibility,  and  which  in  no 
wise  affected  the  merits  of  the  controversy  between  the  parties, 
held  properly  put     (p.  271.) 

4  A  patent  relates  back,  where  the  question  of  novelty  is  in  issue, 
to  the  date  of  the  invention,  and  not  to  the  time  of  the  appli- 
cation for  its  issue.  An  inaccurate  instruction  to  the  jury, 
held  prof)erly  refused,     (p.  271.) 

5.  Claim  1,  of  reissue  No.  8,816,  Russell,  N.  C,  February  1,  1870, 

Preparation  of  Leather, for  "the  employment  of  fat  liquor  in 
the  treatment  of  leather,  substantially  as  specified,"  liberally 
construed  in  order  to  be  sustained  in  view  of  the  single  claim 
in  the  original  patent  No.  93,910,  August  17,  1869,  for  "the 
process  substantially  as  herein  described,  of  treating  bark- 
tanned  lamb  or  sheep  skins  by  means  of  a  compound,  and  ap- 
plied essentially  as  specified,"  and  in  view  of  both  original 
and  reissued  specifications  referred  to  by  the  final  words  of 
the  claims,  and  limited  to  cover  only  the  use  of  heated  liquor, 
(p.  272.) 

6.  The  court  should  proceed  in  a  liberal  spirit  so  as  to^suslain  the 

*See  Explanation  of  Notes,  page  111. 
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patent  and  the  construction  claimed  by  the  patentee  himself, 
if  this  can  be  done  consistently  with  the  language  which  he 
has  employed,     (p.  273.) 

7.  A  charge  that  if  a  certain  process  applied  at  or  near  the  boiling 

point,  proved  injurious,  the  patent  was  yoid  for  want  of  utility, 
held  properly  refused,  but  modified  by  charging,  that  if  ap- 
plied near  the  boiling  point  "  under  the  common  knowledge  of 
persons  skilled  in  the  art,"  it  should  prove  injurious,  sustained 
as  corect     (p.  274.) 

8.  A  patent  is  not  void  for  ambiguity  if  it  is  capable  of  useful  ap- 

plication in  the  hands  of  those  skilled  in  the  art  to  which  it 
appertains,     (p.  275.) 

[Citations  in  opinion  of  the  court :] 

Johnston  v.  Jones,  1  Blatch.  209.    p.  271. 

In  error  to  the  Circuit  Court  of  the  United  States  for  the 
Northern  District  of  New  York. 

This  action  was  commenced  in  the  court  below  by  Rus- 
sell, for  the  alleged  infringement  of  a  reissued  patent.  The 
descriptive  portion  of  the  patent  is  as  follows : 


NATHAN  C.   RUSSELL,  OF  GLOVERSVILLE,  NEW 

YORK. 

Letters  Patent  No.  93,010,  dated  August  17,  1869;   reissue  No. 

3,816,  dated  February  1,  1870. 

Improvement  in  the  Treatment  ob'  Leather. 

The  schedule  referred  to  in  these  Letters  Patent  and  making  part 

of  the  same. 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  Nathan  C.  Russell,  of  Gloversville, 
in  the  county  of  Fulton,  and  State  of  New  York,  have  in- 
vented a  new  and  useful  Improvement  in  the  Preparation 
of  Leather ;  and  I  do  hereby  declare  that  the  following  is 
a  full,  clear  and  exact  description  of  the  same : 
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My  inyention  consists  in  a  novel  treatment  of  what  is 
known  as  *' bark-tanned  lamb  or  sheep-skin,"  an  article 
used  by  book-binders,  and  which,  while  sufficiently  soft 
and  supple  for  the  purposes  of  their  trade,  is  too  hard  and 
stiff  for  glove-making,  and  a  variety  of  other  purposes. 
This  objection  is  removed  by  my  treatment  of  the  article,, 
and  the  latter  rendered  so  soft  and  free,  yet  full  in  respect 
of  body,  as  to  adapt  it,  among  other  purposes  or  uses,  to 
the  making  of  whg,t  are  termed  "dog-skin  gloves." 

The  principal  feature  of  the  invention  consists  in  the  em- 
ployment of  what  is  known  amongst  tanners  and  others,  as 
*'fat  liquor,"  which  is  ordinarily  obtained  by  scouring 
deer-skin  after  tanning  in  oil,  but  which,  when  it  is  not 
convenient  to  obtain,  in  this  manner,  may  be  produced,  or 
a  liquor  having  the  same  character  obtained,  by  the  cut- 
ting of  oil  with  a  suitable  alkali. 

In  treating  leather  with  the  ''fat  liquor,"  it  is  desirable 
to  heat  the  latter  to  or  near  the  boiling  point,  and  it  is  pre- 
ferred to  use  the  same  in  connection  with  other  ingredients. 
Thus,  for  instance,  there  may  be  added  to  each  ten  gallons 
(10  gals.)  of  such  heated  fat  liquor,  eight  ounces  (8  oz.)  of 
sal-soda,  twelve  ounces  (12  oz.)  of  common  salt,  one  pint 
(1  pt.)  of  soft  soap,  or  an  equivalent  quantity  of  hard  soap, 
and  four  ounces  (4  oz.)  of  Venetian  red,  such  ingredients 
to  be  well  stirred  and  mixed  with  the  fat  liquor. 

This  forms  a  good  treating-mixture  or  compound,  and 
when  made  in  the  foregoing  quantity,  will  suffice  for  five 
or  six  dozen  skins ;  but  of  course  such  quantity  may  be 
more  or  less  varied,  as  may  also  the  proportions  of  the  in- 
gredients, and  the  Venetian  red,  or  other  coloring-matter, 
be  modified  or  omitted,  as  desired. 

To  effect  the  treatment,  hereinbefore  referred  to,  of  the 
bark-tanned  lamb  or  sheep-skin,  the  same  should  be  well 
dipped  in  or  saturated  with  the  fat  liquor  or  compound  of 
which  fat  liquor  is  the  base.  This  may  be  done  by  laying 
the  skin  to  be  treated  on  a  table  or  other  suitable  surface, 
and  rubbing  the /fat  liquor  or  compound  on  or  into  both 


Oct,  1873.]  KLEIN  v.  RDSSELL  247 

statement  of  the  case. 

sides  of  the  skin,  using  for  the  purpose  a  horse  or  other 
suitable  brush  or  rubber,  by  which  it  can  be  worked  into 
the  skin,  that  is  afterward  hung  out  to  dry,  and  subse- 
quently ''staked,"  when  the  character  of  said  skin  will  be 
found  entirely  changed  from  harshness  to  softness,  and  in 
other  resx)ects,  thereby  adapting  it  to  the  manufacture  of 
gloves  of  the  description  previously  named,  and  to  a  va- 
riety of  other  purposes  for  which  said  skin  was  not  suita- 
ble prior  to  the  treatment  of  it  I  have  herein  described. 

What  is  here  claimed,  and  desired  to  be  secured  by  let- 
ters patent,  is — 

1.  The  employment  of  fat  liquor  in  the  treatment  of 
leather,  substantially  as  specified.  ^ 

2.  The  process,  substantially  as  herein  described,  of  treat- 
ing bark-tanned  lamb  or  sheep-skin,  by  means  of  a  com- 
pound composed  and  applied  essentially  as  specified. 

N.  C.   RUSSELL. 
Witnesses : 

Fred.  Hatnes, 
Perd.  Titsoh. 

The  si)ecification  of  the  original  letters  patent  is  as  fol- 
lows: 


NATHAN  C.  RUSSELL,  OF  GLOVERSVILLE,  NEW 
«  YORK. 

Improved  Process  op  Treating  Leather  so  as  to  Ren- 
der IT  Suitable  fob  the  Manufaotuee  of  Gloves,. 
&o. 

Specification  forming  part  of  Letters  Patent  No.  93^910^  dated 

Augost  17,  1869. 

To  all  wTiom  it  may  concern : 
Be  it  known  that  I,  Nathan  C.  Russell,  of  Gloversville^ 
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in  the  county  of  Pulton  and  State  of  New  York,  have  in- 
vented a  new  and  useful  Improvement  in  the  Preparation 
of  Leather ;  and  I  do  hereby  declare  that  the  following  is 
a  full,  clear,  and  exact  description  of  the  same. 

My  invention  consists  in  a  novel  treatment  of  what  is 
known  as  "bark- tanned  lamb  or  sheep  skin,"  an  article 
used  by  bookbinders,  and  which,  while  sufficiently  soft  and 
supple  for  the  purposes  of  their  trade,  is  too  harsh  and 
stiflf  for  glove-making  and  a  variety  of  other  purposes. 
This  objection  is  removed  by  my  treatment  of  the  article, 
and  the  latter  rendered  so  soft  and  free,  yet  full,  in  re- 
spect of  body,  as  to  adapt  it,  among  other  purposes  or 
uses,  to  the  making  of  what  are  termed  '^ dog-skin" 
gloves. 

The  process  I  adopt,  and  which  constitutes  my  inven- 
tion is  follows:  I  take  of  ''fat  liquor,"  obtained  in  scour- 
ing deer-skin  after  tanning  in  oil,  say,  ten  gallons,  (10 
gals.)  and  warm  the  same  by  heating  it  to  or  near  the 
boiling-point.  I  then  add  to  such  heated  fat  liquor  eight 
ounces  (8  oz.)  of  sal -soda,  twelve  ounces  (12  oz.)  of  com- 
mon salt,  one  pint  (1  pt.)  of  soft  soap,  and  four  ounces  (4 
oz.)  of  Venetian  red,  and  stir  and  mix  these  several  ingre- 
dients with  the  fat  liquor. 

This  forms  the  treating  mixture  or  compound,  and  when 
made  in  the  foregoing  quantity  will  suffice  for  five  or  six 
dozen  skins  ;  but  of  course  such  quantity  may  be  more  or 
less  varied,  as  may  also  the  proportions  of  the" ingredients, 
and  the  Venetian  red  or  other  coloring- matter  be  modified 
or  omitted,  as  desired. 

To  effect  the  treatment  hereinbefore  referred  to  of  the 
bark- tanned  or  bark-tanned  shaved  lamb  or  sheep  skin,  I 
lay  said  skin  on  a  table  or  other  suitable  surface,  and  rub 
the  above-described  compound  onto  both  sides  of  it,  using 
for  the  purpose  a  horse  or  other  suitable  brush  or  rubber, 
bv  which  it  can  be  worked  into  the  skin,  that  is  afterward 
hung  out  to  dry,  and  subsequently  ''staked,"  when  the 
character  of  the  skin  will  be  found  entirely  changed  from 
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harshness  to  softness,  and,  in  other  resi)ects,  thereby- 
adapting  it  to  the  manufacture  of  gloves  of  the  descrip- 
tion previously  named  and  to  a  variety  of  other  purposes 
for  which  said  skin  was  not  suitable  prior  to  the  treatment 
of  it  I  have  herein  described. 

Claim. 

What  is  here  claimed,  and  desired  to  be  secured  by  Let- 
ters Patent,  is — 

The  process,  substantially  as  herein  described,  of  treat- 
ing bark-tanned  lamb  or  sheep  skin,  by  means  of  a  com- 
pound composed  and  applied  essentially  as  specified. 

N.  C.  RUSSELL. 
Witnesses : 

Fred.  Haynes, 
M.  J.  Shanlys. 

Verdict  and  judgment  were  for  the  plaintiffs.  A  motion 
for  a  new  trial  having  been  overruled,  the  case  was  brought 
to  this  court.     The  errors  relied  on  here  were : 

1.  The  refusal  of  the  court  below  to  direct  a  judgment 
for  the  defendant,  because  the  evidence  showed  lack  of 
novelty  in  plaintiffs  inventions,  and  because  the  reissued 
patent  was  void  as  not  being  for  the  same  invention  as  the 
original.  This  last  question  was  not  considered  by  this 
court. 

2.  Exceptions  to  the  evidence. 

Uriel  Case  was  sworn  and  examined  as  a  witness  for  de- 
fendant and  testified  that,  eighteen  or  twenty  years  ago,  he 
had  applied  fat  liquor  to  twenty  or  twenty-five  dozens 
bark-tanned  skins,  dipping  some  and  applying  the  liquor 
with  a  sponge  to  others,  and  this  made  them  soft  and  suit- 
able for  gloves ;  that  he  made  these  skins  into  gloves, 
which  were  sold  ;  used  the  fat  liquor  both  Avarm  and  cold. 
He  didn't  make  any  more  until  last  year. 

On  his  cross-examination,  this  witness  testified  that  of 
the  twenty  or  twenty-five  dozen  skins  that  he  so  prepared, 
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eighteen  or  twenty  years  ago,  he  could  not  tell  anything 
about  the  number  of  skins  treated  with  warm  liquor ;  that 
Ms  attention  was  first  called  to  that  old  transactioa  when 
this  suit  came  off  ;  that  he  did  not  know  as  he  ever  tried  it 
again  until  last  year;  didn't  remember  whether  he  did  or 
not ;  last  year  there  was  considerable  of  it  done  in  Glov- 
ersville  ;  that  it  was  a  cheaper  article  than  buckskin,  and 
'  they  were  making  a  salable  article  out  of  it;  that,  on  the 
other  trial,  it  was  talked  in  his  hearing  that  there  was  a 
large  trade  in  GloTersviUe  in  gloves  made  from  these  bark- 
tanned  skins;  that  in  1870  he  began  to  use  the  fat  liquor 
to  soften  bark-tanned  skins  again.  And  the  counsel  for 
the  plaintiff  then  asked  the  witness:  "Did  Mr.  Bnssell 
come  and  forbid  you  going  on  '(" 

This  question  was  objected  to  by  the  counsel  for  the  de- 
fendant as  immaterial  and  incompeteni.  and  as  calling  for 
the  declaration  of  the  plaintiff ;  but  the  the  said  objection 
was  overruled  by  the  said  judge,  and  the  said  question 
held  to  be  admissible ;  to  which  ruling  and  decision  of  the 
said  judge,  the  defendant's  counsel  then  and  there  duly 
excepted, 

John  W.  Place,  on  his  cross-examination,  testified  that 
he  was  one  of  the  defendants  in  the  suit  tried  at  Albany; 
Russell,  plaintiff,  and  his  brother  Isaac  B.  Place  and  him- 
self defendants  ;  that  he  and  his  brother  were  partners  and 
manufacturers  at  Glovei-sviile  ;  that  he  was  present  on  this 
trial  as  a  witness  for  Klein  without  payment  of  fees,  and 
his  brother  was  present  also,  that  he  had  seen  a  paper  in 
reference  to  the  expenses  of  this  suit ;  it  was  the  day  after 
the  trial  at  Albany  in  reference  to  plaintiff's  patent ;  that 
witness  handed  it  to  his  brother,  and  hadn't  seen  it  since 
that.  Witness  copied  the  paper  at  his  brother's  request, 
and  handed  it  back  to  him. 

The  counsel  for  plaintiff  then  asked  the  witness  to  state 
the  substance  of  that  pai)er.  This  was  objected  to  by  de- 
fendant's counsel.  (1)  Upon  the  ground  that  it  was  not 
the  best  evidence.     (2)  That  no  foundation  had  been  laid 
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for  the  production  of  the  secondary  evidence  of  the  con- 
tents of  the  papers  in  question.  And,  (3)  As  immaterial 
and  incompetent.  But  the  objection  was  overruled  by  the 
said  judge,  and  the  said  question  held  admissible  ;  and  the 
counsel  for  the  defendant  then  and  there  duly  excepted  to 
said  ruling  and  decision  of  said  judge. 
'  Charles  H.  Porter,  being  sworn,  testified  that  he  resided 
in  Albany,  and  was  a  physician  and  chemist ;  that  he  had 
examined  the  Russell  patent  and  the  specifications,  and 
had  made  tests  and  experiments  in  relation  to  the  fat 
liquor  and  the  process  therein  described. 

The  counsel  for  plaintiff  then  asked  this  witness  the 
question :  will  you  state  whether  the  effect  of  fat  liquor 
applied  to  oil-tanned  and  bark-tanned  skins  is  the  same  os 
different? 

To  the  question  the  defendant's  counsel  duly  objected  as 
immaterial,  the  purpose  for  which  the  process  is  used  be- 
ing immaterial,  if  the  process  is  the  same. 

But  the  said  objection  was  overruled  by  the  said  judge, 
and  the  said  question  held  admissible ;  and  to  such  de- 
cision and  ruling  of  the  said  judge,  defendant's  counsel 
then  and  there  duly  excepted. 

Exceptions  to  the  Refusal  of  the  Court  to  Charge  the 
Jury  as  Requested  by  Defendants  Counsel. 

1.  The  defendant's  counsel  requested  the  said  judge  to 
charge  the  jury  that  the  invention  claimed  by  the  plaintiff 
as  described  in  the  patent  of  February,  1870,  is  the  treat- 
ment of  bark-tanned  sheep  and  lambskins  by  the  employ- 
ment of  fat  liquor,  and  if  the  jury  believes  that  such  treat- 
ment was  known  to  others  and  more  than  two  years  before 
the  claimant  applied  for  his  patent,  his  pat.ent  is  void,  and 
defendant  below  is  entitled  to  a  verdict ;  but  the  said  judge 
declined  to  charge  as  proposed,  and  declined  to  alter  his 
charge  in  that  respect,  to  which  refusal  the  counsel  for  de- 
fendant then  and  there  duly  excepted. 

2.  The  defendant's  counsel  also  requested  the  said  judge 
to  charge  that  the  proper  construction  of  the  patent  is^ 
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that  the  fat  liquor  should  be  applied  at  or  near  the  boiling 
point,  and  if  the  jury  believe  that  the  application  of  fat  liquor 
to  leather  at  such  a  temperature  is  injurious  and  pernicious, 
the  patent  is  void  for  want  of  utility,  and  the  defendant  en- 
titled to  a  verdict ;  but  the  said  judge  refused  so  to  charge 
the  jury,  but  modified  the  said  request,  and  instructed  the 
jury  that  the  proper  construction  of  the  second  claim  of 
the  patent,  so  far  as  it  relates  to  the  application  of  heat,  is 
that  the  compound  composed  of  fat  liquor  and  the  other 
ingredients  required,  should  be  applied  at  or  near  the  boil- 
ing point,  unless  the  common  knowledge  of  persons  skilled 
in  the  art  of  treating  this  liquor  to  procure  softness  and 
pliability,  would  make  them  wait  until  it  was  partially 
cooled  before  it«  application ;  and  if  the  jury  believe  that 
the  application  of  fat  liquor  to  leather  at  such  a  tempera- 
ture as  is  required  by  the  specification  under  this  qualifi- 
cation is  injurious  and  pernicious,  the  patent  is  void  for 
want  of  utility,  and  the  defendant  entitled  to  a  verdict; 
and  the  counsel  for  defendant  then  and  there  duly  ex- 
cepted to  such  refusal,  and  also  to  such  modification  of 
said  request  as  made  by  said  judge. 

3.  Defendant's  counsel  also  requested  the  said  judge  to 
charge  that  if  the  patent  did  not  intend  that  the  fat  liquor 
be  applied  to  leather  when  at  or  near  the  boiling  point,  it 
is,  in  respect  to  the  application  of  heat,  void  for  ambiguity, 
but  the  said  judge  refused  so  to  charge- the  jury,  for  the 
reasons  substantially  appearing  in  the  modification  of  the 
last  preceding  request ;  and  to  such  refusal  the  defendant, 
by  his  counsel,  duly  excepted. 

4.  The  defendant's  counsel  also  requested  the  said  judge 
to  charge  the  jury,  that  if  they  believe  that  cooling  the  fat 
liquor  after  boiling  is  an  essential  point  of  plain tiflf's  pro- 
cess, then  the  patent  is  void  for  not  indicating  that  such 
process  of  cooling  is  necessary,  or  how  it  is  to  be  accom- 
plished :  but  the  said  judge  refused  so  to  charge  the  jury, 
but  modified  said  request  by  adding  thereto,  '*  Unless  the 
common  knowledge  of  persons  skilled  in  the  art  of  treat- 
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10.  The  counsel  also  requested  the  said  judge  to  charge 
the  said  jury,  that  the  patent  could  not  be  sustained  in  the 
matter  of  the  mere  degree  of  heat,  if  the  principle  of  apply- 
ing heat  to  any  extent  is  an  old  process.  But  the  said 
judge  declined  so  to  charge,  except  as  had  already  been 
charged  in  the  portion  of  the  charge  hereinbefore  set  forth, 
and  to  such  refusal  the  counsel  for  defendant  then  and 
there  excepted. 

Messrs.  MaUJiew  Hale  and  Jarnes  M.  Dudley^  for  plain- 
tiffin  error: 

The  court  below  erred  in  refusing  to  give  the  first  charge 
requested  by  defendant,  to  the  jury,  that  the  invention 
claimed  by  the  plaintiff  below,  in  his  reissued  patent,  was 
the  treatment  of  bark-tanned  sheep  and  Iamb-skins  by  the 
employment  of  fat  liquor ;  and  that  if  they  believed  that 
such  treatment  was  known  to  others  and  more  than  two 
years  before  the  plaintiff  applied  for  his  patent,  his  patent 
was  void  and  the  defendant  (below)  entitled  to  a  verdict. 

See,  Moffit  v.  Garr,  1  Pish.  613. 

The  second  branch  of  the  request,  that  knowledge  of  this 
treatment  by  others,  more  than  two  years  before  plaintiff 
applied  for  his  patent,  rendered  the  patent  void,  was  also 
correct*  Ch.  367  of  1836,  sec.  15 ;  Ch.  88  of  1839,  sec.  7 ; 
16  Stat,  at  L.  208,  sec.  61. 

The  court  below  also  erred  in  refusing  the  requests  to 
charge  in  relation  to  the  construction  of  the  patent,  so  far 
as  it  related  to  the  application  of  heat,  and  in  modifying 
said  requests  as  above  stated.    2d,  3d  and  4th  requests. 

The  patent  recommended  that  the  fat  liquor  be  heated 
"  to  or  near  the  boiling  point."  The  natural  inference  was 
that  it  was  to  be  applied  in  that  condition.  If  applied  at 
such  temperature  there  was  evidence  that  it  would  be  de- 
structive to  the  leather.  But  the  judge  refused  to  instruct 
the  jury  that  the  patent  was  void  for  want  of  utility,  if 
they  believed  this  evidence,  except  with  a  modification, 


256  KLEIN ».  KUSSELL.  [Sup.  Ot 

Argument  of  counael. 

which  really  left  the  construction  of  the  specification  in 
the  patent  to  the  Jury. 

We  insist  (under  the  3d  and  4t]i  requests)  that  the  speci- 
fication in  the  patent  either  required  the  liquor  to  be  ap- 
plied, at  or  near  boiling  beat,  or  else  utterly  /ailed  to  spe- 
cify at  what  heat  it  should  be  applied,  and  that  for  this 
reason  the  patent  was  void  in  respect  to  the  application  of 
the  heat.  See,  Tyler  v.  Boston,  7  Wall.  327  [8  Am.  & 
Ens.  !]■ 

The  court  below  erred  in  refusing  to  charge  as  reqnested, 
with  reference  to  the  patentability  of  the  addition  to  the 
fat  liquor  (»f  the  other  ingredients  mentioned  in  the  specfi- 
cations,  and  in  modifying  the  requests  by  adding  thereto 
the  words,  "or  other  like  purposes."  The  purposes  of  the 
process  are  clearly  set  fortli  in  the  patent.  They  were  to 
remove  the  hardness  and  stiffness  of  bark-tanned  skins. 
The  evidence  was  that  the  other  ingredients  named  in  the 
patent  did  not  change  the  properties  of  fat  liquor,  which 
is  simply  oil  cut  with  aikali. 

The  court  erred  in  refusing  to  charge  that  the  process  of 
preparing  leather  by  means  of  a  compound,  as-  claimed  by 
plaintiff,  was  not  patentable,  becanse  the  proportions  were 
not  fixed,  but  were  indefinite  and  uncertain,  and  may  be 
waived  or  omitted  by  ihp  terms  of  the  patent.  (6th  re- 
quest). 

By  referring  to  the  specification  in  the  patent,  it  wiU 
be  seen  that  this  request  should  have  been  complied  with. 
"It  is  preferred  to  use  the  same  in  connection  with  other 
ingredients."  Then,  after  giving  certain  proportions,  it 
goes  on  to  say:  "But  of  course  such  quantity  may  be 
more  or  less  varied,  ns  may  also  the  proportions  of  the  in- 
gredients, and  ttie  Venetiiin  red  or  other  coloring  matter 
be  modified  or  omitted  ns  desired." 

In  other  words,  everything  was  left  to  the  tastes  and 
fancy  of  the  user,  who  was  at  liberty,  under  this  patent,  to 
use  any  or  all  of  these  ingredients,  in  such  proportions  or 
manner  as  he  pleased,  or  to  omit  them  altogether. 
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It  is  al/surd  to  say  that  such  a  use  or  omission  to  use, 
of  well  known  ingredients  was  patentable.  The  description 
of  the  pretended  compound  was  too  vague  and  uncertain 
to  sustain  the  patent. 

Tyler  v.  Boston  (supra) ;  Wood  v.  Underhill,  5  How.  I 
[4  Am.  &  Eng.  561]  ;  Parker  v.  Stiles,  5  McLean,  64. 

The  court  below  erred  in  refusing  the  7th  request. 

This  request  was  conceded  by  the  learned  judge  to  be 
correct  in  principle,  so  far  as  it  referred  to  the  use  of  the 
process  for  the  purpose  of  softening  any  leather ;  but  he 
refused  to  charge  that  such  prior  use  for  two  years  before 
the  plaintiff  below  applied  for  his  patent  was  sufficient 

Upon  the  general  principle  involved  in  the  request,  see 
Harwood  v.  Railway,  11  H.  of  L.  Cas.  664 ;  Hotchkiss  v. 
Greenwood,  11  How.  348  [6  Am.  &  Eng.  240] ;  Bean  t). 
Small  wood,  2  Story,  408 ;  Winans  v.  R.  R.  Co.,  2  Story, 
412 ;  Losh  v.  Hague,  Web.  Pat.  Cas.  202  [2  Am.  &  Eng. 
601] ;  Reg.  t).  Cutler,  3  Car.  &  K.  215;  Jordan  «.  Moore, 
L.  R  ,  1.  C.  P.  624 ;  Brook  v.  Aston,  8  El.  &  Bl.  478 ;  Howe 
V.  Abbott,  2  Story,  190 ;  Phillips  v.  Page,  24  How.  164  [7 
Am.  &  Eng.  97] ;  Bottle  Envelope  Co.  d.  Seymer,  5  C.  B. 
(N.  S.)  164;  Bush  d.  Pox,  5  H.  of  L.  Cas.  707;  Leroy  v. 
Tatham,  14  How.  177  [5  Am.  &Eng.  313]  ;  Boultont).  Bull, 
2  H.  Bl.  487  [1  Am.  &  Eng.  69]. 

The  court  below  erred  in  refusing  to  charge,  when  re- 
quested, that  if  anything  claimed  by  the  plaintiff  in  his. 
patent  as  new,  was,  in  fact,  old,  the  entire  patent  was  void, 
and  the  plaintiff  could  not  recover. 

The  court  below  erred  in  refusing  the  ten^h  request. 

The  request  was  in  effect  that  raising  the  heat  of  the  fat 
liquor  to  the  boiling  point  did  not  of  itself  constitute  an 
invention  which  was  the  subject  of  a  patent,  and  the  de- 
fendant below  was  entitled  to  this  instruction. 

Brooks  t).  Bicknell,  3  McLean,  262 ;  McCormick  v.  Man- 
ny, 6  McLean,  557 ;  Everson  v.  Rickard,  La.  Dig.  81. 

Mr.  Horace  E.  Smith,  for  defendant  in  error : 

The  patentee  claims,  and  has  patented,  two  things:    1« 
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A  novel  treatment  of  bark-tanned  sheep  or  lamb-skins,  by 
lieated  fat  liqnor.  subatantially  aa  described  in  the  specifi- 
cation ;  and  2.  The  treatment  of  such  skins  with  a  heated 
compound,  composed  and  appiipd  substantially  as  specified. 

The  infringement  in  the  case  at  bar  consisted  in  the  use 
of  llie  compound. 

I.  As  to  Exceptions  to  Evidence. 

(a)  The  question  to  Uriel  Case,  "Did  Mr.  Kusaell  come 
and  forbid  you  going  on?"  was  proper  as  introductory  to 
witness'  statements  and  interview,  and  was  proof  of  the 
fact  elicited  by  his  further  cross-examination,  that  when 
charged  with  an  infringement  of  the  patent,  he  made  no 
pretense  of  prior  knowledge,  but  claimed  that  he  had  a 
way  of  his  own,  etc.,  and  hence  did  not  then  infringe.  He 
claimed  that  his  method  before  and  after  the  patent  was 
substantially  the  same. 

The  question  was  also  proper  for  the  purpose  of  showing 
witness"  feeling  towards  the  plaintiff  and  his  patent. 

{b)  The  witness,  John  W.  Place,  was  properly  permitted 
to  give  the  contents  of  a  certain  subscription  paper  in  rela- 
ition  to  the  expenses  of  this  suit,  and  the  defense  of  the 
iinanufacturing  interests  against  Russell's  patent. 

The  object  was  lo  show  a  combination  among  defendant's 
■witnesses,  including  Place,  to  defeat  the  patent  and  share 
-the  expense,  thus  affecting  their  credibility.  Its  propriety 
is  beyond  question. 

Woodworth  v.  Sherman.  3  Story,  171,  172 ;  Evans  v. 
Eaton,  7  Wheat.  356  [4  Am.  &  Eng.  105]. 

As  a  collateral  matter  arising  incidentally,  affecting 
-merely  the  credit  of  the  witness,  it  is  an  exception  to  the 
xnle  requiring  the  best  evidence. 

Notice  to  produce  conld  not  be  given  to  defendant  if 
there  was  no  presumption  that  he  had  possession  of  the 
paper ;  and  plaintiff  could  not  know  in  advance  who  would 
bo  called  by  defendant  to  testify.  The  question  elicited 
no  material  evidence,  and  was,  therefore,  harmlees. 
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R.  R.  Co.  t).  Howard,  13  How.  307,  334 ;  Greenleaf  v. 
Birth,  6  Pet.  132,  135. 

(c)  In  view  of  the  evidence  of  Cronse,  Dodge  and  Pair- 
banks,  it  is  insisted,  that  the  question  to  Dr.  Porter,  the 
expert,  "Will  you  state  whether  the  effect  of  the  fat  liquor 
applied  to  oil-tanned  and  bark-tanned  skins  is  the  same  or 
different?'*  was  material  and  proper. 

The  oil-tanned  skins  referred  to  by  these  witnesses,  were 
skins  dressed  from  the  raw  in  oil,  and  the  fat  liquor  used 
upon  tliera  was  a  part  of  or  in  aid  of  the  oil  dressing  pro* 
cess. 

The  plaintiff  claimed  that  the  use  of  fat  liquor  in  the 
process  of  oil  tanning  is  essentially  different  from  the  pat- 
ent process  ;  that  in  one  case,  it  is  used  in  connection  with 
oil  for  the  purpose  of  converting  the  pelt  into  leather  from 
the  raw  state,  while  in  the  other,  it  is  applied  to  the  skin 
already  tanned  for  the  purpose  of  softening  and  adding 
new  properties. 

While  it  is  true  that  the  mere  purpose  or  effect  of  a  ma- 
chine or  process  is  not  patentable,  it  is  equally  true  that 
the  effect  or  result  produced  is  always  proper  to  be  consid- 
ered when  a  patent  is  on  trial,  and  often  very  material  in 
determining  the  questions  of  utility  and  novelty. 

Curt.  Pat.,  2d  ed.,  sees.  8-10,  14, 18 ;  Fairbanks tj.  Cook, 
2  Pish.  668,  672  ;  Hall  v.  Wiles,  2  Blatchf.  194,  200 ;  Eames 
V.  Cook,  2  Pish.  146,  149 ;  Judson  v.  Cope,  1  Pish.  616, 
624;  Crane  v.  Price,  5  Scott  (N.  S.)  338,  388. 

In  Hall  v.  Wiles,  supra.  Nelson,  J.,  says,  p.  200:  "And 
in  determining  this  question" — the  patentability — "the 
jury  have  a  right  to  take  into  consideration,  in  connection 
with  the  changfe,  the  result  which  has  been  produced.  Be- 
cause the  result,  if  greatly  more  beneficial  than  it  was  with 
the  old  contrivance,  reflects  back  and  tends  to  characterize 
in  some  degree  the  importance  of  the  change." 

The  admission  of  this  question  was  not  in  conflict  with 
the  rule  applicable  in  case  of  "double  use."  It  was  a 
proper  and  legitimate  mode  of  solving  the  question  raised 
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by  defendant' s  evidence,  whether  the  patented  process  was 
or  was  not  the  application  of  an  old  principle  or  process  to 
a  new  and  analagoas  use. 

Even  if  this  question  were  improper,  the  answer,  if  not 
in  itself  harmless  to  the  plaintiff  in  error,  became  so  under 
the  charge  of  the  court. 

On  this  point  he  charged,  '^That  the  application  of  an 
old  invention  or  an  old  machine  to  produce  a  new  result, 
because  it  is  applied  to  different  material,  is  not  an  inven- 
tion, and  the  question  of  novelty  is  to  be  determined  in  the 
same  way ;  that  under  the  first  claim  of  the  plaintiffs,  if 
this  particular  process  was  used  for  the  purpose  of  soften- 
ing leather,  it  is  not  material  that  it  was  bark  tanned  sheep 
or  lamb-skins,  if  it  be  used  as  a  process  for  that  purpose." 

II.  As  to  the  Refusal  of  the  Court  to  Direct  a  Verdict 
for  the  Defendant. 

(a)  The  court  could  not  properly  give  the  direction 
prayed,  as  there  were  questions  of  fact  for  the  jury  ;  upon 
which,  or  some  of  them,  there  was  conflict  of  evidence. 

(ft)  On  the  question  of  prior  use,  evidence  of  this  char- 
acter is  justly  held  to  possess  great  significance  and  value. 

Curt.  Pat.,  2d  ed.,  sees.  359,  360. 

{c)  Where  there  is  any  evidence  to  be  weighed  by  the 
jury,  and  where,  iti  any  possible  construction  of  the  testi- 
monj%  it  would  support  the  action,  a  verdict  for  defendant 
cannot  be  directed. 

Bk.  7).  Triplett,  1  Pet.  25,  31 ;  Schuchardt  v,  Allen,  1 
Wall.  359,  371 ;  Barney  v.  Schmeider,  9  Wall.  248,  253. 

III.  As  to  the  Refusal  of  the  Court  to  Charge  the  Jury 
as  Requested  by  Defendants  Counsel. 

(a)  As  to  the  first  request,  it  does  not  fully  or  correctly 
describe  the  invention,  and  it  would  have  been  erroneous 
to  charge  as  requested. 

The  employment  of  fat  liquor,  merely,  is  not  the  whole 
of  the  invention.  It  is  the  employment  of  fat  liquor  in 
the  condition  and  manner  described  in  the  specification. 

The  request  erroneously  assumes  that  a  knowledge  by 
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Others  of  the  thing  patented,  more  than  two  years  before 
applicatioa  for  the  patent,  renders  it  void. 

The  first  discoverer  or  inventor,  under  our  law,  is  entitled 
to  a  patent,  provided  he  uses  "reasonable  diligence  in 
adapting  and  perfecting"  his  invention  ;  and  in  perfecting 
it,  he  is  not  limited  to  two  years. 

If  a  prayer  for  instruction  be  not  correct  in  its  very  terms, 
it  is  not  error  to  refuse  it. 

Brooks  V.  Marbury,  11  Wheat.  78,  94 ;  Elliott ».  Peirat^, 
1  Pet.  328,  338 ;  TJ.  S.  v.  Bk.,  16  Pet.  377,  406  ;  Catts  v, 
Phalen,  2  How.  376,  382. 

The  charge  to  the  jury  covered  the  ground  of  this  re- 
quest, and  embraced  all  that  the  defendant  below  had  a 
right  to  ask  upon  the  point  involved. 

The  following  instructions,  among  others,  were  given  to 
the  jury  :  '•  That  taking  the  reissued  patent  as  the  basis  of 
the  plaintiff' :4  claim,  the  true  construction  of  the  first  claim 
is  the  employment  of  fat  liquor  generally,  in  the  state  in 
wliich  it  comes  from  the  mills,  in  the  treatment  of  leather 
substantially  as  described;  that  the  first  claim  covered  the 
employment  of  fat  liquor  in  its  pure  and  simple  state  ;  that 
the  second  claim  covered  the  compound  substantially  as 
described  in  the  specification,  and  that  the  heating  of  the 
liquor  was  an  essential  portion  of  the  patented  process  un- 
der this  claim  ;  that  upon  the  question  of  the  validity  of 
the  patent  they  (the  jury)  were  to  look  to  the  proof  in  re- 
gard to  the  use  of  fat  liquor,  substantially  in  the  manner 
described  when  fat  liquor  alone  is  used,  unconnected  with 
the  other  ingredients  constituting  the  compound,  which  is 
covered  by  the  second  claim  in  the  patent ;  that,  if  the  jury 
should  find  that  this  process  had  been  used  prior  to  plain- 
tiff's allied  invention  by  other  persons,  as  slated  and 
claimed  here,  and  that  the  persons  who  used  ihe  process 
were  aware  of  the  object  and  character  of  it,  observed  and 
compreliended  the  beneficial  results  produced  by  its  use. 
then  the  patent  would  be  void  upon  the  ground  of  want  of 
novelty,  although  some  circumstances  might  have  induced 
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them  to  abandon,  temporarily,  the  actual  practice  of  the 
invention,  or  the  use  of  the  process  ;  that  if  they  came  to 
the  conclusion  that  the  process  claimed  in  the  first  speci- 
fication, that  is,  the  fat  liquor,  had  been  so  used  substan- 
tially as  described  in  the  specification,  before  this  inven- 
tion, that  was  the  end  of  the  case." 

The  court  is  not  bound  to  repeat  to  the  jury  the  same 
substantial  proposition  of  law,  in  different  forms ;  it  is 
enough  that  it  be  once  laid  down  in  an  intelligible  and  un- 
exceptionable manner. 

Kelly  B.Jackson,  0  Pet.  622,638;  Mills  ».  Smith,8  Wall.33. 

It  is  not  error  to  refuse  to  give  instructions  asked  for, 
even  if  correct  in  point  of  law,  provided  those  given  cover 
the  entire  case,  and  submit  it  properly  to  the  jary. 

Mills  V.  Smith  (supra);  Labor  v.  Cooper,  7  Wall.  665,  571. 

Nor  is  the  court  bound  to  instruct  the  jury  in  the  terms 
required  by  either  party.  It  is  enough  that  so  much  there- 
of is  given,  as  is  applicable  to  the  evidence  and  the  merits 
of  the  case. 

Clymer  v.  Dawkins,  3  How.  674,  688 ;  Pitts  v.  Whitman, 
2  Story,  609,  620. 

(6)  As  to  the  second  request,  the  court  preperly  refused 
to  charge  as  requested,  and  the  modification  was  correct. 

The  court  liad  already  charged  on  this  point  as  follows ; 
"That  specifications  are  not  addressed  to  men  entirely 
ignorant  of  the  manufacture  to  which  the  specification  re- 
lates, but  to  persons  skilled  in  the  art  to  which  it  apper- 
tains; that  if,  upon  reading  the  specification,  parties  skilled 
in  the  art  of  dressing  skins  would  know  that  this  heating 
was  for  the  purpose  of  making  this  compound  with  the  fat 
liquor  or  for  some  other  purpose,  and  that  it  would  not  do 
to  apply  the  fat  liquor  at  or  near  the  boiling  point,  because 
it  would  destroy  the  leather,  such  parties  would  not  be 
mislead  by  it  and,  therefore,  it  would  not  be  a  fatal  defect ; 
but  that,  if  persons  skilled  in  the  art,  in  attempting  to  put 
the  plaintiffs  invention  in  practice  under  the  specification, 
would  ordinarily  apply  the  liquor  to  the  skins  used,  while 
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it  was  at  or  near  the  boiling  point,  and  thus  destroy  them, 
then  of  course,  this  specification  was  bad." 

This  charge,  and  the  modification  of  the  request  under 
consideration,  correctly  present  the  law  applicable,  and 
were  sufliciently  favorable  to  the  defendant  below. 

Act  of  1836,  ch.  357,  sec,  6 ;  6  Stat,  at  L.  p.  117 ;  Curt. 
Pat.  2d  ed.  sees.  153-155. 

Whether  the  specification  is  suflicient,  within  this  rule 
of  law,  is  a  question  of  fact  for  the  jury  ;  and  in  the  case 
at  bar  it  was  properly  submitted  to  the  jury. 

Judson  V.  Moore,  1  Pish.  544-547  ;  Davis  v.  Palmer,  2 
Brock.  278,  308;  Wood  ».  Underbill,  5  How.  1  [4  Am.  & 
Eng.  551] ;  Battin  v.  Taggart,  17  How.  74  [6  Am.  &  Eng. 
243]. 

(c)  As  to  the  third  request,  the  refusal  was  correct,  and 
for  the  reasons  given  under  the  last  point. 

Tlie  court  assigned  as  reasons  for  not  charging  as  re- 
quested on  this  point,  that  those  "substantially  appeared 
in  the  modification  of  the  last  preceding  request." 

(d)  As  to  the  fourth  request.  The  modification  made  by 
the  court  consisted  in  adding  thereto  the  words,  *' unless 
the  common  Jtnowl  edge  of  persons  skilled  in  the  art  of 
treating  this  leather  to  produce  softness  and  pliability 
would  make  the  operator  wait  until  it  was  partially  cooled 
before  its  application  ;"  and  the  jury  were  instructed  jmr- 
snant  to  the  request  thus  modified. 

It  would  have  been  erroneous  to  charge  as  requested, 
without  the  modification. 

The  question  here  involved  is  substantially  the  same  as 
that  presented  in  the  last  two  points. 

{e)  As  to  the  fifth  request.  The  charge  was  in  accordance 
with  the  request  except  in  the  addition  of  the  words,  ''  or 
to  other  like  purposes." 

If  the  request  without  this  addition  was  proper  as  far  as 
it  went,  the  addition  was  proper,  unless  the  mere  purpose 
or  application  of  a  contrivance  or  process  is  patentable, 
which  will  not  be  claimed. 
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If  the  addition  was  right,  the  request  without  it  was 
wrong. 

t  The  patent  yt^s  prima  facie  evidence  of  utility,  and  there 
was  no  conflicting  evidence  upon  this  point. 

Hence,  the  request  involves  only  an  abstract  question, 
and  error  cannot  be  predicated  of  the  refusal  to  instruct. 

Rhett  V.  Poe,  2  How.  457,  483  ;  Chirac  v.  Reinecker,  2 
Pet.  613,  626  ;  Clarke  tj.  Kownslar,  10  Pet.  657,  660  ;  Tucker 
t).  Moreland,  10  Pet.  68,  78. 

(/)  As  to  the  sixth  request.  In  charging  the  jury,  the 
court  had  already  construed  the  patent  as  embracing  two 
claims:  1.  The  employment  of  fat  liquor  in  its  pure  state 
as  it  comes  from  the  mills,  in  the  treatment  of  leather  sub- 
stantially as  described  ;  and,  2,  the  compound  substantially 
as  described  in  the  specification. 

To  this  construction  the  defendant  below  did  not  object, 
and  he  cannot  now  question  its  correctness. 

The  compound,  then,  being  claimed  and  patented,  the 
request  and  exception  under  consideration  present  one 
question,  only  :  is  this  claim  void  for  uncertainty,  because 
the  specification  does  not  prescribe  exact  and  unvarying 
proportions  in  the  ingredients  of  the  compound? 

The  formula  is  given  in  the  specification.  This  gives 
fixed  and  certain  proportions  in  the  compound,  as  a  general 
rule. 

But  the  specification  goes  on  to  say  that  the  proportions 
of  the  ingredients  may  be  more  or  less  varied,  and  the 
Venetian  red  or  other  coloring  matter  be  modified  or  omit- 
ted, as  desired. 

It  evidently  does  not  mean,  as  plaintiff  in  error  seems  to 
suppose,  that  all  the  ingredients  may  be  omitted  ;  for  this 
part  of  the  specification  is  treating  of  the  compound,  and 
if  all  the  ingredients  were  omitted  it  would,  of  course,  be 
no  compound,  but  fat  liquor,  simply. 

Other  ingredients  may  be  varied,  but  the  Venetian  red, 
or  other  ingredients  may  be  omitted,  if  desired. 

A  variety  of  colors  is  required  in  glove  leather,  and  the 
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use  or  omission  of  the  coloring  matter,  as  well  as  the  kind 
to  be  used,  would,  it  is  obvious,  depend  upon  the  color  of 
the  leather  desired  in  a  particular  case ;  hence,  the  imprac- 
ticability of  prescribing  in  the  patent  any  exact  and  inva- 
riable rule  for  its  use. 

If  the  patent  fixed  the  exact  and  invariable  proportions 
of  the  other  ingredients,  it  would  enable  the  community  to 
produce  the  same  results,  and  use  the  invention  with  im- 
punity by  a  slight  variation  of  the  proportions,  not  affect- 
ing essentially  the  character  of  the  compound. 

This  treating  mixture  does  not  profess  to  be  a  composi- 
tion united  by  the  laws  of  affinity  and  definite  proportions, 
but  a  compound  of  different  ingredients  for  a  practical  pur- 
pose, which,  from  the  nature  of  the  case,  might  sometimes 
require  slight  departures  from  the  exact  formula. 

In  this,  as  in  other  respects,  the  specification  is  addressed 
to  persons  ''skilled  in  the  art  or  science  to  which  the  in- 
vention appertains,"  and  something  must  be  left  to  their 
judgment  and  discretion  in  the  use  of  the  process. 

It  was  so  held  in  Wood  v,  Underhill,  5  How.  1  [4  Am.  & 
Eng.  651],  in  a  patent  *'for  an  improvement  in  making 
brick,  tile  and  other  clay  ware." 

In  this  case,  there  was  more  uncertainty  in  the  ingre- 
dients of  the  composition  than  in  the  one  at  bar.  The 
specification  stated  that  the  exact  proportions  of  the  ingre- 
dients could  not  be  given  ;  yet  the  patent  was  held  good. 

To  the  same  effect  is  Ryan  v.  Goodwin,  3  Sumn.  514. 

This  patent  was  for  an  ''improvement  in  the  manufac- 
ture of  friction  matches."  The  specification,  after  giving 
the  composition  used  in  preparing  the  matches,  says :  "The 
composition  may  be  varied  in  its  proportions,  but  those  I 
have  given  I  consider  the  best.  The  ingredients  also  may 
be  varied ;  as  gum  arable  or  other  gum  may  be  substituted 
for  glue,  and  earths  or  other  absorbent  materials  may  l>e 
used  instead  of  the  carbonate  of  lime." 

It  was  objected  to  this  specification  that  its  terms  were 
too  vague  and  indefinite,  and  the  claim  too  broad  to  sup- 
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port  the  patent.  But  the  court.  Story,  J.,  held  otherwise 
and  the  jury  returned  a  verdict  for  the  plaintiff. 

The  rule  of  construction  upon  this  and  all  other  points  is, 
that  patents  are  to  be  construed  liberally  in  favor  of  the 
patentee  ;  so  conatrued,  if  possible,  as  to  give  the  patentee 
the  benefit  of  what  he  has  actually  invented. 

Ryan  v.  Goodwin,  3  Sumn,  514,  C20 ;  Ames  v.  Howard,  1 
Samn.  482,  485  ;  Corning  v.  Burden,  15  How.  252  [6  Am. 
&  Eng.  69];  Whitney  v.  Emmett.  Bald.  303,  315;  Good- 
year V.  Railroads,  2  Wall.  Jr.  356,  363;  Judson  v.  Moore, 
1  Fisher,  544,  550;  Davoll  v.  Brown,  1  Wood.  &  M.,  63,  57. 

In  Ryan  ,».  Goodwin,  cited  supra.  Story,  J.,  at  p.  520, 
says  :  "  It  is  a  clear  rule  of  our  law  in  favor  of  Inventors, 
and  to  carry  into  effect  the  obvious  object  of  the  Constitu- 
tion and  laws,  to  give  a  liberal  construction  to  the  language 
of  all  patents  and  specifications,  vi  res  magis  valehat  quaia 
pereat,  so  as  to  protect,  and  not  destroy,  the  rights  of  real 
inventors." 

(g)  As  to  the  seventh  request.  This  referred  to  a.  prior 
use  more  than  two  years  before  plaintiffs  application  for  a 
patent,  and  the  court  properly  refused  so  to  charge.  De- 
fendant's counsel  then  modified  his  request,  by  substitut- 
ing "before  the  plaintiffs  invention,"  for  "before  the 
plaintiff  applied  for  a  patent,"  and  the  court  thereupon 
charged  substantially  as  requested. 

The  charge  already  given  sufficiently  and  correctly  covered 
the  ground  involved  in  this  request,  and  the  court  was  not 
bound  to  repeat  it,  even  had  the  request  been  right  in  point 
of  law. 

(h)  As  to  the  eighth  request.  This  request  was  purely 
abstract  and  speculative,  involving  a  question  not  presented 
by  the  evidence, 

Rhett  V.  Poe,  supra;  Chirac  v.  Reinecker,  supra; 
Clarke  v,  Kownslar,  supra ;  Tucker  v.  Moreland,  supra. 

The  court  did  charge,  however,  in  response  lo  this  re- 
quest, "That,  if  the  process  patented  could  not  be  made 
useful  for  any  honest  jjurpose,  but  only  for  perpetrating  a 
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fraad  upon  the  public,  and  was  not  useful  but  pernicious, 
the  plaintiff  could  not  recover." 

This  was  more  than  the  defendant  below  was  entitled  to 
demand,  and  so  far  as  he  is  concerned,  is  unexceptionable. 

(/)  As  to  the  ninth  request,  the  record  shows  that  *'The 
judge  declined  so  to  charge,  except  as  had  already  been 
charged  in  the  portion  of  the  charge  hereinbefore  set 
forth." 

The  charge  contains  just  what  was  here  requested. 

The  court  said  to  the  jury,  among  other  things,  "  That 
the  party  having  embraced  within  his  claim  the  use  of  fat 
liquor  in  its  pure  and  simple  state,  the  question  of  heat,  or 
of  the  use  of  the  compound  was  not  very  important  to  the 
interests  of  the  parties,  because,  if  the  party  claimed  ia 
his  patent  what  was  not  new,  or  a  substantial  or  material 
part  of  which  was  not  new,  the  patent  was  void." 

The  judge  was  not  bound  to  repeat  himself  at  the  whim 
of  a  party. 

See  the  cases  of  Brooks  v.  Marbury ;  Elliott  v.  Peirsol ; 
U.  S.  D.  Bank  of  the  Metropolis  ;  Catts  v,  Phalen ;  Kelly  v. 
Jackson ;  Mills  y).  Smith ;  Laber  v.  Cooper ;  Clymer  v. 
Dawkins  ;  and  Pitts  v.  Whitman,  all  cited  supra, 

(J)  As  to  the  tenth  request.  So  far  as  this  point  involves 
the  question  of  novelty,  the  charge  had  fully  covered  the 
ground,  and  in  accordance  with  the  request. 

If  it  was  intended  by  the  request  to  elicit  a  ruling  that  a 
patent  could  not  be  sustained  for  a  mere  degree  of  heat, 
then  it  was,  in  that  particular,  purely  abstract  and  specu- 
lative. 

The  specification  does  not  fix  any  exact  degree  of  heat, 
and  the  plaintiflf  below  did  not  ask  to  have  his  patent  sus- 
tained on  that  ground. 

If  the  patentee  had  restricted  his  claim  to  an  exact  de- 
gree of  heat,  either  in  the  preparation  or  application  of  the 
liquor,  his  patent  would  have  been  utterly  valueless  to  him  ; 
for  any  party  might  have  taken  all  the  benefits  of  the  in- 
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vention  by  varying  the  tempemture  half  a  degree,  without 
infringiag  the  patent. 

IV.  As  to  Ihe  Construction  of  t7ie  Patent. 

The  coDstmction  claimed  by  the  patentee  was,  in  brief, 
that  the  patent  covers  two  things :  1.  A  novel  treatment  of 
bark-tanned  sheep  or  lamb  skins,  by  heated  fat  liquor,  sub- 
sfantially  as  described  in  the  specification  ;  and  2,  the  treat- 
ment of  such  skins  with  a  heated  compound,  composed  and 
applied  substantially  as  specihed. 

Another  construction  is  given  by  the  court  below  in  the 
case  at  bar,  and  now  ado]>ted  by  the  plaintiff  in  error.  It 
is,  in  brief,  that  the  specification  embraces  two  claims :  1. 
The  use  of  fat  liqnor,  pure  and  simple,  as  it  comes  from 
the  mills  substantially  as  described  in  the  specification; 
and,  2,  The  compound  substantially  as  described,  and  that 
the  heating  of  the  liquor  is  an  essential  portion  of  the  pro- 
cess under  this  claim. 

The  point  of  difference  is,  the  heating  of  the  fat  liquor 
under  the  first  claim,  when  it  is  used  without  the  other  in- 
gredients ;  the  patentee  claiming,  that  by  a  fair  construc- 
tion of  the  patent,  it  covers  only  heated  fat  liquor;  while 
on  the  other  side  it  is  claimed  that  it  covers  the  use  of  cold 
^t  liquor  as  it  comes  from  the  mills. 

The  importance  of  this  question  lies  in  the  fact  that,  by 
the  latter  construction,  the  patentee's  tirst  claimed  is  en- 
larged beyond  Ins  intention,  and  the  field  of  alleged  prior 
use  extended  in  proportion,  thus  endangering  the  validity 
of  the  patent. 

The  patent  should  receive  the  construction  claimed  by 
the  patentee,  for  the  following,  among  other  reasons  : 

1.  If  it  will  bear  either  construction,  it  should  receive  the 
one  most  favorable  to  the  patentee ;  that  which  will  be  most 
likely  to  protect  the  invention. 

See  authorities  above  cited,  for  this  principle. 

(a)  The  intention  of  the  patentee  is  to  be  sought  in  glv. 
ini;  t'onsiructiun   to   the  lunguiige;  and  fur   lliis   purpose, 
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particular  phrases  must  not  be  singled  out,  but  the  whole 
specilication  and  claim  must  be  taken  together. 

(6)  If  it  appear  with  reasonable  certainty,  either  from 
the  words  used  or  by  necessary  implication,  in  what  the  in- 
vention consists,  it  will  be  adjudged  sufficient  and  the  rights 
of  the  patentee  will  be  protected,  however  imperfetly  or 
inartificially  he  may  have  expressed  himself. 

Whitney  v,  Emmett,  Bald.  303,  316 ;  Ames  v.  Howard  1 
Sumn.  482,  485 ;  Page  v.  Ferry,  1  Fisher,  298,  302. 

In  construing  the  claim,  it  is  proper  to  look  at  the  orig- 
inal patent. 

Johnson  v.  Root,  1  Fish.  351,  365. 

In  the  original  specification,  he  says,  *'  I  warm  the  same, 
by  heating  to  or  near  the  boiling  point.*' 

Now,  it  is  said  that  the  reissue  embraces  not  only  fat 
liquor  alone  but  fat  liquor  in  a  cold  state,  or  what,  in  other 
words,  was  not  embraced  at  all  in  his  original  patent. 

A  reissue  must  be  for  the  same  invention. 

6  Stat,  at  L.,  p.  122. 

It  is  not  to  be  presumed  that  the  patentee  intended  to 
embrace  in  the  reissue  what  he  had  not  invented  or  de- 
scribed in  the  original,  and  thus  destroy  his  patent. 

The  power  and  duty  of  granting  a  new  patent  for  the 
original  invention,  upon  a  surrender  of  the  old,  is  confided 
to  the  Commissioner  of  Patents.    ' 

The  presumption  is  in  favor  of  the  regularity  and  validity 
of  the  reissue. 

Potter  V.  Holland,  4  Blatchf .  238,  242 ;  Battin  v.  Taggert, 
17  How.  74  [6  Am.  &Eng.  243] ;  O'Reilly  2?.  Morse,  15 How. 
62  [5  Am.  &Eng.483]  ;  Hussey^.McCormick,  iFish.  509,615. 

By  the  well-settled  rules  of  construction  already  referred 
to  in  this  discussion,  the  court  will  not  give  a  construction 
that  will  create  a  repugnancy  between  the  old  and  the  new, 
and  thus  invalidate  the  patent,  if  the  language  of  the  speci- 
fication and  claim,  taken  together,  and  in  connection  with 
such  extraneous  facts  as  may  aid  in  disclosing  the  inten- 
tion of  the  patentee,  will  admit  of  another  construction. 
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The  construction  asked  is  confirmed  by  reference  to  the 
formal  claim  at  the  close  of  the  specification.  Read  in 
connection  with  and  construed  in  the  light  of  the  whole 
specification,  it  is  twofold:  1.  "The  employment  of  fat 
liquor  in  the  treatment  of  leather,  substantially  as  speci- 
fied," that  is  to  say,  hearM  and  applied  to -the  skin  sub- 
stantially as  specified.  2.  ''The  process,  substantially  as 
herein  described,  of  treating  bark- tanned  lamb  or  sheep 
skin,  bj^  means  of  compound  composed  and  applied  essen- 
tially as  specified,"  that  is  to  say,  a  heated  compound  com- 
posed an  applied  essentially  and  substantially  as  specified. 

If  any  error  occurred  in  the  construction  of  the  patent  in 
the  court  below,  it  was  in  favor  of  the  plaintiflf  in  error. 
He  did  not  except  to  it,  or  ask  a  different  construction,  and 
cannot  now  be  heard  to  complain. 

On  the  construction  given,  there  was  a  question  of  fact 
for  the  jury,  which  was  submitted  to  them  under  proper  in- 
structions. 

Mr.  Justice  Swatne  delivered  the  opinion  of  the  court : 

This  is  a  writ  of  error  to  the  Circuit  Court  of  the  United 
States  for  the  Northern  District  of  New  York. 

The  action  was  for  the  infringement  of  a  reissued  patent. 
The  plaintiflf  in  error  was  the  defendant  in  the  court  below. 
A  verdict  and  judgment  were  rendered  against  him.  In 
the  progress  of  the  trial  he  took  numerous  excejjtions.  We 
have  considered  them,  and  will  proceed  to  dispose  of  the 
case. 

There  was  no  error  in  the  refusal  of  the  court  to  direct  a 
verdict  for  the  defendant.  The  evidence  is  fully  set  out  in  the 
record.  It*was  well  remarked  by  the  circuit  judge,  in  de- 
ciding the  motion  for  a  new  trial,  that  "  the  conflict  of  evi- 
dence upon  the  questions  of  fact  is  very  great,  and  made  it 
a  very  proper  case  for  submission  to  the  jury."  Where  it 
is  entirely  clear  that  the  plaintiflf  cannot  recover,  it  is  proper 
to  give  such  a  direction,  but  not  otherwise. 

19  WftU46a, 
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It  is  insisted,  in  this  connection,  that  the  reissue  is  void, 
because  it  was  not  for  the  same  invention  as  the  original 
patent. 

This  point  does  not  appear  to  have  been  taken  in  the 
court  below  and,  therefore,  cannot  be  made  here.  No  in- 
struction was  asked  or  given  touching  the  subject.  It  is  to 
be  presumed,  until  the  contrary  is  made  to  appear,  that  the 
Commissioner  did  his  duty  correctly  in  gfanting  the  reissued 
patent. 

The  question  put  to  Uriel  Case,  and  his  answer,  were 
within  the  proper  limits  of  a  cross-examination.  Johnston 
V.  Jones,  1  Black.  210. 

The  question  to  Place  was  proper,  and  his  answer  was  not 
objected  to.  His  answer  as  to  his  connection  with  the  paper 
to  which  he  referred,  also  passed  without  objection.  But 
it  is  insisted  that  it  was  error  to  require  him  to  state  its  con- 
tents, no  notice  to  produce  it  having  been  given.  To  this 
there  are  two  answers:  it  was  an  incidental  and  collateral 
matter  drawn  out  to  test  the  temper  and  credibility  of  the 
witness.  It  in  nowise  affected  the  merits  of  the  contro- 
versy between  the  parties.  The  witness  stated  that  he  did 
not  know  who  signed  the  paper.  The  contents  could  not, 
therefore,  have  operated  to  the  injury  of  the  defendant. 

The  question  to  Porter  involved  the  novelty,  utility  and 
modus  operandi  of  the  alleged  invention  of  the  plaintiff, 
and  the  answer  was  competent  evidence. 

Elaborate  instructions  covering  the  entire  case  were  given 
to  the  jury.  None  of  them  were  excepted  to  by  the  defend- 
ant. 

Numerous  instructions  were  asked  by  his  counsel.  An 
exception  was  taken  in  relation  to  each  one  of  them,  and  is 
assigned  for  error. 

We  shall  refer  to  them  as  they  are  numbered  in  the  re- 
cord. 

1.  That  the  patent  is  for  **the  treatment  of  bark-tanned 
sheep  and  lamb  skins,  by  the  employment  of  fat  liquor,  and 

19  Wall.  468-404. 
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if  the  jury  believe  such  treatment  was  known  to  others  more 
than  two  years  before  the  plaintiff  applied  for  his  patent, 
his  patent  is  void,"  This  instruction  was  properly  refused. 
It  stated  inaccurately  the  rule  of  law  which  it  involved. 
A  patent  relates  back,  where  the  qnestion  of  novelty  is  in 
iasne,  to  the  date  of  the  invention,  and  not  to  the  time  of 
the  application  for  its  issue.  The  jnry  had  already  been 
sofflciently  instructed  upon  the  subject.  The  instruction 
assumes  that  the  leissue  was  forthe  uaeof  fat  liquor,  with- 
out reference  to  the  point  whether  it  were  hot  or  cold.  This 
renders  it  necessary  to  construe  the  patent  with  a  view  to 
the  solution  of  that  question. 

The  original  specification  declared  that  the  invention  con- 
sisted "in  a  novel  treatment  of  bark-tanned  lamb  or  sheep- 
skins." The  patentee  said:  "The  process  I  adopt,  and 
which  constitutes  my  invpution,  is  as  follows :  I  take  of 
'fat  liquor,'  obtained  in  scouring  deer-skins  after  tanning 
in  oil,  say  10  gallons,  and  warm  the  same  to  or  near  the  boil- 
ing point.  I  then  add  to  such  heated  fat  liquor  8  ounces 
of  sal-soda,  12  ounces  of  common  salt,  1  pint  of  soft 
soap  and  4  ounces  of  Venetian  red,  and  stir  and  mix  these 
several  ingredients  with  the  fat  liquor."  The  claim  is  as 
follows :  "  What  is  here  claimed,  and  desired  to  be  secured 
by  letters  patent,  is  the  process  substantially  as  herein  de- 
scribed of  treating  bark-tanned  lamb  or  sheep-skins  by 
means  of  a  compound,  and  applied  essentially  as  sjiecified." 

With  this  specification  and  claim  it  was  apprehended 
that  the  patent  did  not  cover  the  use  of  heated  fat  liquor 
alone — which  the  patentee  claimed  as  a  part  of  his  inven- 
tion— but  that  it  would  be  held  to  cover  the  ase  of  such 
heated  liqnor  only  in  combination  with  the  ingredients 
specified.  If  so,  the  omission  of  any  one  or  all  of  the  in- 
gredients would  have  given  imniuuily  to  an  infringer.  To 
remedy  this  defect  the  re-isaue  was  procured.  In  the  speci- 
fication in  that  case  the  patentee  says:  "My  invention  con- 
sist in  a  novel  treatment  of  what  is  known  as  bark-tanned 
lamb  or  siieep-skin."  ♦*•••• 

19  WalL  4a4-MS. 
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*' The  principle  feature  of  my  invention  consists  in  the 
employment  of  what  is  known  amongst  tanners  as  fat  liquor, 
which  is  ordinarily  obtained  by  scouring  deer-skins,  after 
tanning  in  oil,  but  which,  when  it  is  not  convenient  to  ob- 
tain in  this  manner,  may  be  produced  as  a  liquor  having  the 
same  character — obtained  by  the  cutting  of  oil  with  a  suit- 
able alkali.  In  treating  leather  with  the  '  fat  liquor,'  it  is 
desirable  to  heat  the  liquor  to  or  near  the  boiling  point,  and 
it  is  preferred  to  use  the  same  in  connection  with  other  in- 
gredients. Thus,  for  instance,  there  may  be  added  to  each 
10  gallons  of  such  heated  fat  liquor,  8  ounces  sal-soda,  12 
ounces  common  salt,  1  pint  of  soft  soap,  or  an  equivalent 
quantity  of  hard  soap,  4  ounces  of  Venetian  red  ;  such  in- 
gredients to  be  well  stirred  and  mixed  with  the  fat  liquor.'* 

The  claims  are  as  follows : 

*'l.  The  employment  of  fat  liquor  in  the  treatment  of 
leather,  substantially  as  specified. 

2.  The  process,  substantially  as  herein  described,  of  treat- 
ing bark-tanned  lamb  or  sheep  skins  by  means  of  a  com- 
pound composed  and  applied  essentially  as  specified."  The 
mode  of  application  prescribed  in  both  specifications  is  the 
same. 

The  first  claim,  it  has  been  argued,  is  for  use  of  fat  liquor 
generally,  hot  or  cold.  If  it  be  for  the  former  only,  the 
patent  may  be  valid  ;  while,  if  for  the  latter,  it  may  be  too 
broad  and,  therefore,  void. 

The  counsel  for  the  patentee  insists  that  the  claim  is  lim- 
ited to  fat  liquor  in  a  heated  state.  The  subject  is  to  be 
examined  in  the  light  of  both  specifications  and  of  both 
sets  of  claims.  The  court  should  proceed  in  a  liberal  spirit, 
so  as  to  sustain  the  patent  and  the  construction  claimed  by 
the  patentee  himself,  if  this  can  be  done  consistently  with 
the  language  which  he  has  employed. 

The  original  specification  and  claim  were  cleailv  confined 
to  heated  fat  liquor.  The  law  (act  of  1836,  sec.  13 ;  6  Stat, 
at  L.  122)  required  that  the  reissue  should  be  for  the  same 

19  WalL  465-466* 
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invention  as  the  original  patent.  It  is  to  be  presnmed  tlie 
Commissioner  did  his  daty.  If  rhe  reissue  be  for  fat  liquor 
generally,  it  is  for  a  thing  then  patented  for  the  first  time, 
nnd  the  patent  involves  a  violation  of  the  law. 

The  second  specification  says :  ' '  The  principal  feature  of 
the  invention  ia  the  employment  of  '  fat  liquor.'  "  It  then 
proceeds  to  direct  how  the  liqnor  shall  be  prepared.  In 
doing  this  it  is  said  "  It  is  desirable  to  heat  the  liquor  to 
or  near  the  boiling  point." 

This  is  the  foundation  of  the  first  claim,  which  is  for 
■'  the  employment  of  fat  liquor  in  the  treatment  of  leather, 
substantially  as  specified.''''  The  heated  condition  of  the 
liquor  is  liefore  distinctly  specified,  and  if  it  be  applied  in 
any  other  state  its  condition  will  not  be  as  specified,  either 
exactly  or  substantially.  After  the  words  "boiling  point," 
the  specification  proceeds :  ' '  And  it  is  preferred  to  use  the 
same  in  connection  with  other  ingredients.  Thus,  for  in- 
stance, there  may  be  added  to  each  ten  gallons  of  such 
heated  fat  liquor,"  etc.  The  ingredients  are  tlien  named. 
This  is  the  ground  of  the  second  claim,  to  wit :  "The  pro- 
cess substantially  as  herein  described  of  treating  bark- 
tanned  lamb  or  sheep  skins  by  means  of  a  compound  com- 
posed and  applied  essentially  as  specified."  Here  heated 
fat  liquor  is  clearly  one  of  the  constituents  of  the  com- 
pound. A  chemist  proved  on  the  trial  that  heat  was  an 
element  essential,  in  a  large  degree,  to  the  efiicacy  and 
utility  of  both  the  simple  liquor  and  the  compound,  when 
■so  applied.  We  think  the  better  opinion  is,  that  the  first 
claim  was  intended  to  cover,  and  does  cover,  only  the  use 
of  heated  liquor. 

The  first  instruction  might  well  have  Ijeen  refused  for  the 
reason,  also,  that  it  was  too  broad  as  to  this  point. 

II.  The  next  prayer  and  Ihe  action  of  the  court  are  thus 
set  forth  in  the  bill  of  exceptions : 

"2.  The  defendant's  counsel  also  requested  the  said 
judge  to  charge  that  the  proper  construction  of  the  patent 

1»  Wall.  46e-«S7. 
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is  that  the  fat  liqnor  should  be  applied  at  or  near  the  boil- 
ing point,  and  if  the  jnry  believe  that  the  application  of  fat 
liquor,  at  such  a  temperature,  to  leather  is  injurious  and 
pernicious,  the  patent  is  void  for  want  of  utility,  and  the 
defendant  entitled  to  a  verdict ;  but  the  said  judge  refused 
so  to  charge  the  jury,  but  modified  the  said  request  and  in* 
structed  the  jury  that  the  proper  construction  of  the  sec- 
ond claim  of  the  patent,  so  far  as  it  relates  to  the  applica- 
tion of  heat,  is  that  the  compound,  composed  of  fat  liquor 
atid  the  other  ingredients  required,  should  be  applied  at  or 
near  the  boiling  point,  under  the  common  knowledge  of 
persons  skilled  in  the  art  of  treating  this  leather,  to  pro- 
cure softness  and  pliability,  would  make  them  wait  until 
it  was  partially  cooled  before  its  application,  and  if  the 
jury  believe  that  the  application  of  fat  liquor  at  such  a 
temperature  to  leather  as  is  required  by  the  specification 
under  this  qualification  is  injurious  and  pernicious,  the 
patent  is  void  for  want  of  utility,  and  the  defendant  enti- 
tled to  a  verdict ;  and  the  counsel  for  defendant  then  and 
there  duly  excepted." 

We  think  this  ruling  of  the  court  was  correct. 

III.  and  IV.  These  exceptions  are  suflBciently  answered 
by  what  was  said  by  the  circuit  court  as  to  the  second 
prayer. 

V.  Tliis  instruction  was  properly  modified.  The  state 
of  the  evidence  hardly  justified  the  judge  in  giving  any  in- 
struction upon  the  subject  to  which  it  related. 

The  remaining  five  exceptions  may  be  grouped  and  dis- 
posed of  together.  Neither  of  them  requires  any  special 
remark. 

We  are  satisfied  with  the  rulings  of  the  learned  judge 
who  tried  the  case  as  to  each  and  all  of  them. 

We  find  nothing  in  the  record  of  which  the  plaintiff  in 
error  has  a  right  to  complain. 

T%ejvdg7nerd  of  the  Circuit  Court  is^  therefor  e^  affirmecL 

Dissenting,  Mr.  Justice  Field  and  Mr.  Justice  Hunt. 

19  WaU.  467-468. 
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Syllabos. 

THE  WASHINGTON,  ALEXANDRIA  AND  GEORGE- 
TOWN  STEAM  PACKET  COMPANY,  PLAINTIFF 
IN  ERROR,  V.  FREDERICK  E.  SICKLES  AND 
TRUMAN  COOK,  USE  OF  GEO.  MATTINGLY,  * 

19  WalL  611-ai8.    Oct.  Term,  187& 

[Bk.  22,  L.  ed.  208 ;  2  Whit.  616.] 

Argned  March  81,  and  April  1, 1874     Decided  April  13, 1874. 

Statute  of  limitations.     Exertions.     Practice,     Measure  of  dam- 
ages.     License  fee.     Profits.     Infringer  as  trustee. 

1.  The  right  to  plead  the  statute  of  limitations,  like  any  other  de- 

fense, does  not  depend  npon  the  pleasure  or  discretion  of  the 
coart  But  where  the  rule  prescribed  by  the  court  below,  on 
which  the  court  based  its  refusal  to  allow  the  statute  to  be 
pleaded,  was  set  out  in  the  form  of  a  foot-note  to  the  bill  of 
exceptions,  held  that  the  rule  was  not  properly  exhibited  in 
the  bill  of  exceptions,  and  that  the  exception  was  not  well 
taken,     (p.  283.) 

2.  In  suits  at  law  for  the  infringement  of  patents  where  the  sale 

of  licenses  by  the  patentee  has  been  sufficient  to  establish  a 
price  for  such  licenses,  that  price  should  be  taken  as  the 
measure  of  his  damages  against  the  infringer.  Nor  should 
the  rule  be  harsher  against  the  party  who  uses  the  inyention 
with  the  consent  of  the  owner,  expressed  or  implied  but  with- 
out any  agreement  as  to  the  rate  of  compensation;  objection 
for  refusing  to  so  instruct  the  jury  sustained,     (p.  284.) 

3.  The  reason  for  the  equity  rule  of  profits  as  a  measure  of  damages 

is  that  of  conyerting  the  infringer  into  a  trustee  for  the  pat- 
entee as  regards  the  profits  thus  made.     (p.  286.) 

[Citations  in  opinion  of  the  Court.] 

Seymour  v.  MeCormick,  16  How.  480  [6  Am.  &  Eng.  200].    p.  286. 
Sickels  V.  Borden ,  4  Blatch.  14.    p.  28"^. 

Suffolk  Co.  V.  Hayden,  8  Wall.  315  [7  Am.  &  £ng.  405].    p.  286. 
Livingston  v.  Jones,  3  Wall.  Jr.  830.    p.  286. 

*  See  Explanation  of  Notes,  page  IIL 
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Argument  of  counsel. 

In  error  to  the  Supreme  Court  of  the  District  of  Columbia. 
The  case  is  stated  by  the  court. 

Messrs.  T.  J.  D.  Fuller  and  W.  D.  Davidge^  for  plaintiff 
in  error  : 

The  court  below  erred  in  refusing  to  instruct  the  jury 
that,  in  an  action  for  the  use  of  a  patented  machine,  the 
measure  of  damages  is  the  license  fee  or  what  others  pay 
for  the  same  use  at  about  the  same  time. 

It  also  erred  in  striking  out  the  pleas  of  limitations  filed 
by  defendant.  The  defense  of  limitations  is  a  legal  right. 
It  can  only  be  taken  away  or  forfeited  by  due  process  of 
law.  It  does  not  rest  in  the  discretion  or  grace  or  favor  of 
any  court.  All  authorities  agree  that  it  is  tl)e  right  of  a 
party  to  plead  it,  and  that  the  court  cannot  interfere  with 
that  right.  It  is  only  when  a  party  is  in  default,  and 
driven  to  ask  leave  to  file,  that  the  court  can  prevent  the 
iiling  of  the  plea  or  order  it  to  be  stricken  out.  When  the 
rule  day  has  expired,  or  there  is  a  joinder  in  issue,  or  from 
any  cause  leave  has  to  be  obtained,  the  court  may  refuse 
that  leave,  but  otherwise  it  has  no  discretion  in  the  matter. 
Angel  1  on  Lim.  sec.  285,  n.  (2)  and  cases  cited. 

The  defendant  here  was  not  in  default.  Leave  to  amend 
was  obtained  without  notice,  and  the  filing  of  the  amended 
imr  not  entered  on  the  docket.  Nor  was  it  filed  for  near 
four  months  after  the  leave.  The  paper  served  did  not 
show  it  was  amended  nar.  No  notice  to  plead  was  served, 
and  no  rule  to  plead  was  laid  by  the  court  or  in  the  clerk's 
office.  The  serving  the  copy  without  any  notice  could  not 
put  the  defendant  in  default.  It  was  competent  for  the 
plainriflf  to  obtain  the  order  of  the  judge  granting  leave  to 
amend  to  plead  within  a  certain  time,  or  to  have  appended 
to  the  copy  the  notice  required  by  rule  15,  but  he  neg- 
lected both. 

Messrs,  /.  H.  Bradley  and  E.  N,  Dicker son^  for  de- 
fendants in  error : 
The  plea  of  the  statute  of  limitations  cannot  be  received 
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after  rnle  day.  Lamotte  v.  McLaughlin,  3  H.  &  W.  Hin. 
324 ;  State  v.  Green,  4  Gill  &  J.-218  ;  Wall's  Ex'ra.  B.  Wall, 
2  Har.  &  Gill,  79;  Nelson  v.  Band,  1  Gill,  218  ;  Schleigh  ». 
Hagerstown  Bank,  4  Gill,  306  ;  Newcomb  v.  Keedy,  8  Gill, 
263 ;  Bait.  &  West.  T.  R.  R.  Co.  V.  The  Slates,  19  Md.  241. 

The  measure  of  damages  is  a  fact  for  the  jury,  and  the 
power  of  the  court  is  liiuited  to  setting  aside  their  verdict, 
and  granting  a  new  trial  by  another  jury  if  the  damages 
are  so  excessive  as  to  show  improper  conduct  in  the  jury. 
The  contracts  tlie  plaintiffs  may  have  made  with  other 
parties  under  other  circumstances  for  like  services  could 
throw  no  light  upon  the  value  of  the  services  they  rendered 
in  this  case  and  such  evidence  would  not  have  been  ad- 
missible. 

If  the  court  below  was  right  so  far,  the  charge  given  to 
tlie  jury,  especially  with  the  plain  and  liberal  qualification 
of  it  made  at  the  instance  of  the  defendants,  fairly  pre- 
sented the  law  of  the  case  to  the  jury  so  as  to  leave  to  the 
defendants  no  ground  of  complaint. 

Mr.  Justice  Miller  delivered  the  opinion  of  the  court : 

This  suit  is  ijartof  a  litigation  of  twenty -five  years'  stand- 
ing, which  is  now  in  this  court  for  the  fourth  time. 

The  controversy  arises  oat  of  the  nse  by  tiie  defendants 
below  of  the  improvement  in  the  steam  engine  known  as 
the  Sickles  cut-off,  for  which  Sickles,  one  of  the  plaintiffs, 
had  received  a  patent. 

All  the  trials  in  the  court  below  previous  to  the  one  un- 
der review,  had  been  founded  on  a  special  count,  the  sub- 
stantial allegations  of  which  were,  that  after  an  experiment 
to  ascertain  the  saving  in  fuel  due  to  the  nse  of  the  pat- 
ented invention,  the  defendant  wonld  pay  to  the  plaintiffs 
three-fourths  of  the  value  of  said  saving  of  fuel  during  the 
existence  of  the  patent,  if  the  vessel  on  which  it  was  to  be 
used  should  last  so  long.  Very  large  savings  were  proved 
to  the  satisfaction  of  juries,  and  several  heavy  verdicts  and 

Omttwl  In  WklL 
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judgments  were  rendered,  which  were  reversed  on  diiferent 
grounds  in  this  court. 

The  last  of  these  reversals  was  in  the  present  case,  and  is 
reported  in  (Packet  Co.  v.  Sickles),  5  Wall.  580  [7  Am.  & 
Eng.  454]. 

It  was  there  held  that  this  special  contract,  on  which  the 
case  had  always  been  previously  tried,  was  void  nnder  the 
Statute  of  Frauds,  because  it  was  not  to  be  performed  with- 
in one  year  and  was  not  in  writing.  This  was  in  1867,  and 
the  case  being  remanded,  the  plain tiif,  by  leave  of  the  court, 
filed,  on  the  4th  March,  1868,  the  following  amendment  to 
the  declaration:  "The  plaintiffs  sue  the  defendant  for 
money  payable  to  the  plaintiffs,  for  the  use  of  a  certain  ap- 
paratus patented  by  one  Frederick  E.  Sickles,  on  the  20th 
day  of  May,  1842,  for  lifting  and  tripping  the  valves  of 
steam-engines  and  also  an  improved  water  reservoir  and 
plunger. 

And  the  plaintiffs  sue  the  defendant  for  money  received 
by  the  defendant  for  the  plaintiffs  ;  and  the  plaintiffs  claim 
$25,000." 

To  this  the  defendants,  on  the  first  day  of  March,  1871, 
three  years  afterwards,  without  leave  of  the  court,  filed  a 
plea  of  non  assumpsit  and  two  pleas  of  the  Statute  of  lim- 
itations. On  motion  of  the  plaintiffs  the  two  latter  pleas 
were  stricken  from  the  files,  on  the  ground  that  not  having 
been  filed  within  time,  according  to  the  rules  of  the  court, 
it  would,  in  furtherance  of  the  ends  of  justice,  refuse  to 
permit  them  to  stand  as  part  of  the  issue  to  be  tried. 

(a)  This  ruling  is  the  ground  of  the  first  exception,  and 
of  one  of  the  assignments  of  errors. 

The  rule  of  the  court  below  is  not  made  a  part  of  the  bill 
of  exceptions.  What  purports  to  be  a  rule  on  the  general 
subject  of  notice  to  plead,  is  put  at  the  bottom  of  the  page 

19  Wall.  61l» 

(a)  Wallace  begins  Opinion  here  and  substitutes  for  ^'This  ruling,'' 
**  The  ruling  of  the  court  below,  in  striking  out  the  two  pleas  of  the  stat- 
ute of  limitations." 


284  PACKET  CO.  v.  SICKLES.  [Sup.  Ct 

Opinion  of  the  court 

in  a  note,  a  mode  of  making  up  records  on  writs  of  error 
which  is  quite  novel.  What-  these  rules  are,  cannot  be 
judicially  noticed  by  this  court,  and  we  are  much  embar- 
rassed as  to  the  effect  of  the  reference  to  those  rules  in  tlie 
bill  of  exceptions.  The  right  to  plead  the  Statute  of  Limi- 
tations, like  any  other  defense,  does  not  depend  on  the 
pleasure  or  discretion  of  the  court.  And  if  the  action  of 
the  court  was  rested  solely  on  that  ground,  we  should  have 
no  hesitation  in  reversing  it.  But  there  are  other  consider- 
ations to  be  weighed.  The  right  of  a  court  to  prescribe 
rules  to  regulate  the  time  and  manner  of  filing  pleas  is  be- 
yond question,  if  they  are  reasonable,  and  such  rules  are 
indespensable  to  the  dispatch  of  business  and  the  orderly 
administration  of  justice. 

When  in  a  bill  of  exceptions  the  court  places  its  action 
on  such  rules,  with  the  construction  of  which  and  the  course 
of  practice  under  them,  it  must  be  familiar,  it  would  seem 
that  the  party  assigning  ei^ror  on  such  rulings  should  be 
bound  to  exhibit  in  his  bill  of  exceptions  so  much  of  the 
rule  or  rules  as  affects  the  question.  No  little  weight  is 
added  to  these  views  by  the  fact  that  the  defendants  did 
not  file  their  pleas  until  three  years  after  the  filing  of  the 
amended  declaration,  to  which  they  were  answers,  and  until 
the  day  before  the  case  was  tried  by  the  jury.  In  ad- 
dition to  this,  while  it  may  be  true  that  the  amended  decla- 
tion,  as  a  general  rule,  is  to  be  taken  as  the  commencement 
of  the  suit,  in  reference  to  the  defense  of  the  statute  it  may 
be  doubted  whether  in  this  particular  case,  where,  after 
years  of  fierce  litigation,  only  a  common  count  is  added, 
which  is  intended  to  cover  the  same  subject-matter,  justice 
will  be  promoted  by  allowing  this  plea,  which  can  only  be 
valid  by  reason  of  the  time  elapsed  pending  the  litigation. 
On  the  whole  we  do  not  think,  as  the  case  appears  before 
us,  that  the  exception  is  well  taken. 

The  case  went  to  trial  on  the  plea  of  non  assumpsit  to 
the  amended  declaration.     Evidence  was  admitted,  to  which 

19  WaU.  615-616. 
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defendants  excepted,  proving  the  special  contract,  the 
value  of  the  saving  in  fuel  made  by  the  ase  of  the  patented 
improvement,  and  the  length  of  time  it  was  in  use  by  de- 
fendants. Evidence  was  also  given  by  defendants  that  the 
plaintiffs  had  sold  a  great  many  licenses  for  the  use  of  the 
patent  on  steamboats,  that  the  patent  fees  wei'e  numerous 
and  ranged  from  $250  to  $1,500  for  the  use  of  the  patent 
during  its  existence,  and  that  though  they  had  produced 
evidence  of  all  the  sales  made  of  licenses  for  the  use  of  the 
patent  on  steamboats  during  its  existence,  the  fee  in  no 
case  exceeded  the  latter  sum.  Notwithstanding  this  testi- 
mony, which  seems  to  have  been  uncontradicted,  the  ver- 
dict of  the  jury  and  the  judgment  of  the  court  was  for 
$11,333,  with  interest  from  the  date  of  the  commencement 
of  the  suit. 

The  defendants  in  various  forms  prayed  the  court  to  in- 
struct the  jury  that  the  measure  of  damages  was  the  es- 
tablished rate  for  the  license  to  use  their  invention,  as  as- 
certained by  the  sales  made  by  plaintiffs  of  such  license  to 
others.  If  this  was  the  true  rule  of  estimating  the  damage, 
the  bill  of  exceptions  shows  that  a  sufficient  number  of 
such  licenses,  and  the  prices  at  which  they  were  granted, 
were  in  evidence  to  enable  the  jury  to  apply  the  principle 
to  the  case  before  them. 

And  we  are  of  opinion  that  this  was  the  sound  rule,  and 
that  in  refusing  the  prayers  for  instruction  based  on  it,  as 
well  as  in  admitting  evidence  of  the  saving  of  fuel  and  its 
value  as  affecting  the  amount  of  the  verdict,  the  court  be- 
low was  in  error.  And  the  same  error  is  to  be  found  in  the 
charge  of  the  court  to  the  jury. 

On  that  subject  in  the  case  of  Seymour  v.  McCormick, 
16  How.  480  [6  Am.  &  Eng.  200],  this  court,  on  full  con- 
sideration, and  without  dissent,  laid  down  the  proposition 
that  in  suits  at  law  for  infringement  of  patents,  where  the 
sale  of  licenses  by  the  patentee  had  been  sufficient  to  es- 
tablish a  price  for  such  licenses,  that  price  should  be  taken 

19  Wall.  616-617. 
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as  the  measure  of  his  damages  against  the  infringer.  The 
role  thii3  declared  has  remained  tlie  established  criterion  of 
damages  in  cases  to  which  it  was  applicable  ever  eince. 
Slckels  n.  Borden,  4  Blatchf.  14 ;  The  Suffolk  Co.  ».  Hay- 
den,  3  Wall.  315  [7  Am.  &  Eng.  405] ;  Livingston t?.  Jones, 
3  Wall.  Jr.  330. 

"In  cases  where  there  is  no  established  patent  or  liceoae 
fee  in  the  case,"  says  the  court  in  The  Suffolk  Co.  v.  Hay- 
den,  "or  even  an  approximation  to  it,  general  evidence 
must  necessarily  be  resoi-ted  to." 

In  tlie  case  of  Seymour  v.  McCormick,  a  charge  very 
similar  to  the  one  given  in  the  present  case  was  held  erro- 
neous and  the  principles  we  have  stated  estahlislied. 

The  rule  in  suits  in  equity,  of  ascertaining  by  a  reference 
to  a  master  the  profits  which  the  deEendant  has  made  by 
the  use  of  the  plaintiff's  invention,  stands  on  a  different 
principle.  It  is  that  of  converting  the  infringer  into  a 
trustee  for  the  patentee  as  regards  the  profits  thus  made; 
and  the  adjustment  of  these  profits  is  subject  to  all  the 
equitable  considerations  which  are  necessary  to  do  complete 
justice  between  the  parties,  many  of  which  would  be  inap- 
propriate in  a  trial  by  jury.  With  these  corrective  powers 
in  the  hands  of  a  chancellor,  the  rule  of  assuming  profits 
as  the  groundwork  for  estimating  the  compensation  dud 
from  the  infringer  to  the  patentee  has  produced  resalta 
calculated  to  suggest  distrust  of  its  universal  application 
even  in  courts  of  equity. 

Certainly  any  unnecessary  relaxation  of  the  rule  we  have 
laid  down  in  cases  at  law,  wiiere  the  patentee  has  been  in 
the  habit  of  selling  his  invention  or  license  to  use  it,  so  that 
a  fair  deduction  can  be  made  as  to  the  value  which  he  and 
those  using  it  have  established  for  it,  does  not  commend 
itself  to  our  judgment,  nor  is  it  encouraged  by  our  ex- 
perience. 

If  such  be  the  proper  rule  in  case  of  the  infringer  who- 
uses  the  invention  without  license  and  against  the  consent 
19  WbU.  •tT*ets. 
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of  the  owner,  it  should  not  be  harsher  against  the  party 
who  uses  it  with  consent  of  tlie  owuer,  express  or  implied, 
but  without  any  agreement  as  to  the  rate  of  compensation. 
In  such  case  nothing  can  be  more  reasonable  than  that  the 
price  fixed  by  the  patentee  for  the  use  of  his  invention,  in 
his  dealings  with  others,  and  submitted  to  by  them  before 
using  it,  should  govern. 

The  case  was  tried  in  the  court  below  upon  an  entirely 
different  theory,  against  the  steady  remonstrance  and  ex- 
ceptions of  the  defendants. 

With  the  special  contract  eliminated  from  the  case,  it 
seems  to  us  to  be  a  very  simple  one.  The  defendants  have 
used  or  are  charged  with  using  the  invention  of  plaintiffs, 
with  their  consent,  until  the  expiration  of  the  patent.  If 
this  is  proven  to  the  satisfaction  of  the  jury,  the  plaintiffs 
have  furnished  the  rule  which  must  measure  their  compen- 
sation, in  the  prices  at  which  they  have  sold  the  same 
privilege  to  others,  and  they  must  be  bound  by  it. 

The  jzulgment  of  the  Supreme  Court  of  the  District  of 
Columbia  is  reversed^  with  directions  to  order  a  new  trial. 

19  Wall.  618. 
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JOHN    P.    HUMASTON,  PLAINTIFF   IN   ERROR  v. 
THE  AMERICAN  TELEGRAPH  COMPANY.* 

20  WalU  20-90.    OcC  Tenm  1878. 

[Bk.  22,  L.  ed.  279;  2  Whit.  622.] 

Argaed  March  27,  80,  1874     Decided  April  20,  1874 

Contract     Arbitratioru     Price  of  thing  sold,  how  fixed.     Evidence. 

1.  Where  a  condition  of  a  contract  was  construed  to  be  a  covenant 

on  the  part  of  the  vendee  of  certain  patented  inventions  to  pay 
the  vendor  the  value  of  his  inventions  in  excess  of  a  sum  al- 
ready paid  up  to  a  certain  limit,  such  value  to  be  determined 
by  arbitrators,  and  the  vendee  refused  to  proceed  with  the  ar- 
bitration and  revoked  its  submission,  held  that  if  the  perform- 
ance of  the  condition  for  a  valuation  be  rendered  impossible 
by  the  act  of  the  vendee,  the  price  of  the  thing  sold  must  be 
fixed  by  the  jury  on  a  quantum  txilebat.     (p.  298.) 

2.  In  conformity  with  this  construction  of  the  contract,  a  charge 

to  the  jury  that  the  value  fixed  as  the  limit,  a  specified  amount 
of  stock,  was  not  the  legal  measure  of  the  plaintiff's  damages, 
but  that  he  was  entitled  to  recover  the  excess,  if  any,  *  *  * 
over  the  amount  which  he  had  already  received,  «  «  *  with 
interest  on  such  excess  from  the  date  of  the  revocation  of  the 
powers  of  the  arbiters,  was  correct  (p.  801.) 
8.  Evidence  of  the  value  of  the  stock  at  any  other  time  than  that 
of  the  date  of  the  contract,  held  properly  excluded,     (p.  801.) 

[Citations  in  opinion  of  the  court]. 

Del.  &  Hud.  Can.  Co.  v.  Pa.  Coal  Co.,  60  N.  Y.  260.    p.  800. 

Clarke  v.  Westrope,  18  C.  B.  766.    p.  801. 

Inchbald  v.  Western,  etc.,  Plantation  Co.  (head  note),  112  Eng.  C. 

8.  (17  C.  B.,  N.  S.)  782.    p.  801. 
Hall  V.  Conder,  89  Eng.  C.  S.  (2  C.  B.,  N.  S.)  20.    p.  801. 
United  States  v.  Wilkins,  6  Wheat.  186,  148.    p.  801. 
Kennistoti  v.  Ham,  0  Fost.  (N.  H.)  601.    p.  801. 
HoUiday  v.  Marshall,  7  Johns.  212.    p.  801. 
Cowper  V,  Andrews,  Hob.  89,  48.    p.  810. 

«See  Explanation  of  Notes,  page  IIL 
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In  error  to  the  Circuit  Court  of  the  United  States  for  the 
Southern  District  of  New  York. 

This  was  an  action  of  special  assumpsit^  brought  in  tl)e 
court  below  by  Humaston,  the  appellant.  He  set  up  a  con- 
tract, under  which  he  claimed  that  he  had  become  entitled 
to  four  hundred  shares  of  defendant's  stock,  and  alleged 
that,  by  reason  of  its  refusal  to  deliver  the  same,  he  had 
been  damaged  $125,000.  He  recovered  judgment  for  $7,- 
500,  and  appealed  to  this  court.  The  portion  of  the  charge 
fjxcepted  to,  is  as  follows : 

That  the  plaintiff  was  not  entitled,  as  matter  of  law,  to 
recover  of  the  defendants  the  value  of  the  remaining  four 
hundred  shares  of  stock  mentioned  in  the  contract  between 
the  parties. 

Also,  that  the  plaintiff  did  not,  as  matter  of  law,  become 
entitled  to  the  said  four  hundred  shares  of  stock  by  reason 
of  the  defendant's  revocation  of  the  powers  of  the  referee, 
or  other  breach  of  contract  alleged,  but  that  the  plaintiff  is 
entitled,  by  and  in  consequence  of  the  revocation  of  the 
powers  of  the  arbiters  or  referees,  in  and  by  the  instrument 
dated  February  13,  1867,  and  the  refusal  of  the  defendant 
to  pay  any  further  expenses  of  the  referees,  to  bring  their 
action  and  to  recover  the  excess,  if  any  there  was,  which 
the  value  of  what  he  sold,  assigned  and  transferred  to  the 
defendant,  enhanced  by  the  agreement  of  the  plaintiff  and 
Lefferts  not  to  enter  into  competition  with  these  defend- 
ants as  stipulated  in  the  contract,  had,  when  sold  and  de- 
livered, over  the  amount  which  he  had  already  received ; 
and  this  the  parties  agreed  was  one  hundred  shares  of  the 
defendant's  stock,  of  the  aggregate  value  of  $10,000,  with 
interest  on  such  excess  from  the  said  13th  of  February, 
1867 ;  but  if  in  their  judgment  there  was  no  such  excess, 
then  their  verdict  should  be  for  the  defendant. 

The  case  further  appears  in  the  opinion  of  the  court. 

Messrs.  Truman  Smith  and  Cephas  Brainard,  for  plain- 
tiff in  error  : 
It  is  admitted  that  upon  the  principles  of  the  common 
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law  and  by  the  Revised  Statutes  of  New  York,  a  submis- 
sion to  arbitration  of  any  mere  matter  of  litigation  then  ex- 
isting, or  thereafter  to  arise,  may  be  revoked  by  either 
party  at  any  time  before  the  publication  of  the  award. 

The  arbitrators  have  only  a  naked  power,  or  one  not 
coupled  with  an  interest,  and  such  a  power  is  ever  revoca- 
ble at  the  pleasure  of  the  party  granting  it.  This  rule  is  as; 
old  as  Black  Letter. 

Vyndor's  Case,  8  Rep.  162. 

No  rule  in  law  is  better  established  than  that  parties  can- 
not preclude  the  possibility  of  a  lawsuit  touching  any  mat- 
ter or  dispute  arising  under  a  contract,  or  in  other  words, 
they  cannot  agree  that  all  such  matter  shall  be  setjtled  by 
arbitrament.  It  is  contrary  to  the  policy  of  the  law  to  per- 
mit parties  to  exclude  or  oust  the  jurisdiction  of  the  duly 
constituted  tribunals  of  the  country. 

Haggart  t?.  Morgan,  1  Seld.  Rep.  422  ;  Scott  v,  Avery,  6 
H.  of  L.  Cases,  840. 

There  is  a  well  established  distinction  between  a  qualify- 
ing stipulation  and  a  collateral  one,  that  is  to  say  between 
a  case  where  the  stipulation  for  a  reference  is  made  a  con- 
dition of  the  undertaking  on  which  action  is  brought,  and 
where  it  is  inserted  on  the  contract  as  a  collateral  or  inde- 
pendent provision.  In  the  latter  capacity  it  is  invalid,  but 
in  the  former  it  is  good  and  binding  on  the  parties. 

Elliott  V.  The  Royal  Exchange  Assur.  Co.,  2  Law  Rep. 
237;  Brunstein  t>.  The  Accidental  Death  Co.,  I  Best  & 
Smith,  782;  Tredwen  t).  Holman,  1  Hurls.  &  Coir.  72; 
Brown  v.  Overbury,  11  Exch.  R.  716 ;  Horton  tj.  Sayen  4 
Hurls.  &  Nor.  643  ;  Milner  r.  Field,  6  Exch.  R.  829  ;  He- 
mans  t).  Piccioto,  40  Eng.  L.  &  Eq.  262 ;  Thumhill  v.  Bal- 
bemie,  2  Mees.  &  Wells.  786 ;  Worsley  v.  Wood^  6  Term 
R.  710;  Hotham  t).  East  India  Co.,  1  Term  R.  638;  Mc- 
Donald t).  Pierson,  38  Barb.  128;  McMahon  v,  N.  Y.  & 
Erie  R.  R.  Co.,  20  N.  Y.  463;  Smith  v,  Briggs,  3  Denio, 
73;  Smith  ©.  Boston  R.  R.  Co.,  36  N.  H.  Rep.  458  ;  Mo- 
nongahela  Nav.  Co.  v.  Penlon,  4  Watts&  Serg.  205  ;  Con- 
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don  V.  Soatli  Side  R.  R.  Co.,  14  Gratt.  303  ;  Bait.  &  Ohio 
R.  R.  Co.  z.  Polly,  Wood  &  Co.,  14  Gratt.  447;  United  States 
71.  Robeson,  6  Pet.  319  ;  Dakin  v.  Williams,  17  Wend.  449  ; 
Pf^ople  V.  Superior  Ct.  of  N.  Y.,  19  Wend.  104  ;  Pearson 
V.  Williams,  24  Wend.  244 ;  McClarren  v.  McNuIty,  7  Gray, 
139  ;  United  States  i.  Arredondo,  6  Pet.  745  ;  Newcomb  v. 
Brackett,  16  Mass.  161 ;  Clark  v.  Moody,  17  Mass.  145 ; 
Del.  &  Hndson  River  Canal  Co.  v.  Penn.  Coal  Co.,  60  N. 
Y.  250. 

The  position  which  we  take  is  that  according  to  the  trae 
intent  and  meaning  of  this  contract  the  defendants  were 
bound  to  pay  or  issue  to  the  plaintiff  four  hundred  addi- 
tionul  shares  of  stock  demanded  by  him  as  a  just  equiva- 
lent for  his  letters  patent,  unless  it  should  be  determined 
by  a  board  of  referees  that  a  less  number  would  be  such 
equivalent,  we  insist  that  the  contract  purposely  imposed 
on  defendants  an  alternative  either  to  pay  to  the  plaintiff 
the  full  quantity  of  additfonal  stock,  or  to  go  forward  with 
the  reference  to  its  consummation  in  an  award. 

It  cannot  be  suggested  with  any  effect  that  the  specifica- 
tion of  four  hundred  shares  of  stock  to  be  issued  to  the 
plaintiff  should  be  deemed  to  have  the  nature  of  a  penalty, 
and  that  therefore  the  same  cannot  constitute  the  rule  of 
damages. 

A  "faithful  fulfilment  of  their  agreement,"  in  the  lan- 
guage of  Chief  Justice  Nelson,  was  all  that  was  required 
"of  these  defendants,  or  rather  of  the  Westera  Union  Tele- 
graph Company.  But,  on  the  14th  of  February,  1867,  they 
"  feeling  might  and  forgetting  right,"  chose  to  violate  that 
agreement  by  an  act  of  perfidy  far  more  atrocious  than  any 
other  that  has  ever  fallen  under  oar  observation,  by  which, 
as  we  conceive,  they  incurred  grave  responsibilities.  Let 
them  abide  the  consequences.     Fiatjustitia  mat  coelum. 

Messrs.  John  K.  Porter  and  Orosvenor  P.  Lotorey,  for 
defendant : 
The  rulings  of  the  court  that  the  value  of  a  specified 
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amount  of  stock  was  not  legal  measure  of  the  plaintiffs 
damage,  were  correct. 

It  is  not  proved  or  suggested  that  the  referees  would  have 
found  as  the  plaintiff  desired.  On  the  contrary,  the  pre- 
sumption is,  that  they  would  have  found  the  true  value  of 
the  property,  and  it  is  also  to  be  presumed  that  the  verdict 
of  the  jury  ^  svbstituied  as  it  has  been  by  the  processes  of  the 
law  and  at  the  plaintiff^  s  suit /or  the  judgment  of  the  ar- 
bitrator Sy  is  the  true  value. 

"  If  the  performance  of  the  condition  for  a  valuation  be 
rendered  impossible  by  the  act  of  the  vendee,  the  price  of 
the  thing  sold  must  be  fixed  by  the  jury,  on  a  quantum 
valebaiy  as  in  Clarke  t>.  Westropp,  18  C.  B.  765." 

Benjamin  on  Sales,  430 ;  Inchbald  v.  The  Western,  &c., 
Plantation  Co.,  112  Eng.  C.  L.  Eep.  733  ;  Hall  v.  Condor, 
89  Eng.  Com.  Law  R.  63. 

In  U.  S.  V,  Wilkins,  Judge  Story  says : — "  If  there  be  no 
specific  price  agreed  upon  in  the  contract,  it  leaves  the 
price  to  be  adjusted  by  the  government  and  the  contractor. 
It  is  to  be  the  joint  act  of  both  parties  and  not  the  exclu- 
sive act  of  either.  If  they  cannot  agree^  then  a  reasonable 
compensation  is  to  be  allowed^  and  that  reasonable  com- 
pensaiion  is  to  be  proved  by  competent  evidence  and  set- 
tled by  a  jury  as  in  common  cases." 

There  is  no  eiTor  in  the  record  and  the  judgment  should 
be  affirmed. 

It  should  be  said,  if  it  is  proper  to  say  anything  outside 
of  the  record,  in  answer  to  the  many  pages  of  that  descrip- 
tion in  the  argument  for  the  plaintiff  in  error,  that  the  de- 
fendants in  error  regard  themselves  as  having  paid,  and  by 
this  verdict  become  bound  still  further  to  pay,  for  a  mere 
mechanical  toy,  which  they  would  have  been  glad  to  have 
found  as  valuable  as  the  plaintifF  thought  and  hoped  it  to 
be,  but  which  has  proved  for  practical  business  wholly 
useless. 

It  has  never  been  nor  can  it  ever  be  employed  to  earn  a 
shilling  to  repay  the  large  outlay  which  in  addition  to  what 
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has  been  paid  the  plaintiff  in  error,  the  defendant  has  made 
in  the  long  effort  to  make  the  invention  asef  al.  They  think, 
therefore,  so  far  as  this  court  may,  upon  this  record,  con- 
sider these  facts,  they  will  be  of  opinion  that  more  than 
justice  has  been  done  to  the  plaintiff,  and  less  than  that  to 
the  defendant. 

Mr.  Justice  Davis  delivered  the  opinion  of  the  court : 
This  is  an  action  to  obtain  compensation  for  the  breach 
of  a  contract,  and  the  matters  of  difference  between  the 
parties  grow  out  of  the  different  views  entertained  by  them 
of  the  obligations  of  the  contract.  Two  points  arise  in  the 
case ;  the  first  relates  to  the  interpretation  of  the  contract, 
and  the  second  to  the  rule  of  damages.  The  contract  was 
made  in  1861,  between  Humaston  and  Marshall  Lefferts, 
and  the  defendant.  The  defendant  agreed  to  buy  and  Hu- 
maston to  sell  to  it  his  inventions  for  electric  telegraph 
machines  and  processes,  and  particularly  his  patented  in- 
ventions for  perforating  paper  for  the  purpose  of  tele- 
graphic messages  with  the  secret  process  of  preparing  the 
chemical  paper.  Both  Humaston  and  Lefferts  engaged  not 
to  compete  in  the  business  of  telegraphing,  with  the  de- 
fendant, for  a  i)eriod  of  ten  years.  In  consideration  of  this 
sale  and  agreement  against  competition,  the  defendant  was 
to  pay  at  least  fifty  shares  of  its  stock,  but  upon  the  exe- 
cution and  delivery  of  such  conveyances  as  would  assure  a 
perfect  title  to  the  patents  and  inventions,  the  defendant 
stipulated  to  issue  to  Humaston  one  hundred  shai-es  of  its 
stock,  "and  a  further  consideration  of  not  exceeding  four 
hundred  shares  to  be  paid  or  issued  to  said  Humaston, 
upon  the  following  stipulations  and  conditions :"  "Three 
disinterested  referees  or  arbiters  are  to  decide  how  much 
(if  any)  more  is  to  be  issued  to  said  Humaston.  After 
such  arbiters  shall  be  satisfied  as  to  the  capability  and 
value  of  said  patented  inventions,  it  being  understood  that 
the  aforesaid  maximum  amount  of  stock  consideration,  is 

Omitted  in  WelL 
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stated  nnder  a  claim  by  said  Hamaston  and  Iiefferts  that 
bis  (Humaston's)  patented  inventions  will  enable  the  Amer- 
ican Telegraph  Company  to  do  by  the  Humaston  system, 
and  on  one  wire,  live  times  as  much  business  regularly  and 
accurately  as  can  be  done  now  on  one  wire  in  the  same  time 
by  any  system  now  used  by  said  company  ;  it  being  also 
understood  that  the  Bain  patents  have  expired  and  can 
now  be  used  by  all,  and  compensation  is  not  to  be  allowed 
to  said  Humaston  for  what  is  now  public,  but  only  for 
what  their  patented  improvements  in  telegraphy  are  worth 
more  than  any  other  of  said  systems."  The  arbiters  were 
directed,  in  estimating  the  value  of  the  Humaston  inven- 
tions to  consider  the  comparative  reliability,  accuracy, 
rapidity,  cost,  and  also  the  expense  of  working  and  using 
said  inventions  with  those  now  in  use,  and  after  having 
tried  the  respective  instruments  to  determine  how  much 
(if  any)  stock,  not  exceeding  four  hundred  shares,  the  de- 
fendant is  to  pay  or  issue  to  said  Humaston,  in  further 
consideration  for  said  invention.  The  Telegraph  Company 
agreed  to  pay  or  issue  to  said  Humaston  the  additional 
amount  (if  any)  of  stock  (not  exceeding  the  maximum 
number  of  shares)  stated  in  the  award,  and  if  the  arbitrators 
decided  the  inventions  were  not  patentable,  Humaston  was, 
on  the  surrender  of  the  patents  by  the  company,  to  trans- 
fer to  them  fifty  shares  of  stock.  The  arbitrators  were  ap- 
pointed and  accepted  the  trust  with  which  they  were 
charged  but  were  arrested  in  executing  it  by  the  defendant 
revoking  the  submission.  Thereupon,  this  action  of  spe- 
cial assumpsit  was  brought,  and  the  verdict  of  the  jury 
has  been  substituted  for  the  judgment  of  the  arbitrators. 

The  charge  of  the  court  to  the  jury  and  the  exclusion  of 
certain  evidence  on  the  trial,  are  assigned  for  error. 

(a)  Whether  or  not  the  court  erred  in  these  particulars  de- 
pends on  the  proper  interpretation  of  the  contract  and  the 
rule  of  damages  which  shall  be  applied  in  this  action  to 
the  breach  of  it. 

(a)  Wallace  begins  Opinion  here. 
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It  is  insisted  by  the  plaintiff  tUat  the  defendant  prom- 
ised to  pay  him  for  his  invention  four  hundred  shares  in 
addition  to  the  one  hundred  shares  paid  on  the  delivery  of 
the  title,  unless  the  arbitrators  should  relieve  the  com- 
pany by  fixing  some  less  amount,  and  a  great  deal  of  learn- 
ing touching  the  doctrine  of  conditions  subsequent  and 
precedent  has  been  invoked  in  support  of  this  position. 
But  this  doctrine  has  no  application  here,  for,  manifestly, 
this  is  not  an  undertaking  to  which  a  condition  snbsequeat 
could  be  attached.  It  is  easy  to  determine  why  this  con- 
tract was  made,  the  nature  of  it,  and  the  acts  to  be  per- 
fonned  by  the  contracting  parties.  The  American  Tele- 
graph Company  were  engaged  in  rarrying  on  the  telegraph 
business  in  some  portions  of  the  country,  and  naturally 
desirous  of  appropriating  to  itself  any  new  invention  which 
would  facilitate  the  transmission  of  telegraphic  messages. 
Humaston  claimed  that  his  system  just  patented  would  do 
five  times  as  much  business  on  one  wire  aa  the  ordinary 
systems  then  in  use.  If  it  could  do  this  with  equal  accu- 
racy and  reliability,  and  at  no  greater  cost,  the  value  of  it 
could  be  hardly  overestimated,  but  there  had  been  no  exjwri- 
ments  to  lest  the  question  of  whether  or  not  it  was  capable 
of  doing  these  things.  It  might  do  the  work  claimed  for 
it,  and  yet  be  so  unreliable,  or  the  expense  of  working  and 
using  it  so  much  greater  than  the  expense  of  working  and 
using  the  inventions  then  open  to  the  public  or  used  by  the 
company,  that  its  pureliase  would  be  dear  at  any  price. 
The  company,  desirous  of  possessing  everything  new  and 
Qsefnl  in  the  line  of  their  business,  were  willing  to  risk 
something  in  the  acquisition  of  these  inventions,  but  un- 
willing to  |)ay  the  estimate  of  value  which  Hnmaston  put 
upon  them  without  trial  of  their  utility.  This  estimate 
was  $50,000,  as  the  proof  on  the  trial  was  that  the  stock  of 
the  company  stood  at  par  in  the  market  at  the  date  of  the 
contract.  The  company  said  to  Hnmaston,  We  will  take 
your  patents,  whether  valid  or  not,  and  pay  you  $5,000  for 
flo  w»ii.  ao-»«,: 
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them  if  you  and  Leflferts  stipulate  not  to  compete  with  us 
for  a  period  of  ten  years ;  and  if  they  are  valid,  whether 
useful  or  not,  the  compensation  shall  be  increased  to 
$10,000.  But  we  cannot  promise  additional  C/ompensation 
unless,  after  proper  experiment,  your  system  shall  be  proved 
to  be  worth  more.  It  may  be  that  your  claim  of  rapid 
I)er*ormance  can  be  sustained,  and  yet  the  system,  owing 
to  its  greater  cost  than  those  now  in  use,  or  some  other 
controlling  practical  consideration,  be  of  comparatively 
little  value  to  us.  This  can  only  be  determined,  after  trial, 
by  some  impartial  tribunal.  We  are  willing  that  this  tri- 
bunal shall  be  referees  mutually  selected,  to  whom  shall 
be  submitted  the  question  of  whether  we  shall  pay  any- 
thing more  than  the  $10,000  already  paid,  after  the  merits 
of  your  system  have  been  tested  by  them  and  its  capability 
and  value  established.  They  may  reach  the  conclusion 
that  you  are  sufficiently  compensated  already  and,  if  they 
do,  their  award  must  be  accepted  as  a  final  settlement  of 
the  matters  at  difference  between  us.  If  they  reach  a  con- 
trary conclusion  they  must  fix  the  amount  of  consideration 
which  we  are  to  pay  in  additicm  to  what  you  have  already 
received ;  but  this  must  be  within  the  limit  of  four  hun- 
dred shares  of  stock,  equivalent  to  $40,000. 

This  is  a  fair  analysis  of  the  provisions  of  the  contract  and 
of  the  considerations  on  which  it  was  based.  Instead  of  it 
binding  the  company  to  pay  four  hundred  shares,  unless  a 
less  number  was  fixed  by  the  arbitrators,  it  left  them  to 
say  whether  Humaston  was  entitled  to  any  more  than  he 
had  already  got,  and  if  so,  how  much.  There  was  no  con- 
cession by  the  company  that  the  inventions  were  worth 
any  more  to  it  than  the  hundred  shares.  It  might  turn 
out  on  the  trial  that  the  price  already  paid  was  excessive, 
or,  on  the  contrary,  that  it  was  not  sufficiently  remunera- 
tive. This  point  of  value  the  triers  were  to  determine,  and 
if  determined  favorably  to  the  plaintiff  he  would  have  a 
cause  of  action  against  the  defendant.     Until  this  determi- 

90  WaU.  S6-S7. 
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nation,  if  there  had  been  no  interruption  to  the  arbitration, 
no  cause  of  action  could  arise.  It  was  a  reasonable  provi- 
sion that  the  value  of  these  inventions  should  be  submitted 
to  the  arbitration  of  practical  business  men,  and  if  Humas- 
ton,  instead  of  the^5ompany,  had  refused  to  proceed  with 
the  arbitration  he  could  not  resort  to  an  action,  for  the  de- 
fendant would  not  have  been  in  default,  and,  therefore,  not 
liable  to  suit.  Del.  &  Hud.  Can.  Co.  v.  Pa.  Coal  Co.,  60 
N.  Y.  260.  But  the  defendant  broke  the  agreement  and 
revoked  the  submission,  and  Humaston  asks  that,  in  con- 
sequence of  this  wrongful  action  of  the  defendant,  his 
rights  may  be  determined  by  the  court  and  jury,  instead 
of  by  arbitration. 

It  becomes,  therefore,  important  to  determine  what  is  the 
measure  of  liability  for  the  breach  of  contract  by  the  de- 
fendant. If  we  are  correct  in  our  interpretation  of  the  con- 
tract, this  action  cannot  be  supported  as  an  action  seeking 
damages  for  breach  of  contract  to  deliver  stock,  for  there 
was  no  engagement  to  deliver  any,  except  on  a  condition 
which  has  not  happened,  and  there  is  no  proof  that  the  ar- 
bitrators would  have  found  that  Humaston  was  entitled  to 
receive  more  stock  than  he  had  already  obtained. 

The  action  can  be  supported  for  the  value  of  the  prop- 
erty, and  this  was  the  proper  subject  of  inquiry  at  the  trial. 
The  company  covenanted  to  pay  this  value,  to  be  ascer- 
tained, in  a  particular  mode,  and  as  they  have  pre- 
vented this  mode  being  adopted,  they  cannot  take  ad- 
vantage of  their  own  wrong  and  deprive  the  plaintiff 
of  the  opportunity  of  showing  to  the  court  and  jury 
what  it  is.  In  lieu  of  the  award  of  the  arbitrators  the  ver- 
dict of  the  jury  can  be  asked  bj^  the  plaintiff  to  determine 
it.  The  ascertainment  of  this  value  was  the  essence  of  the 
contract,  the  thing  on  which  the  submission  w^s  based; 
and  the  revocation  of  the  submission  leaves  the  jury  to 
settle  it.  Benjamin,  in  his  Treatise  on  Sales,  p.  430,  says, 
if  the  i)erformance  of  the  condition  for  a  valuation  be  ren- 

«0  Wall.  87-88. 
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dered  impossible  by  the  act  of  the  vendee, the  price  of  the 
thing  sold  must  be  fixed  by  the  jury  on  a  qtiantum  valebat, 
as  in  Clarke  «.  Westrope,  18  C.  B.  764,  where  the  outgoing 
tenant  sold  the  straw  on  a  farm  to  the  incomer,  at  a  valua- 
tion to  be  made  by  two  indifferent  persons,  but,  pending 
the  valuation,  the  buyer  consumed  the  straw.  And  the 
doctrine  of  the  text  is  sustained  by  adjudged  cases  in  this 
country  and  England.  Inchbald  v.  Western,  etc.,  Planta- 
tion Co.  (head  note),  112  Eng.  C.  L.  (17  C.  B.,  N.  S.)  733 ; 
Hall  V.  Conder,  89  Eng.  C.  L.  (2  C.  B.,  N.  S.)  53 ;  U.  S.  v. 
Wilkins,  6  Wheat.  135,  143 ;  Kenniston  v.  Ham,  9  Post. 
(N.  H.)  606 ;  Holliday  v.  Marshall,  7  Johns.  213 ;  Cowper 
V.  Andrews,  Hob.  40-43. 

Nothing  is,  therefore,  due  on  this  contract,  unless  the 
court  and  jury,  sitting  in  the  place  of  the  arbitrators,  shall 
decide  that  the  plaintiff  is  entitled  to  recover  for  the  sale 
of  his  inventions  more  than  he  has  already  received.  The 
case  was  tried  on  this  theory,  and  the  court  charged  the 
jury  that  the  value  of  a  specified  amount  6t  stock  was  not 
the  legal  measure  of  the  plaintiffs  damages,  but  that  he 
was  entitled  to  recover  the  excess  (if  any  there  was)  which 
the  value  of  what  he  sold  and  transferred  to  the  company, 
enhanced  by  the  agreement  of  the  plaintiff  and  Lefferts  not 
to  enter  into  competition  with  the  company,  as  stipulated 
in  the  contract,  had,  when  sold  and  delivered,  over  the 
amount  which  he  had  already  received ;  and  this  the 
parties  agreed  was  one  hundred  shares  of  the  defendant's 
stock,  of  the  aggregate  value  of  $10,000,  with  interest  on 
such  excess  from  the  date  of  the  revocation  of  the  powers 
of  the  arbiters.  This  charge  is  in  conformity  with  the 
views  we  have  expressed  of  the  obligations  of  this  contract, 
and  of  the  rule  of  damages  applicable  to  the  breach  of  it. 

It  is  urged,  however,  that  the  court  erred  in  excluding 
testimony  of  the  value  of  the  defendant's  stock  both  when 
they  sold  out  to  the  Western  Union  Company,  and  when 
the  revocation  occurred. 

so  WaU.  9S-S9. 
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It  is  not  perceived  how  the  sale  to  the  Western  Union 
Company  changed  the  rights  of  the  parties,  for  there  is 
nothing  to  show  that  it  hindered  the  defendants  from  ac- 
quiring in  the  market  at  any  time  a  sufficient  number  of 
shares  of  its  stock  to  comply  with  the  award  which  it  was 
expected  the  arbitrators  would  be  suffered  to  make  long 
after  this  sale  took  place. 

If  there  had  bieen  an  agreement  to  deliver  a  certain  quan- 
tity of  stock,  and  an  action  had  been  brought  for  the  con- 
version of  it,  on  the  ground  that  the  defendant  by  the  sale 
to  another  company  had  put  it  out  of  its  power  to  comply 
with  the  terms  of  its  agreement,  evidence  of  the  value  of 
the  stock  at  the  time  the  sale  occurred  would  be  compe- 
tent. And  so  would  evidence  of  its  value  at  the  date  of 
the  revocation,  if  the  plain tiflp  was  in  a  position  to  support 
an  action  for  damages  for  breach  of  contract  to  deliver 
stock.  But  as  he  is  limited  in  his  recovery,  to  the  value  of 
his  inventions  when  sold  and  delivered,  evidence  of  the 
value  of  shares  of  stock  at  all  is  only  proper  as  tending  to 
show  the  estimate  put  upon  the  property  by  the  parties  at 
the  time  they  made  their  bargain.  And  as  the  value  of  the 
stock  in  1861,  when  the  contract  was  concluded,  was  di- 
rectly shown,  its  value  at  any  other  time  became  unim- 
portant. The  circuit  court  proceeded  on  the  theory,  and 
we  think  correctly,  that  the  defendant  intended  to  give  for 
and  considered  the  plaintiffs  property  worth  (if  it  per-  , 
formed  certain  conditions)  the  cash  equivalent  of  five  hun- 
dred shares  of  stock.  This  was  $50,000,  which  the  plain- 
tiff must  also  have  adopted  as  his  estimate  of  the  value  of 
the  property  when  he  sold  it,  as  he  offered  evidence  tend- 
ing to  show  that  it  was  worth  that  sum,  and  claimed  that 
the  evidence  proved  the  fact.  The  conflict  of  testimony  on 
the  worth  of  the  Humaston  inventions  was  very  great,  for 
the  defendant  also  introduced  evidence  tending  to  prove,, 
and  claimed  it  was  proved,  that  these  inventions  were  of 

20  WaU.  so-so. 
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no  value,  or  if  any,  no  more  than  the  amount  already  paid 
for  them. 

In  this  condition  of  the  evidence  it  was  a  difficult  matter 
for  the  jury  to  settle  the  issue  submitted  to  them,  but  as 
they  were  able  to  do  it  with  the  aid  of  the  court  and  emi- 
nent counsel,  after  a  lengthy  trial,  by  finding  a  considera- 
ble verdict  for  the  plaintiff,  it  would  seem  that  he  ought  to 
be  satisfied  with  it. 

At  any  rate  there  is  no  error  in  the  record^  and  the 
judgmerU  must  he  affirmed. 

SOWaU.  so. 

Patent  in  miltt 

Na  18,149.     Hnmaston,  J.  P.     September  8,  1857.     Tele- 

graphic  Compositor. 
Na   128,627.     Humaston,  J.  P.     July  2,  1872.     Printing 

Telegraph. 
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THE  METROPOLITAN  WASHING-MACHINE  COM- 
PANY, APPELLANT,  v.  THE  PROVIDENCE  TOOL 
COMPANY.* 

20  WaU.,  a4a-85a    Oct.  Twin,  187& 

[Bk.  22,  L.  ed.  303;  2  Whit.  630.] 

Argaed  March  26,  27,  1874.     Decided  April  20,  1874 

Affirming  Ibid,  1  Holmes,  161, 

Particular  patent  construed.     Construction  of  claims.     State  of  the 

art.     Infringement 

1.  The  claims  of  Reissue  letters  patent  No.  2,829,  Sergeant,  I.  A, 

December  31,  1867,  Clothes  Wringers  (original  patent  No.  21,- 
029,  July  27,  1858),  for  "  1.  The  employment  or  use  of  a  port- 
able  or  yoke  frame  B,  with  uprights  S  S',  or  their  equivalents, 
for  supporting  a  clothes  wringing  mechanism  in  position  on 
one  side  of  a  common  wash  tub,  for  the  purposes  set  forth  ;"  and 
*'  2.  The  application  of  an  adjustable  clamping  device,  when 
employed  to  attach  a  clothes- wringer  to  one  side  only  of  a  wash 
tub,  substantially  in  the  manner  described  and  for  the  pur- 
poses set  forth,''  construed  in  view  of  the  state  of  the  art  at 
the  date  of  the  invention,  which  showed  frames,  jaws  and 
clamping  devices  to  be  old,  and  limited  to  the  U-formed  yoke 
in  the  1st  claim,  and  in  combination  in  the  second  olaiuL  (p. 
834.) 

2.  The  claims  are  to  be  construed  with  reference  to  the  state  of  the 

art  at  the  time  the  invention  was  made.     (p.  335.) 
8.  Held  that  the  claims  were  not  infringed  by  a  device  which  had 
some  of  the  features  of  that  of  the  complainant,  but  had  not 
the  XJ- formed  yoke.     (p.  837.) 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  Rhode  Island. 

This  was  an  action  brought  in  the  court  below  by  the  ap- 
I)ellant,  for  the  infringement  of  reissned  patent,  2,839.  The 

*See  EzplanatioD  of  Notes,  page  III. 
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fciUowing  opinion  of  the  court  below  states  the  case  Bome- 
what  more  fully  than  the  opinion  of  this  court. 

"This  is  a  bill  in  equity,  brought  by  the  complainants, 
who  am  assignees  of  Isaac  A.  Sergeant,  for  infringement  of 
division  No.  2,839  ot  letters  patent  for  an  improvement  in 
clothes- wringers.  Said  letters  patent  were  originaJlygranted 
to  Isaac  A.  Sergeant,  July  27,  ISPS,  ami  were  reissued  in 
two  divisions,  one  dated  Jane  18,  1867,  and  the  other  being 
the  one  upon  which  this  bill  is  broQght,  dated  Becember  31, 
1867. 

The  machine  described  in  the  original  patent  belongs  to 
that  class  of  clothes-wringers  generally  known  as  twist- 
wringers,  in  the  use  of  which  clothes  were  wrung  and  the 
wafer  expelled  by  twisting  the  clothes  into  a  rope  in  the 
:same  manner  as  clothes  are  wrung  by  hand. 

The  original  Sei^eant  machine  had  a  yoke  frame  of  U 
:form,  which  yoke  frame  had  a^pair  of  jaws  and  a  clamp 
■wedge  for  securing  the  frame  to  the  side  of  a  common  wash 
tub.  This  portion  of  the  original  machine  constituted  that 
ipart  of  the  invention  which  is  embraced  in  the  division  of 
.the  reissued  patent  numbered  2,829. 

To  the  yoke  frame  a  hinged  frame  was  attached,  which, 
■when  in  position,  is  at  right  angles  with  the  yoke  frame. 
A  cross-bar  unites  the  two  sides  of  the  hinged  frame.  In 
the  center  of  the  cross-bar  is  set  a  'hitching  pin,  aronnu 
which  the  clothes  to  be  wrung  are  partially  wound  and  held 
fast  by  the  left  hand  of  the  operator,  while  the  riglit  hand 
turns  a  rotary  clamp  which  is  set  in  the  yoke  frame  and 
which  gives  the  clothes  a  twist  necessary  to  expel  the 
water.'  More  minute  description  of  this  rotary  clamp  is 
unnecessary,  as  it  has  little,  if  any,  connection  with  any 
questions  at  issue  in  this  case,  the  peculiarities  of  the 
wringing  mechanism  not  forming  any  part  of  tlie  mechan- 
■ism  recited  in  the  claims  of  the  reissued  patent  numbered 
2,823. 

After  the  death  of  Isaac  A.  Sei^eant,  his  administratrix, 
on  acconnt  of  a  defective  specification,  surrendered   the 
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original  patent,  and  on  two  corrected  specifications  two  new 
patents  were  reissued  to  one  Walker,  to  whom  the  admin- 
istratrix and  the  heirs  at  law  had  assigned  the  patent. 
Walker  duly  assigned  to  complainants  all  his  interest  in 
the  patent  and  in  any  divisions  or  reissues  thereof. . 

The  claims  in  the  reissued  patent  No.  2,829  are  for,  first, 
the  employment  or  use  of  a  portable  frame  or  yoke,  B, 
with  uprights,  S  S',  or  their  equivalents,  for  supporting  a 
clothes  wringing  mechanism  in  position  on  one  side  of  a 
common  wash-tub  for  the  purposes  set  forth  ;  second,  the 
application  of  an  adjustable  clamping  device  when  employed 
to  attach  a  clothes-wringer  to  one  side  only  of  a  wash-tub, 
in  the  manner  described  and  for  the  purposes  set  forth. 

In  the  reissued  patent,  division  2,  No.  2,829,  by  a  sepa- 
ration of  the  invention  by  the  patentee,  the  yoke  frame,  in 
combination  with  its  device  for  being  clamped  to  one  side 
of  a  common  wash-tub,  is 'claimed  as  a  separate  structure, 
without  regard  to  the  structure  of  the  wringing  mechanism 
nsed  with  such  'supporting  and  connecting  apparatus.' 

The  answer  of  the  defendants  alleges  in  defense,  first, 
that  the  reissued  letters  patent  are  fraudulent  and  void, 
because  they  were  sought  to  be  procured  for  the  purpose 
of  embracing  therein  more  than  was  the  invention  of  the 
said  Isaac  A.  Sergeant ;  that  they  were  obtained  for  the 
purpose  of  endeavoring  to  embarrass  these  defendants  and 
other  parties  manufacturing  wringing-machines,  by  the  as- 
sertion of  a  colorable  claim  to  a  subject  of  invention,  which, 
if  construed  by  the  court  as  broadly  as  the  complainants 
by  their  assertions  claim  that  it  should  be,  would  prevent 
the  manufacture  of  any  wringing-machine  that  was  detach- 
able from  a  tub. 

If  it  appears  upon  the  face  of  the  reissued  patent,  that 
it  is  not  for  the  same  invention  as  that  embraced  or  secured 
in  the  original  patent,  then  it  would  be  the  duty  of  t\\^ 
court,  as  a  matter  of  law,  to  declare  the  reissued  patent  in- 
valid ;  for  such  a  state  of  facts,  apparent  upon  a  compari- 
son of  the  two  instruments  as  construed  by  the  court,  ^vould 
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show  that  the  Commissioner  of  Patents,  in  granting  the  re- 
issue, had  exceeded  his  anthority,  and  that  there  was  such 
a  repugnancy  between  the  old  and  the  new  patent  that  it 
must  be  held,  as  a  matter  of  legal  construction,  that  the 
new  patent  is  not  for  the  same  invention  as  that  embraced 
and  secured  in  the  original  patent.  Matters  of  constnic- 
tion  arising  upon  the  face  of  the  patent  are  open  questions 
to  be  decided  by  the  court,  but  all  matters  of  fact  connected 
with  the  surrender  and  reissue  are  now  held  to  be  closed 
by  the  decision  of  the  Commissioner  in  granting  the  reis- 
sued patent. 

Seymoar  v.  Osborne,  11  Wall.  516  [8  Am.  &  Eng.  290]. 

This  disposes  of  the  first  objection  in  the  answer  to  the 
validity  of  the  reissued  patent,  for  there  does  not  appear 
to  be  any  ground  upon  which  it  cauld  with  reason  be  con- 
tended that  the  invention  claimed  in  tlie  reissued  patent, 
was  not  described  or  substantially  indicated  in  the  original 
patent;  and  the  other  questions  of  fact  are  closed  by  the 
decision  of  the  Commissioner. 

The  defendants  also  set  up  in  their  answer  the  anticipa- 
tion and  prior  Imowledge  of  the  alleged  invention  of  the 
complainants  by  various  parties,  patentees  and  rejected  ap- 
plicants for  patents,  whose  names  and  tlie  dates  of  whose 
applications  and  inventions  appear  in  the  answer  and  the 
amendments  thereto. 

In  view  of  this  defense  it  becomes  necessary  to  consider 
the  state  of  the  art  prior  to  the  date  of  the  alleged  inven- 
tion by  Sergeant  and  to  define  the  construction  and  the 
limitations  of  the  claims  in  the  reissned  patent  under  which 
complainants  claim. 

Without  going  into  a  detailed  description  of  wringing- 
machines  existing  anterior  to  the  date  of  Sergeant's  inven- 
tion, it  will  be  sufficient  for  the  purposes  of  this  case  to  ob- 
serve that  wringing -machines  were  in  use  in  many  different 
forms  of  more  or  less  practical  utility.  Clamping  devices 
were  also  old  and  well  known  means  of  attaching  machines 
of  various  descriptions  to  benches,  tables  or  other  articles 
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with  which  they  were  used  ;  reels  for  thread,  vises,  eyelet - 
machines,  fluting-machines,  egg-beaters,  and  small  mills 
had  been  attached  to  benches  and  tables  by  clamping  de- 
vices similar  in  principle  to  the  one  described  in  Sergeant's 
patent.  A  clamping  device  identical  with  the  one  used  by 
the  defendants,  and  comprehended  in  the  reissued  patent 
2,829,  was  applied  to  a  wringing-machine  before  the  Ser- 
geant invention. 

Letters  patent  for  a  washing-machine  were  issued  to  H. 
W.  Sabin,  August  16,  1845.  In  his  machine,  a  common 
twist  wringer  was  supported  by  a  standard  furnished  with 
jaws  and  a  clamp  screw,  the  two  forming  a  clamping  de- 
vice,  such  as  is  in  common  use  in  all  wringers  at  the  pres* 
ent  time ;  but  the  standard  was  not  a  U-formed  yoke  frame, 
simply  a  support  for  the  journal  of  a  shaft,  although  the 
standard  had  jaws  and  a  clamping  instrument  adapted  to 
secure  the  standard  to  the  sides  of  a  wash-tub.  Unless  the 
U-form  of  the  yoke  frame  in  the  Sergeant  mechanism  is  to 
be  considered  as  an  essential  part  of  the  Sergeant  inven- 
tion, as  distinguished  from  the  standard  in  Sabin' s  ma- 
chine, which  is  simply  a  support  for  a  journal,  it  is  diffi- 
cult to  perceive  the  novelty  of  the  Sergeant  invention.  The 
experts  examined  in  behalf  of  the  complainants  testify  that 
in  their  opinion  'the  said  (Sabin)  standard  is  simply  a  sup- 
port for  the  journal  of  a  shaft,  and  is  not  a  yoke  frame 
such  as  is  described  in  the  reissued  patent,  nor  the  equiva- 
lent of  one,  by  reason  of  the  differences  above  referred  to.' 

But  when  they  compare  the  yoke  frame  in  the  reissued 
patent  with  the  apparatus  for  supporting  the  wringing 
mechanism  in  the  defendant's  machine,  which  has  two  up- 
right standard  supporting  journals  for  the  pressure  rollers, 
the  two  upright  standards  being  connected  by  a  cross-bar 
at  the  bottom,  they  testify  that  not  only  the  two  upright 
standards  connected  by  a  cross-bar  at  the  bottom,  form  the 
yoke  described  in  the  patent,  as  seen  from  the  inside  of  the 
tub,  but  that  all  the  parts  are  duplicated,  and  the  face  of 
the  machine  presented  to  the  outside  of  the  tub  has  also 
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t  wo  uprights  and  a  connection  which  corresponds  to  the 
yoke  in  the  patent. 

Applying  the  same  reasoning,  it  is  not  very  easy  to  see 
why  each  standard  which  supports  the  journals,  as  viewed 
from  the  sides,  is  not  to  be  considered  also  as  a  Sijparate 
yoke  frame  with  two  uprights  and  a  cross-piece,  so  that  it 
would  be  as  correct  to  say  that  the  yoke  frame  of  the  com- 
plainants is  quadruplicated,  as  to  say  that  it  was  dupli- 
cated. This  would  seem  to  be  the  necessary  result  of  mak- 
ing the  U-shaped  yoke  frame  include  any  form  of  a  journal 
Supporting  standard,  and  it  would  seem  to  prove,  if  cor- 
rect, that  the  Sabin  patent  anticipated  the  Sergeant  inven- 
tion. 

The  U-form  of  the  yoke  frame  in  the  Sergeant  machine 
was  necessary  as  a  device  for  supporting  a  clothes- wring- 
ing mechanism,  in  the  manner  and  for  the  purposes  SQt  forth. 
The  manner  of  support  was  a  semi- circular  shape  at  the 
bottom  of  the  U-formed  yoke  frame  which  constituted  of 
itself  a  journal  box,  and  the  peculiar  form  of  that  standard 
which  was  new,  when  combined  with  any  wringing  mech- 
anism which  was  old  and  well  known,  and  a  wedge  screw 
or  other  well  known  and  equivalent  clamping  device  which 
was  old,  constituted  the  only  invention,  which,  in  the  state 
of  the  art  at  the  date  of  the  Sergeant  invention,  could  be 
embraced  and  protected  in  that  division  of  the  reissued 
patent.  This  combination  of  such  a  yoke  frame,  with  up- 
rights or  their  equivalents,  for  supporting  a  wringing  mech- 
anism in  position  on  one  side  of  a  common  wash-tub  with  an 
adjustable  clamping  device,  all  substantially  in  the  manner 
and  for  the  purposes  set  forth  in  the  patent,  is  all  that  can 
be  sustained  as  new  in  this  division  of  the  reissued  patent. 

To  attempt  to  make  the  claims  in  this  division  of  the  re- 
issued patent  sufficiently  broad  to  cover  any  form  of  port- 
able standard  for  supporting  a  journal  of  any  form  of 
wringer  in  combination  with  a  wedge,  or  helical  wedge  or 
screw,  or  other  clamping  device,  for  securing  the  frame  to 
the  side  of  a  tub,  would  be  fatal  to  the  patent,  as  it  would 
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clearly  embrace  what  was  old,  both  in  the  separate  parts 
and  in  the  parts  in  combination. 

Tlie  two  upright  standards  in  the  defendant's  machine 
connected  with  the  cross-bar  may  in  one  sense  be  said  to  be 
the  equivalent  of  the  U-shaped  yoke  frame  of  Sergeant's, 
But  the  upright  standards  each  support  independenrlj^  of 
the  other,  their  respective  journal  boxes,  in  the  same  man- 
ner substantially  that  Sabin's  standard  supported  a  journal 
for  clothes- wringing  mechanism.  There  is  no  significance 
in  any  similarity  or  supposed  similarity  to  a  U-shaped  yoke 
frame,  constituting  a  journal  box  of  itself,  and  requiring 
that  exact  semi-circular  or  substantially  semi- circular  form, 
to  form  of  itself  the  journal  box.  The  reissued  patent  in 
controversy  in  this  case  is,  as  construed  by  the  court,  only 
for  a  combination.  Upon  no  other  construction  could  it 
be  sust^ned. 

The  first  claim  refers  to  peculiarities  in  the  construction 
of  the  U-shaped  yoke  frame  for  the  support  of  the  wring- 
ing mechanism,  the  second  to  the  combination  of  this  pe- 
culiary  constructed  yoke  frame  with  reference  to  the  pur- 
poses of  the  peculiar  form  of  construction  with  an  adjust- 
able clamping  device,  when  employed  to  attach  a  clothes- 
wringer  to  one  side  only  of  a  wash-tub. 

The  standards  or  uprights  in  the  defendant's  machine 
can,  with  no  more  propriety,  be  considered  as  the  equiva- 
lents of  the  U-shaped  yoke  frame  in  the  complainant's, 
than  can  Sabin'  s  standard  be  considered  as  a  yoke  frame, 
because  it  supported  a  journal  box.  If  the  two  standards 
in  the  defendant's  machine,  with  their  connecting  cross-bar, 
is  to  be  claimed  as  the  equivalent  of  the  complainant's  yoke 
frame,  then  any  frame  of  any  kind,  supporting  any  wring- 
ing mechanism,  must  be  considered  an  equivalent,  for  there 
cannot  be  any  form  of  frame  constructed,  supporting  a 
journal,  which  could  not  be  dissected  into  a  yoke  frame  or 
a  U-shaped  yoke  frame  by  an  elimination  of  parts  not  in- 
dispensable. The  defendants  do  not  use  a  U-shaped  yoke 
frame,  with  any  such  peculiarity  of  construction  in  the 
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form  of  a  frame  for  the  same  pnrpose  and  in  the  same  man- 
ner in  which  it  is  used  in  the  complainant's  combination. 
If  the  defendant's  frame  and  standards,  either  separately 
or  in  combination,  are  the  equivalent  of  the  complainant's 
yoke  frame,  then  the  complainant's  yoke  frame,  when  com- 
bined with  the  clamping  devicn  and  wringing  mechanism, 
is  the  equivalent  of  Sabin's  journal  supporting  standard  in 
a  similar  combination. 

As  the  defendants,  in  the  view  taken  by  the  court  of  the 
Sergeant  invention,  do  not  use  all  the  elements  of  his  com- 
bination, when  Sergeant  is  confined  within  the  exact  limits 
of  his  invention,  and  is  allowed  the  full  benefit  of  his  in- 
vention, so  far  as  it  was  novel,  they  are  not  liable  as  in- 
fringers, and  the  bill  must  be  dismissed  with  costs." 

The  defendant's  machine,  of  which  a  cut  is  ai)pended, 
had  two  uprights ;  it  had  also  a  cross-piece  connecting  the 
lower  parts  of  these  uprights ;  it  had  also  jaws  which  ex- 
tended below  the  yoke,  in  position  to  embrace  the  side  of 
a  wash-tub,  to  which  the  machine  was  to  be  applied,  these 
jaws  being  fitted  with  a  screw  for  the  purpose  of  securing 
the  machine  to  the  object  to  which  the  jaws  were  to  be  ap- 
plied. But,  as  on  reviewing  it,  the  court  considered  it  had 
not  the  U-formed  yoke. 

The  specifications  and  drawings  of  Sergeant's  original 
and  reissued  letters  patent  and  Sabin's  patent  are  as  fol- 
lows: 

ISAAC  A.  SERGEANT,  OF  SPRINGFIELD,  OHIO. 

Letters  Patent  No.  21,029,  dated  July  27,  1858. 

Improvement  in  Clothes  Wringers. 

The  schedole  referred  to  in  these  Letters  Patent  and  making  part 

of  the  same. 

To  all  whom  it  may  concern : 
Be  it  known  that  I,  Isaac  A.  Sergeant,  of  Springfield, 


J5!«y  /_?,**»* 
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Defendant's  Machine. 

3t. 
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Clark  county,  Ohio,  have  invented  new  and  useful  im- 
provements in  Clothes  Wringers  and  I  hereby  declare  the 
following  to  be  a  full  and  exact  description  of  the  same, 
reference  being  had  to  the  accompanying  drawings  making 
part  of  this  specification  : 

This  invention  consists  of  an  apparatus  which  is  readily 
attachable  to  a  common  wash-tub  and  is  specially  adapted 
to  facilitate  the  wringing  of  large  articles  of  clothing,  etc. 

In  the  accompanying  drawings.  Fig.  1,  is  a  rear  perspec- 
tive view  of  the  machine  as  in  operation.  Fig.  2,  is  a  front 
perspective  view  with  the  rotary  clamp  elevated  and  the 
hitching  arm  partially  so.  Figs.  3  and  4,  are  respectively 
a  horizontal  and  a  vertical  section  through  the  part  by 
which  the  apparatus  is  attached  to  the  tub. 

A,  represents  a  common  wash-tub,  B,  is  a  yoke  whose 
inner  margin  is  of  U  form.  From  the  lower  end  of  the 
yoke  B,  projects  two  jaws  CC,  the  latter  of  which  con- 
tJiined  within  a  dovetail  groove,  a  wedge  or  key  D,  whose 
exposed  side  is  made  slightly  concave  as  shown.  The 
oflBce  of  the  above  described  jaws  and  wedge  is  to  hold  the 
apparatus  in  position  on  the  side  of  the  tub,  in  reference  to 
which  service  I  term  them  coUectivelv  the  "vise."  H,  is 
a  ring  fitting  the  yoke  B,  and  confined  therein  against  lat- 
eral displacement  by  flanges  h,  h\  I  and  J,  are  a  pair  of 
jaws,  the  former  of  which  is  attached  rigidly  in  front  of 
the  ring  H,  and  is  furnished  on  its  upper  edge  with  two 
ridges  or  lips  /,  i.  The  jaw  J,  is  hinged  aty,  to  the  ring 
H  and  is  so  formed  on  its  lower  edge  as  to  fit  between  the 
lips  /,  /,  in  conjunction  with  which  it  holds  the  clothes 
tightly  without  danger  of  tearing.  A  latch  K,  hinged  at  A:, 
forms  a  guide  for  the  jaw  J,  or  holds  it  firmly  and  instantly 
in  any  desired  position  by  being  forced  behind  a  wedge 
shaped  hook  L.  M  is  a  spring  which  retracts  the  latch  K, 
when  liberated,  such  retraction  being  limited  by  a  projection 
N,  on  the  jaw  J.  P,  is  a  pawl  which,  in  conjunction  with 
notches  arranged  at  intervals  around  the  ring  H,  prevents 
the  retrograde  motion  of  the  latter  and  in  conjunction  with 
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a  dog  O,  holds  it  down  within  the  yoke.  E,  is  an  arm  or 
or  frame  nearly  equal  in  length  to  the  diameter  of  a  small 
wash- tub  and  extending  horizontally  from  the  lower  part 
of  the  yoke  B,  to  either  side  of  which  it  is  so  liinged  (e)  as 
to  admit  of  its  being  turned  up  to  a  vertical  position  (as 
shown  partially  in  Pig.  2)  at  the  same  that  it  is  held  against 
depression  by  shoulders  /.  P,  is  a  bitching  pin  or  knob 
rising  vertically  from  the  end  of  the  arm  E.  6,  is  a  ledge 
to  assist  in  holding  the  clothes  around  the  piu  F,  as  here- 
after explained. 

The  operation  is  as  follows :  The  apparatus  being  at- 
tached to  the  side  of  tlie  wash  tub  as  represented  in  the 
drawings  and  the  clamp  H,  I,  J,  K,  L,  i-ontined  within  the 
yoke  B,  one  end  or  a  garment  is  passed  through  the  ring 
H,  and  the  jaw  J,  being  closed  down  upon  it,  the  latch  K, 
is  placed  behind  the  book  L  (as  shown  in  red  in  Pig.  1)  bo 
as  to  secure  the  parts  in  position.  The  other  portion  of 
the  garment  is  then  bent  around  the  hitching  pin  F,  and 
held  fast  with  the  left  hand,  the  thumb  resting  against  the 
ledge  a,  and  the  clamp  is  rotated  with  the  ri^ht  hand  in 
the  direction  of  the  arrow,  until  the  portion  of  the  garment 
bftveen  the  clamp  and  the  hitching  pin  is  sufficiently 
wrung  out.  The  jaw  J,  being  then  released  and  elevated, 
the  wrung  portion  is  drawn  through  the  clamp  into  a 
basket,  and  another  hitch  being  taken,  the  succeeding  por- 
tions are  treated  in  like  manner. 

This  arrangement  affords  great  facility  for  successively 
rinsing  and  wringing  out  the  clothes  from  several  waters, 
in  as  many  tubs,  the  wringer  being  readily  changed  from 
tub  to  tub,  when  it  is  desired  to  have  free  access  to  the  tub  ; 
the  arm  E,  is  folded  up  compactly  against  the  clamp,  so  as 
to  be  entirely  out  of  the  way,  by  which  means  the  opera- 
tions of  washing  or  rinsing  and  wringing  may  succeed  each 
other  without  trouble  or  delay.  Either  the  rotary  clamp 
or  the  whole  apparatus  may  be  instantly  detached  for  the 
purpose  of  cleaning  parts  where  dirt  is  apt  to  lodge,  a  com- 
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mon  necessity  to  avoid  soiling  the  next  batch,  after  deal^ 
ing  with  colored  or  much  soiled  garments. 

It  will  be  seen  that  the  duty  of  the  "vise*'  CC'D  is 
merely  to  support  the  wringer,  and  neither  it  nor  the  tub 
is  required  to  sustain  any  part  of  the  severe  tensional 
strain  produced  in  wringing,  such  strain  occurring  al- 
most wholly  in  the  direction  of  the  hitching  arm 
E,  which  arm  is  held  down  with  more  or  less  force,  or 
instantly  released  if  need  be  to  ''humor  the  work"  or 
graduate  tlie  stress  on  the  clothing  as  may  be  desired. 

Wringers  may  be  constructed  by  wholesale  on  this  plan 
at  a  moderate  cost,  and  admit  of  packing  for  transportation 
with  as  great  facility  as  the  common  wash  board. 

I  claim  as  new  and  of  my  invention  herein,  1st.  Theyofe^ 
B,  provided  with  a  suitable  hitching  arm,  the  said  yoke 
being  adapted  to  be  temporarily  attached  to  a  wash-tub  or 
readily  disconnected  therefrom  as  explained,  and  employed 
as  a  bearing  for  a  rotary  clamj)  for  wringing  clothes.  2d. 
In  the  described  connection  with  the  yoke  B,  I  claim  the 
movable  clamp  H  I  J  K,  and  pawl  and  dog  P  O,  by  means 
of  which  the  said  clamp  is  retained  within  the  yoke,  or 
maybe  readily  removed  therefrom  at  will  to  be  cleansed 
or  dried.  3d.  In  the  described  connection  with  a  rotary 
clamp  for  wringing  clothes,  I  claim  the  hinged  and  yield- 
ing hitching  arm  E  for  the  pui-poses  explained. 

In  testimony  of  which  invention  I  hereunto  set  my  hand. 

ISAAC  A.  SERGEAIfT. 

Witnesses : 

George  H.  Knight, 
C.  Steemeb. 
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ANN  JANE  SERGEANT,  OF  DAYTON,  OHIO,  ADMIN- 
ISTRATRIX  OF  THE  ESTATE  OF  ISAAC  A.  SER- 
GEANT,  DECEASED,  ASSIGNOR  TO  SYLVENUS 
WALKER,  OF  NEWARK,  NEW  JERSEY. 

Letters  Patent  No.  21,029,  dated  Jaly  27, 1858  ;  ReissaeNo.  2^829^ 

dated  Deoember  31,  1867. 

Improved  Clothes  Wbingee. 

The  schedule  referred  to  in  these  Letters  Patent  and  making  part 

of  the  same. 

To  all  whom  it  may  concern : 

Be  it  known  that  Isaac  A.  Sergeant,  of  Springfield,  in 
the  county  of  Clark,  and  State  of  Ohio,  invented  certain 
new  and  useful  improvements  in  Clothes  Wringers  ;  and  I 
hereby  declare  the  following  to  be  a  full,  clear  and  exact 
description  of  the  same,  reference  being  had  to  the  accom- 
panying drawings,  which  form  part  of  this  specification,  in 
which  the  marks  of  reference  correspond  in  all  the  figures. 

Fig.  1  is  a  front  perspective  view  of  the  frame  for  sup- 
porting the  wringing  mechanism  of  the  machine,  as  attached 
to  one  side  of  a  common  wash-tub  by  means  of  a  clamping 
device. 

Fig.  2  is  a  horizontal  section  through  the  clamping  de- 
vice, by  which  tlie  frame  of  the  machine  is  attached  to  one 
side  of  a  wash-tub. 

Fig.  3  is  a  vertical  section  through  the  same  device. 

The  first  part  of  this  invention  consists  of  a  portable  ma- 
chine, which  may  be  temporarily  attached  to  one  side  of  a 
common  wash-tub,  or  readily  disconnected  therefrom,  when- 
ever desired,  and  is  specially  adapted  to  wringing  clothes. 

The  second  part  of  this  invention  consists  in  a  portable 
frame,  and  employed  for  supporting  the  wringing  mechan- 
ism of  the  machine  upon  one  side  of  a  common  wash-tub, 
by  means  of  a  clamping  device,  which  is  made  to  gripe  one 
side  of  a  wash-tub,  for  the  purpose  of  attaching  and  sus- 
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taining  temporarily  the  entire  wringing  mechanism  of  the 
machine  npon  one  side  of  a  common .  wash-tub,  in  a  firm 
and  expeditions  manner,  regardless  of  the  diameter  of  the 
tub,  which  greatly  accelerates  the  operations  of  washing, 
rinsing,  and  wringing  of  clothes,  as  will  be  hereinafter 
more  fully  set  forth  and  described. 

To  enable  others  to  understand,  construct,  and  use  the 
invention,  a  description  of  one  of  the  methods  in  which  it 
may  be  carried  out  is  hereafter  more  fully  given. 

In  the  drawings  annexed,  A  represents  a  common  wash- 
tub.  B  is  a  yoke,  whose  inner  margin  is  of  U  form,  the 
sides  of  which  extend  upwards,  forming  uprights  S  S\ 
From  the  lower  end  of  yoke  B  extend  two  jaws,  C  C\  the 
latter  of  which  contains,  within  a  dove-tail  groove,  a  wedge 
*  or  key,  D,  whose  exposed  side  is  made  slightly  concave,  as 
shown  in  Fig.  2.  The  office  of  the  above  described  jaws  and 
wedge  is  to  hold  the  frame  composed  of  the  yoke  B  with  up- 
rights S  S'  for  supporting  the  wringing  mechanism  of  the  ma- 
chine, in  position  for  use,  on  one  side  of  a  common  wash- 
tub,  in  a  permanent  manner,  temporarily,  regardless  of  the 
diameter  of  the  tub  or  the  thickness  of  its  rim,  in  reference 
to  which  service  they  are  termed  collectively  the  ''vise." 

This  arrangement  affords  great  facility  for  successively 
washing,  rinsing,  and  wringing  out  the  clothes  from  several 
waters  in  as  many  tubs,  the  wringer  being  readily  changed 
from  tub  to  tub. 

Omitting  to  describe  the  general  features  of  the  wringing 
mechanism  of  the  machine,  which  will  form  the  subject  of 
another  application  for  letters  patent,  of  even  date  with 
this,  and  then  more  particularly  the  frame  for  supporting  the 
wringing  mechanism  in  position  and  the  clamping  device 
by  which  the  frame  for  holding  the  wringing  mechanism  is 
attached  to  one  side  of  a  common  wash-tub,  which  forms 
the  subject  of  the  present  invention. 

When  it  is  desired  to  have  free  access  to  the  tub,  the 
wringer  may  be  instantly  removed  therefrom,  so  as  to  allow 
the  operations  of  washing,  rinsing,  and  wringing  to  succeed 
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each  other,  withont  trouble  or  delay,  or  the  wringer  may- 
be detached  instantly,  for  the  purpose  of  cleaning  its  parts 
where  dirt  is  apt  to  lodge — ^a  common  necessity  to  avoid 
soiling  the  next  batch  after  dealing  with  much-soiled  or 
colored  garments. 

It  will  be  particularly  observed  thas  this  wringing-ma- 
chine  differs  very  materially  from  those  heretofore  con- 
structed, in  its  attachment,  by  a  clamping-device,  to  one 
side  only  of  a  common  wash-tub,  so  it  can  be  constructed 
separate  from  and  independent  of  the  wash-tub,  to  which 
it  may  be  clamped,  whenever  desired,  regardless  of  its  size 
or  diameter :  and  a  further  distinctive  feature  consists  in 
the  manner  of  operation.  The  wringer  being  placed  in 
position  on  one  side  of  the  tub,  and  the  jaws  made  to  gripe 
the  same  firmly,  the  clothes  are  admitted  to  the  wringing 
mechanism  of  the  machine,  and  pass  through  it  as  fast  as  the 
water  is  expelled  therefrom,  and  they  are  received  at  the  op- 
posite side  of  the  machine  into  a  basket,  piece  by  piece,  as 
they  are  wrung  out.  By  this  means  articles  that  are  of  lighter 
fabric,  as  lace-curtains,  can  be  operated  upon  lightly,  as 
those  that  are  heavy  require  more  force.  By  this  means 
lace-curtains  may  be  wrung  without  injury,  as  the  force 
required  to  expel  the  water,  when  all  are  wrung  together 
in  a  bag,  will  tear  the  lighter  fabrics  before  the  water  is 
sufficiently  expelled  from  those  that  are  stout  and  heavy. 

I  am  thus  enabled  to  construct  a  wringing-machine  as  a 
separate  and  independent  device  from  the  wash-tub,  box  or 
other  receptacle  for  receiving  the  water  when  expelled  from 
the  clothes. 

Wringers  heretofore  constructed  have  been  attached  to 
the  opposite  sides  of  the  box  or  vessel,  consequently  could 
not  be  readily  attached  to  common  wash-tubs  of  various 
diameters,  therefore  the  box  must  be  of  a  diameter  to  cor- 
respond to  that  for  which  the  wringer  is  adapted,  and  would 
thus  constitute  a  part  of  the  device  or  wringing-machine. 
Thus,  by  means  of  the  portable  frame  for  holding  the 
vrringing  mfchanism  adapted  to  clamp  the  edge  of  one  side 
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only  of  a  common  wash-tub,  I  am  enabled  to  overcome  the 
serious  objections  referred  to  above. 

In  the  clamping-device  of  the  invention,  a  wedge  or  set- 
screw,  cam,  or  spring,  when  having  a  bearing,  so  that  when 
power  is  applied  to  them  they,  in  conjunction  with  the 
jaws,  gripe  the  edge  of  the  tubas  a  **vise,"  may  be  used,  in 
the  manner  and  for  the  purposes  set  forth. 

Having  thus  described  the  invention,  what  is  claimed  as 
new,  and  desired  to  be  secured  by  Letter's  Patent,  is —     ^ 

1.  The  employment  or  use  of  a  portable  frame  or  yoke, 
B,  with  uprights  S  S',  or  their  equivalents,  for  supporting 
a  clothes-wrino^ing  mechanism  in  position  on  one  side  of  a 
common  wash -tub,  for  the  purposes  set  forth. 

2.  The  application  of   an   adjustable   clamping-device, 

when  employed  to  attach  a  clothes- wringer  to  one  side  only 

of  a  wash-tub,  substantially  in  the  manner  described  and 

for  the  purposes  set  forth. 

ANN  JANE  SERGEANT. 
Witnesses : 

Arthur  E.  Underwood, 

Thos.  D.  Mitchell. 


HARVEY  W,   SABIN,  RUSHVILLE,  NEW  YORK. 

Letters  Patent  No.  4,153,  dated  Aogast  16,  1845. 

The  sohediile  referred  to  in  these  Letters  Patent  and  making  part 

of  the  same. 

To  all  to  whom  these  presents  shall  come : 

Be  it  known  that  Harvey  W.  Sabin,  of  Gorham,  in  the 
county  of  Ontario,  and  State  of  New  York,  -have  invented 
a  new  and  useful  improvement  in  the  Washing  Machine, 
parts  of  said  improvement  being  also  applicable  to  the  con- 
struction of  chums,  and  which  improvements  I  denominate 
the  "Ladies*  Delight  or  Portable  Washer,"  etc.,  and  I  do 
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hereby  declare  that  the  following  is  a  full,  clear  and  exact 
descriplion  thereof,  reference  being  had  to  the  accompany- 
ing drawings,  in  which  Fig.  1  is  an  isometrical  view  of  the 
whole  machine.     Fig.  3  is  a  vertical  longitudinal  section. 

The  nature  of  improvements  consists  in  the  combination 
of  a  lever  with  an  inclined  plane  by  means  of  a  movable 
fulcrum  and  the  arrangement  of  the  wash  box  in  connec- 
tion therewith.  Its  construction  is  as  follows :  An  oblong 
frame  a,  is  made  consisting  of  four  posts  with  ties  and  caps 
to  connect  them.  At  the  end  of  the  frame  there  is  affixed 
to  the  cap  of  the  frame  a  triangular  piece  of  wood  b,  the 
hypothenuee  of  which  is  on  an  angle  of  abont  45",  and  in- 
clining down  towards  the  other  end  of  the  frame  that  sftrves 
to  support  a  wash-box  c. 

The  inclined  plane  above  named  is  placed  in  the  center 
of  the  width  of  the  frame,  as  indicated  in  the  drawing. 
The  box  c  is  shallow  at  the  end  nest  to  the  inclined  plane, 
and  gradnally  deepens  towards  the  other  end,  its  bottom 
being  inclined  for  thai  purpose.  -  In  this  box  a  washer  or 
piston  d  is  placed,  that  is  as  long  as  the  box  is  wide  in  the 
clear.  It  is  made  on  its  front  edge  in  steps,  and  is  in  this 
respect  like  many  others  now  in  use.  Two  parallel  pieces 
c,  extend  back  from  this  piston,  one  on  each  side  of  the  in- 
clined plane  ;  these  are  connected  at  the  extreme  end  by  a 
handle/",  abont  the  centre  of  the  length  of  said  pieces  e. ; 
a  pin  passes  through  them  on  which  there  is  a  roller  (/, 
that  plays  between  them  on  the  inclined  plane,  and  as  the 
handle  is  drawn  ba(!k  runs  up  the  inclined  plane,  causing 
the  handle  also  to  rise  ;  when  the  handle  is  forced  down- 
ward and  forward,  the  roller  runs  down  the  inclined  plane 
and  aids  the  manual  force  exerted  on  the  washer,  thrusting 
it  forward  against  the  front  of  the  box.  Abont  the  center 
of  the  length  of  the  box,  there  is  a  reeded  roller  g',  placed 
across  it  having  its  bearings  in  two  standards  that  project 
above  the  fdge  of  Ihe  box.  Aliove  this  roller  is  a  smaller 
one  ?i,  wliicli  is  allowed  In  move  up  and  down,  as  the  reeds 
pass  it  rests  and  this  is  weighted  down  by  a  lever  and 
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weights  underneath  the  box  that  is  connected  with  the 
roller  by  two  arms  i,  that  extend  np  and  are  hitched  over 
the  gudgeons  thereof.  The  lower  roller  is  turned  by  a 
crank  aflSxed  to  the  shaft  of  it ;  these  rollers  are  for  the 
purpose  of  pressing  out  a  portion  of  the  water  before  the 
clothes  are  wrung.  The  wringing  is  performed  by  a  com- 
mon wringer  shown  attached  to  the  machine  and  letter  x. 

This  machine  is  so  constructed  that  the  washing-box  and 
piston  can  be  lifted  out  of  the  frame,  and  in  its  place  a 
chum  of  similar  shape  can  be  put,  the  dasher  of  which 
works  as  the  washer  above  described. 

Having  thus  fully  described  my  improvement,  what  I 
claim  as  my  invention  and  desire  to  secure  by  Letters  Pat- 
ent, is  the  combination  of  the  inclined  plane  with  the 
washer  or  piston  constructed  and  arranged  in  the  manner 
and  for  the  purpose  set  forth. 

HARVEY  W.  SABIN. 

Witnesses : 

J.  J.  Grenough, 
Thomas  Johns. 

Messrs.  James  IT.  Parsons  and  Thomas  A.  JencJces^for 
appellant : 

Upon  a  correct  construction  of  the  patent  in  suit,  and 
upon  the  evidence  in  the  case,  the  wringer  manufactured 
and  sold  by  the  defendants  is  made  substantially  in  accord- 
ance with  the  specification  and  claim  of  the  reissued  letters 
patent  No.  2,829,  and  in  infringement  thereof. 

There  is  nothing  in  the  state  of  the  art,  existing  at  the 
time  of  the  Sergeant  invention,  which  will  invalidate  neis- 
sue  No.  2,829,  so  that  it  shall  not  be  so  construed  that  the 
defendant's  machine  will  be  an  infringement. 

It  is  undoubtedly  true  that  the  mere  aggregation  in  a 
machine  of  old  parts  or  devices  is  not  invention  ;  but  it  is 
equally  true  that  "invention  consists  in  new  modes  of  em- 
ploying what  was  before  known  so  as  to  produce  thereby 
effects  either  not  produced  before,  or  not  product  in  that 
manner,  or  not  produced  successfully." 
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Hnilee  v.  Van  Wormer,  7  Blatcli.  441. 

The  construction  put  by  the  conrt  upon  reisne  No.  2,839 
was  erroneous. 

'•  The  defendants  do  not  infringe,"  says  tlie  learned  judge, 
because  they  "(lonotnseall  the  elements  of  Sergeant's  com- 
bination," that  is,  they  do  not  have  "the  semicircular 
shape  at  the  bottom  of  the  U-formed  yoke  ft-ame  which 
constitutes  of  itself  a  Journal  box,"  yet  they  use  a  frame 
whicii  is  substantially  a  U-shaped  yoke  frame.  They  use 
supporting  and  connecting  apparatus,  consisting  of  two 
uprights.  These  upriglits  are  firmly  fastened  by  crosa 
pieces  at  the  bottom.  They  use  the  jaws,  also  the  clamp- 
ing device,  and  the  wringing  mechauism  which  this  frame 
ibus  supports  and  connects  can  be  removed  at  pleasure 
from  the  frame. 

We  respectfully  submit  that  in  view  of  the  evidence  and 
having  reference  to  the  state  of  the  art,  the  learned  circuit 
jud^e  erred  in  his  construction  of  the  patent,  reissue  No. 
2,829,  and  the  decree  of  the  Circuit  Court  should  be  re- 
versed. 

Messrs.  B.  F.  Thurston  and  Charles  Levi  Woodbury, 
for  appellees : 

Having,  as  we  feel  justified  in  assuming,  clearly  shown 
that  the  McLaughlin  patent  shows  and  describes  a  circular 
rotary  clamp  or. hollow  shaft  supported  in  a  journal  bear- 
ing which  is  a  "  yoke  witli  uprights,"  substantially  identi- 
c  il  with  Sergeant's  corresponding  devices,  and  having  also 
clearly  shown  that  the  H.  W.  Sabin  patent  shows  and  de- 
pciibes  one  of  ihe  old  forms  of  wringing  machines  as  fur- 
nished with  jaws  and  a,  clamping  device  which  enables  it 
to  be  changed  from  lub  to  tub,  the  only  possible  enquiry 
which  remains  is — can'ihe  assignees  or  representatives  of 
Sergeant  obtain  a  valid  reissue  for  applying  the  well-known 
clamping  device  of  Sabin  to  the  well-known  wringing  ma- 
chine of  Sergeant. 

A  patentable  combination  of  old  elements  must  exhibit 
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distinctive  novelty,  and  be  accompanied  with  some  quality 
which  is  the  legitimate  fruit  of  the  combination. 

Bean  o.  Smallwood,  2  Story,  408 ;  Winans  v.  B.  &  P.  R. 
R.  Co.,  2  Story,  412 ;  Losli  v.  Hague,  Web.  Pat.  Cas.  202 
[2  Am.  &  Eng.  601] ;  Harwood  v.  Gt.  Northern  Ry.,  11  H. 
of  L.  654  ;  Regina  ?).•  Cutler,  3  Car.  &  Kir.  215  ;  Parkes  v. 
Stevens,  L.  R.  8  Eq.  358  ;  Srimpson  v.  Woodman,  10  Wall. 
117  [8  Am.  &  Eng.  221] ;  Hailes  v.  Van  Wormer,  7  Blatch. 
443. 

Mr.  Justice  Strong  delivered  the  opinion  of  the  court : 

The  bill  in  this  case  was  tiled  to  restrain  an  alleged  in- 
fringement of  a  patent,  dated  December  31, 1867,  and  num- 
bered 2,829,  one  of  the  divisions  of  a  reissue.  The  original 
was  granted  on  the  27th  of  July,  1858,  to  Isaac  A.  Sergeant, 
for  an  improved  clothes-wringer,  and  the  reissue  has  by 
sundry  assignments  become  the  property  of  the  complain- 
ants. At  the  trial  in  the  Circuit  Court  several  matters  were 
in  contest,  which  it  is  unnecessary  to  consider,  for  (a)  the  ' 
only  question  presented  by  this  appeal  is  whether  the  re- 
issued patent  has  been  infringed,  by  the  defendants.  To  a 
correct  determination  of  this  question  it  is  indispensable  to 
understand  precisely  what  the  patent  covers. 

The  mechanism  described  in  the  specification  is  not 
claimed  to  be  a  complete  clothes- wringer.  It  is  rather  a 
device  for  suspending  a  wringer  over  a  common  wash-tub, 
a  portable  frame  which  may  be  attached  to  one  side  of  the 
tub,  and  detached  at  pleasure.  In  the  description  of  the 
drawings  accompanying  the  specification,  and  a  part  there- 
of, it  is  called  a  frame  for  supporting  the  wringing  mechan- 
ism of  the  machine  as  attached  to  one  side  of  a  common 
wash-tub  by  means  of  a  clamping  device,  and  the  first  part 
of  the  invention  is  said  to  consist  of  a  portable  machine 
which  may  be  temporarily  attached  to  one  side  of  a  com- 
mon wash-tub  or  readily  disconnected  therefrom  whenever 
desired,  and  is  especially  adai)ted  to  wringing  clothes. 

(a)  Wallace  begins  Opinion  here. 

90  Wan.  349. 
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The  second  part  of  the  invention,  as  described  in  the 
Bpecification,  consists  in  a  portable  frameemployed  for  sup- 
porting the  wringing  mechanism  of  the  machine  upon  one 
side  of  a  common  wasli  tul)  by  means  of  n  clamping  device, 
^vhich  is  made  to  gripe  one  side  of  a  wash-itib  for  the  pur- 
pose of  attaching  and  sustaining  tempomrily  the  entire 
wringing  mechanism  of  the  machine  in  a  firm  and  expedi- 
tious manner,  regardless  of  the  the  diameter  of  tbe  tab. 
Such  is  tlie  language  of  I  he  patentee.  The  specification 
then  refers  to  the  dniwings,  in  which  what  is  called  the 
fiist  i»art  of  the  invention  is  represented  as  "a  yoke  whose 
inner  margin  is  ot  a  U  form,  the  sides  of  which  extend  up- 
wards, forming  uprights.  From  tlie  lower  ,end  of  the  yoke 
extend  two  jaws,  one  of  which  contains  within  a  dovetail 
groove  a  wedge  or  key  whose  exposed  side  is  made  slightly 
concave.  The  offlce  of  the  jaws  and  wedge  is  to  hold  the 
above  described  frame  or  yoke  for  supporting  I  he  wringing 
mechanism  of  the  machine  in  jwsition  for  use  on  one  side 
of  a  common  wash-tub,  in  a  permanent  manner,  tempo- 
rarily, regardless  of  the  diameter  of  the  tub,  or  the  thick- 
ness of  its  rim,  in  reference  to  which  service  they  are  termed 
collectively,  the  'vise.'  "  Then  follows  the  claims  of  the 
patent,  the  first  of  which  is  "the  employment  of  a  portable 
frame  or  yoke  B  (wliich  in  thedrawings  is  represented  as  a 
U-shaped  upright  frame),  with  uprights,  S,  S'  (the  sides  of 
the  yoke),  or  their  equivalents,  for  supporting  a  clothes- 
wringing  mfchnnism  in  i>osition  on  one  side  of  a  common 
wash-tub,  for  the  purposes  set  forth." 

Tiie  second  claim  is  "ihe  application  of  an  adjustable 
clamping  device,  when  employed  to  attach  a  clothes- 
wringer  to  one  side  only  of  a  wash-tub,  substantially  in  the 
manner  described  and  for  the  purposes  set  forth." 

Regarding  these  two  claims  as  descriptive  of  two  distinct 
things,  the  first  must  refer  to  the  U-shaped  yoke  or  frame 
for  supporting  a  wringing-machine,  as  exhibited  in  the 
drawings,  and  explained  in  the  specification,  and  the  second 
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to  a  combination  of  a  yoke  with  a  clamping  device,  when 
employed  to  hold  a  clothes-wringer  to  the  side  of  a  tnb. 
It  need  hardly  be  said  that  the  claims  are  to  be  construed 
with  reference  to  the  state  of  the  art  at  the  time  wlien  the 
alleged  invention  was  made.  The  case  shows  that  clothes- 
wringers  of  many  kinds  were  known  and  in  use  before  the 
original  patent  was  granted  to  Sergeant.  These  all  had 
frames  for  holding  them  in  position,  some  attached  per- 
manently to  the  wash-tnb  and  others  detachable.  Their 
prior  existence  is  recognized  in  this  patentee's  specification. 
Clamping  devices  of  many  varieties  were  also  old  and  well- 
known  means  of  fastening  machines  or  supports  for  ma- 
chines to  chairs, benches,  platforms, tables  and  other  articles. 
Apple-paring  machines,  coflfee-grinders,  thread -reels,  and 
smith  and  carpenter's  vises  had  been  supported  and  held  in 
position  by  devices  like  in  principle  to  the  clamping  ar- 
rangement described  in  the  complainant's  patent.  And  it 
is  in  proof  that  letters  jmtent  for  a  washing-machine  were 
granted  to  Harvey  W.  Sabin,  on  the  16tli  of  August,  1845, 
in  which  a  clamping  device  for  attaching  the  support  of  a 
wringing-machine  to  the  side  of  a  tub,  and  in  combination 
with  the  support  was  employed  ;  a  device  consisting  of 
jaws  at  the  lower  extremity  of  the  support,  with  a  screw 
for  compression,  identical  in  principle  with  that  claimed 
by  the  complainants.  It  is  very  obvious,  therefore,  if  their 
patent  can  be  sustained  at  all,  it  cannot  be  construed  as 
claiming  all  forms  of  a  portable  frame  or  support  for  a  wash- 
ing-machine, nor  a  combination  of  a  clamping  device  with 
any  and  every  kind  of  such  support  or  frame. 

It  may  well  be  doubted  whetliera  frame  with  no  distinc- 
tive peculiarities^  intended  for  the  support  of  a  wringing- 
machine  and  sufficient  for  such  a  use,  though  so  constructed 
as  to  be  capable  of  being  attached  by  projecting  jaws  to  the 
top  of  a  wash-tub,  could  be  regarded  as  patentable.  Such 
a  mode  of  attachment  has  been  known  and  employed  time 
out  of  mind,  and  if,  before  the  Sergeant  patent  was  granted, 

so  Wall.  350-3A1* 
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it  had  not  been  used  in  connection  with,  or  as  part  of  a 
frame  or  standard  for  the  support  of  a  wringing- machine, 
the  new  application,  without  any  novel  and  useful  result, 
could  hardl}^  be  considered  invention.  It  would  be  but  a 
case  of  double  use.  Besides,  to  this  extent  the  Sabin  ma- 
chine had  reached  years  before  the  Sergeant  patent  was 
granted  and,  therefore,  unless  the  complainant's  patent  is 
limited  to  some  distinctive  feature  other  than  the  jaws  at 
the  bottom  of  the  yoke  or  frame,  it  must  fail  for  want  of 
novelty  if  not  for  want  of  invention.  And  this  we  do  not 
understand  to  be  seriously  questioned.  We  do  not  under- 
stand the  complainants  as  contending  that  either  of  the 
claims  of  their  patent  should  not  be  construed  as  embrac- 
ing only  the  peculiarly  constructed  frame  or  yoke  described 
in  the  specification. 

What,  then,  are  the  distinctive  features  of  the  frame, 
and  what  are  the  proposed  oflSces  of  these  features  ?  Man- 
ifestly the  thing  sought  to  be  secured  by  the  peculiarity  of 
foi-m  described  was  not  merely  a  support  for  a  wringing- 
machine,  not  merely  a  standard  to  hold  the  machine  in 
position,  but  a  manner  of  support.  And  beyond  all  doubt 
the  U  form  of  the  frame  is  essential.  Indeed,  it  is  the  only 
form  exhibited  in  the  drawings  and  described  in  the  speci- 
fication. The  purpose  of  the  frame  is  also  avowed  to  be  to 
support  the  clothes-wringer,  and  the  frame  exhibits  no 
means  of  support  except  the  semi-circular  bottom  of  the  U, 
which  forms  a  journal  bearer,  on  which  the  journal  of  the 
wringer  may  rest,  while  the  uprights  serve  to  keep  it  in 
130sition.  By  themselves  the  uprights  serve  no  other  pur- 
pose, and  they  are  no  more  essential  than  is  the  curvilinear 
space  between  them,  the  bottom  of  the  U  in  the  interior  of 
the  yoke.  It  is  true  a  clothes-wringer  might  be  attached  to 
them  by  the  aid  of  additional  devices,  but  no  such  devices 
are  disclosed  in  the  drawings  or  in  the  specification,  and 
had  thev  been  added  the  frame  would  have  l>een  substan- 
tially  different  from  the  one  patented.  It  would  have  been 
capable  of  a  new  use.     Equally  well  could  additional  de- 

SO  WaU.  351-359. 
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vices  have  fitted  the  Sabin  standard  for  use  in  a  manner 
different  from  that  in  which  it  was  employed. 

Discarding,  then,  the  jaws  and  the  wedge,  or  other 
clamping  device,  as  neither  patentable  by  themselves  nor 
patentable  in  combination  with  a  wringing-machine  sup- 
porter or  fmme,  in  view  of  the  state  of  the  art  when  this 
patent  was  issued,  unless  the  structure  of  the  frame  was 
such  as  to  obtain  a  novel  and  useful  result  it  becomes  evi- 
dent that  the  shape  of  the  frame  must  be  regarded  as  one 
of  its  most  important  elements.  And  if  this  be  so,  the 
novelty  of  the  frame  does  not  consist  in  its  having  two  up- 
rights standing  ajmrt  from  each  other  without  regard  to  the 
figure  of  the  intervening  space.  As  we  have  seen,  if  the 
semi-circular  shape  of  what  in  the  specification  is  called  the 
inner  margin  of  the  yoke,  that  is,  of  the  space  between  the 
uprights,  is  not  a  necessary  constituent,  the  yoke  cannot 
accomplish  the  results  claimed  for  it,  and  no  manner  of  sup- 
port for  a  wringer  is  exhibited.  Surely  a  frame  shaped 
like  an  inverted  M(p{),  though  it  would  have  two  uprights 
separated  by  a  space  and  connected  at  the  bottom,  would 
be  essentially  different  from  that  claimed  in  this  patent, 
because  incapable  of  the  same  use.  It  could  not  support 
a  clothes  wringer  in  the  manner  described  in  the  drawings 
annexed  to  the  patent.  A  space  bounded  by  right  lines  is 
not  substantially  the  same  as  one  bounded  by  a  curve,  and 
unless  we  throw  out  of  the  specification  and  the  claims  all 
that  is  said  respecting  the  configuration  of  the  interval  be- 
tween the  uprights,  we  must  hold  that  the  defendants,  in 
the  use  of  their  device,  have  not  been  guilty  of  any  in- 
fringement of  the  complainants'  rights.  They  have  used  a 
portable  support  for  a  wringing  mechanism  which  has 
some  of  the  features  of  that  of  the  complainants,  but  it  has 
not  the  U  formed  yoke,  which  is  essential  to  the  patented 
combination. 

The  decree  of  the  Oircuit  Court  is  affirmed  {b). 

so  Wall  35S-S58. 

(&)  Wallace  adds,'*This  case  was  argued  before  the  Chief  Justice  took 
his  seat,  and  he  did  not  participate  in  the  judgment/' 
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WILLIAM  HAILES  and  JOHN  G.  TREADWELL, 
ADMINISTRATORS  OF  ELLEN  TREADWELL,  De- 
ceased, APPELLANTS,  v.  JASPER  VAN  WORMER, 

ET  AL.* 

ao  WaU.,  85a-d7a.    Oot.  Term,  1878. 
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Affirming  Ibid,  7  Blatch.  443. 

Argned  December  1,  2,  1873.     Decided  January  5,  1874 

Combination.     PaUntabiliiy.      Aggregation.      Invention.      ^^Sub-  ' 

stantially  as  described.^^     Particular  patents  construed. 

1.  A  new  combination  is  patentable  if  it  produces  a  new  result,  al> 

though  all  the  elements  were  previously  known  and  in  use, 
but  the  new  result  must  be  something  additional  to  the  results 
which  were  separately  produced  complete  before  by  the  differ- 
ent parts  of  the  combination;  a  mere  aggregation  of  those  re- 
sults is  not  such  new  result,  and  does  not  render  a  combination 
legitimate,     (p.  377.) 

2.  A  grouping  together  of  devices  in  which  each  one  produces  its 

customary  effect  unmodified  by  the  rest,  and  no  more,  and  in 

which  no  result  follows  the  union  which  was  not  previously 

produced  by  some  of  its  elements,  is  a  mere  aggregation,  and  g 

not  a  legitimate  and  patentable  combination,     (p.  377.) 

8.  No  one  can  prevent  others  from  using  certain  specified  devices, 
either  singly  or  together,  because  he  was  the  first  to  use  them  < 
together,  unless  he  thereby  produced  a  new  and  useful  result  ; 

which  was  due  to  the  joint  action  of  the  constituent  parts,  and  ^ 

was  not  merely  an  aggregate  of  the  effects  which  were  pro- 
duced by  those  parts  when  operating  by  themselves,     (p.  377. ) 

4.  Where  the  patented  inventions  claimed  combinations  of  old  ele-  ^ 

ments,  held  that  it  was  not  an  infringement  to  use  some  of  the 
old  elements  claimed  together  with  other  elements,  either 
singly  or  together,  where  each  produces  its  appropriate  effect 
unchanged  by  the  others,  constituting  a  mere  aggregation  of 
devices,     (p.  381.)  i 

*See  Explanation  of  Notes,  page  IIL 
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5.  A  claim  to  a  combiaation  whioh  is  defi  : 

as  described,"  is  thereby  limited  to 
described  in  the  specification  as  com]  i 

6.  Claims  1,  3,  4  and  5  of  reissued  letters 

well  &  Hailes,  February  4,  1863,  S  . 
32,257,  May  7,  1861,  construed  in  vi( 
stantially  described,"  and  limited  in  [ 
combinations  in  which  the  peculiar  s  : 
ments  is  functional  and  more  than  f  i 
by  an  aggregation  of  some  of  their  : 
ments  not  included  in  their  combinal  i 

7.  ClaijQ  2,  construed  to  be  for  contract!  i 

the  coal-supply  reservoir,  expanding 
ing  the  flame- passage  downward  fci 
base-burning  coal-supply  reservoir  st; 
as  set  forth,  held  to  be  for  an  aggreg  i 

8.  Claims  1  and  2  of  letters  patent  No.  31 

August  11,  1863,  Stove,  held  to  be  fd 
for  new  and  patentable  combinations. 

Appeal  from  the  Circuit  Court  of 
the  Northern  District  of  New  York. 

This  action  was  brought  in  the  co 
pellants  against  the  appellees,  for  th(; 
of  two  patents  for  improvements  in  i\ 
reissue,  dated  February  3,  1863  (Exh 
surrender  of  an  original,  dated  May 
was  granted  August  11,  1868  (Exhibi 

The  respondents  deny,  as  to  botli 
and  patentability  of  the  matters  claii: 
merons  prior  patents,  and  to  persons 
the  prior  use  of  stoves,  involving  all 
of  the  said  alleged  improvements. 

They  a^so  deny  the  charge  of  infrii 

The  stoves  described  in  the  two  pai 
one  claimed  to  infringe,  belong  to  the 
as  base-burners  or  self-feeders ;  so  tei 
provided  with  a  tabular  magazine  or 
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cated  above  the  fire-pot  and  containing  a  considerable 
charge  of  coal  introduced  through  the  upper  end,  which  is 
then  closed  with  a  cover.  The  lower  end  of  this  feeder  is 
open,  and  as  the  coal  is  consumed  the  fire- pot  is  replenished, 
by  gravity,  from  the  feeder  or  reservoir,  and  the  combus- 
tion takes  place  in  the  fire-pot,  below  the  lower  end  of  the 
said  feeder  or  reservoir. 

The  sx)ecifications  and  drawings  of  Treadwell  &  Hailes' 
X)atents  are  as  follows : 


JOHN  G.  TREADWELL  AND  WM.  HAILES,  OP  AL- 
BANY,  NEW  YORK,  ASSIGNORS  TO  WILLIAM 
HAILES  AND  ELLEN  T.  TREADWELL. 

Improvement  in  Stoves. 

Specification  forming  part  of  Letters  Patent  No.  32,257,  dated  May 
7,  1861;  Reissue  No.  1,397,  dated  February  8,  1868. 

To  all  whom  it  may  concern : 

Be  it  known  that  we,  John  G.  Treadwell  and  William 
Hailes,  of  Albany,  in  the  State  of  New  York,  are  the  in- 
ventors of  certain  new  and  useful  Improvements  in  Base- 
Burning  Stoves  or  Furnaces,  of  which  the  following  is  a 
full,  clear  and  exact  description,  reference  being  had  to  the 
accompanying  drawings,  forming  part  of  this  specification, 
in  which — 

Fig.  1  is  a  vertical  section  in  a  line  at  right  angles  to  the 
smoke  and  draft  flue.  Fig.  2  is  a  similar  section  directly 
through  the  smoke  and  draft  flue.  Fig.  3  is  an  inverted 
horizontal  section  through  the  base  part  of  the  stove  in  the 
line  XX  ot  Fig.  2.  Fig.  4  is  a  perspective  view  of  the  fire- 
pot  and  of  the  under  side  of  lower  portion  of  the  coal  reser- 
voir as  the  same  appear  when  separated  from  each  other. 

The  same  letters  of  reference  in  the  several  figures  indi- 
cate corresponding  parts. 


TREADWELL  d  HAILES 
Stove. 
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The  subject  of  base-burning  or  reservoir  stoves  and  heat- 
ers has  long  engaged  the  attention  of  the  public,  and  the 
success  of  this  class  of  stoves  is  no  longer  a  question  of 
doubt,  and  the  value  thereof  is  an  every  day  experience  of 
hundreds  in  different  parts  of  the  country,  and  the  only 
question  that  now  remains  to  be  solved  is,  which  is  the  best 
or  most  economical  and  beneficial  mode  of  embodying  the 
principle  involved  in  such  stoves  and  heaters.  Our  expe- 
rience in  this  class  of  stoves  is,  that  the  most  beneficial  ef-  . 
fects  are  to  be  secured  from  an  organization  which  does  not 
pass  the  products  of  combustion  up,  around  and  over  the 
top  of  the  coal-sui)ply  reservoir  so  as  to  heat  a  surrounding 
jacket  thereof,  but  heats  a  circulating  or  ascending  body 
of  air  by  means  of  radiated  heat  from  the  fire-pot,  and  at 
the  same  time  heats  the  base  of  the  stove  by  means  of  di- 
rect heat  circulating  through  descending  flues  which  lead 
into  the  ash-pit  or  around  it  and  to  the  smoke  and  draft  flue ; 
also  that  the  greatest  economy,  considering  the  increased 
benefits  secured,  from  supplying  coal  continuously  out  of 
a  reservoir  is  attained  with  an  arrangement  which  holds  the 
superincumbent  body  of  coal  in  suspension— such  arrange- 
ment being  a  reservoir  with  a  contracted  discharge  extend- 
ing slightly  down  into  a  flaring  or  enlarged  fire-pot,  around 
or  above  the  whole  upper  edge  of  which  outside  of  the  con- 
tracted discharge  of  the  coal-supply  reservoir  the  fiame  is 
allowed  to  circulate,  and  therefrom  caused  to  descend  and 
circulate  around  or  under  the  base  portion  of  the  stove  in 
its  passage  to  the  smoke  and  draft  flue. 

The  efl'ect  of  the  first-named  plan  is  to  husband  the  ra- 
diated heat  and  use  it  for  the  purpose  of  warming  the  up- 
per part  of  the  stove  and  the  room  in  which  it  is  situated, 
as  well  as  for  heating  air  for  warming  rooms  above,  if  de- 
sirable, and  at  the  same  time  to  so  confine  the  direct  fire 
heat  and  keep  it  in  contact  with  the  base  portion  of  the 
stove  a  suflicient  length  of  time  as  to  insure  the  warming 
of  the  same  to  a  comfortable  degree. 

The  effect  of  the  second  plan  is  to  relieve  the  incandes- 
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cent  cool  from  the  weight  of  the  body  of  superincumbent 
coal,  and  thus  obviate  a  compression  of  the  incandescent 
coal  in  the  fire-pot  and  secure  for  the  flame  a  free  expan- 
sion in  a  lively  and  brilliant  manner,  and  thus  enable  it  to 
act  with  great  heating  effect  upon  the  lower  portion  of  the 
stove  in  its  passage  to  the  smoke  and  draft  flue. 

With  the  view  of  organizing  a  stove  or  heater  which  ope- 
rates on  the  base-burning  or  coal-supply  I'eservoir  princi- 
4)le,  and  at  the  same  time  embraces  the  two  plans  of  opera- 
tion above  referred  to,  we  have  devised  the  following  plan 
o£  construction : 

A  is  the  base  of  our  stove,  constructed  with  a  chamber, 
B,  which  extends  around  and  beneath  the  top  plate  of  the 
said  base.  In  this  chamber  air  may  be  admitted  through 
the  front  passage,  a.  Upon  the  top  plate  of  the  base  A  is 
erected  a  support,  C,  for  a  horizontal  grate,  D,  and  a  fire- 
pot,  E,  as  shown.  The  support  forms  a  chamber  below  the 
grate,  and  out  of  the  front  of  the  support  a  portion  of  metal 
is  removed,  as  at  6,  so  that  air  to  the  fire  on  the  grate  may 
have  free  access  when  the  ordinary  regulator  or  damper  is 
open. 

In  order  to  insure  the  passage  of  the  air  to  the  fire  only 
from  below  the  grate,  a  cut-oflF,  c,  extends  out  from  the  up- 
per front  part  of  the  supi)ort,  C,  and  rests  upon  two  lateral 
stops,  rf,  which  extend  out  from  the  front  of  the  support, 
as  shown.  The  top  plate  of  the  base,  at  points  outside  of 
the  support,  C,  is  perforated  with  three  apertures,  F  F'  F*, 
which  communicate  with  the  chamber,  B.  The  apertures, 
F'  F',  have  vertical  pipes,  F'  F^  placed  in  or  around  them, 
while  the  aperture,  F,  has  the  draft  and  smoke  pipe  or  flue, 
F*,  placed  in  or  aronnd  it,  as  shown.  The  pipes  F',  F*,  ex- 
tend up  to  the  upper  rim  of  the  fire-pot,  E,  and  connect 
to  perforated  flanges  or  ears  of  said  pot,  so  that  a  space,/", 
exists  between  the  pipes  and  tire-pot,  as  shown.  The  onter 
portion  of  top  edge  of  the  pipes,  F*  F*,  protrudes  above  the 
flanges  to  a  slight  degree,  as  indicated  at  g  a. 

The  fire- pot  flares  at  top  and  contracts  at  its  bottom.  The 
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flare  and  contraction  are  gradual.  The  section  of  the  metal 
of  which  the  pot  is  made  shows  a  gradual  decrease  in  thick- 
ness from  the  center  of  the  depth  of  the  pot  in  an  up  and 
downward  direction,  as  indicated  at  1  2  8.  This  construc- 
tion or  form  of  the  metal  insures  an  equable  heating  of  the 
pot  at  all  parts  and  a  uniform  exfiansion  and  contraction 
by  the  principle  of  conduction — ^the  thickest  and  most  in- 
tensely heated  portion  imparting  to  the  thinnest  or  less  in- 
tensely heated  poitions  a  large  amount  of  its  heat  on  the 
principle  just  mentioned. 

Above  the  fire-pot  and  vertical  pipes  the  coal-supply 
reservoir,  G,  is  arranged.  This  reservoir  is  constructed  with 
a  flange,  h,  at  its  base,  said  flange  turning  down  at  its  outer 
edge  so  as  to  form  a  right  angle  or  thereabouts,  as  shown 
at  /.  The  rim,  /,  of  the  flange  fits  down  upon  the  rim  of  the 
fire- pot,  and  incloses  the  top  opening  of  the  fire-pot  and 
of  the  vertical  pipes  within  a  continuous  chamber,/,  as 
represented,  the  said  chamber  constituting  an  enlargement 
to  the  upper  portion  of  the  fire-pot,  as  it  were,  and  thus 
giving  increased  room  for  the  expansion  of  the  flame. 

Tlie  diameter  of  the  coal  reservoir  is  decreased  below  the 
point  where  the  body  of  sui)ply  coal  is  suspended  by  means 
of  an  extension  or  ring  flange,  A:,  which  is  in  form  of  an  in- 
verted frustum  of  a  cone.  This  flange  also  serves,  in  con- 
nection with  a  detachable  ring,  Z,  which  also  is  in  form  of 
an  inverted  frustum  of  a  cone,  to  form  a  frame  or  sash  for 
the  reoeptipn  of  fire-brick  or  other  fire-proof  material,  as 
shown  at  m.  The  ring,  7,  has  a  horizontal  flange,  and  bolts 
by  the  same  to  the  under  side  of  the  flange,  //,  of  the  coal- 
supply  reservoir.  The  fire-brick  are  shaped  so  as  to  form, 
when  put  together,  an  inverted  frustum  of  a  cone,  and  they 
therefore,  when  clamped  between  the  devices,  k  I,  cannot 
descend  separately  out  of  their  places,  nor  ran  they  do  so 
unitedly,  as  the  largest  circumference  of  the  conic  frustum, 
7/2,  cannot  pass  through  the  space  between  the  lower  ends 
of  the  devices,  kl.  It  will  be  observed  that  the  fire-brick 
continues  the  contraction  of  the  coal-supply  reservoir,  and 
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thus  insures  a  gradnal  descent  of  the  supply  coal  upon  the 
central  part  of  the  bed  of  incandescent  coal,  and  at  the 
same  time  leaves  a  large  and  open  space  outside  of  the 
conic  frustum,  m,  for  the  free  burning  and  expandiiu;  of  the 
gases  or  fiamp.  This  result  is  also  furthered  by  the  dish- 
ing form  of  the  flange,  /i,  the  same  forming  a  large  circu- 
lating flame-channel,  y,  all  around  the  upper  edge  of  the 
flre-pot,  aa  illustrated. 

The  reservoir,  G,  is  continued  up  to  a  horizontal  division- 
plate,  I,  of  the  stove  by  means  of.  an  extension,  G',  as 
shown.  The  division-plate,  I,  has  a  large  coal-induction 
hole  and  passes  through  the  removable  cover-plate,  J',  of  the 
hopper,  and  also  through  a  weight,  «',  as  shown.  The 
weight,  s',  is  not  level  on  its  bottom  with  the  top  surface  of 
the  cover-plate,  J',  nor  is  the  quantity  of  metal  on  one  side 
of  the  I'od  as  great  as  that  on  the  other  side.  The  cover- 
plate,  the  valve,  the  rod,  and  the  weight  are  all  connected 
together,  so  that  by  taking  hold  of  the  rod  the  whole  can 
be  lifted  together — that  is,  when  the  valve  is  raised  flrst 
to  its  full  stroke — but  the  connection  is  also  such  that  when 
the  valve  is  required  to  be  raised  a  less  distance  than  its 
full  stroke,  the  Movement  of  the  valve  is  independent  of 
the  cover-plate,  J',  therefore  the  branch  flue,  r,  can  be  opened 
and  closed  or  the  damper  valve,  n,  adjusted  in  its  center 
and  several  hut-air  passages,  oo,  near  its  circumference  or 
outside  of  the  circle  of  the  coal-supply  reservoir,  as  shown. 
Around  the  central  hole,  11,  there  is  constructed  a  small 
combined  cylindric  and  cooic  hopper,  J,  which  is  furnished 
with  an  adjustable  valve,  s,  and  a  removable  cover-plate, 
J',  as  hereinafter  described.  Through  and  from  the  rear 
of  this  hopper  there  extends  a  branch  draft-flue,  r,  the 
same  leading  into  the  maindraft  flue,  E*,  as  shown.  In  or- 
der to  open  and  close  this  flue,  r,  and  also  to  open  and  close 
the  indoction-hole  to  the  coal-snpply  reservoir,  the  taper 
valve,  *,  is  fitted  to  the  lowerpart  of  the  hopper,  J,  and  up 
from  the  center  of  the  back  of  this  valve  a  vertical  rod,  «', 
extends  without  disturbing  the  cover- pliite,  and  whenever 
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such  an  adjustment  of  the  valve  is  made,  the  weight,  by 
reason  of  its  being  unbalanced,  will  automatically  bind 
upon  the  rod  and  hold  it  and  the  valve  in  suspension. 

It  is  desirable  to  open  the  branch  of  the  direct  draft-flue 
when  the  lire  is  first  started,  and  also  before  the  cover- 
plate,  J",  is  removed,  first,  in  order  to  obtain  a  powerful 
draft,  and,  second,  to  pass  off  the  pent-up  gases  in  the 
coal -reservoir  through  the  branch  flue,  instead  of  allowing 
them  to  puff  out  into  the  room  at  the  time  when  fresh  coal 
is  being  introduced. 

The  organization  thus  far  described  has  but  one  shell, 
and  in  order  to  make  it  a  double  shell  or  wall  stove  a  cas- 
ing, K  L  M,  is  placed  around  it  from  base  to  top.  The 
part,  K,  of  this  casing  incloses  a  portion  of  the  fire-pot  and 
of  the  vertical  pipes  and  draft-flue.  This  part  is  finely 
perforated  all  round  so  as  to  admit  air  to  the  first  wall  to 
be  heated,  as  indicated  at  w.  The  part,  L,  of  the  casing  in- 
closes the  remainder  of  the  vertical  pipes  and  fire-pot,  and 
also  a  small  portion  of  the  coal-supply  reservoir,  but  not 
the  main  draft  or  smoke  flue.  It  is  also  finely  perforated, 
so  as  to  admit  cold  air,  as  indicated  at  w'.  The  part,  M,  of 
the  casing  incloses  the  remainder  of  the  coal-supply  reser- 
voir, and  extends  up  to  and  unites  with  a  stationary  top 
or  finishing  plate,  W".  This  part  of  the  casing  is  not  per- 
forated, but  the  plate  W  has  perforations  through  it  for 
the  escape  of  the  confined  heated  air,  to*,  into  the  room  or 
into  pipes  leading  to  rooms  above,  as  indicated  by  ar- 
rows, w". 

It  will  be  seen  that  the  air  circulates  all  about  the  radiat- 
ing-surface,  and  thus  protects  the  same  from  rapid  de- 
struction by  the  fire,  and  while  this  is  the  case  the  air  is 
very  thoroughly  heated,  and  discharged  in  that  state  into 
the  room  where  the  stove  is  situated  or  into  other  con- 
ductors. 

We  have  given  a  minute  description  of  one  practical 
mode  of  embodying  our  invention,  but  in  doing  so  we  have 
not  intended  tltat  we  should  be  understood  as  confining 
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ourselves  to  the  details  mentioned,  as  it  is  obvious  that  the 
invention  may  be  embodied  in  various  ways.  For  instan^re, 
one  or  more  than  two  vertical  pipes  like  F',  might  be 
adopted. 

Again,  the  contraction  of  the  discharge  end  of  the  coal- 
supply  reservoir  below  the  superincumbent  body  of  coal 
may  be  effected  in  various  ways  and  still  not  depart  from 
the  i)rinciple  involved  in  holding  the  mass  of  coal  in  a 
chamber  or  section  of  a  chamber  which  is  of  greater  diame- 
ter than  the  section  or  part  through  which  the  coal  is  fed 
to  the  fire.  For  instance,  a  cylindric  discharge  of  a 
given  diameter  connected  with  an  upper  extension  of 
greater  or  gradually-increasing  diameter  above  the  dis- 
charge would  embody  the  principle  involved  in  our  reser- 
voir. So,  also,  would  two  cylinders — one  of  a  small  diam- 
eter and  the  other  of  a  large  diameter — united  by  an  in- 
clined or  horizontal  shoulder. 

It  will  be  observed  that;  we  have  a  base-burning  stove 
with  a  coal-supply  reservoir  and  a  hot-air  chamber,  which 
is  adapted  for  heating  the  room  in  which  it  is  situated  or 
the  same  and  rooms  above,  and  still  the  organization  has  but 
two  walls  or  shells,  and  that,  in  connection  with  this,  we 
have  an  arrangement  which  effectually  heats  the  lower 
portion  of  the  stove  or  structure,  and  also  very  perfectly 
•controls  the  feed  of  the  coal  to  the  fire. 

What  is  claimed  as  new  herein,  and  as  the  invention  of 
John  G.  Treadwell  and  William  Hailes,  is — 

1.  A  base-burning  coal-supply  reservoir  stove  or  furnace, 
so  constructed  that  the  products  of  combustion  do  not 
.pass  up,  around,  and  above  the  supply-reservoir  nor  up 
through  the  grate,  but  down  outside  of  the  fire-pot  toward 
rt he  base  of  the  stove  and  out  through  a  main  draft-flue 
^which  leads  directly  from  a  space  or  chamber  about  the 
lower  part  of  the  stove,  all  for  the  purpose  set  forth,  and 
substantially  as  described. 

2.  The  contracting  of  the  discharge-end  of  the  coal-sup- 
ply reservoir,  the  expanding  of  the  fire-pot,  and  the  ex- 
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tending  of  the  flnme  passage  downward  for  united  opera- 
tion in  a  base-burning  coal-supply  reservoir  stove  or  fur- 
nace, essentially  as  set  forth. 

3.  A  lire-pot  resting  on  a  base  and  imperforated  on  its 
inner  or  outer  circumference  or  from  its  inner  to  its  out^r 
circumference,  and  so  constructed  and  applied  with  resi)ect 
to  a  coal-sui)ply  reservoir  that  an  inclosed  horizontal  cham- 
ber for  the  free  expansion  and  circulation  of  the  flame  and 
gases  is  formed  all  around  and  outside  of  the  contracted 
discharge  and  above  the  upper  edge  of  the  fire-pot,  sub- 
stantially as  and  for  the  purpose  set  forth. 

4.  The  descending  passage  or  passages,  in  combination 
with  the  continuous  flame  expansion  and  circulation  pas- 
sage and  a  main  draft-flue  leading  out  of  the  base  or 
lower  i^art  of  the  stove  or  furnace,  substantially  as  set 
forth,  and  for  the  purpose  described. 

5.  Constructing  the  fire-pot  of  a  base-burning  coal-sup- 
ply reservoir  stove  or  furnace  with  an  imperforated  cir- 
cumference  and  in  form  of  a  trumpet-mouth  at  its  upper 
portion,  in  combination  with  descending  flame-passages, 
substantially  as  described,  and  for  the  purpose  set  forth. 

6.  Constructing  the  metal  of  the  fire- pot  with  a  gradu- 
ally decreasing  thickness  from  the  center  of  its  depth  both 
up  and  downward,  substantially  as  described. 

7.  A  detachable  ring,  in  combination  with  a  fixed  ring- 
fiange  of  a  coal-supply  reservoir,  for  the  purpose  of  con- 
fining the  fire-brick  or  other  fire-proof  substance  on  the 
lower  part  of  the  resei-voir. 

8.  The  combination  of  a  perforated  jacket  or  casing,  a 
coal-supply  reservoir  with  a  contracted  discharge,  a  fir^- 
pot  with  a  flame  expansion  chamber  around  and  above  its 
upper  edge,  and  a  descending  flue  or  flues  and  a  main 
draft -flue,  substantially  as  and  for  the  purpose  described. 

9.  The  combination,  in  a  base-burning  coal-supply  reser- 
voir-stove, of  a  descending  flue  or  flues  and  a  perforated 
casing,  substantially  as  and  for  the  purpose  set  forth. 

10.  In  a  base-burning,  coal-supply  reservoir-stove  or  fur- 
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nace,  a  branch  flue  opened  and  closed  by  a  damper  above 
the  base  of  the  fire-pot,  in  combination  with  a  descending 
passage  or  passages  leading  to  the  lower  part  of  the  atove, 
and  with  ihe  main  draft-flue  leading  out  of  the  lower  part 
of  the  stove,  substantially  as  and  for  the  pur^Kises  set  forth. 

11.  The  weight  constructed  and  applied  in  connection 
with  the  damper-ralve  in  the  manner  and  for  the  purpose 
set  forth. 

12.  The  combination  of  the  perforated  jacket  or  case,  the 
reservoir  for  coal,  the  fire-pot,*the  descending  Hue  or  flues, 
the  hollow  space  abont  the  base  of  the  stove,  Qnd  the 
chimney-ilue,  whereby  the  base  of  the  stove  is  heated  by 
direct  heat  of  the  flame  or  gases  and  the  upper  part  of  the 
stove  by  radiated  heat  acting  upon  the  circulating  air,  sub- 
stantially  as  described. 

JNO.  G.  TREADWELL. 

WILLIAM  HAILES. 
Witnesses ; 

W.  W.  Crannell, 
C.  Vak  Allen. 


JOHN  G.  TREADWELL  ANT)  WILLIAM  HAILES,  OF 
ALBANY,  N.  Y.,  ASSIGNORS  TO  MARTIN  L. 
MEAD  AND  WILLIAM  HAILES,  OF  SAME  PLACE. 

Improvement  ik  Coal  Stoves. 

SpecifieatioQ  formiag  port  of  Letters  Patent;  Na  39,535,  dated 
Angnst  II,  ISOa 

7b  all  whoan't  map  c<mcem : 

Be  it  known  that  we,  John  G.  Treadwell  and  William 
Hailes,  both  of  All)any,  in  the  coanty  of  Albany  and  State 
of  New  York,  have  invented  a  new  and  useful  Improve- 
ment in  Base-Burning  Reservoir-Stoves  ;  and  we  do  hereby 
declare  that  the  following  ia  a  full,  clear,  and  exact  de- 


T^^a^J' £  y^/^s. 


iSM/^zAais. 


-^^3S!S3S. 


fitness**} 


^  <  f^  f^»,,  '.^  <tzZ- 


Oct,  1873.]        HAILES  v.  VAN  WORMER  361 

statement  of  the  case. 

sciiption  of  the  same,  reference  beinf;  had  to  the  accom- 
panying drawings,  forming  part  of  this  specification,  in 
which — 

Fig.  1  is  a  vertical  longitudial  section  of  a  stove  pat- 
ented by  us  at  previoas  dates,  with  our  improvements  of 
the  present  date  applied  to  it.  Pig.  2  is  a  perspective  view 
of  the  fire-brick  throat  of  the  fuel  supply  reservoir.  Pig. 
3  is  a  perspective  view  of  the  i)ortabIe  auxiliary  grate,  on 
which  the  fire  is  first  built  to  start  the  fire  in  the  main 
gi-ate.  Pig.  4  is  a  vertical  transverse  section  of  the  whole 
stove.     Fig.  5  is  a  horizontal  section,  looking  upward. 

Similar  letters  of  reference  in  the  several  figures  indicate 
corresponding  parts. 

The  nature  of  this  invention,  which  is  an  improvement 
on  our  stove  patented  May  7,  1861,  and  reissued  February 
4,  1863,  cimsists,  first,  in  the  construction  of  an  illumina- 
tion window  or  windows  at  one  or  more  points  in  the  con- 
tinuous flame-expansion  chamber  or  channel,  which  is 
about  the  base  of  the  coal-supply  reservoir  and  the  top  of 
the  coal-burning  fire-pot,  in  combination  with  a  descending 
flue  which  leads  to  a  chamber  about  the  base  of  the  stove 
and  from  such  chamber  into  a  chimney -flue. 

It  consists,  second,  in  the  construction  of  a  damper-draft 
flue  in  the  continuous  flame-expansion  chamber  or  channel, 
located  as  just  stated,  in  combination  with  a  descending 
flue  which  first  leads  down  into  a  chamber  about  the  base 
of  the  stove,  and  then  into  the  chimney-flue,  with  which 
the  damper-draft  flue  connects  directly  at  the  top  of  the 
fire-pot. 

It  consists,  third,  in  the  construction  of  the  throat  of  the 
fuel-supply  chamber  of  two  rings  of  segment  or  angular 
form  in  their  cross-section  and  of  fire-proof  material  fitted 
between  the  rings,  all  in  such  manner  that  the  throat  of  the 
reservoir  is  supported  on  the  interior  of  the  stove  and  forms 
a  continuation  of  the  fire-pot,  and  still  not  be  a  fixture,  so 
far  as  bolts  or  other  fastenings  which  will  not  yield  to  ex- 
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panaion  and  contraction  are  concerned,  with  either  the  stove 
or  the  fuel  reservoir. 

It  consists,  fourth,  in  a  poke-hole  in  the  fire-pot,  which 
lias  an  angular  branch  hole  leading  down  into  the  ash  pan 
jjit,  whereby  the  live  coals  which  are  liable  to  fly  oat  upon 
the  floor  when  the  poker  is  moved  back  and  forth  are  con- 
ducted down  into  the  ash-pit. 

It  consists,  fifth.  In  the  adaptation  of  a  portable  grate 
with  inclined  top,  a  box-frame,  and  legs  and  a  handle,  for 
Dse  in  combination  with  base-burning  reservoir  stoves, 
whereby  the  starting  of  the  fire  in  such  stoves,  although 
the  supply  reservoir  may  be  charged,  is  rendered  a  very 
convenient  and  ready  matter. 

It  consists,  sixth,  in  providing  the  ash-pan  with  apertures 
in  its  circumference,  at  opposite  points,  bo  that  the  poker 
may  be  inserted  through  these  holes  and  the  pan  carried 
out  with  hot  ashes  in  it,  without  liability  of  baraing  the 
hands. 

To  enable  others  skilled  in  the  art  to  make  and  nse  oar 
invention,  we  will  proceed  to  describe  the  same  with  ref- 
erence to  the  drawings. 

As  the  main  features  of  our  present  stove  are  shown  in 
the  Letters  Patent  granted  to  us  on  the  date  heretofore 
mentioned,  we  do  not  deem  it  necessary  to  describe  here 
anything  more  tlian  those  parts  which  we  regard  as  essen- 
tial ciianges  and  improvements  on  the  stove  described  in 
said  patent. 

Our  first  improvement  is  carried  into  practice  by  casting 
the  fire- pot.  A,  with  a  rectangular  elliptical  or  circular  ex- 
tension, a,  at  one  or  more  points  of  its  upper  edge.  This 
enlargement  we  extend  through  an  opening  in  the  outer 
casing  or  jacket,  B,  of  the  stove,  and  close  it  with  mica  or 
other  transparent  material,  C,  as  shown.  We  may  find  it 
more  practical  to  form  a  short  ledge  on  the  upper  edge  of 
the  fire-ix)t,  as  at  6,  and  cast  theenlargement,  c,  on  the  part 
D,  which  forms  the  expansion  flame  passage,  E,  as  shown. 
In  any  case  the  illumination  window  must  be  constructed 
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SO  as  to  confine  the  flame  and  gases  at  tliis  point  within  tiie 
flame  chamber,  E. 

Our  second  improvement  is  carried  into  practice  by  cast- 
in.:?  in  like  manner  an  enlargement  of  proper  form  to  make  a 
branch  flue,  F,  on  the  upper  edge  of  the  fire-pot  or  on  the 
lower  edge  of  the  part,D,  as  represented.  This  branchflue  we 
run  into  the  smoke  pipe  or  draft-flue,  G,  and  in  order  to 
open  and  close  it  at  will,  we  have  arranged  within  it  a 
damper  or  valve,  I,  which  has  its  rod  by  which  it  has 
turned  extended  to  the  outside  of  the  casing  of  the  stove. 
By  opening  the  damper  a  direct  draft  is  obtained,  and  the 
fire  can  be  kindled  very  speedily,  and  the  draft  does  not 
have  to  pass  up  through  the  body  of  coal  in  the  reservoir, 
as  in  our  patented  stove.  When  the  damper  is  closed,  the 
highly  ignited  gases  pass  down  the  descending  flues,  J  J, 
as  in  our  former  patent.  We  will  here  state  that  we  have 
slightly  modifled  the  base  of  our  stove  by  increasing  the 
depth  of  the  ash-pit,  K,  and  dispensing  with  a  chamber  or 
space  underneath  the  ash-pit,  the  space  or  chamber,  L,  in 
which  the  heated  products  of  combustion  circulate  to  heat 
the  base  of  the  stove  and  pass  to  the  draft  or  smoke  flue, 
being  only  around  the  ash-pit. 

Our  third  improvement  we  carry  into  practice  by  casting 
two  rings  of  circular  form  and  of  segment  or  angular  form 
in  their  cross-section,  as  indicated  at  d  d'.  Between  these 
rings  we  insert  fire  brick  sections  which  are  segments  of  a 
hollow  frustum  of  a  cone  and  in  their  transverse  section  are 
in  form  adapted  to  the  form  of  the  rings,  as  shown.  These 
rings  and  bricks  are  firmly  riveted  together,  as  illustrated 
in  Pig.  2,  and  the  conic  throat  thus  formed  is  supported 
free  as  to  expansion  and  contraction  on  a  ledge,/,  formed 
on  the  part,  D,  as  represented.  When  the  throat  is  placed 
on  the  ring,  we  insert  within  the  coal-supply  reservoir,  just 
above  it,  an  inverted  frustum  of  a  hollow  cone,  as  shown  at 
(7,  so  as  to  ease  the  descent  of  the  coal  and  prevent  a  lodge- 
ment in  the  corer  formed  by  the  portable  throat  and  the 
reservoir.     We  do  not  confine  ourselves  to  forms  of  throat, 
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as  our  invention  consists  in  a  portable  throat  constnicted 
of  two  rings  and  fire-proof  material,  so  that  it  may  be  sus- 
pended free  as  to  bolt  fastenings,  and  have  every  chance  to 
expand  and  contract  independent  of  the  stove  castings. 

Our  fourth  improvement  is  carried  into  practice  by  form- 
ing a  branch  or  vertical  extension,  M,  of  tubular  form  on 
the  under  side  of  the  ordinary  poker-hole,  N,  and  liave  the 
said  extension  communicate  with  the  poke-hole,  N,  and 
therefrom  lead  down  through  an  extension  of  the  base  of 
the  fire-pot  or  grate  into  the  ash-pit,  as  represented,  so  that 
if  a  red-hot  coal  should  be  drawn  out  by  the  poker  it  will, 
in  its  passage,  fall  down  through  the  branch,  M,  into  the 
ash-pit. 

Our  fifth  improvement  is  carried  into  piuctice  by  casting 
a  hollow  or  box-grate- frame,  o,  with  it^  upper  surface  in- 
clined. Within  the  center  of  this  frame  we  set  a  grate,  P. 
To  th«  front  of  the  frame  we  attach  a  handle,  Q.  Prom 
the  edges  of  the  frame  a  flange,  A,  extends,  and  to  the 
under  side  of  this  flange  legs,  i  /,  are  fastened.  This  port- 
able auxiliary  grate  is  set  in  the  place  occupied  by  the  ash- 
pan  when  it  is  desired  to  start  a  fire  in  the  fire-pot ;  and 
when  thus  placed  the  air  has  a  free  circulation  under  it  and 
through  the  grate,  as  the  bottom  of  the  box  frame  is  wholly 
open.  The  'handling"  is  placed  on  the  grate,  and  in  a 
very  short  time  after  applying  the  match  to  it  the  fire  in 
the  stove  will  be  in  condition  for  removing  the  portable 
grate,  closing  the  damper,  I,  and  replaciu!:?  the  ash-pan.  If 
the  kindling  were  simply  placed  in  the  ash  pan,  the  start- 
ing of  the  fire  would  not  be  so  effectual,  as  no  draft  below 
it  is  obtained,  and  if  the  base  plate  of  the  stove  were  used, 
then  the  distance  would  be  so  great  from  the  main  grate 
that  the  end  desired  would  be  very  imperfectly  and  slowly 
attained.  It  is  our  intention  to  use  a  jDortable  grate  which 
reaches  pretty  close  to  the  main  grate. 

To  carry  into  practice  our  sixth  improvement,  we  simply 
have  to  bore  a  hole,  R,  in  each  side  of  the*ash-pan,  as  rep- 
resented, and  provide  a  poker  of  a  size  corresponding  to 
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these  holes,  and  of  suitable  length 
We  draw  out  the  pan  by  its  ordir 
to  pass  the  poker  through  the  ho 
carry  the  pan  on  the  poker  withou 

The  last  three  improvements  ras 
but  they  are  exceedingly  importar 
known  as  "base-burners."  Our 
likewise  of  vital  importance,  espe 
which  obviates  that  fatal  objectioB 
der  of  the  parts  which  support  th€ 
tense  action  of  heat. 

What  we  claim  as  our  invention 
in  base-burning  reservoir-stoves,  is 

1.  The  combination  of  the  ilium 
expansion  chamber,  coal-supply  rej 
ing  flue,  and  draft-flue,  substantia 
for  the  purpose  described. 

2.  The  combinarion  with  the  fl; 
formed  at  the  base  of  the  coal  supj 
the  upper  edge  of  the  fire-pot  of  \ 
the  branch  draft-flue  with  damp 
located  with  respect  to  the  flame-e 
pot,  coal-supply  reservoir,  and  ( 
flues  substantially  as  and  for  the  p 

3.  A  fire-brick  or  fire-proof  th 
reservoir  of  base-burning  stoves,  wl 
free,  so  far  as  expansion  and  con 
from  the  different  parts  of  the  stov< 
that  portion  which  sustains  it  in  \ 
of  encircling  rings  of  metal  and  iire 
substances,  substantially  as  descril 

4.  The  branch  to  the  poke-hole, 
the  purpose  specified. 

5.  The  portable  auxiliary  grate  c 
as  specified,  for  use  with  base-burr 
the  manner  and  for  the  purpose  sel 

6.  Providing  the  ash-pan  with  u 
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sides  about  midway  of  its  length,  for  the  purpose  set  forth, 
and  so  that  side  handles  or  a  bail  which  is  permanently  at- 
tached and  liable  to  become  heated  may  be  digpensed  with. 
JNO.  G.  TREAD  WELL, 
WM.  HAILES. 
Witnesses : 
W.  W.  Crannell,' 
William  G.  Care., 

The  following  is  a  sammary  description  of  the  stores 
witii  the  improvements  patented  by  the  complainants,  in 
the  patents  alleged  to  be  infringed,  laken  from  the  state- 
ment of  the  appellee's  counsel : 

The  stove  described  and  represented  in  tUe  patent,  "B," 
consists  of  a  fire-pot,  larger  at  the  upi>er  end  than  at 
the  lower  end,  a  grate  at  the  bottom,  witU  an  ash-pan 
l>eIow,  to  catch  the  ashes  that  drop  through  the  grate,  and 
open  to  admit  the  drangbt  which  passes  up  through  the 
grate  and  charge  of  coal.  Above  the  fire-pot  ihere  is  a 
feeder  of  cylindrical  form,  provided  with  a  cover  at  the 
upper  end,  through  which  the  charge  of  coal  is  introduced, 
and  it  is  contracted  at  the  lower  end  which  is  about  on  a 
level  with  the  upper  edge  of  the  fire-pot.  The  space  all 
around  the  upper  edge  of  llie  fire-pot  is  inclosed,  to  form 
what  is  termed  the  flame  expansion  chamber,  which  cham- 
ber extends  up  and  is  connected  with  the  outside  of  the 
lower  part  of  the  feeder  ;  and  from  this  chamber  there  are 
two  descending  tine  tubes,  one  on  each  side,  which  extend 
down  and  connect  with  a  horizontal  flue  chamber  in  the 
base  of  the  stove  ;  and  from  this  horizontal  chamber  there 
is  a  vertical  flue  pipe  at  the  back,  leading  to  the  chimney, 
so  that  the  products  of  combustion  in  this,  as  in  all  reverti- 
ble  flue  stoves,  rise  fmm  the  surface  of  tlie  ignited  coal  in 
the  fire-pot  and  over  the  upper  edge  thereof,  pass  into  llie 
flame  expansion  chamber,  down  the  two  revertible  flue 
tubes,  to  the  flue  chamber  below,  and  then  up  the  vertical 
flue  pipe  to  the  chimney.    The  cover  of  the  feeder  is  don- 
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ble,  and  from  the  space  between  them  there  is  a  horizontal 
pipe  leading  to  the  vertical  flue  or  exit  pipe,  which  leads 
to  the  chimney,  so  that  when  the  inner  cover  of  the  feeder 
(marked  A,  on  the  drawing)  is  open,  the  draught  from  the 
fire-pot  will  be  directly  through  the  charge  of  coal  in  the 
feeder  to  the  space  (F)  between  the  two  covers,  and  tlirough 
a  short  horizontal  pipe  (G)  to  the  vertical  pipe  (E)  that 
leads  to  the  chimney.  In  this  way  the  stove  is  changed 
from  a  revertible  to  a  direct  flue  stove,  just  as  all  revertible 
and  direct  draught  stoves  have  been  made,  without  a 
feeder,  long  prior  to  1860.  The  entire  stove  is  surrounded 
by  a  cylindrical  casing,  having  apertures  for  the  admission 
of  air  to  be  heated,  as  is  common  in  many  stoves  known 
and  used  prior  to  1860. 

In  this  stove  there  is  a  serious  and  fatal  defect. 

The  object  of  a  self-feeder  or  reservoir  is,  to  supply  coal 
to  the  fire-pot,  but  not  to  bum  the  coal  within  the  reser- 
voir, because  it  is  not  provided  with  any  outlet  to  the 
chimney,  when  the  direct  draught  is  closed,  and  the  revert- 
ible draught  is  open  ;  but,  as  the  direct  draught  is  through 
the  reservoir  or  feeder,  there  is  no  way  in  which  the  direct 
draught  can  be  used  without  igniting  the  coal  in  the 
feeder.  This  obvious  defect  was  cured  afterward  in  pat- 
ent, Exhibit  C. 

The  stove  in  the  patent,  Exhibit  C,  differs  from  the  one 
in  patent.  Exhibit  B,  only  in  the  addition  of  mica  windows 
to  admit  light  into  the  room  from  the  fire  in  the  fire-pot, 
and  in  adding  a  flue  for  the  direct  draught,  instead  of 
causing  the  products  of  combustion  to  pass  through  the 
feeder  or  reservoir,  when  kindling  or  exciting  the  fire  in 
the  fire-pot. 

The  following  is  a  drawing  of  Exhibit  A,  the  stove  man- 
ufactured by  the  defendants  (appellees)  alleged  to  infringe 
plaintiffs'  patents : 

EXHIBIT  A, 

This  stove  consists  of  a  fire-pot  with  solid  walls  and  a 
grate  at  bottom,  which  fire- pot  rests  necessarily  on  a  base. 
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The  fire-pot  is  surrounded  by  the  outer  casing,  whicli  is 
not  perforated,  and  placed  at  such  distance  as  to  leave  an 
annular  flue  space  all  around  between  it  and  the  fire-pot, 
which  flue  space  communicates  with  a  flue  space  in  the 
base  of  the  stove,  and  this,  in  turn,  communicates  with  a 
vertical  flue  pipe  leading  to  the  chimney.  Prom  the  annu- 
lar space  above  the  upper  edge  of  the  fire-pot  there  is  a 
short  lateral  pipe,  with  a  damper,  leading  into  the  vertical 
flue  pipe,  which  conducts  the  products  of  combustion  to 
the  chimney.  When  the  damper  in  this  short  lateral  pipe 
is  open,  the  draught  is  direct,  and  when  closed  the  draught 
is  revertible,  that  is,  the  products  of  combustion  then  pass 
over  the  upper  edge  of  the  fire-pot  down  to  the  annular 
flue  space,  all  around  between  the  outer  casing  and  the 
fire-pot  to  the  base  of  the  stove,  and  thence  up  the  vertical 
flue  pipe  to  the  chimney.  There  is  in  front  and  immedi- 
ately above  the  upper  edge  of  the  fire-pot,  illuminating 
openings  covered  with  mica,  through  which  the  tire  and 
the  flame  can  be  seen. 

So  far  appellee's  stove  was  known  as  the  "American 
Gas  Burner"  (see  figure);  and  such  stoves  were  exten- 
sively manufactured  and  sold  by  appellees  long  before  the 
alleged  invention  of  appellants.  Such  is  the  uncontra- 
dicted evidence,  and  to  this  kind  of  stove  appellees  simply 
applied  a  feeder  or  reservoir  to  supply  coal  to  the  fire-pot, 
instead  of  supplying  the  coal  by  shovel,  hod  or  scuttle. 

On  the  question  of  infringement,  one  of  the  principal 
witnesses  for  the  plaintiff,  Dennis  G.  Littlefield,  testified 
as  follows: 

Q.  Please  state  whether  you  are  acquainted  with  the 
organization  and  construction  of  a  base- burning  stove, 
manufactured  by  defendants,  and  marked  *' complainants' 
exhibit  A"  « 

A.  I  am  acquainted  with  said  stove,  and  understand  the 
principle  of  its  organization  and  construction. 

Q.  Please  examine  letters  patent,  marked  *'complaL2- 
ants'  exhibit  B,"  and  state  in  what  respect,  vif  any,  the 
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principles  involved  in  the  organization  and  constrnction  of 
the  stove,  marked  "complainants'  exhibit  A,"  are  identi- 
cal with  those  involved  in  the  claims  1,  2,  4  and  6  of  the 
patent  marked  "exhibit  B"? 

A.  I  have  examined  said  patent  and  find  it  infringes  the 
first  claim  by  using  a  coal  supply  reservoir  in  combination 
with  the  place  where  the  fuel  is  burned,  with  the  stove  so 
constructed  that  the  products  of  combustion  do  not  pass 
up  above  the  supply  reservoir,  but  down  outside  of  the 
fire- pot  towards  the  base  of  the  stove,  and  out  through  a 
main  draught  flue  ;  and  that  it  infringes  the  third  claim  by 
using  a  fire-pot  resting  on  a  base,  and  imperforated  and  so 
constructed  and  applied  in  resi)ect  to  the  coal  supply  res- 
ervoir, that  an  inclosed  horizontal  chamber,  f^r  the  free 
expansion  and  circulation  of  the  flame  and  gases,  is  formed 
all  around  and  above  the  upper  edge  of  the  fire-pot ;  and 
it  infringes  the  fourth  claim  by  using  a  descending  i)assage 
in  combination  with  the  continuous  flame  expansion  and 
circulating  passage,  and  a  main  draught  flue  leading  out  of 
the  base  or  lower  part  of  the  stove ;  and  it  infringes  the 
fifth  claim  by  constructing  a  fire- pot  with  an  imperforated 
circumference  and  in  form  of  a  trumpet  mouth  at  its  upj^r 
portion  in  combination  with  descending  fiame  passages  to 
the  base ;  and  it  infringes  the  second  claim  by  contracting 
the  discharge  end  of  the  coal  supply  reservoir,  and  ex- 
panding the  fire-pot  and  extending  the  fiame  passage 
downward  for  united  operation  in  a  base  burning  coal  sup- 
ply reservoir  stove. 

Q.  Please  examine  "complainants'  exhibit  C,"  and  par- 
ticularly the  first  and  second  claims,  and  state  in  what  re- 
spect, if  any,  they  are  infringed  by  defendant's  stove, 
"exhibit  A"? 

A.  I  have  examined  said  patent,  and  find  it  infringes  the 
first  claim  by  using  in  combination,  illumination  opening 
flame  expansion  chamber,  coal  supply  reservoir,  firepot, 
descending  fine  and  draught  fine,  substantially  in  the 
manner  as  claimed  in  said  patent ;  and  that  it  infringes  the 
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second  claim  by  nsing  in  combination  a  flame  expansion 
chamber  formed  at  the  base  of  the  coal  supply  reservoir 
and  around  the  upper  edge  of  the  fire-pot,  and  a  branch 
draught  flue  with  damper  located  substantially  in  their 
combination  with  coal  supply  reservoir,  as  claimed  in  said 
patent. 
The  case  further  appears  in  the  opinion. 

Messrs.  E.  J.  Bennett^  B.  F.  Butler  and  E.  F.  BvillaTd^ 
for  appellants : 

It  is  not  denied,  but  admitted,  that  defendants'  stove 
produces  substantially  the  same  results  that  are  produced 
by  complainants'  and  by  the  use  of  substantially  the  same 
means,  by  a  reservoir  stove  having  a  downward  draught  into 
the  base,  forcing  the  products  of  combustion  down  instead 
of  up  and  around  the  reservoir  and  mica  lights. 

The  means  employed  to  produce  this  are  the  same  in 
each.  1.  A  contracted  reservoir  and  flaring  firepot,  to- 
gether forming  an  extended  combustion  chamber  directly 
over  tlie  incandescent  fuel  where  the  gases  are  burned. 

2.  The  formation  of  a  conical  pile  of  coal  by  means  of 
this  construction  of  reservoir  and  flre-pot,  whereby  the  air 
finds  more  ready  access  to  the  gases  through  the  unequal 
depth  of  coal  from  the  center  of  the  pile  to  its  outer  edge. 

3.  A  downward  draught. 

4.  Mica  lights  producing  illumination,  and  a  damper. 
The  construction  of  these  several  parts  may  differ  in 

form  and  dimensions,  while  their  functional  operation  re- 
mains the  same. 

In  defendants'  stove,  the  reservoir  differs  slightly  in  form 
from  complainants',  yet  it  retains  the  functional  form  at 
the  lower  end,  which  co-operates  with  the  flaring  top  of  the 
fire- pot,  to  form  the  enlarged  combustion  chamber  directly 
over  the  fuel.  Therefore,  the  fire-pot  and  reservoir  co- 
operate alike  in  both,  producing  the  same  results,  and 
none  other.  The  same  with  the  revertible  draught  and 
mica  lights  in  each.     And  these  results  are  in  nr)  way  af- 
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fected,  either  by  the  ring  represented  in  drawing  attached 
to  patent,  or  the  absence  of  such  ring,  as  represented  by 
defendants'  stove,  as  the  ring  does  not  produce  the  com- 
bustion chamber,  but  on  the  contrary,  that  chamber  is  pro- 
duced by  the  co-operation  of  reservoir  and  fire- pot ;  and  it 
is  not  shown  that  any  results  are  produced  by  the  ring, 
not  produced  without  it.  The  combustion  chamber  cannot, 
with  or  without  the  ring  at  the  base  of  the  reservoir,  be 
enlarged  or  diminished  beyond  what  is  produced  by  the 
co-operation  of  reservoir  and  fire-pot,  as  the  downward 
draught  passes  the  products  of  combustion,  not  up,  but 
down  over  the  fire-pot  into  the  base. 

Again,  defendant's  fire-pot  is  without  the  flues  attached, 
as  shown  in  complainant's  patent,  whereby  the  products  of 
combustion  find  a  passageway  into  the  base.  In  defend- 
ant's stove  the  passageway  is  formed  by  the  outer  surface 
of  the  fire-pot  and  the  inner  surface  of  the  casing  of  the 
stove.  Is  this  construction  any  less  a  passage  way?  Are 
there  any  new  or  better  results  produced  by  this  change  of 
form  ?  Are  not  the  functional  oi)erations  of  both  passage- 
ways the  same?  Are  they  not  identical  in  their  x)rinciples 
of  operation,  bearing  the  same  relation  to  the  other  parts 
of  the  stove,  /.  e.,  serving  as  channel  ways  to  conduct  the 
products  of  combustion  into  the  base,  and  totally  inactive 
agents  for  any  other  purpose  ? 

When  in  two  devices  the  end  to  be  accomplished  is  the 
same,  and  the  means  employed  the  same,  the  two  devioes 
are,  necessarily,  the  same. 

Gray  v.  James,  Pet  (C.  C.)  394,  Justice  Washington. 

If  the  invention  of  the  patentee  be  a  machine,  it  wiU  be 
infringed  by  a  machine  which  incorporates  in  its  structure 
and  operation  the  substance  of  the  invention,  that  is,  by 
an  arrangement  of  mechanism  which  performs  the  service, 
or  i>roduces  the  same  effect  in  the  same  way,  or  substan- 
tially the  same  way.     Wyeth  v.  Stone,  1  Story,  273. 

One  machine  is  the  same  in  substance  as  another,  if  the 
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principle  be  the  same,  althongli  the  fonri  of  the  machines 
be  different.     Bovill  v.  Moore,  Dav.  361 

When  the  same  general  plan  is  applied  for  the  same  pnr- 
poae,  althoQgh  the  mode  of  construction  may  be  varied,  it 
will  still  be  substantially,  in  the  eye  of  the  patent  law,  ihe 
same. 

McCormick  ».  Seymour,  3  Blatchf.  209,  Justice  Nelson  ; 
Blanchard  t.  Beers,  2  Blatchf.  418 ;  Howe  o.  Morton,  1 
Pish.  586,  and  How  b.  Williams,  2  Fish.  395,  M.  S.,  Justice 
Sprague. 

If  a  person  adopt  a  different  mode  of  carrying  the  same 
principle  into  opemtioo,  and  the  principle  admits  of  a 
variety  of  forms,  there  is  an  identity  of  principle,  though 
not  an  identity  of  mode.  Page  b.  Ferry,  1  Fish.  310; 
Hoffman  v.  Arenson,  8  Blatchf.  324  (paper  collars);  Cnrt. 
Pat.  sees.  32,  49. 

Mt.  C.  M.  Keller,  for  appellees. 

Mr.  Jastice  Strono  delivered  the  opinion  of  the  court : 
The  bill  of  the  complainants  is  founded  upon  two  patents 
for  alleged  improvements  in  base-bnmingstovea.  Of  these 
patents,  one  is  a  reissue,  dated  February  3,  1863,  and  the 
other  is  an  original  dated  August  11,  of  the  same  year. 
The  earliest  asserts  twelve  claims,  of  which  the  first  five 
only  are  charged  to  have  been  infringed  by  the  defendants 
and  the  second  contains  six  claims,  upon  the  fir^t  and 
second  of  which  alone  it  is  averred  there  has  been  any  en- 
croachment. The  answer  of  the  defendants  denies  both 
the  novelty  and  the  patentability  of  the  inventions  claimed, 
and  it  denies  also  the  infringement  charged  in  the  bill. 

The  stove  containing  ihe  improvements  described  in  the 
patent  held  by  the  complainants,  and  that  manufactured 
and  sold  by  the  defendants,  belong  alike  to  a  class  of  stoves 
long  known  as  base  burners,  or  self-feeders,  called  such  be- 
cause they  have  a  magazine  or  reservoir  suspended  above 
the  fire-i>ot,  which  may  be  tilled  with  coal  at  its  npper  ex- 
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tremity,  and  whicli,  when  filled,  is  closed  by  a  cover.  The 
lower  end  of  the  reservoir  or  feeder  is  left  open,  and  as  the 
coal  in  the  fire-pot  is  consamed,  that  in  the  reservoir  falls 
and  supplies  the  place  of  that  consumed  ;  the  combustion 
being  only  in  the  fire-pot  and  not  in  the  reservoir. 

(a)  Stoves  had  been  made  and  they  were  well  known 
years  before  either  of  the  complainants'  patents  was 
granted,  and  it  is  not  claimed  that  merely  as  base-baming 
stoves  thej''  are  within  the  monopoly  of  the  patents.  The 
inventions  claimed  are  alleged  improvements  in  the  struct- 
ure itod  arrangement  of  such  stoves.  They  consist  in  what 
is  described  as  a  new  combination  of  old  and  known  de- 
vices producing  a  new  manufacture,  namely:  a  stove 
uniting  in  itself  all  the  advantages  of  a  reservoir  stove,  and 
those  of  a  revertible  draft  stove  which  prevents  the  pro- 
ducts of  the  combustion  in  the  fire-pot  from  passing  up, 
around  and  over  the  reservoir,  thereby  heating  the  fuel 
therein  so  as  to  expel  its  gases,  and  cause  their  explosion 
as  well  as  their  escape  into  the  apartments  where  the  stove 
may  be  placed.  All  the  devices  of  which  the  alleged  com- 
bination is  made  are  confessedly  old.  No  claim  is  made 
for  any  one  of  them  singly,  as  an  independent  invention. 
/  It  must  be  conceded  that  a  new  combination,  if  it  pro- 
duces new  and  useful  results,  is  patentable,  though  all  the 
constituents  of  the  combination  were  well  known  and  in 
common  use  before  the  combination  was  made.  But  the 
results  must  be  a  product  of  the  combination,  and  not  a 
mere  aggregate  of  several  results,  each  the  complete  pro- 
duct of  one  of  the  combined  elements.  Combined  results 
are  not  necessarily  a  novel  result,  nor  are  they  an  old  result 
obtained  in  a  new  and  improved  manner.  Merely  bringing 
old  devices  into  juxtaposition,  and  there  allowing  each  to 
work  out  its  own  effect  without  the  production  of  some- 
thing novel,  is  not  invention.     No  one  by  bringing  together 
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several  old  devices  without  producing  a  new  and  nsefal 
result,  the  joint  productof  the  elemeuls  of  the  combination 
and  something  mure  tiian  an  a^gr^ate  of  old  results,  can 
acquire  a  right  to  prevent  others  from  using  the  same  de- 
vices, either  singly  or  in  other  combinations,  or,  even  if  a 
new  and  useful  result  is  obtained,  can  prevent  others  from 
using  some  of  the  devices,  omitting  others,  in  combination. 
If,  now,  we  examine  the  patents  held  by  the  complain- 
ants, looking  first  at  the  objects  sought  to  be  obtained  by 
the  combinations  for  which  the  patents  were  granted,  they 
are,  as  described  in  the  specification,  first,  to  prevent  the 
passage  of  the  products  of  combustion  up,  nround,  and 
over  the  top  of  the  coal  supply  reservoir,  so  as  to  heat  a 
surrounding  jacket  thereof  ;  and,  secondly,  to  heat  a  circu- 
lating or  ascending  body  of  air  by  means  of  radiated  heat 
from  the  fire-pot  and  at  the  same  time  to  heat  the  base  of 
the  stove  by  means  of  direct  heat  circulating  through  de- 
scending flues  which  lead  into  the  ash  pit,  or  around  it, 
and  to  ihe  smoke  and  draft  flue.  A  third  avowed  object  is 
to  secure  economy  by  retarding  the  fall  of  the  coal  into  the 
fire-pot  from  the  supply  reservoir,  and  by  causing  the  flame 
to  circulate  outside  of  the  contracted  discharge  of  ihe  reser- 
voir, and  around  the  upper  edge  of  the  fire-pot,  and  thence  ' 
to  descend  around  or  under  the  base  of  the  stove  in  its 
passage  to  the  smoke  and  draft  flue.  Such  are  the  avowed 
■objects  of  the  combinations  claimed  to  have  been  devised 
by  the  jjatentees,  and  their  effects  they  assert  to  be,  hus- 
banding the  radiated  heat  and  using  it  for  the  pnri>ose  of 
wnruiing  the  upper  part  of  the  stove  and  the  room  in  which 
it  is  situated,  as  well  as  for  heating  air  for  warming  rooms 
above,  if  desirable,  and  at  the  same  time  so  confining  the 
direct  fire  heat,  and  keeping  it  in  contact  with  the  base 
portion  of  the  stove  as  to  insure  warming  il  to  a  comfortable 
degree.  A  second  effect  claimed  is  relief  of  ihe  incandes- 
cent coal  from  the  weight  of  ihe  body  of  snperincumlwnt 
roil,  thus  preventing  the  .comxtression  of  the  burning  coal 
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in  tlie  fire-pot,  and  securing  for  the  flame  free  expansion, 
thus  enabling  it  lo  net  with  greater  heating  effect  upon  the 
lower  portion  of  the  stove  in  its  passage  to  the  smoke  and 
draft  flue. 

The  combination  employed  to  produce  these  effects  con- 
sists of  the  following  devices,  among  others : 

1.  A  flaring  fire-pot  supported  by  a  base,  the  diameter  of 
the  pot  being  larger  at  the  top  than  at  the  bottom. 

2.  A  magazine  or  reservoir  for  supplying  coal  located 
over  the  fire-pot,  and  having  its  lower  end  contracted. 

3.  Revertible  passages  or  flues  outside  of  the  pot  for  the 
conduct  of  the  products  of  combustion  downwards  to  the 
base  of  the  stove  and  thence  to  a  main  draft  flue  leading 
thereout. 

4.  A  direct  draft  for  such  stoves  as  are  constructed  with 
revertible  flues,  the  direct  draft  being  obtained  by  a  flue 
passing  out  above  the  fire-pot  and  provided  with  a  damper 
to  be  closed  after  the  fuel  has  been  ignited. 

•6.  Openings  in  the  case  or  exterior  of  the  stove  and  the 
insertion  of  mica  therein  for  the  purpose  of  illuminating 
the  room  in  which  the  stove  may  be  with  the  light  of  the 
burning  fuel. 

These  devices  with  others  are  brought  together  and 
claimed  as  a  new  combination,  and  several  combinations 
of  some  of  them  are  also  claimed  as  inventions,  producing 
novel  and  useful  results.  What  those  other  devices  are  we 
need  not  specify,  for  it  is  not  shown  that  they  are  employed 
bv  the  defendants. 

The  stove  of  the  defendants  does,  however,  contain  all 
those  mentioned  and  contain  them  in  combination.  That 
each  of  them  was  an  old  device,  well  known  and  in  public 
use  before  the  patents  of  the  complainants  were  granted,  is 
abundantly  proved  by  the  evidence  submitted.  A  flaring 
flre-pot,  a  supply  reservoir  with  its  lower  extremity  of 
smaller  diameter  than  its  upper,  revertible  flues,  a  place 
for  flame  expansion  above  the  fire- pot,  the  addition  of  a 
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direct  draft  for  use  in  igniting  the  fuel,  provided  with  a 
damper,  and  the  insertion  of  mica  for  illumination  open- 
ings, were  all  found  in  stoves  before  Hailes  and  Treadwell 
claimed  to  have  made  their  invention.  It  is  true  there  is  a 
peculiarry  in  the  construction  of  the  lower  extremity  of 
the  complainant's  supply  reservoir.  It  is  provided  with  a 
circular  flange,  extending  outward  and  bending  downward, 
so  as  to  fit  upon  the  upper  rim  of  the  fire-pot,  and  thus 
form  a  closed  combustion  chamber.  This,  of  course,  cuts 
oflf  communication  with  the  space  around  the  upper  part 
of  the  reservoir,  and  confines  the  flame  and  other  products 
of  combustion  within  a  circular  combustion  chamber  thus 
formed,  leaving  no  outlet  for  them  except  through  ear 
passages  into  revertible  flues.  For  this  device,  the  pecu- 
liar structure  of  the  reservoir,  and  the  formation  of  the 
closed  expansion  chamber,  there  is  no  equivalent  in  the  de- 
fendant's stove.  There  is  no  such  closed  chamber.  The 
reservoir  does  not  rest  on  the  fire-pot.  It  has  no  connec- 
tion with  it  or  with  the  sides  of  the  stove.  Nor  is  there 
any  obstacle  interposed  to  the  passage  of  the  products  of 
combustion  up  and  around  the  reservoir^when  the  flue  for 
direct  draft  is  open.  And  when  that  flue  is  closed,  the 
flame  is  not  detained  over  the  burning  coal,  but  the  pro- 
ducts of  combustion  pass  directly  across  the  edge  of  the 
fire-pot  and  descend  along  the  sides  thereof  to  the  inferior 
draft  passage.  Such  an  arrangement  is  not  fitted  to  pro- 
duce the  effects  sought  and  claimed  for  the  complainant's 
stoves.     On  the  contrary,  it  plainly  excludes  them. 

There  are  other  differences  in  the  devices  used  both  in 
the  com  plain  tants'  and  the  defendants'  stoves,  which  we 
think  are  substantial,  and  not  merely  formal.  The  combi- 
nation claimed  by  the  complainants  passes  the  products  of 
combustion  out  of  the  chamber  through  perforations  in  the 
flange  or  through  ears  into  flues  leading  downwards  but 
wholly  exterior  to  the  fire-pot,  and  not  in  contact  with  it. 
This  arrangement  makes  it  possible  to  introduce  external 
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air  through  perforations  in  the  outer  casing  of  the  stove, 
and  allow  it  when  heated  by  contact  with  the  fire-pot  and 
the  descending  flues  to  escape  from  the  top.  Accordingly 
the  outer  casing  is  {)erforated,  and  there  is  no  closed  maga- 
zine around  the  fire-pot.  But  in  the  defendants'  stove 
there  is  no  such  device  and  no  such  effects  are  produced. 
There  are  no  external  downward  flues  separated  from  the 
fire-pot.  The  whole  space  around  the  magazine  and  the 
fire-pot  is  completely  inclosed.  There  is  but  a  single  cham- 
ber around  the  reservoir,  over  the  surface  of  the  burning 
coal,  and  around  the  fire-pot.  Through  this  chamber  the 
products  of  combustion  pass,  either  through  the  direct 
draft-flue,  when  that  is  in  use,  or  to  the  base  of  the  stove 
and  thence  outwards.  This  arrangement  also  excludes  the 
possibility  of  an  effect  claimed  for  the  Hailes  and  Tread- 
well  invention.  It  admits  of  no  space  around  the  fire-pot 
to  which  the  external  air  can  have  access. 

It  is  not,  then,  the  combination- of  old  devices  which  the 
defendants  use,  that  Hailes  and  Treadwell  invented.  It  is 
not  those  old  devices  that  produce  the  new  results  claimed. 
The  complainants'  combination  is  a  different  thing.  It  has 
a  greater  number  of  constituent  elements.  It  consists  in 
the  employment  of  the  devices  used  by  the  defendants,  to- 
gether with  others  they  do  not  use,  and  the  result  of  the 
entire  combination  is  the  production  of  a  stove  differing 
very  materially  from  that  of  the  defendants.  And  the  de- 
fendants' combination  cannot  produce  the  results  claimed 
for  that  of  the  complainants.  We  have  said  that  the  new 
results  claimed,  whatever  they  may  be,  are  not  the  pro- 
duction of  the  combined  devices  common  to  both  stoves. 
The  devices  used  by  the  defendants  produce  no  new  effects, 
because  used  in  combination.  The  space  around  the  fire- 
pot  leading  to  the  base  doubtless  secures  the  beneficial 
results  long  known  to  follow  the  use  of  revertible  flues.  It 
may  be  conceded  to  be  an  equivalent  for  such  fines.  But 
the  results  of  its  construction  are  not  changed  by  the  fact 
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that  a  flaring  fire-pot,  and  a  supply  reserv()ir  with  a  con- 
tracted discbarge  end,  and  openings  for  illamination  are 
used  in  tlie  same  stove.  It  still  operates  to  condnct  the 
products  of  combustion  to  tbe  base,  and  into  the  exit  flue. 
No  new  operation  is  given  to  it  by  the  combination.  The 
same  may  be  said  of  every  other  device  employed  by  the 
defendants  which  is  also  in  the  complainants'  combination. 
Biich  produces  its  appropriate  effect  unchanged  by  the 
others.  That  effect  has  no  relation  to  the  combination  ;  in 
no  sense  can  it  be  called  its  product.  Thus  far  nothing 
novel  is  produced.  This,  then,  is  mere  aggregation  of  de- 
vices, not  invention  and,  consequently,  the  use  of  those 
devices,  either  singly  or  together,  cannot  be  held  to  be  any 
infringement  of  rights  belonging  to  the  complainants. 

We  pass  now  to  consider  more  in  detail  the  claims  in  tbe 
complainants'  patents  which  it  is  alleged  the  defendants 
have  infringed.  The  first  in  the  reissued  patent,  dated 
February  3,  1863,  is  unquestionably  too  broad  to  be  sus- 
tained, unless  limited  to  the  means  described  in  the  speci- 
fication. So  it  was  doubtless  intended  by  the  patentees  to 
be  limited,  for  the  claim  speaks  of  the  combination  claimed 
"as  substantially  described,"  that  is,  described  in  the 
specification.  Thus  limited,  one  of  its  essential  elements 
is  a  closed  combustion-chamber  over  the  fire-pot,  formed 
by  a  flange  of  the  reservoir  resting  on  the  upper  edge  of 
the  pot,  and  provided  with  perforations  or  ears  connecting 
with  two  flues  passing  downwards.  This  element  is  indis- 
pensable for  the  purposes  asserted  in  the  claim,  as  well  as 
in  the  specification.  And  the  peculiar  structure  of  the 
chamber  is  more  than  formal.  It  is  functional.  It  pre- 
vents the  passage  of  the  flame  and  other  products  of  com- 
bustion up,  around  and  over  the  supply  reservoir,  which  is 
a  leading  avowed  object  of  the  invention,  precisely  the  im- 
provement patented.  But  this  constituent  of  the  combina- 
tion the  defendants  have  never  used,  nor  have  they  used  any 
corresponding  device,  or  device  producing  the  same  results. 
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The  second  claim  is  for  contracting  the  discharge  end  of 
the  coal-supply  reservoir,  expanding  the  fire-pot,  and  ex- 
tending the  flame  passage  downward  for  united  operation 
in  a  base-burning  coal  supply  reservoir  stove  or  furnace, 
essentially  as  set  forth.  The  means  set  forth  for  extending 
the  flame  passage  downwards  are  perforations  through  the 
flange  forming  the  lateral  boundary  of  the  closed  combus- 
tion-chamber, or  ears  leading  tliereout  and  close  flues  ex- 
tending from  the  ears  or  perforations  downward  at  some 
distance  from  the  firepot  through  a  space  bounded  on  one 
side  by  the  fire-pot  and  on  the  other  by  an  outer  casing  of 
the  stove  perforated  for  the  admission  of  external  air.  It 
might,  perhaps,  be  questioned  whether  there  is  any  device 
in  the  defendants'  stove  corresponding  to  this,  but  waiving 
the  consideration  of  that  question,  it  is  very  evident  that 
the  combination  of  the  three  devices  named  is  not  the  work 
of  invention.  They  have  no  relation  to  each  other.  Neither 
the  form  of  the  feeder,  nor  the  shape  of  the  fire-pot  bears 
at  all  upon  the  direction  of  the  draft  passages.  There  is 
no  novel  result  flowing  from  the  joint  operation  of  the 
three  devices.  The  revertible  flues  have  no  more  to  do 
with  a  stove  supplied  by  a  feeder  than  they  would  have 
with  a  stove  supplied  by  hand.  There  is,  therefore,  noth- 
ing in  this  claim  that  interferes  with  what  the  defendants 
have  done. 

An  essential  element  of  the  combinations  mentioned  in 
both  the  third  and  fourth  claims,  is  the  closed  combustion- 
chamber,  formed  in  part  by  a  circular  flange  extending  out- 
ward and  closing  on  the  top  of  the  fire-pot,  with  perfora- 
tions in  it,  or  ears  for  connection  with  the  downward  flues, 
or  it  is  those  perforations  or  ears  leading  out  of  such  a 
chamber  to  the  descending  passages.  These  devices  the 
defendants  do  not  employ,  and  they  cannot  be  used  in  the 
defendants'  stove.  There  has  been,  therefore,  no  infringe- 
ment of  these  claims. 

The  fifth  claim  is  the  only  remaining  one  contained  in 

so  Wall.  378-374. 
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the  reissue  which  the  defendants  are  alleged  to  have  in- 
vaded. It  is  constructing  tlie  fire  pot  of  a  base-burning 
stove  with  an  imperforated  circumference  and  in  the  form 
of  a  trumpet  mouth  at  its  upper  extremity,  in  combination 
with  descending  flame  i)assages,  substantially  as  described 
and  for  the  purposes  set  forth.  How  in  combination  ?  As 
described  in  the  specification,  united  by  means  of  perfo- 
rated flanges  or  ears  of  the  pot,  involving,  of  course,  the 
presence  of  a  closed  combustion-chamber  constructed  sub- 
stantially as  already  described.  Construing  the  claim  thus, 
as  we  think  it  must  be  construed,  the  defendants  have  been 
guilty  of  no  infringement. 

Passing  now  to  the  second  patent,  issued  August  11, 
1863,  we  observe  that  its  first  claim  was  for  a  combination 
of  the  illumination  0[>enings,  flame  expansion-chamber, 
coal  supply  reservoir,  fire-pot,  descending  flue  and  draft 
flue,  substantially  in  the  manner  and  for  the  purpose  de- 
scribed. In  the  main  this  is  the  same  combination  as  that 
claimed  in  the  reissued  patent  we  have  had  under  consid- 
eration. The  only  change  is  the  addition  of  illumination 
openings.  These  were  a  well  known  device  applied  to 
stoves  long  before  either  of  the  patents  were  granted.  They 
perform  no  peculiar  office  in  the  new  combination.  They 
have  no  possible  relation  to  it.  They  do  not  affect,  in  the 
slightest  degree,  the  results  of  that  combination,  whatever 
they  may  be.  It  is  impossible  to  regard  the  mere  addition 
of  such  openings  to  a  stove  containing  the  improvements 
described  in  the  reissued  patent,  as  the  formation  of  a  new 
patentable  combination.  It  is  not  invention.  If,  however, 
it  were,  the  defendants  have  not  trespassed  upon  it,  for  of 
the  combination  the  peculiarly  formed  close  expansion- 
chamber  is  an  essential  constituent,  and  that  is  not  found 
in  the  defendants'  stove. 

Similar  remarks  might  be  made  respecting  tne  second 
claim  of  the  patent  of  August,  the  only  remaining  one  al- 

jSO  WaU.  874-875. 
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leged  to  have  been  infringed.    All  the  elements  of  the  com- 
bination have  not  been  used  by  the  defendants. 
The  decree  of  the  Circuil  Court  is  affirmed  (J). 

»0  WaU.  370. 
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(b)  Wallace  adds,  **  This  case  wa^  argued  before  the  Chief  Justice 
took  his  seat  and  he  did  not  participate  in  the  judgment." 
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THE  RUBBER  TIP  PENCIL  COMPANY,  APPELLANT, 
V.  SAMUEL  E.  HOWARD  rrr  al.* 

20  WaII.  49»-S07.    Oct.  Term,  18T& 

[Bk.  22,  L.  ed.  410;  2  Wbit.  668;  7  O.  G.  172.] 

Ajrgned  October  80,  November  2, 1S74    Dedded  December  14, 1871 

Affirming  Ibid.,  0  Blatch.  480. 

Particular  patent  ctmstnted.     Article  of  manufacture.    InvenHtm. 
Idea.     Patentability. 

1.  LettsTB  pateot  Na  66,938,  Blair,  J.  B.,  July  23,  1867,  Rubber 

Head  for  Lead  FeDcile,  claimicg  "as  anew  article  of  manatao- 
ture  an  elastic  erasive  penci]  head,  made  Babstantially  in 
manner  as  described,"  conetmed  to  be  for  an  article  of  manii- 
factuTfl  ooDBisting  In  a  rnbber  bead  for  lead  pencils,  and  not 
for  a  oombinatioa  of  the  head  with  the  pencil.  Held  that  as 
the  rnbber  bead  deECribed  in  the  patent  may  be  of  any  con- 
venient  ext«rQal  form,  and  is  not  limited  as  to  either  the  form 
or  the  longitadinal  eitent  of  its  socket  as  shown  in  the  draw- 
ing it  is  not  new  ;  and  as  it  was  previoasly  well  known  that  it 
a  solid  substance  was  inserted  into  a  cavity  in  a  piece  of  rnb- 
ber smaller  than  itself  the  rnbber  wonld  cling  to  it,  the  size  of 
the  socket  in  the  head,  as  compared  with  that  of  the  pencil, 
does  not  add  to  the  patentable  character  of  the  invention, 
(p.  404) 

2.  The  idea  that  if  a  pencil  is  inserted  into  a  cavity  in  a  piece  of 

rnbber  smaller  than  itself  the  mbber  will  attach  itself  to  the 
pencil,  and,  when  so  attached,  become  convenient  for  nse  as 
an  eraser,  is  not  of  itself  patentable  ;  bnt  a  new  device  by 
which  this  idea  may  be  made  practically  nsefnl  is.     (p.  407.) 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Southern  District  of  New  York. 

The  bill  in  tins  caae  was  filed  in  the  conrt  below  by  the 
plaintiff  in  error,  for  an  injunction  against  infringing  a  cer* 

*  Soe  Explanation  of  Notes,  page  III. 
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tain  patent.  A  decree  of  dismissal  having  been  entered, 
the  complainant  appealed  to  this  court,    s 

The  case  is  further  stated  by  the  court. 

See,  also,  Reckendorfer  tJ.  Faber,  92  U.  S.  347. 

The  specifications  and  drawings  of  Blair's  patent  are  as 
follows : 


J.  B.  BLAIR,  OP  PHILADELPHIA,  PENNSYLVANIA.. 
Letters  Patent  No.  66,038,  dated  July  23,  1867. 

Rubber  Head  foe  Lead  Pencils. 

The  schedule  referred  to  in  these  Letters  Patent  and  making  part 

of  the  same. 

To  all  persons  to  whom  these  presents  shall  come : 

Be  it  known  that  I,  J.  B.  Blair,  of  the  city  and  county 
of  Philadelphia,  and  State  of  Pennsylvania,  have  invented 
a  new  and  useful  cap  or  rubber  head  to  be  applied  to  lead 
pencils,  etc.,  for  the  purpose  of  rubbing  out  pencil  marks  ; 
and  I  do  hereby  declare  the  same  to  be  fully  described  in 
the  following  specification,  and  represented  in  the  accom- 
panying drawings,  of  which — 

Fig.  1  is  an  external  view  of  a  pencil  as  provided  with  a 
rubber  or  elastic  erasive  head  constructed  in  accordance 
with  my  invention. 

Fig.  2  is  a  longitudinal  section  of  the  same. 

Fig.  3  shows  the  head,  as  made,  in  a  somewhat  modified 
form,  or  with  its  upper  end  terminating  in  a  cone. 

The  nature  of  my  invention  is  to  be  found  in  a  new  and 
useful  or  improved  rubber  or  erasive  head  for  lead  pencils, 
etc. ;  and  consists  in  making  the  said  head  of  any  convenient 
external  form,  and  forming  a  socket  longitudinally  in  the 
same  to  receive  one  end  of  a  leadi>encil  or  a  tenon  extend- 
ing from  it 
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In  the  said  drawings,  A  denotes  a  lead  pencil,  and  6  one 
of  my  erasive  heads  as  applied  therero.  The  aaid  head  may 
have  a  flat  lop  snrtace,  or  its  top  may  be  of  a  aemi-circniar 
or  a  conical  shape,  or  any  other  t  hat  may  be  desirable.  With- 
in one  end  of  the  said  head  I  form  a  cylindrical  or  other 
proper-shaped  cavity.  This  socket  I  usually  make  about 
two-thirds  through  the  head,  and  axially  thereof;  bat,  if 
desirable,  the  socket  or  bore  may  extend  entirely  through 
the  said  head.  The  diameter  of  the  socket  should  be  a  very 
little  smaller  than  that  of  the  pencil  to  be  inserted  in  it. 
The  elastic  erasive  head  s'.>  made  is  to  fit  upon  a  lead  pencil 
at  or  near  one  end  thereof,  and  to  be  so  made  as  to  sur- 
round the  part  on  which  it  is  to  be  placed,  and  be  held 
thereon  by  the  inherent  elasticity  of  the  material  of  which 
the  head  may  be  composed.  The  said  head  is  to  be  com- 
posed of  india-rubber,  or  india-rubber  and  some  otlier  ma- 
terial which  will  increase  the  erasive  properties  of  the  head 
(such  as  powdered  emery,  for  instance.)  The  drawings  ex- 
hibit the  elastic  head  so  made  as  to  cover  the  end  as  well 
as  to  extend  aronnd  the  cylindric  sides  of  the  pencil,  but 
it  is  evident  that  the  contour ^of  the  said  head  may  be  va- 
ried to  suit  the  fancy  or  the  taste  of  an  artist  or  other 
person,  and  1  do  not  limit  my  invention  to  the  preciseforms 
shown  in  the  drawings,  as  it  may  have  such,  or  any  other 
convenient  for  the  pnrpose,  so  long  as  it  is  made  so  as  to 
encompass  the  pencil  and  present  an  erasive  surface  about 
the  sides  of  the  same. 

A  head  made  in  my  improved  manner,  and  applied  to  a 
pencil  as  above  set  forth,  is  of  great  practical  utility  and 
advantage  to  book  keepers,  accountants,  and  various  other 
persons.  The  pointed  form  of  the  head,  as  shown  in  Fig. 
3,  will  be  found  very  useful  for  dranghtsmen  in  erasing 
lines  from  their  drawings  when  it  may  be  desirable  not  to 
erase  other  lines  in  close  proximity  to  that  which  it  is  de- 
sirable to  erase.  The  elastic  or  rubber  pencil  head,  made 
as  above  set  forth,  may  be  applied  not  only  to  lead  pencils 
but  to  ink-erasers,  and  other  articles  of  like  character. 


^.3.  Blair^ 
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I  claim  as  a  new  article  of  manufacture — 
An  elastic  erasive  i)encil  head,  made  substantially  in  man- 
ner as  described. 

J.  B.  BLAIR. 
Witnesses : 

Dan'L  M.  ZlMKERKAKy 

B.  A.  Latimer. 

Mr.  John  S.  Washburn,  for  appellavi : 

To  restrict  the  invention  to  the  absurdity  of  only  "a 
piece  of  rubber  with  a  hole  in  it,"  shows  a  want  of  compre- 
hension of  its  real  scope  and  value,  which  for  years  have 
been  fully  appreciated  by  the  public.  The  invention 
claimed  and  described  is  something  more  than  that. 

The  claim  is  for  *'an  elastic,  erasive  pencil  head,  made 
substantially  in  manner  described;"  and  Seymour  v.  Os- 
borne, 11  Wall.  516  [8  Am.  &  Eng.  290],  it  was  held  by  the 
Supreme  Court,  Clifford,  J.,  that  **  Where  the  claim  im- 
mediately follows  the  description  of  the  invention,  it  may 
be  construed  in  connection  with  the  explanations  con- 
tained in  the  specifications  and  where  it  contains  words  re- 
ferring back  to  the  specifications,  it  cannot  properly  be 
construed  in  any  other  way."  Citing  Curt.  Pat.,  3d  ed., 
sees.  225-227. 

The  same  was  held  in  the  recent  case  of  Roberts  v. 
Dickey,  Strong,  J.,  McKennan,  Circuit  J.,  1  Off.  Gaz.  4,  6. 

It  is  evident  that  the  statement  that  the  contour  may  be 
varied,  and  that  he  does  not  limit  himself  to  the  precise 
forms  shown  in  the  drawings,  is  made  with  reference  to 
the  end  of  the  pencil  being  covered  or  uncovered,  and  is 
subject  to  the  express  condition  that  the  forms  shall  be 
convenient  for  the  purpose,  and  the  implied  condition,  to 
be  fairly  derived  from  the  use  of  the  word  '*  precise,"  that 
they  must  con*espond  substantially  with  the  drawings. 
There  is  certainly  nothing  from  which  it  can  be  fairly  in- 
ferred that  he  intended  to  discl;>^*m  the  features  which  are 
clearly  portrayed  in  the  drav^       .  upon  which  its  practical 
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value  as  an  eraser  depends  ;  and  the  use  of  the  words,  "to 
suit  the  fancy  or  the  taste  of  an  artist  or  other  person," 
clearly  confines  the  meaning  of  the  inventor  to  a  matter  of 
simi^le  style,  and  indicates  that  he  does  not  limit  himself 
to  a  precise  contour  as  a  matter  of  ornamental  configura- 
tion ;  and  this  is  further  indicated  by  the  fact  that  in  the 
drawings,  while  the  top  of  the  head  is  varied,  and  the  con- 
tour of  the  projecting  erasive  working  surfaces  about  the 
sides  may  be  varied  from  hexagon  to  square  or  circular, 
the  projecting  working  surfaces  themselves  are  always  re- 
tained. 

The  drawings  constitute  a  part  of  the  specification,  and 
are  to  be  resorted  to,  to  aid  a  specification  which  would 
otherwise  be  imperfect ;  to  help  out  the  description ;  to 
furnish  clearer  information  respecting  the  invention  de- 
scribed in  the  specification ;  to  show  the  nature,  character 
and  extent  of  the  claim,  as  well  as  make  a  part  of  the  de- 
scription ;  and  to  add  anything  to  the  specification  which 
is  not  specifically  contained  or  mentioned  therein. 

Eirl  V,  Sawyer,  4  Mason,  9 ;  Burrall  v.  Jewett,  2  Paige, 
143 ;  Washburn  v.  Gould,  3  Story,  133 ;  Emerson  v.  Hogg, 
2  Blatchf.  9  ;  Hogg  v.  Emerson,  6  How.  486  [5  Am.  &  Eng. 
1] ;  S.  C,  11  How.  606  [5  Am,  &  Eng.  279] ;  Winans  v. 
Schen.  &  Troy  R.  R.  Co.,  2  Blatchf.  284;  Heinrich  v. 
Luther,  6  McLean,  348,  and  other  cases. 

A  duly  issued  patent  is  prima  facie  evidence  that  the 
j)atentee  is  the  original  and  first  inventor. 

Wiiere,  as  in  the  case  of  said  Blair,  the  patentee  has  made 
two  applications  before  he  obtained  the  patent,  it  is  for 
this  purpose,  connected  with  and  relates  back  to  his  first 
and  original  application,  and  is  prima  facie  evidence  of 
invention  at  the  date  that  was  filed,  provided  he  has  not 
abandoned  the  invention.  It  is  denied  that,  as  a  matter  of 
fact  or  law,  Blair  ever  intended  to  abandon  or  did  abandon 
his  said  invention. 

Joshua  Gray's  alleged  invention,  merely  experimental 
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and  imperfect  as  it  was,  was  not  identical  with  or  substan- 
tially the  same  as  that  of  said  Blair. 

The  novelty  of  said  Blair's  invention  is  further  attacked 
by  the  defendants  by  the  allegation  that  it  was  described  in 
a  printed  publication  entitled  '*  Personal  Narrative  of  the 
Origin  and  Progress  of  the  Caoutchouc  or  India-rubber 
Manufacture  in  England,  by  Thomas  Hancock,"  published 
in  London  in  1857,  and  especially  at  the  plate  opposite  page 
116,  which  is  put  in  evidence,  and  also  by  the  testimony 
of  Edward  Oelzner,  showing  sales  of  nipples  made  of  india- 
rubber,  intended  to  be,  and  applied  to,  bottles  for  artifi« 
cially  nursing  babes ;  in  other  words,  by  the  defense  of 
double  use. 

So  far  as  the  alleged  printed  publication  is  concerned, 
nothing  is  shown  save  a  plate,  on  which  appears  a  small 
figure,  and  under  it,  the  word  ''nipple."  There  is  no  de- 
scription whatever. 

This  is  clearly  insufficient. 

Seymour  o.  Osborne  {supra) ;  Reeves  v.  Keystone  Bridge 
Co.,  U.  S.  Circuit  Court,  Eastern  District  of  Pennsylvania, 
1872,  1  Off.  Gaz.  466,  471 ;  Judson  v.  Cope,  Leavitt,  J., 
Law,  Am.  Dig.  609,  pi.  9. 

Nor  can  the  invention  of  said  Blair  be  considered  a  dou- 
ble use  or  new  application  of  the  nipple  testified  to  have 
been  sold  before,  within  the  principles  or  authorities  upon 
which  that  doctrine  depends. 

Strong  V.  Noble,  3  Pish.  586. 

Moreover,  if  it  could  be  considered  in  any  respect  a  new 
use,  it  would  not  avail ;  for  it  is  well  settled  that  if,  in  the 
new  use,  any  new  function  is  performed,  or  an  old  function 
in  a  better  manner,  or  effects  already  known  are  produced, 
but  so  as  to  be  more  economically  or  beneficially  enjoyed 
by  the  public,  or  a  new  or  better  or  cheaper  article  of  man- 
ufacture is  produced,  it  is  patentable. 

Ex  parte  H.  L.  Smith,  App.  Cas.  1863,  1  MacA.  256 ;  Ex 
parte  Seeley,  App.  Cas.  1853,  1  MacA.  248 ;  Ex  parte 
Blandy,  App.  Cas.  1868,  1  MacA.  662 ;  Ex  parte  Newman, 
App.  Cas.  1869. 
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But  ill  fact  it  cannot  be  fairly  eaid  that  there  is  any  real 
resemblance  between  the  nipple  and  the  Blair  rubber  head. 
That  Ihe  former  may  be  irregularly  and  inconveniently 
used  so  as  to  erase  pencil  marks,  constitutes  none. 

Messrs.  Frederic  H.  Betls  and  S.  W.  Kellogg,  for  ap- 
pellees : 

Tlie  claim  is  not  for  the  combination  of  the  erasive  head 
with  a  pencil,  but  for  the  erasive  head  itself,  apart  from 
its  connection  with  the  pencil. 

It  is  perfectly  apparent  from  the  siwcitication  that  the 
invention  claimed  ia  very  broad  one.  It  is  in  substance 
for  a  piece  of  erasive  material  of  any  external  form  suita- 
ble for  rubbing  out  pencil  marks,  having  in  it  a  hole  or 
socket,  extending  entirely  or  partly  through  the  same,  and 
oT  such  size  that  a  lead  pencil  "or  other  articles,"  could 
be  inserted  in  the  hole,  and  in  that  case  the  piece  of  rub- 
ber would  be  held  on  by  the  elasticity  of  the  rubber. 

Not  a  word  is  found  limiting  the  invention  to  any  par- 
ticular form  of  head.  On  the  contmry,  it  is  expressly 
stated  that  it  may  have  the  form  shown  in  the  drawings,  or 
any  other  convenient  for  the  purpose. 

Not  a  word  is  found  limiting  the  invention  to  a  head 
having  any  particular  form  of  internal  cavity  or  socket. 
On  the  contrary,  it  is  expressly  stated  that  the  socket  is 
"cylindrical  or  other  proper  shaped  cavity." 

Any  piece  of  rubber,  into  a  hole  in  which  a  pencil  or 
other  article  could  be  inserted,  and  which  in  that  case,  if 
the  article  was  large  enough  to  fill  the  hole,  would  tend  to 
hold  to  the  article  so  inserted,  and  would  present  an  era- 
sive surface  about  the  sides  of  the  articles,  would  be  an  in- 
fringement of  the  patent. 

Tlie  applicants  for  patents  on  this  subject,  prior  to  the 
time  of  the  grant  of  Blair's  patent,  have  been  numerous. 

The  nature  of  these  several  applications,  the  action  of 
the  Patent  Office  upon  them,  and  their  result  are  clearly 
and  briefly  stated  in  tie  opinion  of  the  Honorable  R.  h.  B. 
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Clark,  one  of  the  examiners  in  chief  of  the  United  States 
Patent  Office,  in  the  interference  case  between  the  applica- 
tion of  Joshua  (rray,  the  first  applicant,  and  the  other  ap- 
^plicants. 

Mr.  Examiner  Clark  then  said : 

"The  following  facts  appear:"  1.  Gray  applied  Septem- 
ber, 1856 ;  claimed  broadly  combination  of  rubber  eraser 
with  pencil,  by  means  substantially  as  shown.  He  showed 
a  common  pencil,  with  rubber  attached  to  the  upper  end, 
and  held  in  a  metal  socket  or  cap  from  which  it  projected. 
But  he  suggested  that  the  rubber  might  be  otherwise  fixed ; 
the  gist  of  his  invention  being  the  combination  claimed. 

1.  Rejected  as  not  patentable,  and  on  reference  to  Pond, 
who  showed  a  crayon  rubber,  but  not  a  crayon  and  rubber. 

2.  Lipman  applied  January,  1857 ;  claimed  broadly  the 
combination.  Rejected  on  reference  to  Gray.  Amended 
and  limited  to  drawing  pencils,  with  rubber  inserted  in 
similar  manner  to  the  lead,  etc.     Patented  March,  1858. 

3.  Blair  applied  January,  18')9 ;  claimed  the  appendage 
to  lead  pencils,  constructed  substantially  as  shown.  lie 
showed  substantially  the  same  device  as  Gray ;  was  re- 
jected on  reference  to  Gray,  and  withdrew  his  application. 

4.  Shaw  applied  February,  1859 ;  claimed  a  head  for 
pencils  made  of  nibber,  and  attached  by  means  of  a  socket, 
and  suggested  that  it  might  be  molded';  rejected  on  refer- 
ence to  Pond  and  Gray. 

6.  Shaw  renewed  his  application  April,  1869,  and 
amended  by  limiting  his  claim  to  the  head  shown,  that 
being  conical,  and  having  a  recess  to  fit  over  the  head  of 
the  pencil,  not  differing  materially  from  Gray ;  patent  is- 
sued April  25,  1859. 

6.  Hale  applied  July,  1859  ;  claimed  combination  of  rub- 
ber eraser  and  pencil.  Showed  several  ways  of  attaching, 
substantially  like  Gray,  Blair  and  Shaw,  and  was  rejected 
on  reference  to  them. 

7.  Woods  applied  November,  1859.  Disclaims  broad 
combination,  but  limited  to  springing  rubber  over  conical 
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or  tapering  knob  on  the  end  of  pencil.     Rejected  on  refer- 
ence to  Shaw  and  Hale. 

8.  Neil  applied  August,  1861.  Claimed  pencil  and  era- 
ser combined,  and  was  rejected  on  reference  to  Hale. 

9.  Gray,  second  application,  September,  1861.  Claim 
limited  to  a  peculiar  mode  of  construction  of  rubber  tips, 
tiz. :  1.  *'A  piece  or  section  of  elastic  india-rubber  tub- 
ing." 

This  would  have  been  subordinate  to  his  first  invention, 
if  not  fully  answered  by  it,  but  was  rejected  on  reference 
to  Hale  and  Neil. 

10.  Oliver  applied  in  April,  1862,  and  was  rejected  on 
reference  to  Hale,  and  in  his  second  letter  on  reference  to 
Gray. 

He  disclaimed  a  rubber  tip  pencil,  but  claimed  a  com- 
bined sliding  sleeve  and  eraser,  to  be  used  on  a  pencil. 

On  appeal  to  the  examiner  in  chief,  he  was  allowed  for 
his  peculiar  device,  as  not  being  fully  answered  by  the 
references,  and  patent  issued  June  3,  1862. 

11.  Vosburgh  &  Ludden  applied  in  April,  1862,  and 
claimed  for  a  special  device  for  holding  rubber  on  pencils, 
consisting  of  rings  and  clamps,  etc.  Patented  May  20, 
1862. 

12.  L.  L.  Towfer  applied  for  a  reissue  of  Shaw's  patent. 
May  14,  1862,  putting  in  a  disclaimer  to  the  use  of  metallic 
ferules  or  sockets  to  hold  the  rubber,  and  claimed  for  the 
combination  of  pencil  and  rubber  head  or  ferule,  to  encom- 
pass the  pencil,  or  a  tenon  thereon,  and  also  claimed  the 
pencil  head  as  shown.  This  was  allowed  without  any 
question  or  declaration  of  interference,  although  it  was  an- 
ticipated by  Gray. 

13.  Reckendorfer  applied  June,  1862,  and  was  rejected 
on  reference  to  Lipman. 

On  appeal,  the  Board  of  Examiners  in  Chief  allowed  the 
application. 

He  disclaimed  the  broad  combination  of  rubber  and  lead 
in  the  same  case,  but  claimed  a  tapering  case,  larger  at  the: 
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rubber  end,  to  give  space  for  the  rubber,  which  was  in- 
serted like  Lipman's  in  combination  with  the  lead  of 
smaller  dimensions.  It  was,  at  most,  but  an  improvement 
on  Lipman.     Patented  November  4,  1862. 

14.  Faber  applied  February,  1863 ;  disclaimed  combina- 
tion of  rubber  head  and  pencil,  but  claims  a  pencil  with  an 
angulated  rubber  seal  head,  etc.     Patented  June,  1863. 

lo.  Hodskin  applied  August,  1864.  Claimed  a  pencil 
point  protector,  and  a  sleeve  holding  rubber,  to  slip  on  the 
point  of  a  pencil  when  not  in  use,  and  on  the  other 
end  to  be  used  as  an  eraser.  This  was  rejected  on  refer- 
ence to  Vosburgh  &  Ludden  and  B.  L.  Cohen,  who  is 
not  in  interference  and  whose  tiles  are  not  before  the  Board, 
but  who  simply  showed  a  protector  without  rubber.  Al- 
lowed by  examiners  in  chief  and  patented  February  14, 
1865.     It  was  but  the  uniting  of  two  devices. 

16.  J.  B.  Blair  re-applied  January,  1866,  and  was  put  in 
interference  with  Shaw  only,  although  we  see  he  had  been 
rejected  on  reference  to  Gray. 

This  renewed  api)lication  was  for  the  sole  benefit  of  Cut- 
ter, Tower  &  Co.,  and  Tower  tiles  his  affidavit,  that  being 
engaged  largely  in  manufacturing  under  Shaw's  patent,  he 
discovered  that  Blair  was  a  prior  inventor,  and  asked  for 
an  interference  with  Shaw;  and  "in  orde;r  to  prevent  the 
invention  from  becoming  public  property,  on  account  of 
long  use,"  he  asks  that  a  patent  be  issued  to  Blair,  if  it 
prove  true  that  he  was  originally  entitled  to  it.  Notice 
was  served  on  Tower  for  taking  Blair  s  testimony.  None 
was  taken  for  Shaw,  and  priority  was  awarded  to  Blair,  as 
*'no  opposition  was  shown  by  the  parties  interested  in 
Shaw's  patent." 

It  thus  appears  that  though  several,  since  Gray,  have 
applied  for  the  broad  combination  of  rubber  and  pencil, 
yet  they  have  all  been  rejected  on  reference  to  Gray. 

All  of  them  seemed  satisfied  with  the  reference,  and  in 
some  instances  amended  and  limited  their  claims  to  the 
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peculiar  construction  of  the  eraser  or  the  mode  of  attach- 
ing it. 

On  the  ten  or  dozen  patents  granted,  not  one  of  them 
covers  the  broad  ground  of  Gray's  invention,  although  it 
is  evident  that  many  of  the  specifications  and  claims  were 
drawn  with  a  view  of  flanking  and  avoiding  Gray,  or  the 
objections  urged  against  his  application,  and  yet  gain  the 
same  object  ariived  at  by  him. 

Tliey  are,  however,  clearly  subordinate,  if  not  fully  met 
by  Gray's  invention. 

As  far  as  the  Blair  and  Shaw  patents  and  reissues  are 
concerned,  they  seem  to  have  been  clearly  and  fully  antici- 
pated by  Gray,  and  to  have  been  issued  with  a  full  oppor- 
tunity for  knowledge,  on  the  part  of  the  applicants,  of  the 
infringement  upon  Gray's  invention. 

The  application  of  Gray  was  improperly  rejected.  This 
seems  to  be  admitted  on  all  hands. 

It  may  further  be  stated,  as  part  of  the  history  of  their 
case,  that  the  invention  of  Gray  has  been  fituiUy  patented  ; 
the  Supreme  Court  of  the  District  of  Columbia,  having  re- 
versed the  decision  of  the  Patent  Office,  which  rejected  it 
on  the  ground  of  laches. 

Tlie  next  defense  on  the  question  of  novelty  is  the  exis- 
tence and  use  of  articles  of  rubber  which,  although  not  de- 
signed for  tips  for  pencils,  were  yet  subslanlially  similar  to 
Blair's  tip,  and  could  have  been  and  were  in  fact  occa- 
sionally used  for  the  same  purpose. 

These  articles  are  rubber  nipples.  They  are  shown  in 
exhibits  and  in  flie  Hancock  Book,  published  in  1857.  The 
witness  Oelznei',  without  attempt  at  contradiction,  testifies 
to  the  public  use  and  sale  of  these  articles,  at  least  from 
1855  downwards,  and  that  they  were  used  by  him  and 
others  for  tlte  erasing  of  pencil  marks.  As  we  have  already 
seen,  the  Blair  heads  do  not  vary  substantially  because  of 
thickness,  size  or  shape,  nor  is  the  patent  limited  to  any 
thickness,  size  or  shape. 
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These  nipples  were,  therefore,  directly  within  it  and  an- 
ticipatory of  it. 

It  makes  no  difference  whether  the  nipples  were,  in  fact, 
used  as  erasers,  before  Blair's  application  of  1869  or  not; 
they  were  capable  of  such  use,  and  the  Blair  patent  cannot 
be  sustained  as  a  new  use  of  an  old  article. 

Mr.  Chief  Justice  Waite  delivered  the  opinion  of  the 
court. 

On  the  23d  of  July,  1867,  James  E.  Blair,  claiming  to  be 
the  original  or  first  inventor  or  discoverer  of  a  ''  new  and 
useful  rubber  head  for  lead  pencils,"  received  a  patent  for 
his  invention.  Reclaimed  ^'asa  new  article  of  manufac- 
ture an  elastic,  erasive  pencil  head,  made  substantially  as 
in  the  manner  described."  In  his  specification,  he  stated 
that  he  had  "invented  a  new  and  useful  cap  or  rubber 
head,  to  be  applied  to  lead  pencils,  etc.,  for  the  purpose  of 
rubbing  out  pencil  marks."  The  ''nature  of  his  inven- 
tion," he  said,  was  "To  be  found  in  a  new  and  useful  or 
improved  rubber  or  erasive  head  for  lead  pencils,  etc.,  and 
consists  in  making  the  said  head  of  any  convenient  ex- 
ternal form,  and  forming  a  socket  longitudinally  in  the 
same,  to  receive  one  end  of  a  lead  pencil,  or  a  tenon  ex- 
tending from  it."  "The  said  head,"  he  goes  on  to  say, 
"may  have  a  flat  top  surface,  or  its  top  may  be  of  a  semi- 
circular or  conical  shape,  or  any  other  that  may  be  desir- 
able. Within  one  end  of  the  said  head  I  form  a  cylindri- 
cal or  other  proper  shaped  cavity.  This  socket  I  usually 
make  about  two-thirds  through  the  head,  and  axially  there- 
of: but  if  desirable,  the  socket  or  bore  mav  extend entirelv 
through  the  said  head.  The  diameter  of  the  socket  should 
be  a  very  little  smaller  than  that  of  the  pencil  to  be  in- 
serted in  it.  The  elastic  erasive  head  so  made,  is  to  fit 
upon  a  lead  pencil  at  or  near  one  end  thereof,  and  to  be 
so  made  as  to  surround  the  part  on  which  it  is  to  be  placed, 
and  be  held  thereon  by  the  inherent  elasticity  of  the  ma- 

Omltt«d  In  Walli 
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terial  of  which  the  head  may  be  composed.  The  said  head 
is  to  be  composed  of  india-rubber  or  india-rubber  and  some 
other  material  which  will  increase  the  erasive  properties  of 
the  head."  Drawings  were  attached  to  his  specifications 
which,  as  was  said,  exhibited  "  the  elastic  head,  so  made  as 
to  cover  the  end,  as  well  as  to  extend  around  the  cyllndii- 
cal  sides  of  the  pencil."  "But,"  it  was  added,  "itis  evi- 
dent that  the  contour  of  the  said  head  may  be  varied  to 
suit  the  fancy  or  the  tast«  of  an  artist  or  other  person,  and 
I  do  not  limit  my  inventiim  to  the  precise  forms  shown  in 
the  drawing,  as  it  may  hare  such  or  any  other,  convenient 
fof  the  purpose,  so  lung  as  it  is  made  so  as  to  encompass 
the  pencil,  and  present  an  erasive  surface  about  Ihe  sides  of 
the  same.  A  head  made  in  my  improved  manner  and  ap- 
plied to  a  pencil  as  above  set  forth,  is  of  great  practical 
utility  to  book-keepers,  accountants  and  various  other  per- 
sons. The  pointed  form  of  the  head  will  be  very  useful  to 
draughtsmen,  in  erasing  lines  from  their  drawings  when  it 
may  be  desirable  not  to  erase  other  lines  in  close  proximity 
to  that  which  it  is  desirable  to  erase.  The  elastic  or  rub- 
ber pencil  head,  made  as  above  set  forth,  may  be  applied, 
not  only  to  lead  pencils,  but  to  ink  erasers,  and  other  ar- 
ticles of  like  character." 

{a)  The  question  which  naturally  presents  itself  for  con- 
sideration at  the  outset  of  this  inquiry  is,  whether  the  new 
article  of  manufacture,  claimed  as  an  invention,  was  pat- 
entable as  such.  If  not,  there  is  an  end  of  the  case  and 
we  need  not  go  further. 

A  patent  may  be  obtained  for  a  new  or  useful  art,  ma- 
chine, manufacture  or  composition  of  matter,  or  any  new 
and  useful  improvement  thereof.  In  this  case  as  has  been 
seen,  Blair's  patent  was  for  "a  new  manufacture,"  being  a 
new  and  useful  rubber  head  for  lead  pencils.  It  was  not 
for  the  combination  of  the  head  with  the  pencil,  but  for  a 
head  to  be  attached  to  a  pencil  or  something  else  of  like 

DO  WsU.  004-508. 

(o)  Wallace  begins  Opinion  here. 
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character.  It  becomes  necessary,  therefore,  to  examine  the 
description  which  the  patentee  has  given  of  his  new  article 
of  manufacture,  and  determine  what  it  is,  and  whether  it 
was  properly  the  subject  of  a  patent. 

It  is  to  be  made  of  rubber  or  rubber  and  some  other  ma- 
terial whicli  will  increase  its  erasive  properties.  This  part 
of  the  invention  alone  could  not  have  been  patented.  Rub- 
ber had  long  been  known,  and  so  had  rubber  combined  with 
other  substances  to  increase  its  natural  erasive  qualities. 

It  is  to  be  of  any  convenient  external  form.  It  may  have 
a  flat  top  surface,  or  its  top  may  be  of  a  semi-circular  or 
conical  shape,  or  any  other  that  may  be  desirable.  This 
would  seem  to  indicate  clearly  that  the  external  form  was 
not  a  part  of  the  invention.  It  was,  however,  urged  upoa 
the  argument,  that  the  invention  did  consist  in  the  project- 
ing surfaces  extending  out  from  the  head,  and  which  appear, 
as  is  claimed,  in  the  drawings  attached  to  the  specifications. 
It  is  true,  that  in  two  out  of  the  three  drawings  projecting 
surfaces  are  indicated,  but  such  is  not  beyond  question  the 
case  with  the  third.  The  shape  there  shown  is  conical,  ex- 
tending to  a  point,  and  evidently  intended  to  represent  the 
form  mentioned  as  specially  adapted  to  the  use  of  draughts- 
men in  erasing  lines  from  their  drawings.  It  was  the  end 
of  such  a  pencil,  not  the  sides,  that  was  to  furnish  the  par- 
ticular advantiige  of  form.  But  although  drawings  do  ac- 
company the  specification  and  are  referred  to,  it  is  evident 
that  this  reference  is  for  the  purpose  of  illustration  only 
because  the  patentee  is  careful  to  say  that  "he  does  not 
limit  his  invention  to  the  precise  forms  shown,  as  it  may 
have  such  or  any  other  convenient  for  the  purpose,  so  long 
as  it  is  made  so  as  to  encompass  the  pencil  and  present  an 
erasive  surface  upon  the  sides  of  the  same."  Certainly 
words  could  hardly  have  been  chosen  to  indicate  more 
clearly  that  a  patent  was  not  asked  for  the  external  form, 
and  it  is  very  evident  that  the  essential  element  of  the  in- 
vention as  understood  by  the  patentee  was  the  facility  pro- 
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vided  for  attaching  the  head  to  the  pencil.  The  prominent 
idea  in  the  mind  of  the  inventor  clearly  was  the  form  of 
the  iittacliment,  not  of  the  head.  If  additional  proof  of 
this  is  recinired,  it  may  be  found  in  the  further  statement 
in  the  specifications,  which  locates  the  head  for  nse  at  <-t 
near  the  end  of  the  pencil,  and  so  made  as  to  surround  the 
part  on  which  it  is  to  be  placed  and  to  be  lield  thereon  by  ihe 
inherent  elasticity  of  the  materinl  of  which  it  is  tobecom- 
posed.  If  intended  for  use  at  any  other  place  than  on  the 
end  of  the  pencil,  the  projections  could  not  be  essential,  as 
any  form  that  would  surround  the  part  would  present  the 
requisite  erasive  surface. 

Again  :  the  liead  is  to  ha%'9  in  it  longitudinally,  a  socket 
to  receive  one  end  of  a  lead  pencil  or  a  tenon  extending  from 
it.  This  socket  is  to  be  cylindrical  or  of  any  other  proper 
shape.  Usually,  the  inventor  says,  he  made  it  so  as  to  ex- 
tend part  way  through  tlie  head,  but  if  desirable,  it  might 
be  extended  entirely  through.  It  must  be  witl>inone  end, 
but  any  particular  location  at  theendisnotmadeeseential. 
This,  clearly,  is  no  more  than  providing  that  the  piece  o( 
rubber  to  be  used  must  have  an  opening  leading  from  one 
end  into  or  through  if.  This  opening  may  be  of  any  form 
and  of  any  extent  longitudinally.  The  form,  therefore,  of 
the  inside  cavity  is  no  more  the  subject  of  the  patent  than 
the  extermil  shape.  Any  piece  of  rubl>er  with  a  hole  in  it 
is  all  that  is  required  thus  far  to  meet  thecallsof  the  speci- 
fications, and  thus  far  there  is  nothing  new,  therefore,  in  the 
invention.  Both  the  outside  and  inside  maybe  made  of 
any  form  which  will  accommodate  the  parties  desiring  the 
use. 

But  the  cavity  must  be  made  smaller  than  the  pencil  and 
so  constructed  as  to  encompass  its  sides  and  be  held  there- 
on by  the  inherent  elasticity  of  the  rubber.  This  adds 
nothing  to  the  patentable  character  of  the  invention. 
Everybody  knew,  when  the  patent  was  applied  for,  that  if 
a  solid  substance  was  inserted  into  a  cavity  in  a  piece  of 
so  Wall.  jtoe-aoT. 
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rubber  smaller  than  itself,  the  rubber  would  cling  to  it. 
The  small  opening  in  the  piece  of  rubber,  not  limited  in 
form  or  shape,  was  not  patentable  ;  neither  was  the  elastic- 
ity of  the  rubber.  What,  therefore,  is  left  for  this  pat- 
entee but  the  idea  that  if  a  pencil  is  inserted  into  a  cavity 
in  a  piece  of  rubber  smaller  than  itself  the  rubber  will  at- 
tach itself  to  the  pencil,  and  when  so  attached  become  con- 
venient for  use  as  an  eraser  ? 

An  idea  of  itself  is  not  patentable,  but  a  new  device  by 
which  it  may  be  made  practically  useful  is.  The  idea  of 
this  patentee  was  a  good  one,  but  his  device  to  give  it  effect, 
though  useful,  was  not  new.  Consequently  he  took  noth- 
ing by  his  patent. 

The  decree  of  the  Circuit  Court  is  affirmed. 

90  WalL  ff07. 

Notet 

1.  Article  of  manufacture  : 

LeRoy  v.  Tatham,  14  How.  156  [5  Am.  &  Eng.  813]. 
Collar  Co.  r.  Van  Dusen,  23  Wall.  530. 
Glue  Co.  V.  Upton,  97  U.  S.  3. 
Gardner  v.  Herz,  118  U.  S.  180. 


Patent  in  0nit  t 

No.  66,938.     Blair,  J.  B.     July  23,   1867.     Rubber  Head 
for  Lead  Pencil. 


Other  Suits  on  Same  Patent: 

Rnbber  Tip  Pencil  Co.  v.  Howard,  1872.     9  Blatch.  490;  1  O.  G. 
407;  5  Fish.  377. 


408       RUBBER  TIP  PENCIL  CO.  «.  HOWARD.    [Sup.  Ct 


Kotes  and  Citatlonai 


J 


Cited  t 

In  Supbemb  Coubt  in  : 

Eeckendorfer  v.  Faber,  1876.     92  U.  S.  347;  Bk.  28,  L.  ©cL  719. 
Packing  Co.  Cases,  1882.     105  U.  S.  566;  Bk  26,  L.  ed.  1172. 
Phillips  V.  Detroit,  1884     111  U.  S.  604;  Bk.  28,  L.  ed.  532. 


In  Cibcuit  Coubts  in: 

Alcott  V,  Yonng,  March,  1879.     16  Blatch.   134;  4  Ban.  &  Ard. 
197;  16  O.  G.  403;  7  Reporter,  552. 


In  Text-Books: 

2  Abb.  Pat  Law,  1886,  p.  304. 

Merwin  on  Pat.  Inv't,  1883,  pp.  187,  247,  395,  400. 


Oct.,  1873.]    RUBBER  TIP  PENCIL  CO.  V.  HOWARD.    409 


410  AMBLER  v.  WHIPPLE.  [Sup.  Ct. 

statement  of  the  case. 

AUGUSTIN   I.  AMBLER,  APPELLANT,  r.   RODNEY 
M.  WHIPPLE  AND  THOMAS  S.  DICKERSON.* 

20  Wall.  64e-559.    Oct.  Term,  187& 

[Bk.  22,  L.  ed.  403 ;  2  Whit.  666.] 

Argued  November  16,  17,  1874     Decided  November  30,  1874, 

Release.      Co  partnership.      Particular  agreement.      Partner   as 

trustee. 

1.  Where  a  release  of  A's  interest  in  a  partnership  was  prepared 

and  signed  by  co- partner  B.,  and  was  accepted  by  A  without 
objection,  but  not  signed  by  him,  and  then  left  by  A.  in  the 
hands  of  a  third  party,  to  be  delivered  to  A.  only  when  the 
unsigned  counterpart  was  signed  and  delivered,  held  that  in 
order  to  be  binding  it  should  have  been  signed  by  both  par- 
ties, and  that  A  was  not  bound  by  taking  a  copy  of  it  which 
he  did  not  sign  (p.  416.) 

2.  Where  the  charges  of  bad  character  charged  against  one  co- 

partner, A,  appeared  to  have  been  known  to  the  other  partner 
before  entering  into  the  agreement,  held  that  the  c€ise  showed 
nothing  which  deprived  A  of  his  right  under  the  original  part- 
nership contract,  (p.  418. ) 
8.  Where  an  agreement  provided  that  any  improvement  or  modifi- 
cation of  the  invention,  which  may  be  made  by  either  party, 
A  and  B.,  in  this  country,  or  any  other,  shall  inure  to  the 
joint  benefit  of  both;  and  it  appeared  that  a  patented  improve- 
ment had  issued  to  B.  as  part  assignee  of  another,  held  under 
the  peculiar  circumstances  that  B.  was  chargeable  as  trustee 
for  A  with  one-half  of  all  that  had  been  realized  from  the  use 
of  the  original  patented  invention,  and  the  improvement  of 
which  B.  was  half  owner,     (p.  419.) 

Appeal  from  the  Supreme  Court  of  the  District  of  Col- 
umbia. 
The  case  is  fully  stated  by  the  court. 

*See  Explanation  of  Notes,  page  m. 
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Messrs.  Geo.  P.  FisJier^  O.  W.  PascJial^  H.  D.  Mussey 
and  R.  Mas on^  for  appellant: 

This  action,  if  sustained  at  all,  must  be  sustained  upon 
the  broad  jurisdiction  of  courts  of  equity,  to  relieve  against 
fraud  and  to  establish  and  enforce  trusts,  and  to  deal  with 
patents  improperly  obtained. 

It  is  not  necessary  that  we  should  produce  any  case  pre- 
cisely in  point  as  an  authority  for  supporting  the  jurisdic- 
tion of  the  court,  for  your  jurisdiction  extends  to  all  cases 
of  fraud,  and  especially  in  patent  cases. 

Whatever  may  have  been  Ambler's  private  character  or 
previous  conduct,  no  sufficient  cause  would  have  been  de- 
ducible  therefrom  to  authorize  Whipple  to  terminate  the 
co-partnership  arrangement,  so  long  as  Ambler  complied 
with  his  covenants  as  expressed. 

It  is  to  be  presumed  that  Whipple  was  aware  of  Ambler's 
infirmity,  for  they  had  been  acquainted  for  several  years, 
and  his  intemperate  habits  were  well-known  among  his 
acquaintances. 

Whipple  had  himself  taken  the  initiative  of  refusing  to 
make  further  advances  on  joint  account,  about  the  21st  of 
August,  and  he  does  not  deny  the  allegation  of  Ambler, 
that  he  had  refused  to  furnish  Ambler  necessary  means  for 
going  on  with  their  experiment,  and  he  had  thereby  re- 
lieved Ambler  from  his  covenant,  and,  indeed,  made  it  im- 
possible for  him  to  comply  with  the  same. 

A  successful  experiment,  regarded  by  Whipple  as  tri- 
umphant, was  made.  Immediately  afterward  he  proposes 
to  throw  Ambler  overboard,  and  about  this  time  Ambler 
begins  to  indulge  more  frequently  his  intemperate  habits 
and  Whipple  seizes  the  excuse  for  severing  all  connection 
with  him.  He  had  sucked  the  juice  from  the  orange  and 
he  throws  away  the  rind. 

Precisely  when  Whipple  conceived  the  notion  of  seizing 
upon  the  entire  prox)erty,  does  not  appear,  except  in  the 
change  of  an  entry  from  the  name  of  WJiipple  and  Ambler 
to  Whipple,  on  the  23d  of  August,  1869. 
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Surely,  authorities  are  not  wanting  to  support  the  propo- 
sition that  whatever  discoveries  were  made,  in  the  experi- 
mental use  of  the  machine  of  Whipple  and  Ambler  became 
the  property  and  inured  to  the  benefit  of  the  inventor. 

Winans  v.  Schenectady  &  Troy  Railroad  Co.,  2  Blatch. 
300  ;  Park  hurst  v.  Kinsman,  1  Blatch.  497. 

This  principle  is  universal ;  it  is  sustained  by  the  sound- 
est reason,  and  it  is  founded  in  the  eternal  principles  of 
justice,  which  secure  to  every  man  that  which  is  his  own. 

Whipple  and  Ambler  are  joint  inventors  and  partners  for 
developing,  using  and  selling  that  invention,  with  every 
improvement  which  they  can  obtain,  from  any  source  what- 
ever, and  not  only  are  they  partners,  but  Whipple  by  solemn 
covenant,  occupies  a  fiduciary  relation  to  Ambler  and  to 
the  partnership. 

There  is  no  greater  legal  fallacy  than  to  suppose  that  the 
assignment  of  a  right  pending  a  suit,  no  matter  what  may 
be  the  object  of  the  suit,  has  any  influence  whatever.  The 
rule  is  tliat  he  who  purchases  durino;  the  pendency  of  the 
suit  is  held  bound  by  the  decree  against  the  person  from 
whom  he  derives  title. 

Messrs.  John  A.Balestier  and  H,  E.  Paine^for  appellees: 
Ambler  conspired  with  his  sons  and  others  to  defeat 
Whipple.  He  entered  into  partnership  with  Whipple,  and 
j  )ined  him  in  an  application  for  a  patent,  with  no  purpose 
of  bringing  invention  into  public  use  in  connection  with 
Whipple,  but  with  the  intention  of  obtaining  from  Whip- 
ple all  the  money  he  could,  learning  how  to  vaporize  pe- 
troleum at  Whipple's  expense,  and  then  abandoning  Whip- 
ple and  the  Whipple  and  Ambler  patent,  and  embarking 
in  a  separate  enterprise  for  himself. 

The  fiduciary  relations  of  Whipple  and  Ambler  under 
the  contract  of  the  24th  of  May,  1869,  were  equally  binding 
on  both.  Whipple  was  faithful  to  said  relation  under  said 
contract,  while  the  same  remained  in  force,  but  Ambler  was 
unfaithful  to  said  relation  from  the  beginning. 
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The  depositions  convict  Ambler  of  continuous  and  de- 
plorable drunkenness,  and  dishonesty  in  all  his  business 
relations. 

A  man  who  has  violated  his  contract  in  everything  can- 
not demand  a  specific  performance  thereof  by  his  partner. 
^'  He  who  demands  equity  must  do  equity." 

But  if  the  unfairlifulness  of  Ambler  to  said  contract  of 
the  24th  of  Ma}',  1869,  and  his  repeated  violations  thereof 
be  not,  in  the  estimation  of  the  court,  sufficient  to  release 
Whipple  from  all  obligation  to  Ambler,  under  and  arising 
•out  of  said  contract,  and  to  dissolve  said  partnership,  then 
said  contract  was  annulled  and  said  partnership  dissolved, 
by  a  contract  of  release,  made  for  and  al  the  request  of 
Ambler,  by  Warrick  Martin,  his  agent,  for  that  purpose, 
on  the  24th  day  of  September,  1869. 

Mr.  Justice  Miller  delivered  the  opinion  of  the  conrt : 

This  was  a  suit  in  chancery  in  the  Supreme  Court  for  the 
District  of  Columbia,  the  plaintiff  there  being  appellant 
here. 

It  grows  out  of  a  copartnership  between  Ambler  and 
Whipple,  formed  for  the  purpose  of  experimenting  with 
and  bringing  to  perfection  an  invention  by  which  gas  for 
lighting  and  heating  and  other  useful  purposes  was  to  be 
generated  from  petroleum  ;  for  obtaining  a  patent  or  pat- 
ents for  the  result  of  their  labor,  and  for  the  management 
of  the  business  after  such  patent  has  been  obtained. 

The  terms  of  the  partnership  are  clearly  stated  in  a  mem- 
orandum of  agreement,  signed  by  the  parties,  consisting  of 
nine  articles. 

It  sufficiently  appears  from  these  articles,  that  Ambler 
was  looked  upon  as  the  man  of  inventive  genius,  and  Whip- 
ple the  man  of  business  and  the  source  of  the  funds  neces- 
sary to  conduct  the  experiments  and  place  the  affair  on  a 
successful  footing. 

By  these  articles  it  was  agreed  that,  if  success  attended 
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their  efforts,  the  profits  were  to  be  eqaaily  divided,  after 
deducting  the  expenditures  which  Whipplemight  iind  nec- 
essary to  be  advanced.  That  Whipple  mighi  have  full 
TOntroI  of  his  branch  of  the  joint  venture,  it  was  stipulated 
that  Ambler  shiiuld  assign  to  him  his  interest  in  the  pat- 
ents which  might  issue  ;  and  in  pursuance  of  this  stipula- 
tion. Ambler  did  execute  an  assignment  of  all  his  interest 
in  the  invention,  and  in  the  patents  which  might  be  granted 
thereon.  The  articles  of  partnership  are  dated  May  24, 
1869,  and  the  assignment  the  day  after. 

In  view  of  the  present  controversy,  the  most  important 
of  these  articles  of  agreement  is  the  sixth,  which  is  in  the 
woi-ds  following : 

"Article  sixth.  That  any  and  all  letters  patent  that  may 
be  obtained  in  this  country  and  all  other  countries,  by  vir- 
tue of  said  invention,  or  by  reason  of  any  improvement  or 
of  any  modification,  or  the  same  by  either  party,  shall  be 
owned  by  and  between  the  parties  to  this  agreement  in 
equal  shares,  to  wit:  one  undivided  half  to  each,  and  all 
proceeds  of  sale  or  sales  of  any  and  every  kind  and  char- 
acter, shall  be  shared  by  and  between  the  parties,  share 
and  share  alike." 

The  bill  alleges  that,  after  experimenting  three  or  four 
months,  a  result  was  obtained  and  a  patent  issued  in  the 
name  of  Whipple  and  Ambler,  No.  93,687,  dated  July  18, 
1869,  and  that  while  the  patentees  were  experimenting  un- 
der this  patent,  and  seeking  remedies  for  apparent  defects 
and  for  improvements  in  their  invention,  the  true  princi- 
ple of  success  was  developed  about  the  20th  or  21st  day  of 
August;  that,  immediately  thereafter,  the  defendant, 
Whipple,  conceived  the  design  of  excluding  the  plaintiff 
from  any  benefit  of  ihe  invention,  and  commenced  a  course 
of  proceeding  for  the  purpose  of  defrauding  him  of  his 
rights  ;  that  in  pursuit  of  this  scheme,  he  introduced  the 
other  defendant,  Thomas  S.  Dickerson,  in  the  absence  of 
the  plaintiff,  to  the  place  where  the  experiments  had  been 
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made,  and  to  the  machinery  which  had  been  used,  and  tliat 
in  a  few  days  Dickerson  applied  for  a  patent,  afterwards 
issued,  which  embodied  the  invention  of  Ambler,  with  only 
a  colorable  variation ;  that  thereafter  Whipple  and  Dick- 
erson entered  into  a  copartnership,  and  successfully  intro- 
duced the  invention  of  plaintiff  into  use,  and  by  sales  of 
particular  States  and  districts,  had  received  in  a  short  time 
over  $100,000;  that  plaintiff  had  been  forcibly  debarred 
from  the  workshops  where  his  invention  was  used,  and  de- 
nied all  interest  in  the  result  of  his  labors.  This  is  the 
substance  of  the  bill  of  complaint,  and  the  relief  prayed  is, 
that  Whipple  and  Dickerson  make  discovery  of  the  sales 
and  profits  ;  that  they  be  enjoined  from  the  use  of  plain- 
tiffs invention,  and  for  a  decree  for  'compensation  and 
damages. 

The  answer  of  Whipple  admits  the  original  agreement 
and  assignment,  and  the  issue  of  the  j)atent  to  Whipple 
and  Ambler.  It  admits  also  the  partnership  with  Dicker- 
son,  and  the  issue  of  the  patent  to  Dickerson.  It  denies 
all  intent  to  defraud  complainant,  but  admits  the  sales  or 
contracts  for  sale  of  the  Dickerson  patent.  It  denies  the 
identity  of  the  two  patents  or  the  invention  set  forth  in 
them.  It  charges  that,  after  a  full  experiment  with  the 
first  patent,  it  proved  a  total  failure,  and  that  complainant 
abandoned  all  further  effort  with  it,  and  left  the  City  of 
Washington,  where  the  experiments  had  been  conducted. 
That  Dickerson,  having  been  previously  engaged  in  inqui- 
ries in  the  same  direction,  perfected  an  invention  of  great 
value,  which  effected  what  he  and  Ambler  had  failed  to  do, 
and  that  he  thereupon  entered  into  a  partnership  with 
Dickerson  in  regard  to  that  invention  as  he  had  a  right  to 
do,  and  that  in  the  sales,  contracts  or  profits,  growing  out 
of  this  patent,  plaintiff  had  no  interest  whatever. 

He  sets  up  as  a  further  defense,  that  def^^ndant,  by  his 
drunkenness,  dishonest j*^  and  general  bad  repute,  had  ren- 
dered a  continuance  of  the  partnership  impossible ;  and 
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that  through  one  Warrick  Martin,  he  had  purchased  ot 
Ambler  all  his  interest  in  the  patent  of  Whipple  and  Am- 
bler, and  in  the  partnershix)  business  in  which  they  had 
been  engaged.  The  answer  contains  allegations  of  the  fact 
that,  before  the  partnership  commenced,  plaintiff  had  been 
convicted  of  a  felony  and  was  otherwise  infamous ;  bnt 
neither  in  the  answer  nor  in  the  cross-bill  where  this  mat- 
ter is  repeated,  is  it  stated  that  this  fact  came  to  his  knowl- 
edge after  he  had  entered  into  the  partnership. 

As  we  Iiave  already  said,  a  cross-bill  was  filed  by  the  de- 
fendant, Whipple,  setting  up  the  release  of  Ambler,  his 
improper  conduct,  the  failure  of  the  experiments  with  the 
original  invention,  and  praying  that  Ambler  be  enjoined 
from  setting  up  any  right  or  claim  against  him  on  account 
of  said  invention,  or  on  account  of  the  articles  of  agree- 
ment between  them.  To  this  Ambler  answered  very  fully, 
denying  the  release  and  denying  the  failure  of  the  inven- 
tion and  his  abandonment  of  it.  Dickerson's  separate 
answer  contains  nothing  of  moment  not  included  in  Whii>- 
ple's. 

(a)  It  is  to  be  observed  that  neither  party  prays  for  a  dis- 
solution of  the  partnership.  Indeed,  the  bill  and  cross- 
bill, and  the  answers  to  both,  proceed  upon  principles 
which  do  not  recognize  the  partnership  as  existing.  Com- 
plainant seems  to  imply  thatby  reason  of  Whipple's  course 
of  conduct,  be  is  remitted  to  all  his  rights  as  the  inventor, 
and  claims  that  being  the  sole  inventor  of  the  successful 
machine  he  is  entitled  to  all  the  benefit  of  it.  Whipple 
assumes  that  by  his  purchase  from  Ambler,  and  Ambler's 
misconduct,  the  partnership  has  been  dissolved,  and  he  has 
succeeded  to  all  its  rights,  if  they  are  of  any  value. 
-  The  testimony  is  voluminous  and  contradictory.  In  the 
view  we  shall  take  of  the  case,  while  the  decision  will 
mainly  turn  on  these  questions  of  fiict,  we  shall  only  state 
the  effect  which  the  testimony  has  had  upon  our  minds 
without  referring  to  it  in  detaih 
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1.  If  the  complainant  really  released  or  sold  his  interest 
in  the  partnership  business,  or  in  the  patent  of  Whipple 
and  Ambler,  his  case  is  at  an  end,  and  we  will,  therefore, 
consider  that  question  first. 

An  instrument  of  writing  is  produced  which  is  supposed 
to  have  that  effect.  It  recites  the  issuing  of  the  patent. 
No.  92,687,  the  assignment  of  it  to  Whipple,  the  articles  of 
partnership,  and  that  a  disagreement  existed  between  Am- 
bler and  Whipple  in  regard  to  the  construction  of  tlie  in- 
vention ;  that  Ambler  is  anxious  to  be  released  from  his 
obligations  to  Whipple,  and  is  willing  to  convey  all  his  in- 
terest in  the  invention  to  Whipple,  and  then  declares  that 
in  consideration  of  the  full  discharge  of  $1,000  due  by  Am- 
bler to  Whipple,  Ambler  sells  and  conveys  all  his  interest 
in  the  invention  and  in  all  improvements  made,  or  which 
may  be  made  by  Whipple,  and  that  Whipple  releases  Am- 
bler from  all  obligations  on  account  of  the  contract  and 
from  the  payment  of  the  $1,000.  There  is  no  doubt  that 
the  language  of  the  instrument  is  sufficient  for  the  purpose 
for  which  it  was  intended,  but  it  wants  the  signature  of 
Ambler.  Nor  is  it  pretended  that  he  ever  signed  it  or  any 
copy  of  it.  It  is  clearly  on  its  face  a  paper  which  requires 
the  signature  of  both  parties  to  make  it  binding  on  either. 
The  releases  and  assignments  are  mutual,  and  each  is  the 
consideration  of  the  other,  and  it  requires  no  great  pene- 
tration to  see  that  it  was  drawn  in  the  interest  of  Whip- 
ple, who  signed  it,  and  not  in  the  interest  of  Ambler,  who 
did  not  sign  it. 

But  it  is  argued  that  the  paper  was  procured  from  Whip- 
ple by  Martin,  the  a^ent  of  Ambler,  at  Ambler's  request, 
and  was  signed  by  Whipple  and  delivered  to  Martin  ;  that 
Martin  delivered  it  to  Ambler,  who  leceived  a  copy  of  it 
without  objection,  and  promised  to  sign  it.  Admitting  all 
this  to  be  true,  it  is  very  clear  that  both  parties  intended  to 
have  a  written  instrument  signed  by  each  as  the  evidence- 
of  any  contract  they  might  make  on  that  subject,  and 
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neither  considered  any  contract  concluded  nntil  it  was  fully 
executed.  Under  these  circumstances  Ambler  had  a  right 
to  decline  to  sign  the  paper,  and  until  he  signed  he  was 
not  bound  by  it.  It  was  not  drawn  by  him,  nor  at  his  dic- 
tation. It  was  first  signed  by  Whipple,  and  drawn  up  by 
him  or  in  his  presence,  and  made  to  suit  his  purposes.  It 
is  idle  to  say  that  because  Ambler  took  a  copy  of  it  from 
Martin  to  examine  he  became  a  party  to  it,  though  he  never 
signed  it. 

Further,  we  are  of  opinion,  notwithstanding  Martin's 
declaration  that  he  acted  on  Ambler's  suggestion,  that  he 
w^as  throughout  the  whole  affair  acting  for  Whipple,  and 
governed  solely  by  his  interest.  This  transaction  does  not^ 
In  our  opinion,  establish  any  release  or  transfer  of  Ambler's 
interest  in  the  partnership  concern. 

2.  Nor  is  there  any  such  evidence  of  abandonment  of 
the  enterprise  on  the  part  of  Ambler  as  to  justify  the  court 
in  holding  that  he  had  lost  or  forfeited  his  rights  in  the 
venture.  It  is  true  that  about  the  middle  of  August  he 
left  Washington  City  for  a  week  or  two,  but  when  he  re- 
turned he  found  himself  excluded  from  the  workshops  and 
from  all  participation  in  Whipple's  plans,  and  it  seems 
probable  he  was,  by  Whipple's  authority,  forbidden  to  go 
there  before  he  left  the  city.  It  is  unreasonable  to  call  this 
a  voluntary  abandonment  of  the  enterprise. 

3.  What  weight  would  be  given  to  the  charges  of  bad 
character,  drunkenness  and  dishonesty  in  a  suit  by  Whip- 
ple to  dissolve  the  partnership  we  need  not  here  state.  IE 
all  that  is  charged  were  proved  in  such  a  suit  it  would  make 
a  strong  case  for  relief,  on  such  terms  as  equity  might  im- 
pose for  the  protection  of  both  parties.  But  they  did  not 
authorize  Whii)ple,  of  his  own  motion,  to  treat  the  part- 
nership as  ended  and  take  to  himself  all  the  benefits  of 
their  joint  labors  and  joint  proi)erty.  It  seems  also  to  be  a 
fair  inference  from  the  pleadings  and  other  circumstances 
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that  Whipple  must  have  known  of  Ambler's  conviction  for 
felony  before  he  entered  into  the  agreement  with  him. 

We  are,  therefore,  of  opinion  that  the  case  shows  noth- 
ing which  deprives  Ambler  of  his  rights  under  ihe  original 
contract  with  Whipple. 

4.  We  are  also  of  opinion  that  Whipple  is  chargeable  as 
trustee  for  Ambler  with  one-half  of  all  that  has  been  real- 
ized or  may  be  realized  from  the  use  of  the  patent  to  Whip- 
ple and  Ambler  and  the  patent  to  Whipple  and  Dickerson. 

This  conclusion  we  rest  upon  the  sixth  article  of  the 
agreement  between  Whipple  and  Ambler.  This  article, 
which  we  have  already  copied  verbatim^  provides  that  any 
improvement  or  modification  of  the  invention  which  may 
be  made  by  either  party,  in  this  country  or  any  other,  for 
which  a  patent  may  be  obtained,  shall  inure  to  the  joint 
benefit  of  both.  In  the  peculiarly  close  and  confidential 
relation  which  the  parties  assumed  toward  each  other  in  re- 
gard to  an  invention  which  both  understood  to  be  imperfect, 
undeveloped  and  the  subject  of  future  trial  and  experiment, 
this  provision  was  eminently  wise  and  necessary.  And 
since  Whipple  was,  by  the  assignment  of  Ambler,  invested 
with  the  legal  title  of  the  patent  and  chief  conduct  of  the 
affairs  of  the  partnership,  he  was  under  a  peculiar  obligal- 
tion  of  good  faith  as  both  partner  and  trustee  of  Ambler. 

Notwithstanding  the  bills,  cross-bills  and  supplemental 
bills  set  up  both  by  the  patent  to  Whipple  and  Ambler  and 
the  patent  to  Whipple  and  Dickerson,  No.  95,665,  and 
another  issued  to  them  pending  the  suit,  No.  102,662,  which 
are  charged  by  Ambler  to  be  all  covered  by  his  invention, 
and  by  the  others  to  be  totally  distinct,  none  of  these  i)at- 
ents  are  found  in  the  record.  It  is  impossible,  therefore, 
for  this  court  to  give  any  conclusive  opinion  or  judgment 
as  to  how  far  they  are  identical,  or  how  far  there  may  be 
distinctive  features,  under  which  the  whole  or  some  part  of 
the  two  latter  patents  might  be  sustained.  We  base  our 
decree  on  other  principles. 
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We  are  satisfied,  from  the  testimony  in  the  case,  that  the 
results  of  the  experiments  conducted  by  Ambler  and  Whip- 
ple in  their  joint  enterprise  developed  the  practicability  of 
success  in  obtaining  the  object  of  their  pursuit :  that  these 
experiments  disclosed  the  fact  that,  while  they  hadmainlj' 
relied  on  the  effect  of  heat  by  steam,  applied  to  petroleum  in- 
directly by  encompassing  the  vessel  in  which  the  petroleum 
was,  by  the  steam,  let  into  an  outer  chamber,  it  w^as  found 
that  it  was  necessary  to  introduce  the  steam  into  the  vessel, 
thus  bringing  it  into  direct  contact  with  the  petroleum. 

Whether  Ambler  had  seen  this  as  clearly  as  Whipple  is 
not  very  well  or  satisfactorily  shown.  But  it  is  proved  to 
our  entire  satisfaction  that  when  Whipple  saw  this  point, 
and  that  through  it  success  was  within  his  reach,  he  imme- 
diately recognized  its  great  value.  This  experiment  was 
made  at  the  same  shops,  with  the  same  machines,  and  in 
the  same  pursuit,  which  for  three  months  had  engaged  the 
active  energies  of  both  Ambler  and  Whipple.  The  weight 
of  evidence  is  that  Ambler  was  present  and  assisting,  but 
this  is  denied  by  other  witnesses. 

What  is  clear  to  us  is,  that  as  soon  as  Whipple  recog- 
nized the  value  of  this  discovery  he  made  up  his  mind  to 
be  rid  of  Ambler. 

(6)  This  decisive  experiment  is  said  to  have  been  made  on 
the  21st  of  August.  The  book  of  accounts  of  expenditures 
made  by  Whipple  and  kept  under  his  direction  shows  that, 
up  to  that  date,  Whipple  and  Amblei-'s  names  had  been 
used  in  charging  up  the  items.  On  the  23d  Ambler's  name 
was  dropped,  and  it  was  all  charged  to  Whipple.  Many 
declarations  of  his  are  proved  about  this  time,  of  the  for- 
tune he  would  make,  and  it  is  proved  by  F.  A.  Holden, 
with  whom  Ambler  had  been  boarding,  that  up  to  tliis  time 
Whipple  had  paid  for  his  board  without  objection,  but 
shortly  after  notified  him  he  would  do  so  no  longer. 
It  appears  from  Dickerson's  supplemental  and  amended 
answer,  that  in  the  months  of  June  and  July,  Whipple  was 
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in  Chicago  and  tried  to  interest  him  in  the  matter  in  which 
he  and  Ambler  were  engaged.  It  is  also  shown  that  on  the 
3d  of  September,  within  less  than  two  weeks  after  the  pur- 
pose of  Whipple  to  get  rid  of  Ambler  was  fully  conceived. 
Dickerson  made  his  appearance  in  Washington,  coming 
from  Chicago,  and  was  taken  by  Whipple  to  the  shop  where 
the  recent  experiment  had  been  made.  This  was  in  the  ab- 
sence of  Ambler  from  the  city.  Precisely  what  took  place 
between  Whipple  and  Dickerson  will  probably  never  be  ac- 
curately known.  We  must  judge  of  thai  by  the  results 
which  followed. 

The  first  of  these  was,  that  on  the  16th  day  of  Septem- 
ber, only  thirteen  days  after  his  first  sight  of  the  machinery 
in  the  workshop,  and  his  first  interview  in  Washingtoa 
with  Whipple,  Mr.  Dickerson  filed  in  the  Patent  Office  an 
application  for  a  patent,  the  specification  and  claims  of 
which  were  so  nearly  like  those  of  Ambler  &  Whipple  and 
so  nearly  embody  the  results  of  their  experiments  as  to 
leave  little  doubt  that  it  originated  in  the  Whipple-Ambler 
experiments,  however  much  it  might  differ  in  some  partic- 
ulars from  their  patent.  This  application  was  pressed  so 
successfully  that  a  patent  was  issued  on  it  to  Dickerson  and 
Whipple  on  the  12th  of  October.  In  the  meantime,  Dick- 
erson and  Wliipple  had  entered  into  a  partnership  in  the 
matter,  and  Ambler  was  excluded  from  all  control. 

(c)  These  facts  are  undisputed, and  taken  in  connection  with 
much  other  testimony  of  a  direct  character,  convince  us 
that  Whipple,  in  violation  of  his  trust  to  Ambler,  and  in 
fraud  of  his  rights,  deliberately  entered  upon  a  scheme  by 
which  Ambler  was  to  be  deprived  of  the  benefits  resulting 
from  success  in  their  joint  experiments.  That  in  pursuit 
of  this  scheme,  he  called  in  Dickerson,  who,  without  having 
invented  anything,  and  in  a  remarkably  short  space  of 
time,  procured  letters  patent  to  issue  to  himself  and  Whip- 
ple which  embraced  the  results  of  Ambler's  discoveries  and 
experiments,  whether  they  embraced  anything  else  or  not. 

90WalL6ff9. 
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For  all  that  has  come  to  Whipple's  hands,  for  all  that  is 
included  in  the  patents  to  him  and  Dickerson,  he  is,  under 
the  terms  of  the  sixth  article  of  the  agreement,  a  trustee 
for  Ambler  to  the  extent  of  one-half,  and  must  be  so  charged 
and  held  to  account  in  this  proceeding. 

As  to  Dickerson,  wliile  he  is  not  a  trustee  under  that 
article,  we  are  of  opinion  that  he  has  so  far  knowingly  con- 
nected himself  with  and  aided  in  the  fraud  on  Ambler, 
that  he  cannot  resist  Ambler  s  right  to  an  undivided  half 
of  both  the  patents  to  Dickerson  and  Whipple,  and  of  the 
profits  made  or  to  be  made  out  of  them.  What  rights  or 
remedies  he  may  have  against  Whipple,  we  do  not  decide. 

The  result  of  these  views  is,  that  the  decree  of  the  Su- 
preme Court  of  the  District  must  be  reversed;  that  a  de- 
cree must  be  entered  in  that  court  declaring  Whipple  and 
Dickeraon  to  hold  in  trust  for  the  benefit  of  Ambler  to  the 
extent  of  one-half  the  two  patents  issued  to  them,  men- 
tioned in  the  pleadings  as  95,665  and  102,662 ;  that  an  ac- 
counting he  Jiad  as  to  the  profits  realised  by  thenu  or  either 
of  them^from  the  use  or  sale  or  otherwise^  arising  froin 
said  patents^  and  for  such  other  and  further  proceedings 
as  may  he  in  conformity  to  this  opinion. 

so  Wall.  059. 

3.  Joint  owners  of  patents — mutual  liability  : 

Kinsman  r.  Parkhnrst,  18  How.  289  [6  Am.  &  Eng.   273], 

and  see 
Gayler  r.  Wilder,  10  How.  477  [5  Am.  &  Eng.  188]. 


Patent  in  suit  s 

No.  102,662.  Dickerson  &  Whipple.  May  3,  1870.  Pro- 
cess  and  Apparatus  for  using  Liquid  Fuel  for  Produc- 
ing  Heat  and  Light 
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No.  95,665.     Dickerson,  T.  S.     October  12,  1869.     Manu- 
facture and  Application  of  Gas  from  Petroleum. 


Otheb  Suits  on  Same  Patent  : 
Ambler  v.  Choteau,  1882.     107  U.  S.  586. 


edited  t 

In  Supbkmx  Court  in  : 

Ambler  t?.  Choteau,  1882.     107  U.  S.  586;  Bk.  27,  L.  ed.  322. 
Pearce  v.  Ham,  March,  1885.     118  TJ.  S.  585;  BL  28,  L.  ed.  1067. 
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WILLIAM  SMITH,  APPELLANT,  v.  NATHAN 

NICHOLS.* 

21  WalL  IISMIO.    Oct.  Term,  1874. 

[Bk.  22,  L.  ed.  566.] 

Argued  January  20,  21,  1875.     Decided  February  1,  1875. 

Disclaimer,     Delay  in  filing  disclaimer.     Particular  patent  con- 
strued.    Degree,     Invention.     Patentability,     Improvement 

1.  Where  it  was  objected  that  the  disclaimer  having  been  made  af- 

ter the  filing  of  complainant's  bill,  held  that  on  a  fair  construc- 
tion of  Act  1837,  sees  7  and  0,  the  disclaimers  could  be  made 
as  well  after  as  before  the  commencement  of  the  suit.  It 
would  be  the  duty  of  the  court  to  see  that  the  defendant  was  • 
not  injuriously  surprised  and  to  impose  such  terms  as  right 
and  justice  might  require.  The  question  of  unreasonable  de- 
lay would  be  open  for  the  consideration  of  the  court,  and  the 
complainant  could  recover  no  costs,     (p.  438.) 

2.  Beissued  letters  patent,   No.   3,014,  William  Smith,  June  80, 

1868,  Ck)rded  Elastic  Fabric,  original  patent  No.  0,653,  April 
5,  1853,  construed  in  view  of  the  state  of  the  art  to  be  for 
greater  tightness  of  the  weaving,  a  firmer  grasping  of  the  elas- 
tic cords  by  the  weft  threads  half  around,  above  and  below, 
and  greater  beauty  and  value  of  the  fabric;  held  that  all  the 
particulars  claimed  were  within  the  category  of  degree,  that 
the  patent  was  for  a  better  fabric  and  unpatentable,    (p.  439.) 

8.  A  patentable  invention  is  a  mental  result  It  must  be  new  and 
shown  to  be  of  practical  utility.  Everything  within  the  do- 
main of  the  conception  belongs  to  him  who  conceived  it  (p. 
440.) 

4  A  new  idea  may  be  engrafted  upon  an  old  invention,  be  distinct 
from  the  conception  which  preceded  it,  and  be  an  improve- 
ment    In  such  case  it  is  patentable,     (p.  440.) 

5.  But  a  mere  carrying  forward  or  new  or  more  extended  applica- 
tion of  the  original  thought,  a  change  only  in  form,  propor- 
tions or  degree,  the  substitution  of  equivalents,  doing  Bub- 
*  See  Explanation  of  Notes,  page  III. 
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Btantially  the  same  thing  in  the  same  way  by  substantially  the 
same  means  with  better  resnlts,  is  not  such  invention  as  will 
sustain  a  patent     (p.  440.) 

[Citations  in  opinion  of  the  court :] 

Tuck  v.  Bramhill,  6  Blatchf.  95.    p.  4S9. 

Silsby  V.  Foote,  14  How.  218  [5  Am.  &  Eng.  411].    p.  439. 

Aiken  v.  Dolan,  8  Fish.  197.    p.  439. 

Taylor  v.  Archer,  8  Blatchf.  315.    p.  439. 

Myers  v.  Frame,  8  Blatchf.  446.    p.  439. 

Gruyon  t^.  Serrell,  1  Blatchf.  244.    p.  439. 

Hall  V.  Wiles,  2  Blatchf.  194.    p.  439. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  Massachusetts. 

The  bill  in  this  case  was  filed  by  the  appellant  in  the 
court  below. 

A  decree  of  dismissal  having  been  entered,  the  complain- 
ant took  an  appeal  to  this  court. 

The  case  is  fully  stated  by  the  court. 

The  specifications  and  drawings  of  Smith's  reissued  pat- 
ent are  as  follows : 


WILLIAM  SMITH,  OF  NEW  YORK,  N.  Y. 

Letters  Patent  No.  9,053,  dated  April  5,  1858;  extended  seven 
years;  reissue  No.  2,656,  dated  June  18,  1867;  reissue  No. 
3^014^  dated  Jane  30,  1868. 

Division  B. 

Improvement  in  Corded  Elastic  Fabric. 

The  schedule  referred  to  in  these  Letters  Patent  and  making  part 

of  the  same. 

To  all  to  whom  these  presents  may  come : 

Be  it  known  that  I,  William  Smith,  of  the  city,  county 
and  State  of  New  York,  weaver,  have  invented,  made,  and 
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'S&S^af   L&zj^/^jay. 


A-«^,^^ 


Oct,  1874.]  SMITH  v.  NICHOLS.  429 

Statement  of  the  case. 

applied  to  use,  a  certain  new  and  usefnl  improvement  in 
woven  fabrics ;  and  I  do  hereby  declare  that  tlie  follow- 
ing is  a  full,  clear,  and  exact  description  of  the  same,  re- 
ference being  had  to  the  annexed  drawing,  making  part  of 
this  specification,  wherein — 

Fig.  1  is  a  sectional  elevation  of  the  loom  employed  by 
me. 

Fig.  2  is  a  front  view  of  the  lay. 

Fig.  3  is  a  perspective  view,  illustrating  the  mode  of 
weaving  the  said  improved  fabric. 

The  like  marks  designate  the  same  parts. 

The  object  of  this  invention  is  to  produce  a  fabric  that 
has  a  center  warp  enclosed  above  and  below  by  weft- 
threads  held  in  jJace  by  interlaced  warps. 

The  nature  of  this  division  of  my  said  invention  consists 
in  an  improvement  in  the  woven  fabric  itself,  possessing 
that  character.  I  will,  however,  proceed  to  describe  the 
loom  employed,  and  then  point  out  the  features  which  dis- 
tinguish my  said  fabric  from  others  before  made : 

a  is  the  frame  of  the  loom,  of  any  convenient  form,  car- 
rying the  driving  shaft  b  that  is  moved  by  any  competent 
power. 

c  are  the  connecting-rods  from  cranks  on  the  shaft  b  to 
the  lay  d  that  is  supported  by  and  vibrates  on  a  rock 
shaft,  1. 

2  is  a  warp  roller,  or  its  equivalent,  kept  from  turning 
freely  by  the  friction  of  a  strap,  or  any  usual  means,  so 
that  the  warp  3  is  given  oflf  when  at  the  required  ten- 
sion, as  now  practised. 

The  warp  3  is  to  be  of  India-rubber  strips,  if  the  fabric  is 
to  be  corrugated  and  elastic,  or  this  warp  may  be  cotton  or 
any  fibrous  substance  where  a  thick  qualify  of  goods  is 
required.  This  warp  passes  through  the  stationary  hed- 
dle  4,  and  through  the  reeds  e  in  the  lay,  over  the  breast- 
beam  /,  the  fabric  as  it  is  formed  being  wound  by  any 
usual  means  on  the  roller  g. 

6  is  the  warp  roller,  supplying  the  warp  6  for  the  sheds. 
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The  warp  passes  through  heddles  7  and  8,  and  tlirough  the 
reeds  e^  forming  the  fabric  with  the  warp  3  and  filling,  as 
hereafter  shown. 

The  heddles  7  and  8  are  worked  by  any  competent 
means,  the  one  being  fitted  to  ascend  as  the  other  descends. 
In  the  drawing  these  are  shown  as  connected  by  straps  9, 
over  a  pulley,  10,  the  straps  11  and  12  being  connected 
from  the  under  side  to  treadles,  to  be  worked  by  cams 
from  an  auxiliary  shaft,  or  by  the  feet,  in  the  usual  man- 
ner when  i)Ower  is  not  used. 

The  hiy  itself,  in  front  of  the  reeds  ^,  is  shown  as  formed 
to  receive  two  shuttles  having  a  center  piece,  13,  with  a  rib 
on  each  edge,  an  upper  piece,  14,  and  a  lower  piece,  15,  all 
attached  to  the  body  of  the  lay,  so  as  to  receive  and  sus- 
tain the  shuttles  h  and  i  by  the  ribs  taking  grooves  in  the 
top  and  bottom  of  the  back  edge  of  the  shuttle ;  and  the 
length  of  the  shuttle  being  greater  than  the  width  of  the 
reeds  one  end  enters  the  groove  before  the  opposite  end  is 
disengaged.  The  shuttles  are  propelled  by  means  of  a 
frame,  A:,  with  projections  depending  from  the  same  to 
give  the  blow  and  propulsion  to  the  upper  shuttle,  and  the 
lower  shuttle  is  moved  by  a  similar  frame,  Z,  and  projec- 
tions. 

Fig.  1  shows  a  means  by  which  these  frames  may  be 
moved,  the  ends  of  the  top  and  bottom  being  connected  by 
straps  over  pulleys,  so  that  one  travels  one  way  while  the 
•other  travels  in  the  opposite  direction  ;  and  by  an  ordinary 
picking  motion,  if  in  a  power- loom,  or  the  usual  strap  for 
a  hand-loom,  applied  to  move  either  frame,  the  shuttles 
-are  thrown  in  opposite  directions  through  tlie  sheds  above 
and  below  the  warp  3. 

This  loom  is  especially  intended  for  use  in  weaving  cor- 
rugated elastic  fabrics,  several  pieces  being  woven  at  the 
same  time. 

Instead  of  the  frames  Jc  and  Z,  racks  may  be  used,  that, 
in  their  motion,  rotate  pinion-wheels  fixed  on  the  lay,  that 
take  a  rack  in  the  side  of  each  shuttle,  one  pinion  taking 
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hold  of  one  end  of  the  shuttle  before  it  clears  the  other 
pinion,  thus  drawing  the  shuttle  through  the  shed,  even  if 
the  motion  be  not  sudden  enough  to  throw  the  shuttle,  or 
both  shuttles  may  be  thrown  through  the  sheds  in  the 
same  direction  at  the  same  time. 

The  weft  passes  across,  above  and  below  the  center 
warps  3,  (see  Fig.  3),  and  the  interlocking  of  the  moving 
warps  6  with  such  weft,  presses  said  weft  upon  the  center 
warps.  In  weaving  India-rubber  elastic  goods,  my  loom 
and  mode  of  weaving  are  especially  useful,  and  have  ad- 
vantages over  other  looms,  for  the  following  reasons,  which 
reasons  apply  to  a  certain  extent  to  the  weaving  of  other 
fabrics  than  India-rubber : 

When  a  warp  of  India-rubber  has  been  enclosed  in  a  woven 
fabric,  it  has  been  done  by  one  shuttle  passing  over  and 
depositing  its  filliYig,  the  rubber  then  being  raised,  and  the 
shuttle  passing  beneath  it,  the  warps  and  filling  interlock- 
ing and  forming  two  complete  fabrics,  one  above  and  the 
other  below  the  rubber  cords,  which  fabrics  are  tied  to- 
gether by  binding  warps  that  interlock  between  the  rubber 
cords,  thus  enclosing  them  in  a  woven  pocket.  In  this 
mode  of  weaving,  the  fabric  has  ribs  produced  on  its  sur- 
face, caused  by  the  India-rubber,  in  raising  or  lowering, 
embedding  itself,  leaving  the  India-rubber  thread  loose 
within  the  woven  covering  which  is  raised  on  each  side ; 
but  by  my  arrangement,  the  India-rubber  being  stationary, 
but  a  slight, rib  is  formed  on  the  surface  of  the  goods,  and 
the  rubber  is  compressed  by  the  wefts,  and  is  not  liable  to 
draw  into  the  fabric  at  its  ends  when  said  fabric  is  cut 
crosswise  of  the  rubber. 

I  am  aware  that  prior  to  my  said  invention  corded  fabrics 
were  produced.  In  some  instances,  as  in  Windsor  carpets, 
the  cords  were  introduced  as  an  upper  weft  on  the  upper 
surface  of  a  complete  woven  cloth  as  a  foundation,  the 
figuring- warps  passing  from  the  foundation-cloth  over  each 
cord  and  back  to  the  foundation-cloth.  In  other  instances, 
the  cords  constituted  part  of  the  weft,  with  thread-wefts 
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interposed,  such  cords  being  interwoven  with  the  warp  in 
like  manner  as  the  interposed  weft  threads,  each  warp- 
thread  passing  under  some  of  ihe  cords  and  over  others, 
and  one  warp-thread  passinjj  over  and  tlie  next  one  under 
any  one  of  the  cord-wef  rs.  and  so  on  across  the  entire  width 
of  the  fabric.  In  others  the  cords  were  introduced  as  part 
of  the  warp,  and  with  warp-threads  interposed,  but  in  such 
case  the  cords  were  interwoven  with  the  weft-threads  just 
as  the  interposed  warp  threads,  that  is  to  eay,  each  weft- 
thread  passed  over  some  of  the  cords,  and  in  the  woven 
fabric  tlie  only  thing  which  prevented  the  cords  from  lie- 
ing  crinkled  as  warp-threads  are  crinkled  in  ordinary 
fabrics,  was  tlie  greater  rigidity  of  the  cords. 

In  other  cases,  as  in  the  borders  of  handkerchiefs,  cords 
were  introduced  at  given  distances  apart,  both  as  warp 
and  as  weft,  but  both  being  woven  in  as  ordinary  warp 
and  weft,  aa  above  stated,  the  crinkling  of  both  sets  of 
cords  by  the  interweaving,  being  prevented  only  by  the 
fact  that  the  cords  were  more  rigid  than  the  other  warp 
and  weft  threads;  and  in  other  cases  the  longitudinal 
cords  were  separated  and  enveloped  by  the  interweaving  of 
the  warp-threads  and  weft-threads  between  and  around  the 
cords  in  alternate  strips  of  single  and  of  double  cloth,  as  a 
single  cloth  between  the  cords,  and  as  double  cloth  to  form 
what  may  be  termed  tubes  surrounding  the  cords ;  and 
although  there  was  no  tendency  in  this  to  crinkle  the 
cords,  it  was  defective  for  many  purposes,  .because  the 
warp-threads  and  weft-threads  being  interwoven  into  cloth, 
both  above  and  below  the  cords,  there  was  nothing  to  pre- 
vent the  conis  from  being  pulled  or  working  oat  of  the 
tubes. 

The  features  which  distinguish  my  improved  corded 
fabric  from  all  others  before  known  are  aa  follows,  vi/, : 
Tlie  corda  are  longitndinal,  and  mayl>e  termed  cord -warps. 
They  are  separated  from  each  other  by  the  interweaving  of 
the  warp-tlireads  and  weft-tlireads  in  strips  of  cloth  be- 
tween the  ciinls  only,  :md  not  ov>_t  and  under  the  cords, 
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and  the  cords  are  covered  on  both  surfaces  by  weft-threads 
only.  The  weft- threads  are  not  interwoven  with  the  cords, 
as  in  the  case  of  corded  handkerchiefs,  tending  to  crinkle 
them,  as  above  stated,  but  each  weft-thread  passes  either 
over  or  under  all  the  cords,  instead  of  passing  first  under 
one  cord  and  then  over  the  other,  and  so  on  across  the 
fabric,  and  it  is  interwoven  only  between  the  cords,  and 
only  so  interwoven  with  the  warp- threads. 

The  fabric  being  so  constituted  at  every  part  of  the 
length,  the  cords  are  griped  between  two  weft-threads,  one 
above  and  the  other  below,  which  two  weft-threads  are 
drawn  each  half  way  around  each  one  of  all  the  cords  by 
being  interwoven  with  the  warp-threads  in  the  several 
spaces  between  the  cords. 

In  this  way  the  cords  are  firmly  held  in  the  fabric,  so 
that  they  cannot  work  out,  nor  can  they  be  pulled  out, 
while  at  the  same  time  the  binding  force  by  which  the 
weft-threads  gripe  and  hold  the  cords  does  not  tend  to 
crinkle  them. 

I  am  aware  that  in  an  old  French  work  on  the  weaving 
of  silk  goods,  which  was  printed  in  1778,  a  fabric  is  de- 
scribed in  which  certain  tie-threads  are  interwoven  in  some 
parts  of  the  fabric,  in  substantially  the  same  way  that  my 
elastic  cords  are  interwoven,  but  nothing  of  the  kind  now 
contemplated  by  me  was  then  attempted  or  accomplished. 

Protesting,  therefore,  that  this  is  not  a  reference  suffi- 
cient to  prevent  me  from  obtaining  the  patent  now  sought, 
but  unwilling  to  consume  more  time  at  present  in  contro- 
verting the  point  made  thereon  by  the  Patent  Office,  I 
hereby  disclaim  the  purpose  of  including  all  kinds  of  weav- 
ing of  the  kind  hereinbefore  described,  but  limit  myself  to 
such  fabrics  when  the  "cords"  are  elastic. 

What,  therefore,  I  claim  as  my  invention  in  this  subdi- 
vision of  my  patent,  is — 

The  corded  fabric,  snbstantially  as  hereinbefore  de- 
scribed, in  which  the  cords  are  elastic,  and  are  held  be- 
tween the  upper  and  under  weft-threads,  and  separated 
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from  each  other  by  the  interweaving  of  the  upper  and  un- 
der weft-threads  with  the  warp-threads  in  the  spaces  be- 
tween the  cords,  and  only  there,  substantially  as  above 
shown. 

In  witness  whereof,  I  have  hereunto  set  my  signature, 
this  seventh  day  of  September,  A.  D.  1867. 

WM.  SMITH. 
Witnesses : 

Chas.  H.  Smith, 
Geo.  T.  Pinoknby. 

Messrs.  Charles  Mason  and  T.  A.  Jenckes^for  appellard: 

We  hold  that  the  court  erred  in  holding  that  the  supe- 
riority of  the  fabric  patented  is  due  solely  to  the  greater 
mechanical  skill  employed  in  its  formation  by  which  an 
excellence  in  degree  was  obtained  and  not  one  in  kind. 

The  patent  is  for  a  new  manufacture,  and  if  we  were  to 
concede  that  every  one  of  its  elements  had  been  previously 
known  and  used,  that  fact  would  not  in  the  least  militate 
against  its  validity.  In  Cornish  v.  Keen  (Web.  Pat.  Cas. 
612,  cited  in  Curt,  on  Pats.  102,  note  2)  the  court  among 
other  things  says:  "Perhaps  the  best  definition  of  the 
terra  'manufacture,'  as  the  subject  of  a  patent  would  be, 
any  new  combination  of  old  materials  constituting  a  new 
result,  or  production,  in  the  form  of  a  vendible  article  not 
being  machinery."  Our  fabric,  is  in  that  precise  category, 
although  the  parts  may  all  be  old,  the  patent  will  be  none 
the  less  valid. 

The  admissibility  of  disclaimers  while  the  case  was  pend- 
ing in  the  court  below  may  perhaps  be  called  in  question, 
but  full  authority  for  filing  them  is  explicitly  given  in  the 
7th  and  9th  sections  of  the  Act  of  March  3, 1837.  (Stat,  at 
L.  vol.  5,  p.  193,)  and  in  the  54th  and  60th  sections  of  the 
Act  of  July  8,  1870.  Both  these  statutes  are  in  this  respect 
substantially  the  same. 

The  right  to  limit  a  patent  by  means  of  a  disclaimer  under 
circumstances  entirely  parallel  to  those  which  existed  when 
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these  were  filed,  has  been  sanctioned  by  several  decisions 
in  the  circuit  courts  and  by  at  least  one  decision  of  this 
court. 

Silsby  V.  Foote,  14  How.  220  [5  Am.  &  Eng.  411];  Aiken 
7).  Dolan,  3  Fish,  197;  Tuck  v.  Bramhill,  0  Blatch.  95; 
Taylor  v.  Archer,  8  Blatch.  315;  Meyers  v.  Frame,  8 
Blatch.  446;  Hall  t>.  Wiles,  2  Blatch.  178;  Guyon  v.  Ser- 
rell,  1  Blatch.  245. 

Messrs.  Oeorge  Oifford  and  Benjamin  Dean  for  ap- 
pellees : 

Both  of  the  disclaimers  were  filed  after  this  suit  was 
commenced,  and  while  it  was  pending,  and  are,  therefore, 
the  disclaimers  j^rovided  for  by  the  7th  sec.  of  the  act  of 
1837.  Curt,  on  Pats.  3d  edition,  sec.  268,  and  cases  there 
cited. 

That  section  concludes  with  the  following  proviso,  that 
"no  such  disclaimer  shall  effect  any  action  pending  at  the 
timeof  its  being  filed,  except  so  far  as  may  relate  to  un- 
reasonable neglect  or  delay  in  filing  the  same." 

The  7th  section  of  the  Patent  Act  gives  right  to  a  dis- 
claimer, and  provides  how  it  may  be  made. 

The  9th  section  gives  right  to  recover  for  the  new  part  of 
the  invention  claimed,  whether  a  disclaimer  has  or  has  not 
been  filed,  subject  only  to  unreasonable  neglect  in  dis- 
claiming. 

All  else  which  is  contained  in  these  7th  and  9th  sections 
appertains  to  the  consequences  growing  out  of  the  manner 
of  using  the  disclaimer. 

1st.  If  there  is  no  disclaimer ^^  there  may  be  a  recovery 
for  an  infringement  of  the  claims  which  are  for  the  new 
part  of  the  invention,  but  without  cost. 

2d.  If  there  be  a  disclaimer  before  the  suit  is  brought, 
there  may  be  a  full  recovery,  including  cost. 

3d.  If  there  has  been  a  disclaimer  after  the  commence- 
ment of  the  suit,  the  disclaimer  does  not  aflfect  that  suit, 
but  leaves  it  to  be  proceeded  with  under  the  9th  section, 
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the  same  as  if  no  disclaimer  bad  been  made,  the  9th  section 
depriving  plaintiff  of  the  right  to  cost. 

The  ajipellant  claims  that  bis  patent  has  been  so  modi- 
fied by  disclaimers  that  he  now  has  a  patent  for  grasping 
the  rubber  cords  lietween  pairs  of  weft  threads,  each  ex- 
tending half  way  around  the  rubber  cord. 

If  he  had  such  a  claim  in  his  i>atent  it  would  be  invalid, 
because,  among  other  reasons,  nothing  of  that  kind  is  de- 
scribed as  his  invention. 

The  means  emi>loyed  by  the  prior  manufacturers,  and 
the  means  described  in  the  patent  for  pressing  the  weft 
threads  around  the  rubber  cords  are  exactly  the  same. 

The  degree  of  tightness  and  the  extent  to  which  the  weft 
threads  are  drawn  around  the  rubber  cords  depended  upon 
the  tension  in  the  warp  tlireads,  the  force  with  whicli  the 
reel  acts,  and  the  flexibility  of  the  weft  threads ;  all  of 
which  causes  are  variable. 

All  of  the  old  manufacturers,  whose  testimony  was  taken 
in  this  case,  had  as  good  a  right  as  appellant  to  just  such  a 
patent  as  he  now  claims. 

They  did  the  same  thing  and  employed  the  same  means 
for  doing  it. 

Mr.  Justice  Swatne  (a)  delivered  the  opinion  of  the 
court: 

This  is  an  appeal  in  equity  from  the  Circuit  Court  of  the 
United  States  for  the  District  of  Massachusetts. 

Tlie  bill  is  founded  upon  a  patent,  and  was  filed  by  the 
appellant.  It  charges  infringement.  Its  object  and  prayer 
are  to  have  the  defendant  enjoined  from  infringing  further, 
and  required  to  account  for  the  profits  he  lias  wrongfully 
made. 

The  original  patent  was  issued  lo  the  complainant  on  the 
Bth  of  April,  1853.  On  the  28th  of  March,  1867,  it  was  ex- 
tended for  seven  years.  It  was  subsequently  re-issued  in 
ai  w»u.  lis. 

(o)  Wallace  ioserts, "  stated  the  case  more  particularly  and." 
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three  divisions,  as  follows:  re-issue  No.  2,656,  Jane  18, 
1867,  division  A,  for  improvements  in  weaving ;  re-issue 
^No.  3,014,  June  20,  1868,  division  B,  for  improvements  in 
woven  fabrics ;  and  re-issue  No.  2,844,  January  14,  1868, 
division  C,  for  improvements  in  looms  for  weaving.  Di- 
vision B  is  the  only  one  to  be  considered  in  this  case. 

In  the  specification  the  loom  and  process  for  weaving 
corded  elastic  India-rubber  fabrics  are  described,  and  the 
excellence  of. such  fabric  so  woven,  and  the  i)oints  in  which 
they  are  superior  to  fabrics  not  so  woven,  are  pointed  out 
and  insisted  upon.     The  claim  is  thus  expressed : 

"What,  therefore,  I  claim  as  my  invention  in  this  sub- 
division of  my  patent  is — 

The  corded  fabric,  substantially  as  hereinbefore  de- 
scribed, in  which  the  cords  are  elastic  and  held  between 
the  upper  and  under  weft  threads,  and  separated  from 
each  other  by  the  interweaving  of  the  upper  and  under 
weft  threads  with  the  warp  threads  in  the  spaces  between 
the  cords,  and  only  there,  substantially  as  above  shown." 

This  bill  was  filed  on  the  19th  of  November,  1868. 

On  the  22d  of  January,  1870,  the  complainant  filed  a 
disclaimer  of  any  fabric  in  which  the  warp  and  weft  threads 
are  so  interwoven  between  the  elastic  cords  as  to  form  strips 
of  shirred  cloth  between  and  by  the  contraction  of  the  elastic 
cords — the  warp  threads  in  his  improved  fabric  being,  as  he 
declared, only  interwoven  with  the  weft  threads— for  the  pur- 
pose of  binding  them  tightly  around  the  elastic  cords.  On 
the  27th  of  May,  1872,  he  filed  a  disclaimer  of  "any  fabric 
in  which  the  weft  threads  are  so  interwoven  with  the  warp 
threads  that  the  former  are  not  brought  half  way  around 
each  of  said  cords,  so  as  to  gripe  them  in  such  a  way  as  not 
to  permit  said  elastic  cords  to  slip  between  said  weft 
threads,  in  case  said  cords  are  cut  crosswise  or  bias." 

The  substance  of  the  specification  as  limited  by  the  dis- 
claimers may  be  thus  summarized :  The  elastic  cords  are 
placed  side  by  side,  equidistant  from  each  other.     They 
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are  stretched  several  times  their  normal  length.  In  the 
spaces  between  the  cords  warp  threads  are  placed  parallel 
with  the  cords,  and  of  less  size.  The  cords  remain  station- 
ary. The  warp  threads  are  thrown  open  by  the  machinery 
of  the  loom.  Every  alternate  thread  is  thrown  upwards 
and  the  intermediate  one  downwards.  What  is  termed  a 
''shed"  is  thus  formed  above  the  cords  and  one  under 
them.  Through  each  of  these  sheds  a  weft  thread  is  passed, 
by  means  of  a  shuttle.  One  of  the  shuttles  is  thus  passed 
above  and  the  other  below  all  the  rubber  cords.  After  both 
the  weft  threads  have  been  driven  home  by  the  lathe,  the 
position  of  the  warp  threads  is  inverted  by  the  treadle. 
Sheds  are  thus  formed  on  the  opposite  sides  of  the  cords. 
Weft  threads  are  then  again  passed  across  the  fabric.  TJiis 
process  is  continued  until  the  weaving  is  completed. 

The  weft  threads  form  the  only  covering  on  the  upper 
and  under  side  of  the  cords.  When  their  tension  ceases 
after  the  weaving  is  done  the  cords  contract  in  length  and 
increase  proportionately  in  thickness.  The  weft  threads 
are  necessarily  brought  into  proximity  with  each  other. 
They  partially  imbed  themselves  in  the  cords,  hold  them 
iirmly,  and  prevent  them  from  slipping  back,  if  cut  any- 
where, while  at  the  tension  which  subsisted  when  the  weav- 
ing took .  place.  So  the  weft  threads  cling  tightly  to  the 
rubber  cords  in  every  degree  of  tension  to  which  they  may 
be  subjected.  Each  of  the  former  grasps  firmly  each  of  the 
latter  half  round. 

The  points  with  respect  to  this  litigation,  which  the  com- 
plainant claims  as  covered  by  his  patent,  we  understand, 
are  that  fewer  warp  threads  are  used,  that  the  tightness  of 
the  weaving  is  greater,  that  the  rubber  cords  in  all  stages 
of  tension  are  more  firmly  and  effectually  held  in  his  fab- 
ric than  in  any  which  preceded  it — ^and  especially  the  man- 
ner in  which  the  weft  threads,  one  above  and  the  other  be- 
low, grasp  each  of  the  rubber  cords  half  round. 

It  is  objected  that  the  disclaimers  having  been  made 
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after  the  filing  of  the  complainant's  bill,  cannot  avail  hin% 
in  this  case.  Upon  a  fair  construction  of  the  7th  and  9th 
sections  of  the  act  of  1837,  we  think  they  could  be  made  as 
well  after  as  before  the  commencement  of  the  suit.  It 
would,  in  such  case,  be  the  duty  of  the  court  to  see  that 
the  defendant  was  not  injuriously  surprised,  and  to  impose 
such  terms  as  right  and  justice  might  require.  The  ques- 
tion of  unreasonable  delay  would  be  open  for  the  consider- 
ation of  the  court,  and  the  complainant  could  recover  no 
costs.  We  see  no  reason  for  turning  a  party  out  of  court 
to  renew  the  litigation  after  filing  the  disclaimer,  thus  sub- 
jecting both  parties  to  the  delay  and  expense  which  must 
necessarily  follow,  and  without  any  benefit  to  either.  We 
cannot  believe  such  to  have  been  the  intention  of  Congress, 
Tuck  V.  Bramhill,  6  Blatchf .  104  ;  Silsby  v.  Foote,  14  How. 
220  [6  Am.  &  Eng.  411]  ;  Aikin  v.  Dolan,  3  Fish.  197; 
Taylor  v.  Archer,  8  Blatchf.  315  ;  Myers  v.  Frame,  8  Blatchf. 
446 ;  Guyon  v.  Serrell,  1  Blatchf.  244 ;  Hall  v.  Wiles,  2 
Blatchf.  194. 

The  defense  mainly  relied  upon  is  want  of  novelty  ;  in 
other  words,  the  prior  public  use  of  the  things  pa  tented. 

The  counsel  for  the  appellant  admits  expressly  that  an 
elastic  fabric  with  silk  on  one  side  and  cotton  on  the  other, 
one  woven  with  two  shuttles,  one  woven  with  stationary 
elastic  cords,  and  one  with  elastic  cords  covered  above  and 
below  solely  by  weft  threads,  were  known  and  in  public 
use  by  themselves  separately  before  the  alleged  invention 
of  the  complainant.  It  is  also  admitted  that  suspender 
webbing  of  different  kinds,  some  provided  with  elastic 
cords  having  strips  of  cloth  interwoven  between  them,  and 
another  class  without  the  strips  of  cloth  and  similar  to  the 
complainant's,  "'  Except  that  the  weft  threads  iiipalrs  were 
not  made  to  grasp  the  elastic  cords  in  the  manner  described 
in  the  complainant's  specification,"  also  in  like  manner 
preceded  his  invention.  The  proof  to  the  same  effect,  less 
the  exception  named,  is  voluminous  and  conclusive.     It  is 
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unnecessary  particularly  to  refer  to  it.  The  testimony  is 
equally  full  as  to  webbing  for  shoe  gores.  That,  made  in 
the  same  way  as  the  suspender  webbing,  also  came  into 
public  use  and  was  largely  sold  at  as  early  a  period. 

The  testimony  of  Hotchkiss  establishes  conclusively 
that^also  prior  to  the  defendant's  invention — he  made  and 
sold  suspender  webbing  with  what  were  called  binding 
warps  between  the  rubber  warps,  with  weft  threads  which 
*' Went  over  all  the  rubber  warps,  and  under  all  the  rub- 
ber warps,"  and  that  the  fabric  was  woven  while  the  rub- 
ber cords  were,  in  a  state  of  tension.  He  says,  further,  that 
he  had  never  known  suspender  webbing  made  by  American 
manufacturers  in  any  other  way.  There  is  a  large  mass 
of  other  testimony  relative  to  the  case  in  tliis  aspect,  but 
it  is  deemed  unnecessary  to  pursue  the  subject  further. 

The  evidence  before  us  leaves  to  the  complainant  none  of 
the  particulars  claimed  as  of  his  invention,  except,  perhaps, 
greater  tightness  of  the  weaving,  a  firmer  grasping  of  the 
elastic  cords  by  the  weft  threads  half  round,  above  and  be- 
low, and  greater  beauty  and  value  of  the  fabric.  The  en- 
tire ground  of  the  controversy  between  the  j)arties  is  re- 
duced to  this  narrow  isthmus,  and  the  question  presented 
for  our  determination  is  one  rather  of  law  than  of  fact. 

A  patentable  invention  is  a  mental  result.  It  must  be 
new  and  shown  to  be  of  practical  utility.  Everything 
within  the  domain  of  the  conception  belongs  to  him  who 
conceived  it.  The  machine,  process  or  product  is  but  its 
material  reflex  and  embodiment.  Anew  idea  maybe  in- 
grafted  upon  an  old  invention,  be  distinct  from  the  con- 
ception which  preceded  it,  and  be  an  improvement.  In 
such  case  it  is  patentable.  The  prior  patentee  cannot  use 
it  without  the  consent  of  the  improver,  and  the  latter  can- 
not use  the  original  invention  without  the  consent  of  the 
former.  But  a  mere  carrying  forward  or  new  or  more  ex- 
tended application  of  the  original  thought,  a  change  only 
in  form,  proportions  or  degree,  the  substitution  of  equiva- 
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lents,  doing  substantially  the  same  thing  in  the  same 
way  by  substantially  the  same  means  with  better  re- 
sults, is  not  such  invention  as  will  sustain  a  patent.  These 
rules  apply  alike,  whether  what  preceded  wns  covered  by 
u  patent  or  rested  only  in  public  knowledge  and  use.  In 
neither  case  can  there  be  an  invasion  of  such  domain  and 
an  appropriation  of  anything  found  there.  Tn  one  case 
everything  belongs  to  the  prior  patentee ;  in  the  other  to 
the  public  at  large. 

The  question  before  us  must  be  considered  in  the  light 
of  these  rales.  All  the  particulars  claimed  by  the  com- 
plainant, it'  conceded  to  be  his,  are  within  the  category  of 
degree.  Many  textile  fabrics,  especially  those  of  cotton 
and  wool,  are  constantly  improved.  Sometimes  the  im- 
provement is  due  to  the  skill  of  the  workmen,  and  some- 
times to  the  perfection  of  the  machinery  employed.  The 
results  are  higher  finish,  greater  beauty  of  surface,  and  in- 
creased commercial  value.  A  patent  for  the  better  fabric 
in  such  cases  would,  we  apprehend,  be  unprecedented.  The 
patent  in  the  present  case  rests  upon  no  other  or  better 
foundation. 

T?ie  decree  of  the  Circuit  Court  is  affl/rmed. 
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DENNIS  G.  LITTLEFIELD  and  IRA  JAGGER,  AP- 
PELLANTS  V.  JOHN  S.  PERRY,  TRUSTEE  AND  EX- 
ECUTOR OP  MARY  J.  PERRY,  DECEASED.* 
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Argued  December  10,  11,  14,  1874     Decided  February  8,  1876. 

Assignment  Assignee.  Right  of  action.  Particular  assignment 
construed.  Recording  assignment.  Jurisdiction.  Licensee.  Re- 
issue. Estoppel.  Patentable  improvement  Assignment  of  im- 
perfect invention.  Title.  Assignor  as  infringer.  Profits.  Measure 
of  damages. 

1.  The  power  of  assignmeDt  under  the  statute  has  been  so  con- 

strued by  the  courts  as  to  confine  it  to  the  transfer  of  an  en- 
tire patent,  an  undivided  part  thereof,  or  the  entire  interest  of 
patentee  or  undivided  part  thereof,  within  and  throughout  a 
certain  specified  portion  of  the  United  States,     (p.  455.) 

2.  One  holding  such  assignment  is  an  assignee  within  the  meaning 

of  the  statute,  and  may  prosecute  in  the  Circuit  Court  any 
action  that  may  be  necessary  to  protect  his  rights  under  the 
patent  (p.  455.) 
8.  Where  the  patentee,  Littlefield,  under  letters  patent  relating  to 
stoves,  executed  with  Treadwell  &  Perry  a  '* grant"  and  a 
"  supplemental  agreement "  on  the  same  day,  by  the  former  of 
which,  for  the  consideration  therein  named  and  in  consideration 
of  the  agreements  contained  in  the  supplemental  paper,  he  made 
conveyance  of  an  absolute  interest  in  his  patent  for  a  specified 
territory,  said  deed  being  duly  recorded  in  the  Patent  Office, 
while  in  the  supplemental  agreement  it  was  stipulated  that 
nothing  contained  in  the  grant  should  give  the  grantees  the 
right  to  use  the  principle  of  the  patent  in  furnaces  erected  in 
cellars,  &c.,  which  supplemental  paper  was  never  recorded ; 
heldy  that  the  "  grant "  was  to  be  treated  as  an  assignment,  and 
that  the  assignees  and  those  claiming  under  them  6ould  sue  in 

*See  Explanation  of  Notes,  page  IIL 
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the  Cironit  Court  in  their  own  names  to  prevent  an  infringe- 
ment of  their  rights,     (p.  455.) 

4  An  agreement  to  account  and  pay  a  specified  royalty  contained 
in  an  instrument  of  assignment,  forms  part  of  the  considera- 
tion of  the  assignment,  and  does  not  reduce  the  grantee  to 
the  condition  of  a  licensee,     (p.  456.) 

5.  Neither  does  a  clause  of  forfeiture  for  non- performance  con- 

tained ia  an  assignment,  reduce  the  grantee  to  the  position  of 
a  licensee.  For  the  non-payment  or  other  non- performance 
a  forfeiture  may  be  enforced  as  for  condition  broken,  but  until 
it  is  enforced  the  title  granted  remains  in  the  assignee, 
(p.  456.) 

6.  Where  an  agreement  was  executed  in  two  parts,  one  of  which, 

the  '^  grant "  only  was  recorded,  held  that  the  record  of  the 
grant  alone  furnished  the  strongest  evidence  of  the  intention 
of  the  parties  to  give  efiPect  to  the  two  ins.truments  as  an  as- 
signment    (p.  457.) 

7.  An  action  which  raises  a  question  of  infringement  is  an  action 

arising  under  "  the  law,"  and  one  who  has  the  right  to  sue  for 
the  infringement  may  sue  in  the  Circuit  Court  Such  a  suit 
may  involve  the  construction  of  a  contract  as  well  as  the  pat- 
ent, but  that  will  not  oust  the  court  of  its  jurisdiction.  The 
question  of  infringemenC  raised  in  this  case  confers  juri.sdio- 
tion,  even  if  the  parties  are  not  technical  assignees,     (p.  458.) 

8.  While  a  mere  licensee  cannot,  in  his  own  name,  sue  strangers  who 

infringe,  yet  he  would  be  permitted  in  a  court  of  equity  ta 
bring  suit  against  the  patentee  for  the  infringement  of  the 
rights  secured  to  him  by  his  license,     (p.  459.) 

9.  Certain  agreements  considered,     (p.  459.) 

10.  A  recorded  assignment  of  a  perfected  invention,  made  before  a 
patent  has  issued  carries  with  it  the  patent  when  issued.  Gay>> 
ler  V.  Wilder,  10  How.  477  [5  Am.  &  Eng.  188].     (p.  461.) 

11.  Reissues  are  not  patents  for  new  inventions,  but  amendments 
of  old  patents.  If  a  reissue  is  obtained  with  the  consent  of 
an  assignee,  it  inures  at  once  to  his  benefit ;  if  without,  he 
has  his  election  to  accept  or  reject  it     (p.  462.) 

12.  Patentee  having  agreed  that  his  invention  was  an  improvement 
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upon  SDotber,  and  having  indaced  dflfendante  to  porcliase  by 
reason  of  Uiie  agreement,  cannot  now  deny  it.     (p.  4^2.) 

13.  In  what  an  impro'emenl  upon  an  original  invention  may  con- 

Biai     (p.  40*2.) 

14.  An  assignment  of  an  imperfect  JDvention,  with  all  the  improve- 

ments  upon  it  that  the  inventor  may  make,  is  eqaivalent  in 
equity  to  an  assignment  of  the  perfected  resolts.  In  such 
caae  the  assignees  become  in  equity  the' owners  of  the  patent 
issued  npon  the  invention  when  perfected,  and,  if  the  assignor 
lakes  the  legal  title,  be  holds  it  in  trost  for  them,  and  should 
convey,     (p.  462.) 

15.  In  a  contest  between  an  sssignor  in  oqnity  and  his  assignees  a 
court  of  equity  will  give  the  same  effect  to  an  equitable  title 
that  it  would  to  one  that  was  legal,     (p.  433.) 

16.  Where  it  was  insisted  that  if  plaintiff  claimed  the  benefit  of 

the  last  reissues,  he  could  not  recover  damages  for  infringe- 
ment prior  to  their  date,  held  that  such  reissues  having  been 
made  pendente  lite  that  the  litigation  gathers  to  its  harvest  the 
fruits  of  the  labor  of  defendant  Littlefield  and  his  associates 
during  its  pendency,  their  infringement  having  commenced 
only  Bhortly  before  the  action  was  brought  Held  further  that 
as  Littlefield  held  his  patents  all  the  time  in  trust  for  these  as- 
signees to  the  extent  of  the  territory  they  owned,  he  must  ac- 
count to  them  for  the  profits  he  made  by  the  aalawfnl  use  of 
the  trust  property,     (p.  404. ) 

17.  Profits,  by  what  rule  determined  on  an  accounting  for  dama- 
ges,    (p  40D.) 

18.  Where  the  patented  improvement  formed  a  part  only  of  the 
infringing  stoves  made  by  defendants,  the  inquiry  in  the  ac- 
counting before  a  master  should  have  been  confined  to  an  ac- 
count of  the  profits  received  by  the  defendants  as  the  direct 
result  of  the  improper  use  of  the  improvements,  and  could 
not  inolnde  all  the  profits  received  from  the  manufacture  of 
the  stoves  embracing  snch  improvementa     (p,46&.) 

19.  In  cases  of  infringement  the  profits  actually  realized  without 

interest,  are  usually  the  measure  of  unliquidated  damages. 
Circumstances,  may,  however,  arise  which  would  justify  the 
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addition  of  inierest,  in  order  to  give  complete  indemnity  for 
losses  sustained  by  wilful  infringements,     (p.  466.) 

[Citations  in  opinion  of  the  court :] 

Gayler  v.  Wilder,  10  How.  477  [6  Am.  &  Eng.  188],    p.  461. 
Mowry  v.  Whitney,  14  Wall.  620  [p.  1,  ante^.    p.  466. 

Appeal  from  the  Circuit  Court  of  the  United  States  fop 
the  Northern  District  of  New  York. 

The  bill  in  this  case  was  filed  in  the  court  below,  by  the 
appellee's  testator,  for  an  injunction  against  the  infringe- 
ment of  a  certain  patent  and  for  an  account.  A  decree 
having  been  entered  in  favor  of  the  complainant,  the  re- 
spondents took  an  appeal-  to  this  court. 

The  parties  were  all  citizens  of  New  York.  A  patent 
was  issued  to  Littlefield  in  1851,  for  an  improvement  in 
cooking  stoves,  to  secure  economy  of  fuel.  An  application 
was  made  by  him  in  1852  for  a  patent  upon  a  further  im- 
provement ;  and  in  1853  he  made  a  transfer  to  Treadwell  & 
Perry  of  all  the  right,  title  and  interest  which  he  then  had, 
or  might  thereafter  have,  *'  In  or  to  the  aforesaid  inven- 
tions, improvements  and  patent,  or  the  patent  or  patents 
that  may  be  granted  for  said  invention  or  any  improvement 
therein,  and  on  any  extension  or  extensions,  etc." 

The  complainant  claimed  to  have  acquired  by  various  as- 
signments the  interest  of  Treadwell  &  Perry,  and  alleged 
that  in  defiance  of  her  said  rights,  the  respondents,  the 
said  patentee  Littlefield  and  another,  were  manufacturi'ng 
and  selling  within  said  territory  of  New  York  and  Con- 
necticut, stoves  covered  by  said  patent. 

The  case  is  further  stated  by  the  court. 

Messrs.  E.  JR.  Hoar  and  H.  E.  Sickles^  for  appellants : 
Jurisdiction  in  equity  cases  is  conferred  by  §  17  of  the 
Act  of  1836,  ''in  cases  arising  under  any  law  of  the  United 
States  granting  or  confirming  to  inventors  the  exclusive 
right  to  their  inventions  or  discoveries,"  to  prevent  the  vio- 
lation of  rights  secured  by  any  law  of  the  United  States. 
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It  has  jnrisdiction  in  no  other  cases.  ''  Whenever  a  con- 
tract is  made  in  reference  to  patent  rights,  which  is  not 
provided  for  or  regulated  by  Congress,  the  parties,  if  a 
dispute  arise,  stand  upon  the  same  ground  as  other  liti- 
gants." 

Wilson  p.  Sandford,  10  How.  99  [5  Am.  Eng.  122]. 

The  only  exclusive  rights  recognized  and  secured  by  those 
laws,  aside  from  the  rights  of  the  patentees,  are  those  of 
assignees  of  the  whole  interest  or  an  undivided  part  thereof, 
and  of  grantees  of  an  exclusive  right  to  the  thing  patented 
within  any  specified  part  of  the  United  States.  (Act  of 
1836,  chap.  356,  §§  11,  14). 

Prior  to  the  Act  of  1836,  a  grantee  of  a  particular  district 
could  not  maintain  an  action  on  the  patent  in  his  own 
name. 

Tyler  v.  Tuel,  0  Cranch,  324  [4  Am.  &Eng.  1].  That  act 
"renders  the  monopoly  capable  of  subdivision  in  the  cate- 
gory of  its  localit}',  but  in  no  other  way." 

Blanchard  v,  Eldridge,  1  Wall.  Jr.  337. 

To  maintain  an  action  for  the  infringement  of  a  patent 
right,  the  X)laintiff  must  be  the  patentee  or  the  assignee  of 
the  entire  invention  protected  by  the  patent,  or  of  an  un- 
divided interest  therein,  or  he  must  be  the  grantee  of  an 
exclusive  sectional  interest  in  the  entire  monopoly  to  the 
exclusion  of  the  patentee  himself,  for  a  specified  part  or 
I)ortion  of  the  United  States. 

Gay  lor  v.  Wilder,  10  How.  477  [6  Am.  &  •Eng.  188]; 
Potter  V.  Holland,  1  Fish.  827,  4  Blatch.  206 ;  Washing 
Machine  Co.  v.  Earle,  2  Fish.  205. 

To  maintain  an  action  in  equity  between  citizens  of  the 
same  State,  the  complainant  must  show  a  legal  title  recog- 
nized by  the  laws  of  the  United  States  (/.  e.  as  patentee 
assignee  or  grantee),  or  at  least  such  an  equitable  title  as 
entitles  him  to  a  conveyance  of  one  of  the  recognized  legal 
interests. 

Park  V.  Little,  3  Wash.   196;   Nesmith  v.  Calvert,  1 
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Wood.  &  M.  84 ;  Brown  v.  Shannon,  20  How.  55  [6  Am.  & 
Eng.  354.] 

The  contract  between  the  parties  (executed  in  two  pnrrs, 
but  both  executed  at  the  same  time,  ayd  each  refeiring  to 
the  other,  and  so  constituting  but  one  contract),  did  not 
vest  in  ''Tread well  &  Perry"  any  exclusive  riglit  in,  or 
legal  title  to,  any  patent  or  invention,  nor  did  it  confer  any 
right  that  is  recognized  by  the  laws  of  the.  United  States : 
Because  it  expressly  excepted  and  reserved  to  the  patentee 
the  right  to  the  use  of  the  inventions  in  their  application 
to  a  particular  class  of  furnaces  :  Because  it  is  expressly 
stipulated  in  the  contmct  that  pat.entee  shnll  sue  all  in- 
fringers "in  his  own  name,"  clearly  showing  the  intent 
of  the  patentee  to  retain  the  control  of  the  patents :  Be- 
cause, by  the  contract,  the  patentee  reserved  a  premium  or 
royalty  of  fifty  cents  on  each  stove  to  be  manufactured  by 
Tread  well  &  Perry :  Because  the  said  Treadwell  &  Perry 
were  required  to  account  to  the  patentee  in  a  particular 
manner  for  all  stoves  made  and  sold  by  them  :  Because  in 
said  contract  there  was  a  provision  by  which  the  same 
might  become  ''inoperative  and  void,  and  all  the  rights 
and  interests  herein  and  hereby  conveyed"  were  to  "re- 
vert" to  the  patentee,  in  the  event  that  Treadwell  &  Perry 
neglected  and  refused  to  make  and  sell  the  stoves  therein 
mentioned.  These  exceptions,  reservations  and  conditions 
constituted  Treadwell  &  Perry  licensees  merely. 

See  Gayler  v.  Wilder,  10  How.  477  [5  Am.  &  Eng.  188] ; 
Potter  z?.  Holland,  1  Pish.  327;  Blanchard  v.  Eldridge,  1 
Wall.  Jr.  337 ;  Armstrong  v.  Hanlenbeck,  3  N.  Y.  Leg. 
Obs.  45 ;  Goodyear  v.  Rubber  Co.,  3  Blatch.  449. 

Again,  conceding  complainants'  claim  to  the  original  ^ 
patents  and  the  reissues  ;  they  are  one  and  all  for  improve- 
ments, not  for  original  devices.  There  is  a  marked  dis- 
tinction in  cases  of  alleged  infringement  upon  original  de- 
vices where  the  infringement  is  claimed  to  be  upon  an  im- 
provement. 

"  While  a  patentee  of  an  original  device  or  machine  may 
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treat  as  infringers  all  who  make  machines  operating  on  the 
same  principles  and  performing  the  same  functions  by 
analogous  means  or  equivalent  combinations,  even  though 
the  infringing  machine  may  be  an  improvement  of  the 
original,  and  patentable  as  such.  But  if  the  invention 
claimed  be  itself  an  improvement  on  a  known  machine,  by 
a  mere  change  of  form  or  combination  of  parts,  the  pat- 
entee cannot  treat  another  as  an  infringer  who  has  im- 
proved the  original  machine  by  use  of  a  different  form  or 
combination  performing  the  same  functions."  McCormick 
V.  Talcott,  20  How.  402  [6  Am.  &  Eng.  410]. 

This  is  because  the  latter  form  and  combinations  are  con- 
sidered as  improvements  upon  the  original  machines,  not 
as  improvements  upon  the  improvements.  If  this  contract 
is  held  to  be  an  equitable  transfer  of  all  improvements  upon 
the  improvements  specified,  it  does  not  convey  all  improve- 
ments upon  the  original  device ;  and  by  manufacturing 
such  improvements  we  were  not  liable. 

Complainant  having,  elected  to  accept  and  claim  under 
the  last  reissues  of  the  patent  of  1864,  which  were  granted 
in  November,  1864,  he  extinguished,  and  canceled  all 
claims  for  infringement  of  the  original  and  prior  reissued 
patents.     Moffitt  v.  Garr,  1  Black,  273  [7  Am.  &  Eng.  111]. 

The  stoves  which  are  claimed  to  be  infringements  con- 
tain comparatively  little  of  the  invention  covered  by  the 
patents  of  1854,  or  its  reissues,  and  certainly  none  of  the 
inventions  secured  by  the  patent  of  1851  ;  and  yet  defend- 
ants are  required  to  pay  all  the  profits  made  upon  the 
whole  of  these  stoves.  We  submit  allowance  should  have 
been  made,  at  least,  for  the  portions  not  patented ;  that 
the  measure  of  damages  is  not  the  profit  made  upon  a  whole 
stove,  but  the  enhanced  value  in  consequence  of  the  im- 
provements.    Mowryz?.  Whitney,  14  Wall.  620  [p.  1  ante], 

A  court  of  equity  can  award  only  actual  damages,  it  can- 
not be  turned  info  an  instrument  for  punishment.  Liv- 
ingston V.  Woodworth,  15  How.  559  [6  Am.  &  Eng.  167]. 

We  submit  that  interest  should  not  have  been  added. 
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Silsby  V.  Foote,  20  How.  378  [6  Am.  &  Eng.  392] ;  Mowry 
V.  Whitney,  14  Wall.  620  [p.  1  ante]. 

Messrs.  E,  W.  Stougliton  and  John  H.  Reynolds^  for 
appellee : 

The  assignment  or  transfer  of  a  patent  or  of  an  invention 
before  a  patent  is  issued,  may  be  lawfully  made,  and  the 
monopoly  is  thereby  vested  in  the  assignee  X)V  grantee,  and 
if  of  an  invention  before  the  patent  issued,  no  new  transfer 
is  necessary,  as  the  property  vests  in  the  assignee  or  grantee 
by  operation  of  law,  and  the  patentee  or  inventor  is  estop- 
ped from  setting  up  any  adverse  title.  Gayler  v.  Wilder, 
10  How.  477  [5  Am.  &  Eng.  188]  ;  Herbert  v.  Adams,  4 
Mass.  15 ;  Rathbone  v,  Orr,  5  McLean,  131. 

Assuming,  as  we  properly  may,  tliat  the  contract  of  April 
6th,  1863,  transferred  to  Treadwell  &  Perry  the  invention 
secured  by  the  patent  of  January  24,  1864,  and  that  all  the 
subsequent  reissues  and  patents  were  only  improvements 
thereon,  it  would  be  difficult  to  suggest  any  reason  why 
the  complainant  was  not  entitled  to  the  relief  awarded  in 
the  court  below,  nor  can  the  defendants  deny  the  validity 
of  any  of  the  original  patents  or  reissues,  transferred  by 
the  agreement  of  April  6th,  1853.  The  only  question  is 
who  has  the  legal  or  equitable  right ;  for  the  fact  of  in- 
fringement ui)on  the  pleadings  and  evidence  is  too  plain  for 
argument. 

For  an  infringement  of  the  exclusive  right,  conveyed  by 
Littlefield  to  Treadwell  &  Perry,  an  action  at  law  or  suit 
in  equity  may  be  maintained  against  the  patentee  or  any 
third  person.  Wilson  v,  Rousseau,  4  How.  646  [4  Am.  & 
Eng.  483];  Ogle  v.  Edge,  4  Wash.  584;  Curtis  on  Pats., 
sees.  316,  317,  318 ;  Suydam  v.  Day,  2  Blatch.  20. 

The  master  heard  testimony  as  to  the  actual  cost  of  man- 
ufacturing the  stoves  in  question  and  the  profits  made 
thereupon.  No  proofs  on  the  subject  were,  however,  in- 
troduced on  behalf  of  the  defendants,  although  they  were 
both  sworn  and  very  fully  examined  by  the  complainant ; 


454  UTTLEFIELD  v.  PERKY.  [Sup.  Ct 

OplDlon  of  tba  courL 

and  were  cross-examined  at  great  length  on  llieir  own  be- 
half. On  thia  testimony  alone,  indejiendentof  results  pro- 
duced by  an  examination  of  the  defendants'  books,  it  ap- 
peared that  the  profits  made  by  them  on  thestoves  in  ques- 
tion, after  deductingallpropercharges,  nmonnted  to  nearly 
sixty-eight  thousand  dollars.  But  it  was  more  especially 
to  the  books  of  tlie  defendants,  that  resort  was  had  by  the 
master  upon  which  to  found  his  report.  The  accuracy  of 
the  resalts  deduced  from  them  is  not  disputed.  They  show 
a  net  protit  of  the  entire  business  of  the  defendants,  from 
June  1,  1862,  to  July  25,  1865,  of  $84,813.96.  The  sales  of 
the  stoves  in  question  were  74  per  cent,  and  a  fraclion  of 
all  sales  made  in  their  entire  business  ;  and,  therefore,  the 
proportion  of  profits  only  assignable  to  tlieir  unlawful  busi- 
ness, upon  the  authority  of  the  case  of  Goodyear  v.  Provi- 
dence Rubber  Co.,  9  Wall.  788  [7  Am.  &  Eng.  150],  was 
about  three-fourths  of  the  entire  profits  made,  or  about 
$63,000  instead  of  $52,747.82,  as  found  by  the  master,  he 
having  made  his  report  before  the  case  referred  to  was  re- 
ported. 

Mr.  Chief  Justice  Waite  delivered  the  opinion  of  the 
court ;  * 

We  are  met  at  the  outset  of  this  case  with  a  question  of 
jarisdiction.  All  the  parties,  plaintiff  as  well  as  defend- 
ant, are  citizens  of  the  State  of  New  York.  The  power  of 
the  Circuit  Court,  therefore,  to  entertain  the' cause,  if  it 
exists  at  all,  must  be  found  in  the  juiisdictiort  conferred 
by  the  patent  laws. 

The  suit  is  in  equity  against  a  patentee  by  one  wlio 
claims  to  be  his  assignee,  to  i-estrain  him  from  infringing 
upon  rights  under  his  patent,  wliich  are  alleged  lo  have 
been  assigned.  The  Circuit  Court  has  jurisdiction  of  all 
suits  arising  under  the  patent  laws,  and  has  power,  upon  a 
bill  in  equity  filed  by  a  party  aggrieved,  to  grant  injunc- 
tions, according  to  the  coarse  and  principles  of  courts  of 

«  W»ll.  *18. 
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equity,  to  prevent  the  violation  of  any  right  secured  by 
patent.  Every  patent,  or  any  interest  therein,  is  by  stat- 
ute made  assignable  by  an  instrument  in  writing,  and  the 
patentee  or  bis  assignee  may,  in  like  manner,  grant  and 
convey  an  exclusive  right  under  his  patent  throughout  any. 
specified  part  of  the  United  States.  All  such  assignments 
must  be  recorded  in  the  Patent  OflSce  within  three  months 
from  the  time  of  their  execution.  This  power  of  assign- 
ment has  been  so  construed  by  the  courts  as  to  confine  it  to 
the  transfer  of  an  entire  patent,  and  undivided  part  there- 
of, or  the  entire  interest  of  the  patentee  or  undivided  part 
thereof,  within  and  throughout  a  certain  specified  portion 
of  the  United  States.  One  holding  such  an  assignment  is 
an  assignee  within  the  meaning  of  the  statute,  and  may 
prosecute  in  the  Circuit  Court  any  action  that  may  be 
necessary  for  the  protection  of  his  rights  under  the  patent. 

The  title  of  the  complainant  in  this  case  grows  out  of 
what  is  termed  in  the  answers  ''a  grant  and  supplementary 
agreement,"  executed  in  *'two  parts,"  between  Littlefield, 
the  patentee,  and  Treadwell  &  Perry.  The  *'grant"  is 
one  of  the  parts,  and  the  ** supplementary  agreement" 
the  other.  The  grant,  taken  by  itself,  contains,  in  most 
unmistakable  language,  an  absolute  conveyance  by  the 
patentee  of  his  patent  and  inventions  described,  and  all 
improvements  thereon,  within  and  throughout  the  States 
of  New  York  and  Connecticut,  and  an  agreement  by  the 
assignees  to  pay  a  royalty  on  all  patented  articles  sold, 
with  a  clause  of  forfeiture  in  case  of  non-payment  or  neg- 
lect, after  due  notice,  to  make  and  sell  the  patented  ar- 
ticles to  the  extent  of  a  reasonable  demand  therefor.  This 
grant  was  duly  recorded  in  the  Patent  Office  six  days  after 
its  execution. 

The  supplementary  agreement  was  never  recorded.  It 
contained,  among  other  things,  a  stipulation  to  the  effect 
that  nothing  in  the  assignment  should  give  to  Treadwell  & 
Perry  the  right  to  use  or  apply  the  principle  of  the  patent 

Si  WaU.  910. 
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to  furnaces  erected  in  cellars  or  basements  of  hooses  for 
the  purpose  of  Iieating  several  rooms,  it  being  the  inten- 
tion of  the  patentee  to  reserve  that  to  himself.  Italso  con- 
tained certain  other  stipulations  between  the  parties,  in- 
tended for  the  protection  of  their  respective  rights  and  the 
regulation  of  their  conduct  under  the  assignment.  Tlie 
defendants  now  contend  that  by  reason  of  this  reservation, 
and  these  several  stipulations,  the  title  of  Treadwell  & 
Perry,  under  the  grant,  has  been  reduced  from  that  of  as- 
signees to  mere  licensees. 

Undoubtedly,  for  the  purpose  of  ascertaining' the  inten- 
'  tion  of  the  parties  in  making  their  contract,  the  two  in- 
struments, executed  as  they  were  at  the  siime  time,  and 
each  referring  to  tlie  other,  are  to  be  construed  together. 
IE,  when  so  construed,  they  shall  be  found  to  convey  to  the 
assignees  tbe  title  to  the  patent  and  inventions  and  grant  a 
license  back  from  the  assignees  to  the  patentee,  of  the  right 
to  use  the  patent  and  its  principle  in  the  manufacture  of 
the  designated  furnaces,  the  Circuit  Court  had  jurisdiction 
of  tlie  cause. 

When  the  "grant"  was  placed  on  record,  Treadwell  & 
Perry  became  the  apparent  owners  of  the  entire  patentand 
invenfions  tliroughout  the  specified  territory.  Neither  the 
agreement  to  account  and  pay  the  royalty  nor  the  clause  of 
forfeiture  for  non- performance  contained  in  that  instru- 
ment reduced  them  to  the  position  of  licensees.  Tlieagree- 
ment  to  account  and  pay  formed  part  of  the  consideration 
of  the  assignment  and  was  in  effect  an  agreement  to  pay  at 
a,  future  time  a  sum  to  be  determined  by  the  number  of 
articles  made  and  sold.  For  the  non-payment  or  other 
non -performance  a  forfeiture  might  be  enforced  as  for  con- 
dition broken,  but  until  it  was  enforced  tbe  title  granted 
remained  in  the  assignees. 

The  supplementary  agreement  contained  a  provision  that 
Littlefield  should  sue  infringers  "  in  his  own  name  or 
otherwise,"  and  also  defend  all  suits  against  Tread^'ell  & 
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PeiTy  for  alleged  infringements  of  other  patents  by  the  use 
of  his,  and  this  it  is  alleged  is  evidence  of  the  intention  of 
the  parties  to  make  the  grant  effective  only  as  a  license. 
It  needs  only  a  slight  examination  of  that  clause  in  the 
contract,  however,  to  become  satisfied  that  it  was  intended 
only  as  a  provision  for  placing  on  Littlefield  the  costs  and 
expenses  of  all  such  litigation,  as  well  as  all  damages  for 
infringements  growing  out  of  the  use  of  the  inventions  by 
the  assignees.  The  suits  were  to  be  prosecuted  in  his  name, 
or  otherwise,  as  circumstances  should  require,  and  he  was 
to  be  at  all  the  costs  and  expense  of  maintaining  his  i)at- 
ents.    That  is  the  extent  of  the  provision. 

Upon  the  argument,  the  reservation  of  the  right  to  use 
the  principle  of  the  patent  and  inventions  iii  the  manufac- 
ture of  furnaces  seemed  to  be  relied  npon  with  more  confi- 
dence as  establishing  this  claim  on  the  part  of  the  defend- 
ants. All  agree  that  the  intention  of  the  parties,  when  as- 
certained by  an  examination  of  both  the  instruments,  must 
govern  in  this  action  where  only  the  parties  themselves  are 
interested.  There  are  no  intervening  innocent  third  per- 
sons. Jagger,  the  partner  of  Littlefield,  who  is  co-defend- 
ant with  him,  is  charged  with  full  notice  of  the  rights  of 
Treadwell  &  Perry,  and  others  claiming  under  them. 

It  is  a  significant  fact  thart  the  agreement  was  executed 
in  two  parts.  Ordinarily  the  whole  of  such  a  contract  is 
embodied  in  a  single  instrument.  Another  important  fact 
is,  that  the  only  one  of  the  parts  is  recorded,  and  that  the 
one  which,  taken  by  itself,  places  the  title  in  Treadwell  & 
Perry.  The  record  is  intended  for  the  benefit  of  the  pub- 
lic. Bona  fide  purchasers  look  to  it  for  their  protection. 
The  record  of  the  grant  alone,  therefore,  furnishes  the 
strongest  evidence  of  the  intention  of  the  parties  to  give 
effect  to  the  two  instruments  as  an  assignment.  It  is  true 
that  in  the  recorded  part  reference  is  made  to  the  other,  but 
the  manner  of  the  reference  is  not  snch  as  to  indicate 
that  the  unrecorded  part  contained  anything  to  defeat  the 
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title  granted  by  that  which  was  recordecl.  The  language 
is,  *'ln  consideration  of  $1,  and  of  the  agreements  herein 
contained  on  the  part  of  the  parties  of  the  second  part,  and 
of  the  agreements  contained  in  a  certain  agreement  this 
day  executed  between  the  parties  hereto,  and  bearing  even 
date  herewith,  hath,  and  by  these  presents  doth  assign, 
etc."  And  again ;  **  It  is  expressly  understood  and  agreed 
between  the  said  parties  that  in  case  said  party  of  the  first 
part  shall  well  and  faithfully  keep  and  ^perform  all  the 
agreements  herein,  and  in  the  aforesaid  agreement  bearing 
even  date  herewith  contained,  and  said  parties  of  the  sec- 
ond part  shall,  etc.,  neglect,  etc.,  that  this  assignment  and 
transfer  shall  thereafter  be  void  and  of  no  effect,  etc.  This 
is  undoubtedly  sufficient  to  charge  purchasers  with  notice 
of  the  execution  of  the  supplementary  agreement,  and 
possibly  of  its  provisions,  but  it  falls  far  short  of  indicat- 
ing an  intention  of  the  parties,  by  anything  contained  in 
the  unrecorded  instrument,  to  limit  or  defeat  the  assign- 
ment made  in  consideration  of  it.  The  most  that  can  be 
inferred  from  such  language  is,  that  the  i)arties  had  stipu- 
lated between  themselves,  not  as  to  the  legal  effect  of  the 
recorded  instrument,  but  as  to  their  obligations  or  equitable 
rights  under  it.  We  think,  therefore,  that  Treadwell  & 
Perry  were  the  assignees  of  Littlefield  within  the  meaning 
of  the  patent  laws,  and  that  they  and  those  claiming  under 
them  may  sue  in  the  Circuit  Courts  to  prevent  an  infringe- 
ment upon  their  rights. 

But  even  if  they  are  not  technically  assignees,  we  think 
this  action  is,  nevertheless,  maintainable.  They  certainly 
had  the  exclusive  right  to  the  use  of  the  patent  for  certain 
purposes  within  their  territory.  They  thus  held  a  right 
under  the  patent.  The  claim  is  that  this  right  has  been  in- 
fringed. To  determine  the  suit,  therefore,  it  is  necessary 
to  inquire  whether  there  has  been  an  infringement,  and  that 
involves  a  construction  of  the  patents.  The  Act  of  Con- 
gress provides  '*That  all  actions,  suits,  controversies  and 
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cases  arising  under  any  law  of  the  United  States  granting 
or  confirming  to  inventors  the  exclusive  right  to  their  in- 
ventions or  discoveries  shall  be  originally  cognizable,  as 
well  in  equity  as  at  law,  in  the  Circuit  Courts,  etc."  An 
action  which  raises  a  question  of  infringement  is  an  action 
arising  "  under  the  law,"  and  one  who  has  the  right  to  sue 
for  the  infringement  may  sue  in  the  Circuit  Court.  Such  a 
suit  may  involve  the  construction  of  a  contract  as  well  as 
thepatent,  but  that  will  not  oust  the  court  of  its  jurisdic- 
tion. If  the  patent  is  involved  it  carries  with  it  the  whole 
case. 

A  mere  licensee  cannot  sue  strangers  who  infringe.  In 
such  case  redress  is  obtained  through  or  in  the  name  of  the 
patentee  or  his  assignee.  Here,  however,  the  patentee 
is  the  infringer,  and  as  he  cannot  sue  himself,  the  licensee 
is  powerless,  so  far  as  the  courts  of  the  United  States  are 
concerned,  unless  he  can  sue  in  his  own  name.  A  court  of 
equity  looks  to  substance  rather  than  form.  When  it  has 
jurisdiction  of  parties  it  grants  the  appropriate  relief  with- 
out regard  to  whether  they  come  as  plaintiff  or  defendant. 
In  this  case  the  person  who  should  have  protected  the  plain- 
tiff against  all  infringements  has  become  himself  the  in- 
fringer. He  held  the  legal  title  to  his  patent  in  trust  for  his 
licensees.  He  has  been  faithless  to  his  trust,  and  courts  of 
equity  are  always  open  for  the  redress  of  such  a  wrong. 
This  wrong  Is  an  Infringement.  Its  redress  involves  a  suit, 
therefore,  arising  under  the  patent  laws,  and  of  that  suit 
the  Circuit  Court  has  jurisdiction. 

It  is  next  asserted  that  the  complainant  has  not  by  his 
proof  shown  himself  to  be  the  assignee  of  Tread  well  & 
Perry.  They,  on  the  26th  of  March.  1862,  assigned  all 
their  interest  to  George  W.  Sterling.  He  became  dissatis- 
fied with  his  purchase  and,  by  agreement  of  parties,  the 
sale  was  canceled,  he  giving  effect  to  the  cancellation  by 
executing  a  reassignment  to  Treadwell  &  Perry,  bearing 
date  June  2,  1862.     Under  date  of  April  7,  1862,  Treadweil 
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&  Perry  executed  another  assignment  to  one  Dickey.  Both 
the  reassignment  from  Sterling  and  the  assignment  to 
Dickev  were  left  at  the  Patent  Office  for  record  on  the  26th 
June,  1862,  and  on  the  2d  July,  Dickey  assigned  to  Mary 
J.  Perry,  in  whose  name  the  suit  was  commenced. 

It  is  now  claimed  that  this  proof  shows  title  in  Treadwell 
&  Perry,  inasmuch  as  Sterling  reassigned  to  them  after  they 
had  assigned  to  Dickey.  Mrs.  Perry  was  the  wife  of  John 
S.  Perry,  one  of  the  firm,  and  he  is  now  a  party  to  the  suit, 
having  upon  her  death  succeeded  to  all  her  rights,  as  trus- 
tee under  her  will.  Treadwell,  the  other  member  of  the 
firm,  has  been  several  times  in  the  progress  of  the  cause  ex- 
amined as  a  witness,  and  has  testified  that  Dickey  became 
the  owner  of  the  patents  under  a  transfer  to  which  he  con- 
sented. It  is  clear,  therefore,  that  Mrs.  Perry  at  the  com- 
mencement of  the  action  was  in  equity,  if  not  in  law,  the 
owner  of  whatever  had  been  assigned  by  Littlefield,  and 
that  if  Treadwell  &  Perry  had  the  legal  title,  they  held  it 
in  trust  for  her,  and  will  be  estopped  by  a  decree  in  her 
favor  from  setting  up  as  against  Littlefield  any  beneficial 
interest  under  it.  At  an  earlier  stage  of  the  proceedings  it 
might  have  been  proper  to  make  Treadwell  a  party,  but 
upon  the  case  as  it  now  stands  no  possible  harm  can  result* 
to  the  defendants  from  a  decree  against  them  in  his  ab- 
sence. 

This  brings  us  to  a  cx)nsideration  of  the  merits  of  the  case. 
On  the  15th  April,  1861,  a  patent  was  issued  to  Little- 
field  for  a  certain  improvement  in  cooking  stoves,  and  on 
the  30th  December,  1852,  he  filed  in  the  Patent  Office  his 
application  for  another  improvement  in  stoves,  devised 
"  For  the  purpose  of  economizing  and  burning  the  gases 
generated  by  the  combustion  of  anthracite  coals."  On  the 
6th  April,  1853,  he  executed  the  grant  and  supplemen- 
tary agreement  already  referred  to.  In  the  grant,  after  re- 
citing that  he  held  a  patent  bearing  date  April  16,  1861, 
**Por  a  coal  burner  so  constructed  as  to  produce  combus- 
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tion  of  the  inflaminable  gases  of  anthracite  coals,"  and 
that  he  had  ^'made  application  to  the  Patent  Office  at 
Washington  for  letters  patent  securing  to  him  a  certain  im- 
provement in  the  invention  so  as  aforesaid  patented  to  him," 
and  that  such  application  was  then  pending,  he  proceeded 
to  assign  all  the  right,  title  and  interest  which  he  then 
had,  or  might  thereafter  liave,  ''In  or  to  the  aforesaid  in- 
ventions, improvement  and  patent,  or  the  patent  or  pat- 
ents that  may  be  granted  for  said  inventions  or  any  im- 
provement therein,  and  on  any  extension  or  extensions 
thereof,  within  and  throughout  the  district,  etc.,  for  and 
during  the  term  for  which  tbe  aforesaid  letters  patent 
were  granted,  and  the  terms  for  which  any  patent  for  the 
aforesaid  improvement  or  any  improvement  or  improve- 
ments thereof  may  be  granted,  etc."  The  application  of 
December  30,  1852,  was  rejected  at  the  Patent  Office,  and 
finally  withdrawn  by  Littlefield  on  the  22d  day  of  July, 
1853,  he  at  the  same  time  filing  another  application  for  '^a 
new  and  useful  improvement  in  stoves,"  so  devised  as  ''  to 
burn  the  gaseous  or  more  inflammable  elements  of  the  coal 
in  contact  with  its  more  refactory  portions,  and  thus  se- 
cure a  complete  combustion  of  them  both."  Upon  this 
application  a  patent  was  issued  January  20,  1864.  All  the 
patents  outstanding,  and  the  subject  of  this  controversy, 
are  admitted  to  be  reissues  of  this  or  improvements  upon 
it.  Littlefield  and  his  co-defendant  do  not  deny  that  they 
have  used  the  patents  issued  after  January,  1864,  and  if 
the  title  to  them  passed  under  the  assignment  of  April, 
1853,  it  is  admitted  that  such  use  is  an  infringement  and 
that  the  complainant  is  entitled  to  a  decree.  The  simple 
q^estion,  then,  presented  for  our  consideration  is  as  to  the 
effect  to  be  given  to  this  assignment. 

It  is  well  settled  that  a  recorded  assignment  of  a  per- 
fected invention,  made  before  a  patent  has  issued,  carries 
with  it  the  patent  when  issued,  Gayler  v.  Wilder,  10  How. 
477  [6  Am.  &  Eng.  188],  and  that  reissues  are  not  patents 
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for  new  inventions,  but  amendments  of  old  patents.  If  a 
reissue  is  obtained  with  the  consent  of  an  assignee,  it  in- 
ures at  once  to  his  benefit ;  if  without,  he  has  his  election 
to  accept  or  reject  it. 

The'  parties  have  themselves  agreed  that  the  invention  of 
1862  is  an  improvement  upon  the  patent  of  1851.  In  the 
grant  the  patent  is  described  as  being  *'For  a  coal  burner, 
so  constructed  as  to  produce  combustion  of  the  inflammable 
gases  of  anthracite  coal,"  and  the  application  as  being  for 
an  Improvement  upon  the  patent.  It  is  true  that  the  ap- 
plication is  not  referred  !o  by  its  date,  but  there  can  be  no 
doubt  as  to  its  identity,  because  the  language  adopted  to 
describe  the  patent  is  not  that  of  the  claim  in  the  patent 
itself,  but  of  the  application  of  1852.  Besides,  the  applica- 
tion is  said  to  be  then  pending,  and  it  is  not  pretended  that 
Littlefield  had  any  other  on  the  file  in  the  Patent  Office  at 
that  date.  This  relieves  us  from  an  examination  of  the  speci- 
fications in  the  patent  and  application,  for  the  purpose  of 
ascertaining  whether  in  point  of  fact  the  one  was  an  im- 
provement upon  the  other.  Littlefield  having  agreed  that 
it  was,  and  having  induced  Treadwell  &  Perry  to  purchase 
'by  reason  of  this  agreement,  cannot  now  deny  it. 

It  is  clear,  also,  that  the  idea  which  Littlefield  had  in 
anind,  and  which  he  was  endeavoring  by  his  devices  to 
Tmake  practically  useful,  was  greater  economy  in  the  use  of 
the  inflammable  gases  of  coal  to  produce  combustion.  It 
is  not  important  in  this  suit  that  the  patent,  which  had 
then  been  obtained,  was  not  in  fact  suited  for  that  purpose. 
It  is  sufficient  that  it  was  intended  to  be  so.  The  subse- 
quent devices,  better  adapted  to  the  end  to  be  accomplished, 
'may,  therefore,  properly  be  regarded  as  improvements  upon 
rhe  original  invention.  They  produce  a  stove  doing  the 
same  thinsf  which  the  first  was  intended  to  do,  but  doing  it 
better.     This  is  the  proper  office  of  an  improvement. 

The  assignment  in  this  case,  by  its  express  terms,  covers 
all  improvements  in  the  original  patent  or  the  invention  de^^ 
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scribed  in  the  application  of  1852.  It  carried  with  it  the 
legal  title  to  the  existing  patent.  If  one  had  been  issued 
upon  the  application,  that,  too,  would  have  inured  to  the 
benefit  of  the  assignee,  because  in  that  case  it  would  have 
been  the  assignment  of  a  perfected  invention.  Without 
considering  whether  the  invention  upon  which  the  patent 
of  1854  issued,  was  not,  in  fact,  the  same  to  all  intents  and 
purposes  as  that  of  1852,  it  is  sufficient  for  the  purposes  of 
this  case  that  it  was  an  improvement  upon  it,'  or  perhaps 
more  properly,  that  invention  perfected.  An  assignment 
of  an  imperfect  invention,  with  all  improvements  upon  it 
that  the  inventor  may  make,  is  equivalent  in  equity  to  an 
assignment  of  the  perfected  results.  The  assignment  in 
this  case  being  such  an  one,  the  assignees  became  in  equity 
the  owners  of  the  patent  granted  upon  the  perfected  inven- 
tion ;  that  is  to  say,  of  the  patent  of  1854.  Littlefield  took 
the  legal  title  in  trust  for  them,  and  should  convey.  Courts 
of  equity  in  proper  cases  consider  that  as  done  which  should 
be.  If  there  exists  an  obligation  to  convey  at  once,  such 
courts  vdll  oftentimes  proceed  as  if  it  had  actually  been 
made. 

There  is  here  no  attempt  to  obtain  the  specific  perform- 
ance of  a  contract,  but  to  restrain  this  patentee  from  in- 
fringing upon  rights  which,  in  a  court  of  equity,  he  is 
deemed  to  have  assigned.  In  other  words,  this  complainant 
ts  in  equity  an  assignee,  and  entitled  to  protection  as  such. 
If  the  assignment  in  precisely  its  present  form  had  been 
executed  after  the  last  reissue  was  granted,  we  think  it 
would  hardly  be  claimed  that  the  legal  title  to  all  the 
present  outstanding  patents  did  not  pass  with  it.  What 
such  an  assignment  could  do  in  respect  to  legal  titles  this 
has  done  in  respect  to  such  as  are  equitable.  The  contest 
is  now  between  an  assignor  in  equity  and  his  assignee.  A 
court  of  equity  will  in  such  a  case  give  the  same  effect  to 
an  equitable  title  that  it  would  to  one  that  was  legal. 

It  is  next  contended  that  the  assignment  in  this  case  was 
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forfeited  before  the  commencement  of  this  action,  because 
of  the  failure  of  Treadwell  &  Perry  to  perform  its  condi- 
tions. There  is  no  proof  that  the  royalty  on  the  stoves 
made  and  sold  before  the  action  was  commenced  was  suffi- 
cient to  discharge  that  part  of  the  debt  due  from  Littleiield 
to  Treadwell  &  Perry,  which  was  first  to  be  paid  out  of  it 
before  anything  was  payable  to  him,  and  there  could  be  no 
forfeiture  for  neglect  to  make  and  sell,  until  after  reasona- 
ble notice  of  the  default.  No  such  notice  is  proven  or 
even  claimed. 

It  is  next  insisted  that  if  the  plaintiff  claims  the  benefit 
of  the  last  reissues,  he  puts  it  out  of  his  power  to  have  dam- 
ages for  infringements  previous  to  their  date.  The  origi- 
nal bill  in  this  cause  was  filed  August  27,  1862.  Every- 
thing since  that  time  has  been  done  pendente  lite.  The 
first  reissue  was  granted  November  19,  1861,  and  the  first 
patent  for  an  improvement  on  the  patent  of  1854  was 
issued  on  the  27th  June  previous.  All  in  the  way  of  re- 
issues or  improvements  except  these  has  been  done  pend- 
ing the  suit. ,  The  litigation  gathers  to  its  harvest  the 
fruits  of  the  labors  of  Littlefield  and  his  associates  during 
its  pendency.  His  infringement  and  that  of  his  co-defend- 
ant, Jagger,  claiming  under  him,  commenced  in  1862,  only 
a  short  time  before  the  action  was  commenced.  The  ques- 
tion presented  by  this  objection  is,  therefore,  compara- 
tively unimportant ;  but  if  it  were  not,  the  result  would  be 
the  same.  For  as  Littlefield  held  his  patents  all  the  time 
in  trust  for  these  assignees  to  the  extent  of  the  territory 
they  owned,  he  must  account  to  them  for  the  profits  he  has 
made  by  the  unlawful  use  of  the  trust  property. 

We  are,  therefore,  clearly  of  the  opinion  that  the  com- 
plainant is  in  equity  the  assignee  oF  Littlefield,  and  that 
he  is  entitled  to  recover  of  the  defendants  the  profits  they 
have  made  out  of  these  infringements  upon  his  rights.  So 
far  there  is  no  error  in  the  court  below. 

We  now  come  to  the  decree  itself.     The  plaintiff  is  enti- 
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tied,  as  has  been  seen,  to  recover  of  the  defendants  the 
profits  they  have  made  from  the  use  of  the  several  inven- 
tions within  the  assigned  territory ;  but  the  decree  di- 
rected an  account  of  ^^all  the  profits,  gains  and  advant- 
ages which  the  said  defendants,  or  either  of  them,  have 
received  or  which  have  arisen  or  accrued  to  them  or  either 
of  them  from  the  manufacture,  use  or  sale,  of  stoves  within 
the  States  of  New  York  and  Connecticut,  embracing  the 
improvements  described  in  and  covered  by  the  said  letters 
patent  and  the  reissues  thereof,  or  any  of  them."  An  ac- 
count stated  upon  these  principles  has  been  approved  by 
the  court  in  the  decree  appealed  from. 

The  decree  is,  as  we  think,  too  broad.  After  the  in- 
terlocutory decree  below  settling  the  principle  of  the  ac- 
counting, the  case  of  Mowry  v.  Whitney,  14  Wall.  620 
[p.  1,  ante\  was  decided  in  this  court.  It  was  there  held 
that  the  question  to  be  determined  in  such  a  case  as  this 
was,  *'What  advantage  did  the  defendant  derive  from 
using  the  complainant's  invention  over  what  he  had  in 
using  other  processes  then  open  to  the  public,  and  ade- 
quate to  enable  him  to  obtain  an  equally  beneficial  result? 
The  fruits  of  that  advantage  are  his  profits."  For  such 
profits  he  is  compelled  to  account  as  damages. 

Here  the  order  is  to  account  for  all  profits  received  from 
the  manufacture,  etc.,  of  stoves,  embracing  the  improve- 
ments covered  by  any  of  the  patents.  This  would  cover  all 
the  profits  made  upon  a  stove  having  in  it  any  one  of  the 
improvements  patented.  The  true  inquiry  is,  as  to  the 
profits  which  the  defendants  have  realized  as  the  conse- 
quence of  the  improper  use  of  these  improvements.  Such 
profits  belong  to  the  plaintiflf,  and  should  be  accounted  for 
to  him.  The  account  of  the  master  may  not  charge  the  de- 
fendants with  more  than  the  complainant  is  entitled  to  re- 
cover. The  conduct  of  the  defendants  in  withholding 
statements  which  it  would  seem  they  ought  to  be  able  to 
make,  and  their  evident  unwillingness  to  account,  would 
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induce  ns  to  sustain  the  report  had  the  order  of  reference 
been  less  broad.  As  it  is,  we  think  the  decree,  so  far  as  it 
settles  the  principles  of  the  accounting  for  proiits,  must  be 
reversed,  and  that  the  inquiry  before  the  master  must  be 
confined  to  an  account  of  the  profits  received  by  the  de- 
fendants as  the  direct  result  of  the  use  within  the  assigned 
territory  of  the  several  inventions  involved  in  the  case. 
This  reverses  the  decree. 

Many  exceptions  were  taken  to  the  master's  report. 
Some  were  as  to  the  matters  of  form,  and  others  were  di- 
rected to  the  principles  of  the  accounting  as  settled  by  the 
decree.  It  is  unnecessary  to  consider  these  further.  An- 
other account  may  dispose  of  them  all. 

The  circuit  court,  however,  in  rendering  its  final  decree, 
added  interest  to  the  amount  found  by  the  master  to  be 
due  upon  the  account  for  profits.  In  Mowry  v.  Whitney 
{supra)  it  was  held  that  interest  is  not  allowable  in  such 
cases  except  under  peculiar  circumstances.  The  testimony 
thus  far  presented  in  this  case  does  not,  in  our  opinion, 
justify  such  an  allowance.  It  will  be  for  the  court  to  de- 
termine, upon  the  coming  in  of  the  new  report,  accom- 
panied by  other  evidence,  whether  the  conduct  of  the  de- 
fendants has  been  such  as  to  subject  them  to  liability  in 
this  particular.  Profits  actually  realized  are  usually,  in  a 
case  like  this,  the  measure  of  unliquidated  damages.  Cir- 
cumstances may,  however,  arise  which  would  justify  the 
addition  of  interest  in  order  to  give  complete  indemnity 
for  losses  sustained  by  wilful  infringements. 

TJte  decree  of  the  Circuit  Court  is  reversed,  to  the  extent 
herei7\hefore  indicated,  and  the  caibse  remanded^  with  in- 
structions to  take  a  new  account  of  profits  and  proceed  in 
axicor dance  with  this  opinion. 
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Combination.  PatentcU)ility.  Reissue,  Particular  patent  con- 
struecL  Reissue  for  combinations  of  a  less  number  of  elements. 
InfringemetU.     Substitution  in  a  combination, 

1.  A  new  combination  of  old  elements  producing  a  new  and  nsefol 

reeolt  is  patentable,     (p.  521.) 

2.  The  rule  that  iDTentors  of  a  new  combination  of  old  elements 

are  as  much  entitled  to  claim  equivalents  as  any  other  class  of 
inventors  explained,     (p.  522.) 

8.  Requisites  of  a  valid  reissue,     (p.  522.) 

4  Letters  patent  No.  4,472,  H.  A  Wells,  April  25,  1846.  Hat 
Body  Machine,  construed  to  be  for  an  invention  in  which  a 
certain  element  (the  chamber  or  tunnel)  is  described  to  be 
material  to  the  combination,  and  containing  no  suggestion  of 
any  other  invention,  compared  with  its  reissue  No.  2,942,  May 
19,  1868,  and  the  reissue  held  to  have  struck  out  from  the 
original  the  correct  description  of  one  of  the  ingredients 
(the  tunnel)  of  the  patented  combination,  and  to  have  substi- 
tuted in  its  place  the  description  of  other  devices  not  well 
known  at  the  date  of  the  original  as  a  proper  substitute  for 
the  ingredient  whose  description  is  stricken  out     (p.  528.) 

5.  Where  patentee  has,  through  inadvertence,  failed  to  claim  a 
combination  described  in  his  original  patent,  he  may  reissue 
it  to  secure  not  only  the  combinations  claimed  in  the  original, 
but  for  any  of  the  described  combinations  which  were  omitted. 
But  where  the  only  invention  described  in  the  original  in- 
cludes all  the  ingredients  of  the  machine  without  suggestion 
of  any  other  invention,  he  cannot  reissue  to  include  a  combi- 
nation of  less  elements,  as  well  as  the  original  combination,  as 
*See  Explanation  of  Notes,  page  III. 
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it  would  be  for  a  different  invention  ;  auoh  n  eboDge  would  bo 
now  matter  prohibited  by  act   1870,  eec.  53.      (p.  532.) 
C.  A  combination  of  four  elements  ia  not  the  same  invention  as  a 
combination  of  three  of  them  without  the  fourth.      ( p.  534. ) 

7.  A  patent  for  a  combination  of  four  elements  cannot  be  roisBued 

for  a  combination  of  three  of  the  original  elements  with  a  snb- 
xtitute  for  the  fourth,  unless  it  was  known  at  the  date  of  the 
patent  to  be  a  proper  substitute;  and  it  should  be  e:xplained, 
it  neems,  that  the  eubstitnte  is  an  equivalent  for  the  omitted 
element  and  why  the  change  is  made.      (p.  535.) 

8.  The  rule  is  that  if  defendant  omits  entirely  one  of  the  ingredi- 

ents of  plaintiff's  combination,  without  substituting  any  other, 
he  does  not  infringe,  and  if  he  sulistitutes  another  in  place  of 
the  one  omitted;  which  is  new  or  which  performs  a  substan- 
tially different  function,  or  even  if  it  is  old,  but  was  not  known 
at  the  date  uf  the  plaintiiTs  patent  a.s  a  proper  substitute  for 
the  omitted  ingredient,  he  does  not  infringe,      (p.  530.) 

9.  What  constitutes  the  substitution  of  a  legal  equivalent  in  a  com- 

bination within  the  meaning  of  the  patent  law.     (p.  538. ) 

10.  A  patent  for  a  combination  of  four  elements,  which  does  not 

suggest  any  other  improvement,  cannot  be  reissued  with  a 
claim  for  a  combination  of  three  of  those  elements,  omitting 
all  reference  to  the  fourth,     {p.  5-10.) 

[Citations  in  opinion  of  the  Court:1 

Gould  p.  Reea,  15  Wall.  187.     [p.  89  ante],     p.  639. 

Vance  v.  Campbell,  1  Black,  427  [7  Am.  &  Eiie.  117].  pp.  532,634,688. 

CasetJ.  Brown,  2  Wall.  320  [7  Am.  &  Eng.  36(1].    p.  535. 

Burr  e.  Duryee,  1  Wall.  SSI  [7  Am.  &  E[i(t.  224].    p.  fiS.'S. 

Carver  r.  Hyde,  16  Pet.  613  [4  Am.  &  Eng.  367].    p.  636. 

Brooks  V.  Fiske,  15  How.  212  [6  Am.  &  EnjE.  16].    i>.  536. 

Stimpson  v.  R.  R.  Co.,  10  How,  829  [5  Am.  &  Eng.  129].    p.  686. 

Prouty  u.  Riiggles,  18  Pet.  336  [4  Am.  &  Eng.  351].    iip.  536,  63h. 

Roberts  v.  Hariideii,  2  Cliff.  5011.    p.  ■'iSl. 

Seymour  v.  Osborne,  11  Wuli.  516  [8  Am.  A,  Eng.  290].    p.  579. 

In  error  to  the  Circuit  Court  of  the  United  Statea  for  the 
SoQthem  District  of  New  York. 

Suit  was  brought  in  the  court  below  by  the  defendant  in 
error,  to  recover  for  an  alleged  infringement  of  a  certain 
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patent  for  improvements  in  the  machinery  for  making  hat 
bodies.  Original  letters  jyatent  were  granted  to  Henry  A. 
Wells,  April  25,  1846.  He  died  March  27,  1861.  The 
patent  was  reissued  in  1856,  in  two  parts,  Nos.  896  and 
400,  to  one  St.  John  and  others,  assignees,  extended  by  the 
Commissioners  of  Patents,  April  17,  1860 ;  again  reissued 
in  December,  1860,  to  Henry  A.  Burr,   assignee,   in  Nos. 

1.086  and  1,087.  Number  1,086  was  again  reissued  to 
Burr,  June  17,  1862,  in  No.  1,818.     On  March  2, 1867,  Nos. 

1.087  and  1,318  were  extended  to  the  complainant,  as  ad- 
ministratrix, by  Act  of  Congress ;  and  May  19,  1868,  No. 
1,087  was  again  reissued  in  No.  2,942,  on  which  this  suit 
is  founded. 

This  suit  was  commenced  October  14,  1868,  and  was 
tried  upon  the  general  issue  with  notice  of  special  matters 
in  defense,  and  a  verdict  for  the  original  plaintiff  for  nom- 
inal damages  was  rendered  April  13,  1872.  The  defense 
was  chiefly  that  the  reissue  was  not  for  the  same  invention 
as  the  original. 

The  defendant,  Gill,  having  excepted  to  various  rulings, 
instructions  and  directions  given  by  the  presiding  justice, 
a  bill  of  exceptions  was  duly  allowed,  and  the  case  comes 
before  this  court  by  writ  of  error. 

The  hat  forming  machines  in  question  relate  to  forming 
hats  of  fur,  by  first  picking  or  opening  the  fibers  and  then 
throwing  them  upon  or  near  an  exhausted  rotating  cone  of 
gauze  or  i)erforated  metal,  upon  which  the  fur  is  drawn 
and  held  by  suction  or  the  pressure  of  the  atmosphere, 
nntil  it  can  be  sufiiciently  felted  or  hardened  to  be  readily 
handled. 

The  fibers  of  fur  and  wool,  when  examined  under  a 
microscope,  are  found  to  be  full  of  serrations  or  saw-teeth, 
and  when  treated  with  chemicals  to  cleanse  them  of  grease, 
and  thoroughly  separated  by  picking  or  whipping,  and 
thrown  together  crosswise,  as  they  would  naturally  fall, 
they  interlock  by  means  of  moistening  and  slight  friction, 
and  forms  a  mat  or  sheet ;  and  this  is  called  ^'felting." 
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Machines  for  forming  hats  by  first  forming  a  flat  bat  or 
web,  and  then  winding  it  upon  a  cone,  were  common  long 
before  Wells'  jDatent. 

The  patent  of  April  28,  1825,  to  Grant,  for  winding  a 
sliver  or  web  of  wool  on  a  solid  cone,  was  the  subject  of 
litigation  in  this  court  in  Grant  v.  Raymond,  6  Pet.  218 
[4  Am.  &  Eng.  245]. 

The  English  patent  of  1838  to  Thomas  R.  Williams,  de- 
scribes the  first  machine  for  depositing  fur  upon  an  exhaust 
rotating  cone,  in  a  proper  manner  to  form  hat  bodies.  He 
first  used  rotating  exhaust  cones  to  receive  fur  from  any 
disintegrator,  and  he  showed,  also,  the  forms  of  hats,  in- 
stead of  cones ;  his  idea  being  to  dip  the  hat  in  a  solution 
of  glue  and  starch,  and  use  it  as  a  foundation  to  be  covered 
with  plush  or  a  fur  nap. 

This  machine  had  no  trunk  or  chamber,  although  it  had 
a  sort  of  fur  director. 

The  patents  to  Williams  and  Fosket,  cited  in  the  Wells 
reissue  here  in  suit  as  earlier  than  the  invention  of  Wells, 
had  "an  endless  feeding  cloth  or  apron,"  a  bow-string 
oi)erated  by  machinery  as  a  disintegrator,  a  passage  or  tube 
from  the  bow-string  to  the  wind-chamber,  being  a  square 
or  circular  box  of  convenient  dimensions,  around  and 
through  the  lower  part^  of  which  were  openings  to  admit 
the  air  to  the  chamber. 

In  the  center  of  this  chamber  is  a  conical  frame  of  wire, 
covered  with  muslin  or  fine  wire  gauze,  rotating  as  the  hat 
is  formed.  Under  the  chamber  is  an  exhaust  apparatus, 
the  same  as  in  the  Wells  and  Gill  machines  in  controversy. 

The  known  devices  in  hat,  forming  machines  at  the  time 
of  the  invention  of  Wells  were  the  following : 

1.  A  feed  apron.  2.  A  disintegrator.  3.  A  fur  con- 
ductor.    4.  A  rotating  cone.     6.  An  exhaust. 

Wells  does  not  claim  to  be  the  original  inventor  of 
either.  His  claim  to  a  patent  is  based  on  a  new  combina- 
tion of  these  devices.     His  specifications  begin  as  follows : 

**  It  has  long  been  essayed  to  make  hat  bodies  by  throw- 
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ing  the  fibers  of  fur,  wool,  etc.,  by  a  brush  or  picker  cylin- 
der, onto  a  perforated  cone  exhausted  by  a  fan  below,  to 
carry  and  hold  the  fibers  thereon  by  the  currents  of  air 
that  rush  from  all  directions  towards  and  through  the 
apertures  of  the  cone,  and  thus  form  a  bat  of  fibers  ready 
for  hardening  and  felting;  but  from  various  causes  all 
these  attempts  have  failed,  I  have,  however,  so  improved 
this  machine  in  various  important  particulars  as  to  remove 
all  the  objections,  as  proved  by  the  test  of  experiment. 
My  improvements  consist  in  feeding  the  fur  (called  the 
stock)  after  it  has  been  picked,  to  a  rotating  brush  between 
two  endless  belts  of  cloth,  one  above  the  other,  the  lower 
one  horizontal  and  the  upper  inclined,  to  gradually  com- 
press the  fur  and  gripe  it  more  eflfectually  where  it  is  pre- 
sented to  the  action  of  the  rotating  brush,  which,  moving 
at  a  great  velocity,  throws  it  in  a  chamber  or  tunnel  which 
is  gradually  changed  in  form  towards  the  outlet,  where  it 
assumes  a  shape  nearly  corresponding  to  a  verticle  section 
passing  through  the  axis  of  the  cone,  but  narrower,  for  the 
purpose  of  concentrating  and  directing  the  fur  thrown  by 
the  brush  onto  the  cone ;  this  casing  being  provided  with 
an  aperture  immediately  under  the  brush,  through  which 
a  curi'ent  of  air  enters  in  consequence  of  the  rotation  of  the 
brush  and  the  exhaustion  of  the  cone,  for  the  purpose  of 
more  eflfectually  directing  the  fibers  towards  the  cone, 
which  is  placed  just  in  front  of  the  delivery  aperture  of  the 
chamber  or  tunnel,  which  aperture  is  provided  at  top  with 
a  bonnet  or  hood  hinged  thereto,  and  at  the  bottom  with  a 
hinge  flap  to  regulate  the  deposit  of  the  fibers  on  the  cone 
or  other  former,  with  a  view  to  distribute  the  thickness  of 
the  bat  wherever  more  is  required  to  give  additional 
strength. 

He  states  his  claim  as  follows : 

"What  I  claim  as  my  invention  and  desire  to  secure  by 
letters  patent  in  thei  machinery  above  described,  is,  the 
arrangement  of  the  two  feeding  belts  with  their  planes  in- 
clined to  each  other,  and  passing  around  the  lips,  formed 
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substantially  as  described,  the  better  to  present  the  fibers 
to  the  action  of  the  rotating  brush,  as  described,  in  comUl- 
nation  with  the  rotating  brush  and  tunnel  or  chamber, 
which  conducts  the  fibers  to  the  perforated  cone  or  other 
former,  placed  in  front  of  the  aperture  or  mouth  thereof, 
substantially  as  herein  described.  I  claim  the  chamber 
into  which  the  fibers  are  thrown  by  the  brush  in  combinar 
tion  with  the  perforated  cone  or  other  former  placed  in 
front  of  the  delivery  ajHjrture  thereof,  for  the  purpose  and 
in  the  manner  substantially  as  herein  described  ;  the  said 
chamber  being  provided  with  an  ai)erture,  below  and  back 
of  the  brush,  for  the  admission  ol!  a  current  of  air  to  aid  in 
throwing  and  directing  the  fibers  onto  the  cone  or  other 
former,  as  described.  I  also  claim  the  employment  of  a 
hinged  hood,  to  regulate  the  distribution  of  the  fibers  on 
the  perforated  cone  or  other  former,  as  described.  And  I 
also  claim  providing  the  lower  part  of  delivery  aperture  of 
the  tunnel  or  chamber  with  a  hinged  flap,  for  the  purpose 
of  regulating  the  delivery  of  fibers,  to  increase  the  thick- 
ness of  the  bat  where  more  strength  is  required,  as  herein 
described,  in  combination  with  the  hood,  as  herein  de- 
seribed." 

It  was  insisted  by  the  defendant  that  the  use  of  the 
tunnel  or  chamber  for  conducting  the  fibers  to  the  cone 
was  a  constituent  part  of  the  patented  combination;  and  that 
there  could  be  no  infringement  of  the  patent  which  did  not 
include  the  use  of  such  a  tunnel  or  chamber. 

Instead  of  mentioning  this  tunnel  or  chamber  for  con- 
ducting the  fibers,  the  description  in  the  reissue  substitutes 
the  following : 

"From  the  under  part  of  the  rotating  brush  or  picker 
there  is  a  plate  which  extends  towards  the  pervious  cone, 
an  open  space  being  left  between  that  end  of  the  plate 
which  is  nearest  the  picker  and  the  concave  below  the  feed- 
ing mechanism,  that  a  current  of  ait  may  enter  freely  to 
assist  in  carrying  the  fibers  toward  the  cone  as  they  are 
thrown  by  the  brush  or  picker.     This  plate  guides  the 
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fibers  as  they  are  traveling,  and  prevents  too  great  an  ac- 
cumulation of  them  immediately  around  the  lower  edge  of 
the  cone,  the  greatest  thickness  of  the  bat  being  required 
to  be  deposited  some  distance^  above,  that  the  bat  when 
made  may  be  thickest  at  and  about  the  junction  of  the  rim 
and  crown,  technically  termed  the  "band";  and  it  also 
prevents  waste,  as  otherwise  many  of  the  fibers  would  be 
carried  by  the  force  of  gravity  below  the  infiuence  of.  the 
currents  traveling  toward  the  cone,  particularly  toward  the 
end  oT  the  operation,  when  the  currents  induced  by  the 
exhausting  fan,  become  very  faint.  This  plate  rests  on  an 
adjusting  screw,  so  that  that  end  of  it  which  is  nearest  the 
cone  can  be  readily  elevated  or  depressed  relatively  to  the 
base  of  the  cone,  as  it  may  be  desired  to  vary  the  distribu- 
tion of  the  fibers,  with  a  view  to  make  hats  with  a  broad 
or  a  narrow  rim,  and  with  the  rim  thicker  or  thinner  rela- 
tively to  the  other  parts  ;  and  with  a  view  to  facilitate  this 
distribution,  the  plate  is  made  in  two  parts,  with  the  part 
beyond  the  supporting  screw  and  nearest  the  cone  hinged 
to  the  other  part,  and  provided  with  a  cam  and  lever  or 
other  equivalent  device. 

There  is  an  upper  guide  or  deflector  which  extends  from 
the  feeding  mechanism  over  the  rotating  brush  or  picker, 
and  forward  of  it  toward  the  cone,  to  direct  the  fibers  and 
effect  a  proper  distribution  of  them  on  the  tip  of  the  cone 
and  down  the  sides  thereon  toward  the  base.  The  better 
to  effect  the  distribution  of  the  fibers  on  the  cone,  the  un- 
der surface  of  this  guide  or  deflector  nearest  the  picker 
brush  is  flat,  or  parallel  with  the  axis  of  the  picker  brush, 
and  thence  toward  the  other  end  concave,  and  of  a  graduali 
increasing  concavity  toward  the  cone ;  and  still  further  tO' 
diversify  the  distribution  of  the  fibers,  an  additional  de- 
flector, somewhat  in  the  form  of  a  hood,  is  hinged  to  the 
end  of  the  deflector  nearest  the  cone,  so  that  it  can  be 
moved  by  a  cord  passing  over  a  pulley,  or  by  a  lever  actu- 
ated by  an  eccentric  or  a  cam  on  a  shaft. 

On  each  side  there  is  a  guide,  extending  from  the  picker 
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bmsh  toward  the  cone.  These  guides  prevent  fur  fibers 
from  escaping  laterally  out  of  the  proper  influence  of  the. 
currents  which  are  travelling  toward  the  cone,  and  which 
wonld  otherwise  go  to  waste ;  and  they  also  prevent  the 
fibers  which  are  traveling  toward  the  cone  from  being  dis- 
turbed by  lateral  or  foreign  currents,  which  are  induced  by 
the  rotating  brush  or  picker,  or  by  the  exhausting  of  the 
cone. 

By  placing  the  two  guides  relatively,  the  one  to  th» 
other,  as  represented,  that  is,  further  apart  at  the  picker 
or  brash  than  toward  the  cone,  a  mnch  longer  picker  or 
brusli  can  be  nsed  than  if  they  were  parallel.  When  so 
placed,  they  gradually  contract  the  fur-bearing  current  as  it 
approaches  the  cone,  so  that  a  greater  quantity  of  fur  can 
be  disintegrated  and  thrown  in,  in  a  given  time,  than  nntb 
:a  picker  or  brush  so  short  as  would  be  required  if  the  side 
.guides  were  parallel. 

In  the  machine  illustrated  by  the  drawings,  the  bottom 
plate,  top  guides  or  deflector  and  side  guides,  are  all 
■united  along  their  edges,  and  the  claim  is  as  follows : 

1.  The  combination  of  the  rotating  brush  or  picker,  sab- 
-stantialty  such  as  described,  the  rotating  pervious  cone, 
provided  with  an  extiausting  mechanism,  substantially  as 
described,  and  the  bottom  plate  or  guide,  substantially  as 
described,  for  directing  the  fur  fibers  toward  the  lower 
part  of  the  cone,  and  preventing  the  fibers  going  to  waste  ; 
tlie  said  combination  having  the  mode  of  operation  speci- 
£edand  for  the  purpose  set  forth. 

2.  Tlie  combination  of  the  feed  apron,  the  rotating  brush 
or  picker,  substantially  as  described,  the  rotating  pervious 
cone,  provided  with  an  exhansting  mechanism,  substanti- 
:ally  as  described,  and  a  guide  or  deflector  for  directing  the 
fur  fibers  onto  the  tip  and  upper  part  of  the  cone,  substan- 
tially as  described  ;  the  said  combination  having  the  mode 
of  opei^tion  specified,  and  for  the  purpose  set  forth. 

3.  The  combination  of  the  rotating  brush  or  picker,  sub- 
stantially as  described,  the  rotating  pervious  cone,  pro- 
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vided  with  an  exhausting  mechanism,  substantially  as  de- 
scribed, and  the  side  guides  or  either  of  them,  substanti- 
ally as  described,  to  prevent  fur  fibers  from  getting  out  of 
the  proper  influence  of  the  currents  traveling  to  the  cone 
and  to  protect  the  traveling  fibers  from  disturbing  currents,, 
the  said  combination  having  the  mode  of  operation  certified 
and  for  the  purposes  set  forth. 

4.  The  combination  of  the  feeding  apron,  on  which  the 
fur  can  be  placed  in  separate  batches,  as  described,  the  ro- 
tating brush  or  picker,  substantially  as  described,  the  rotat- 
ing pervious  cone  or  former,  provided  with  an  exhausting 
mechanism,  substantially  as  described ;  the  said  combina^ 
tion  having  a  mode  of  operation  substantially  such  as  de-^ 
scribed. 

6.  The  combination  of  the  feed  apron,  on  which  the  fur 
fibers  can  be  placed  in  separate  batches,  each  in  quantity 
sufficient  to  make  one  hat-body,  the  rotating  brush  or 
picker,  substantially  as  described,  the  rotating  pervioua 
cone,  provided  with  an  exhausting  mechanism,  and  the  de- 
vices for  guiding  the  fur  fibers,  substantially  as  described  ; 
the  combination  having  the  mode  of  operation  specified  and 
for  the  purpose  set  forth." 

The  court  charged  the  jury,  among  other  things,  as  fol- 
lows: 

As  to  fourth  claim. 

''Now,  these  instrumentalities  that  I  have  named:  the 
moving  belt  or  apron,  the  revolving  rollers,  to  receive  the 
fur  from  the  apron,  and  the  picker  or  brush,  to  disinte- 
grate and  to  diffuse  the  particles  of  fibers  of  fur,  Mr.  Wells 
did  not  claim  were  new.  It  is  not  claimed  in  the  reissue, 
nor  by  the  plaintiff's  counsel,  that  they  were  new.  They 
had  been  used  before,  and  were  open  to  the  public.  Then, 
upon  the  other  end  of  the  machine,  he  exhibits  a  rotating 
pervious  cone,  provided  with  an  instrumentality  beneath, 
whereby  the  air  within  the  cone  could  be  partially  ex- 
hausted, or  could  be  drawn  with  greater  or  less  power  from 
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above,  through  the  perforations  of  the  cone.  Thttt  was  not 
claimed  by  Mr.  Wells  at  the  time,  nor  is  it  claimed  now  by 
counsel,  to  be  new.  On  the  contrary,  the  perforated  cone 
and  the  exhausting  apparatus  are  conceded  to  be  old.  The 
combination  of  the  three  under  the  fourth  claim,  as  an  ag- 
gregate instrumentality,  to  be  used  in  the  making  of  hat- 
bodies,  or  for  analogous  purposes,  is  claimed  to  be  new. 
You  have  heard  the  observations  of  counsel  upon  that 
question.  If  that  combination  was  not  new,  then  his  pat- 
ent, in  so  far  forth  as  it  depends  upon  that  combination, 
fails,  and  the  mere  use  of  these  three  things  in  a  machine 
which  embodied  no  other  part  of  Mr.  Wells'  structure, 
does  not  subject  the  defendant  to  an  action.  If  it  was  new> 
then  the  point  has  been  urged  upon  the  attention  of  the 
court,  that,  nevertheless,  the  patent  is  not  valid  because 
those  three  devices  in  combination  are  not  available,  except 
in  combination  with  the  trunk  which  Mr,  Wells  used,  as  I 
shall  presently  observe,  as  an  intermediate  means  to  ac- 
complish the  result.  I  am  not  able  to  assent  to  that  propo- 
sition. If  this  was  a  useful  combination,  which  might  be 
employed  for  the  purpose  of  facilitating  the  making  of  hat- 
bodies,  supplemented  by  any  known  means  of  guiding  the 
fur  in  such  a  waj'^  as  to  bring,  by  the  operation  of  these 
three  devices,  the  fur  to  the  cone,  so  as  to  make  a  hat- 
body  ;  or  if  they  would  make  a  hat-body  without  the  aid 
of  other  means  of  protecting  the  fur  against  escape,  that 
would  be  serviceable  for  any  purpose,  then  it  was  patenta- 
ble, even  without  the  trunk.  So  that  I  am  constrained  to 
say,  that  if  that  combination  was  a  new  one,  and  that  com- 
bination would  serve  a  purpose  by  the  aid  of  any  known 
instrumentality,  for  protecting  the  fur  against  escape ;  or, 
if  it  could  be  used  to  make  a  hat-body  without  being  sup- 
plemented in  that  manner,  it  was  the  subject  of  a  patent, 
and  the  patent  was  not  void  on  the  ground  suggested." 

As  to  other  claims. 
*'Isay  this:  being  substantially  an  account  of  the  ma- 
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chine  which.  Mr.  Wells  presented,  the  plaintiff  in  the  re- 
issue, which  is  the  foundation  of  this  suit,  has,  for  reasons 
doubtless  sufficient  to  her,  divided  the  claim  of  the  specifi- 
cation into  several  parts;  and  she  has  done  so  apparently 
under  the  idea  that  if  she  dealt  with  the  machine  as  a  unit, 
,  as  an  aggregate,  the  invention  might  be  appropriated  with 
•  impunity  by  a  party  who  used  a  portion  of  its  effective, 
original  and  useful  parts,  leaving  out  some  others.  An  in* 
ventor  is  at  liberty,  when  he  has  made  an  invention,  if  it 
consists  of  several  distinct,  effective,  new  devices,  which, 
as  an  aggreate,  may  constitute  in  his  judgment  the  best 
machine  in  the  world,  but  of  which  certain  of  the  parts 
may  be  omitted,  and  it  still  be  an  effective,  new  and  useful 
machine,  I  say  the  inventor  is  at  liberty,  in  taking  out  his 
patent,  to  protect  himself  against  that  species  of  innova- 
tion, by  claiming  the  separate,  new  and  useful  parts  of  the 
machine  by  themselves.  I  say  the  patent  law,  therefore, 
permits  the  inventor  not  only  to  patent  the  machine  as  an 
aggregate,  but  to  patent  the  new  devices  which  enter  into 
it,  so  that  another  maj'^  not  avail  himself  of  his  ingenuity 
in  that  respect.  That  is  the  reason  why  reissues  often  be- 
come necessary,  because  in  the  original  patent  the  party 
did  not  claim  distinctly  the  separate  litems  of  the  property 
which  he  had  a  right  to  claim.  And  in  that  view  I  sup- 
pose the  plaintiff  here  has  claimed  the  combination  of  the 
rotating  brush  or  picker,  substantially  as  described;  the 
rotating  pervious  cone,  provided  with  an  exhausting  me- 
chanism, substantially  as  described  ;  and  the  bottom  plate 
or  guide,  substantially  as  described,  of  what  is  called  the 
trunk  for  directing  the  fur  fibers  toward  the  lower  part  of 
the  cone,  and  preventing  the  fibers  going  to  waste,  which 
combination  has  the  mode  of  operation  specified,  and  for 
the  purpose  set  forth. 

Now,  gentlemen,  it  is  insisted  by  the  defendant  that  this 
claim  is  not  infringed  by  him,  unless  he  uses  as  well  the 
bottom  plate  or  guide  as  also  the  three  other  sides  of  the 
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frank,  chamber  or  tunnel,  shown  in  the  drawing*  or  model 
of  the  Wells  patent,  and  as  ia  described  therein. 

I  understand,  gentlemen,  the  claim  to  be  this  the  combi- 
nation of  tlie  parts  described,  including  the  bottom  plate 
to  be  used  substantially  as  described,  and  that  it  secures 
1o  the  patentee  that  combination  ;  and  provided  the  in- 
fringer uses  substantially  the  means  pointed  out  in  Mr. 
Wells'  specification,  to  prevent  the  escape  of  the  fur  in  the 
other  direction,  ic  is  the  combination  which,  aa  an  aggregate 
device,  secures  or  professes  to  secure  to  Mr.  Wells  protec- 
tion in  the  mode  of  distributing  the  fur  about  the  bottom 
of  the  cone,  giving  the  hat  increased  thickness  about  the 
band.  And  while  all  these  claims  are  to  be  construed  with 
reference  to  the  specification,  the  law  requires  that  if  used 
so  as  to  constitute  an  infringement  of  the  claim  itself,  it 
must  be  in  connection,  with  devices  that  are  substantially 
such  as  are  described  in  the  specification  accomiianying 
the  claim,  in  order  to  prevent  the  escape  of  fur  iu  other 
directions  ;  bat  that  docs  not  necessarily  involve  the  use  of 
the  hinged  hood,  nor  necessarily  a  particular  form  of  in- 
closiiie  of  curved  sides,  such  as  are  shown.  And  this  ex- 
planation of  this  first  claim  is  applicable  to  very  nearly  all 
the  other  claims. 

The  second  claim  is  for  a  combination  of  the  feed  apron  ; 
tlie  rotating  brush  or  picker,  and  the  rotating  jwrvious 
cone  provided  with  the  exhausting  mechanism,  and  the 
guide  or  deflector  for  directing  the  fur  fibei-s  on  to  the  tip 
and  upper  part  of  the  cone,  substantially  as  described,  the 
combination  having  the  mode  of  operation  specified  and  for 
the  purp<jse  set  forth.  Yon  perceive  that  is  a  claim  for  the 
combination  of  the  feed  apron  or  feed  rollers,  the  revolv- 
ing brush  and  the  top  guide;  that  is,  the  hood,  and  it  is 
to  be  used  as  it  is  substantially  described  in  this  specifica- 
tion. But  it  would  not  follow  that  a  man  did  not  infringe 
that,  merely  l>ecause  when  he  provided  his  means  of  ron- 
fining  the  fur  and  subjecting  it  to  that  influence,  lie  had 
not  the  flap  or  l)otlom  plate  to  assist  in  the  distribution  of 
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the  fur  at  the  bottom.  If  he  has  used  this  flap  8uT)stanti- 
ally  as  pointed  oat  in  this  specification,  in  roaking  it  the 
instrumentality  by  which  the  flow  of  fur  upon  the  top  of 
the  cone  is  regulated — if  it  does  that,  then  he  infringes 
this  claim. 

The  same  is  true  iu  re^rd  to  the  side  gnides.  It  is  not 
essential  to  the  validity  of  this  claim,  nor  would  it  relieve 
a  party  charged  with  infringement,  that  he  used  this  com- 
bination with  appropriate  means  to  prevent  the  escape  of 
the  fur  at  the  top  or  bottom,  although  he  might  leave  out 
the  hood,  and  leave  out  the  movable  flap  on  the  bottom." 

Accordingly^  upon  the  errors  assigned,  the  principal 
question  in  controversy  was,  whether  these  changes  in  the 
device  for  conducting  fibers  make  a  material  variance,  and 
whether  the  reissue  is,  therefore,  invalid  as  being  for  a  dif- 
ferent invention. 

The  case  is  farther  stated  by  the  court. 

The  specifications  and  drawings  of  Wells'  original  letters 
patent  No.  4,472  and  of  its  reissue  No.  2,914  are  as  follows : 


HENRY  A.  WELLS,  OP  NEW  YORK,  N.  Y. 
Improvement  in  Manufaotumng  Hat-Bodies. 

Specification  forming  part  of  Letters  Patent  No.  4,472,  dated  April 
25,  1846,  (Beissaed  No.  396,  September  80,  1856;  No.  400,  Oc- 
tober7,  1856;  Nos.  1,086  and  1,087,  December  4,  1860;  No. 
1,818,  June  17,  1862;  No.  2,942,  May  19,  1868). 

The  schedule  referred  to  in  these  Letters  Patent  and  making  part 

of  the  sama 

To  all  to  whom  these  presents  shall  come : 

Be  it  known,  that  I,  Henry  A.  Wells,  of  the  city,  county, 
and  State  of  New  York,  have  invented  new  and  useful  im- 
provements in  the  process  of,  and  machinery  for,  making 
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liat-bodies,  etc.,  and  that  the  following  is  a  full,  clear  and 
ei^act  description  of  the  principle  or  character  thereof, 
which  distinguishes  them  from  all  other  things  before 
known,  and  of  the  manner  of  niaking,  constructing  and 
using  the  same,  reference  being  had  to  the  accompanying 
drawings,  making  part  of  this  description^  in  which  Fig. 
1  is  a  plan  of  the  machine ;  Fig.  2  a  longitudinal  vertical 
section,  and  Fig.  3  a  longitudinal  elevation..  The  other 
figures  will  be  described  in  their  appropriate  places.  The 
same  letters  indicate  like  parts  in  all  the  figures. 

It  has  long  been  essayed  to  make  hat-bodies,  by  throw- 
ing the  fibers  of  fur,  wool,  etc.,  by  brush  or  picker  cylinder, 
onto  a  perforated  cone,  exhausted  by  a  fan  below,  to  carry 
and  hold  the  fibers  thereon  by  the  currents  of  air  that  rush 
from  all  directions  towards  and  through  the  apertures  of 
the  cone,  and  thus  form  a  bat  of  fibers  ready  for  hardening 
and  felting ;  but  from  various  causes,  all  these  attempts 
have  failed.  I  have,  however,  so  improved  this  machine 
in  various  important  particulars  as  to  remove  all  the  ob- 
jections, as  proved  by  the  test  of  experiment.  My  im- 
provements consist  in  feeding  the  fur  (called  the  stock) 
after  it  has  been  picked,  to  a  rotating  brush  between  the 
endless  belts  of  cloth,  one  above  the  other,  the  lower  one 
horizontal  and  the  upper  inclined,  to  gradually  compress 
the  fur,  and  gripe  it  more  effectually  where  it  is  presented 
to  the  action  of  the  rotating  brush,  which,  movingatagreat 
velocity,  throws  it  in  a  chamber  or  tunnel  which  is  gradu- 
ally changed  in  form  towards  the  outlet  where  it  assumes 
a  shape  nearly  corresponding  to  a  vertical  section  passing 
through  the  axis  of  the  cone,  but  narrower,  for  the  purpose 
of  concentrating  and  directing  the  fur  thrown  by  the  brush 
onto  the  cone ;  this  casing  being  provided  with  an  aperture 
immediately  under  the  brush  through  which  a  current  of 
air  enters ;  in  consequence  of  the  rotation  of  the  brush  and 
the  exhaustion  of  the  cone  for  the  purpose  of  more  efff^ctu- 
ally  directing  the  fibers  towards  the  cone,  which  is  placed 
just  in  front  of  the  delivery  aperture  of  the  chamber  or 


Oct.,  1874.]  GILL  v.  \ 

statement  of 

tunnel,  which  aperture  is  provi 
hood  hinged  thereto,  and  at  tb 
to  regulate  the  deposit  of  the 
former  with  the  view  to  distrib 
wherever  more  is  required  t< 
As  the  fibers  are  only  held  to  a 
sure  of  the  surrounding  air  in  i 
tion  of  the  cone  or  former  prep 
this  pressure,  some  means  musi 
retaining  the  fibers  composing 
that  this  delicate  web,  thus  foi 
nacity  to  admit  of  removing  it  \ 
fore  the  hardening  process ;  ai 
also  consists  in  covering  the  bal 
the  cone  or  former,  with  felte( 
employing  one  or  two  perforate 
over  the  bat  after  it  has  been  i 
felt  or  cloth  for  the  purpose  c 
fibers  and  to  admit  of  the  circul 
whole  is  immersed  therein  to  h 
to  felting,  and  the  other  to  be  p 
metallic  cone  on  which  the  hat  1 
is  necessarily  thin  and  weak,  fo 
the  pressure  of  the  surrounding 
partial  vacuum  produced  with 
drawn  from  the  water. 

In  the  accompanying  drawir 
adapted  to  the  operative  parts  c 
lower  feed  apron  on  which  the 
tendant,  in  separate  parcels,  ea< 
tion  of  a  hat  according  to  its  inl 
or  endless  belt  of  cloth  or  othc 
around  a  roller  (c)  and  lip  (d), 
the  machine,  with  its  bearings 
by  set  screws  (ee),  for  the  purp( 
and  the  latter  near  to  the  rotati 
as  to  present  a  slightly  rounded 
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over  where  it  presents  the  fur  to  the  action  of  the  brnsh. 
Instead  of  this  slightly  rounded  edge,  a  small  metallic  roller 
may  be  substituted,  but  when  this  is  done,  the  roller  should 
be  supported  at  different  points  between  its  end  journals ; 
and  this  I  have  effected  by  letting  it  run  in  a  circular 
groove  in  the  lip,  as  represented  in  section  at  Pig.  4,  where 
(g)  indicates  this  roller.  The  fur  as  it  is  carried  along 
towards  the  lip  (d),  is  gradually  compressed  by  the  upper 
apron  (b'),  which  passes  around  a  feed  roller  (c'),  and  lip 
(d'),  in  manner  similar  to  the  under  feed  apron.  The  roller 
(c*)  runs  in  a  frame  (i),  (of  which  the  lip  (d'),  forms  part) 
hung  on  journals  that  rest  in  standards  ( j ),  so  that  the  lip 
(d')  can  be  made  to  press  onto  the  fur  between  it  and  the 
under  lip  (d),and  thus  gripe  the  fibers  and  present  them 
to  the  effective  action  of  the  brush  (f ).  The  under  plane 
of  the  upper  apron  (b'),  is  inclined  to  the  upper  plane  of 
the  lower  one  (b),  the  more  effectually  to  present  the  fibers 
in  a  proper  manner  to  the  brush.  The  roller  (c'),  of  the 
upper  apron  runs  in  sliding  boxes  governed  by  set  screws 
(e'e'),  and  is  placed  forward  of  the  journals  of  the  frame, 
so  that  the  tension  of  the  belt  (i'),  which  communicates  mo- 
tion from  the  lower  roller  (c),  to  the  upper  one  (c'),  may 
press  the  upper  lip  (d'),  on  the  under  lip  (d),  but  this  may 
be  effected  by  means  of  springs,  weights,  or  other  well- 
known  mechanical  devices  for  making  pressure  under  simi- 
lar circumstances. 

The  fibers  as  they  pass  from  the  feed  aprons  are  acted 
upon  by  a  brush  (f ),  that  rotates  with  great  velocity,  and 
which  is  composed  of  parallel  rows  of  stiff  bristles  project- 
ing from  a  cylinder,  but  which  may  be  differently  con- 
structed and  composed,  if  desired.  As  the  fibers  are  first 
presented  they  are  brushed  and  properly  laid  by  the  down- 
ward action  of  the  brush,  as  indicated  by  the  arrow,  and 
when  liberated  are  carried  down  the  curved  surface  (1),  of 
a  chamber  or  tunnel  (m),  and  at  the  lower  edge  of  this  they 
meet  a  current  of  air  (that  enters  a  narrow  aperture  (n), 
near  the  bottom  of  the  chamber  and  extending  the  whole 
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length  of  the  brush),  which  being  induced  by  the  rotation 
of  the  brush  and  the  partial  vacuum  in  the  perforated  cone, 
prevents  the  libers  of  fur  from  falling  and  resting  on  the 
bottom  of  the  chamber,  and  carries  them  onto  the  perfo- 
rated cone  (o).  This  chamber  extends  over  and  under  the 
brush,  and  the  forward  part  of  the  lips,  turns  on  the  jour- 
nals of  the  brush,  or  is  otherwise  so  arranged  as  to  have  a 
slight  motion,  the  axis  of  which  is  the  same  as  that  of  the 
brush,  its  bottom  rests  on  a  set  screw  (p),  to  regulate  the 
delivery  end  of  the  chamber  relatively  to  the  cone,  its  for- 
ward end  in  addition  to  this  is  provided  with  a  hinged  flap 
(q),  regulated  by  a  cam  lever  as  a  means  of  regulating  the 
delivery  of  the  fibers,  its  top  (r),  is  gradually  elevated,  and 
sides  contracted  to  make  the  delivery  aperture  nearly  of 
the  form  of  the  cone,  but  narrower  and  higher,  and  its  up- 
per part  is  provided  with  a  hood  (s),  so  curved  as  to  cor- 
respond generally  with  the  curve  of  the  top  of  the  cone. 
This  hood  is  hinged  to  the  upper  part  of  the  delivery  aper- 
ture of  the  chamber,  and  is  connected  with  an  eccentric  (t), 
by  means  of  a  cord  (u),  and  bell  crank  (u'),  that  passes 
over  a  pulley  (v),  so  that  each  revolution  of  this  eccentric 
carries  the  hood  up  and  down  to  direct  the  discharge  and 
distribute  the  fibers  onto  the  cone,  a  greater  thickness  being 
desirable  in  the  parts  of  the  bat  which  form  the  brim  and 
edge  or  square  of  the  top,  than  on  the  t»op  and  crown  ;  and 
when  it  is  desired  still  farther  to  diversify  the  distribution 
of  the  fibers,  a  cam  can  be  substituted  for  the  eccentric, 
and  the  connection  between  it  and  the  hood  is  formed  (as 
represented  in  section  at  Fig.  5),  where  the  cam  (t),  acts  on 
a  lever  (t')  connected  with  the  hood  (s),  by  the  cord  (u). 

The  cone  (o)  is  made  in  the  usual  manner,  but  of  thin 
sheet  metal  perforated,  instead  of  wire  gauze ;  its  lower 
edge  fiti  in  a  metallic  ring  (w),  that  runs  in  an  appropriate 
collar  in  the  upjDer  part  of  a  case  (x),  and  its  outer  peri- 
phery is  provided  with  cogs  that  mash  into  the  cogs  of  a 
pinion  (y)  concealed  in  the  drawing  by  the  pulley  (d*),  on 
a  vertical  shaft  (z),  by  which  a  slow  rotary  motion  is  given 
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to  the  cone,  as  the  fibers  are  thrown  on  to  it,  to  distribute 
them  equally  all  ai'ound  the  cone.  The  case  (x)  is  na&- 
ciently  long  to  receive  two  rings  (w),  one  at  each  side  of  tlie 
pinion  (y),  by  which  both  are  kept  in  motion,  and  it  (the 
case)  is  made  to  swivel  on  a  hollow  collar  {f')i  to  which  its 
bottom  is  fitted,  so  that  when  one  cone  is  covered  it  may  be 
turned  aside  by  turning  the  case  half  a  revolution,  and 
another  cone  put  onto  the  other  ring  that  another  bat  may 
be  in  the  process  of  forming  whilst  the  one  already  foi-med 
may  be  prepared  for  the  hardening  process  in  the  manner 
to  be  hereafter  described. 

The  case  (x)  communicates  through  the  hollow  collar  (f), 
with  an  exhausting  fan  blower  (g'),  which  consists  of  a  ver- 
tical arbor  (h'),  with  oblique  vanes  (i'),  so  that  when  rotat- 
ing with  great  velocity  in  the  direction  of  the  arrow,  the 
air  is  exhausted  from  the  case  (x)  and  the  perforated  cone 
(o).  When  one  of  the  cones  is  removed  from  one  of  the 
rings  (w),  to  be  taken  to  the  hardening  apparatus,  the  aper- 
ture in  the  ring  (w)  must  be  closed  up  with  a  cap  plate 
(w'),  to  prevent  the  access  of  air.  Any  other  mode  of  ex- 
hausting the  case  and  cone  may  be  employed,  but  this  is 
the  most  efficient  which  I  have  essayed.  The  preparation 
of  the  formed  bat  for  hardening  is  effected  by  covering  it 
with  pieces  of  felt  or  fulled  cloth  just  taken  from  hot  water, 
which  is  done  in  the  following  manner,  viz:  The  attendant 
takes /rom  a  kettle  of  hot  water  a  piece  of  felt  cloth  rolled 
np  on  a  roller,  and  applies  one  end  of  it  to  the  surface  of 
the  bat,  and  as  the  cone  rotates  ihe  felt  cloth  winds  from 
the  roller  on  to  the  bat  on  the  cone,  another  piece  of  felt 
cloth  is  put  on  the  top,  and  then  a  strong  perforated  me- 
tallic cone  (K.')  (see  Fig.  0),  is  put  over  the  whole  the  more 
effectually  to  hold  the  fibers  of  the  batnnd  to  make  a  slight 
pressure  on  them  whilst  it  is  immersed  in  hot  water  to  harden. 
As  the  perforated  cone  (o)  is  better  when  made  very  thin, 
the  pressure  of  the  water  when  drawing  it  out  of  the 
kettle,  after  the  bat  has  been  hardened  tends  to  and  would 
collapse  it,  and  therefore  to  prevent  this  I  employ  another 
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perforated  metallic  cone  (1')  (s 
(before  the  whole  is  immersed  i 
pressure  in  drawing  the  whole 
The  relative  situation  of  the  t 
covering  felt  cloth,  preparatoi  , 
represented  on  an  enlarged  sci  I 
tical  section  through  the  whol  i 
may  be  dispensed  with,  if  des 
of  the  greater  thickness  and  s 
All  the  operative  parts  maj 
the  known  means,  such  as  bel 
accompanying  drawings,  in  w'  i 
overhead,  driven  by  any  first :  i 
it  a  band  (o')  extends  to  a  pul  i 
brush  which  should  make  abo 
per  minute,  more  or  less.     Fn 
same  sha  ft,  a  band  (r')  extendi 

!  of  which  there  is  a  wheel  (f)  i 

(g'),  by  the  belt  (u'). 

And  from  a  pulley  (v')  on  tl 
tends  to  a  wheel  (w'),  on  the  s 
ley  (x')  from  which  extends  a 
(z')  on  the  shaft  (a*)  that  carri( 
all  the  reduced  motions  requir 
machinery. 

From  a  wheel  (b*)  on  this  sh 
pulley  (d*)  on  the  shaft  (z),  th;i 
another  pulley  (e*)  drives  the 
(c)  by  the  belt  (g"),  and  on  the 

j  feed  roller  there  is  a  pulley  (1 

belt  (i*)  the  upper  feed  roller  ( 

I  be  connected  with  the  feed  rol 

nounce  to  the  attendant  when 
hausted,  that  the  cones  may  bi 
by  connecting  the  arbor  of  th< 
feed  apron,  by  a  belt  with  a  w] 
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or  pin  to  lift  at  every  revolution,  the  hammer  (1')  of  a  bell 
(m'),  the  striking  of  which  shall  give  requisite  indication. 

It  will  be  obvious  from  the  foregoing  that  the  hood  may 
be  operated  by  hand  instead  of  by  machinery,  thus  sub- 
stituting the  attention,  skill  and  cost  of  an  operative,  for 
the  positive  regularity  and  cheapness  of  mechanical  move- 
ments, but  such  a  change,  whilst  it  gives  perfect  and  ad- 
vantageous results,  still  involves  one  of  the  essential  parts 
of  my  invention.  It  may  be  well  to  add  as  a  mere  matter 
of  precaution,  that  the  invention  is  not  limited  to  the  mak- 
ing of  hat-b()dies  but  to  the  making  of  bats  on  formers  of 
any  other  shape  or  configuration,  the  form  of  the  delivery 
aperture  of  the  chamber,  and  the  hood,  and  the  move- 
ments of  the  latter  being  properly  adapted  to  the  change  of 
form  of  the  mold  or  former  with  the  restrictions  indicated. 

What  I  claim  as  my  invention  and  desire  to  secure  by 
letters  patent  in  the  machinery  above  described  is,  the  ar- 
rangement of  the  two  feeding  belts,  with  their  planes  in- 
clined to  each  other,  and  passing  around  the  lii)s  formed 
substantially  as  described,  the  better  to  present  the  fibers 
to  the  action  of  the  rotary  brush  as  described  in  combina- 
tion with  the  rotating  brush  and  tunnel  or  chamber  which 
conducts  the  fibers  to  the  perforated  cone  or  other  former 
placed  in  front  of  the  aperture  or  mouth  thereof,  substan- 
tially as  herein  described.  I  claim  the  chamber  into  which 
the  fibers  are  thrown  by  the  brush  in  combination  with  the 
perforated  cone  or  other  former  placed  in  front  of  the  de- 
livery aperture  thereof,  for  the  purpose  and  in  the  manner 
substantially  as  herein  described,  the  said  chamber  being 
provided  with  an  aperture  below  and  back  of  the  brush, 
for  the  admission  of  a  current  of  air  to  aid  in  throwing  and 
directing  the  fibers  on  to  the  cone  or  other  former  as  de-' 
scribed. 

I  also  claim  the  employment  of  the  hinged  hood  to  reg- 
ulate the  distribution  of  the  fibers  on  the  perforated  cone 
or  other  former  as  described.  And  I  also  claim  providing 
the  lower  part  or  delivery  aperture  of  the  tunnel  or  cham- 
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ber  with  a  hinged  flap  for  the  purpose  of  regulating  the  de- 
livery of  the  fibers  to  increase  the  thickness  of  the  bat  where 
more  strength  is  required  as  herein  described  in  combina- 
tion with  the  hood  as  herein  described.  And  in  the  process 
I  claim  hardening  the  bat  whilst  on  the  perforated  cone  or 
former,  and  preparatory  to  its  removal  therefrom,  by  im- 
mersing it  in  hot  water,  as  herein  described.  I  also  claim 
covering  the  bat  with  felted  or  fulled  cloth  before  it  is  re- 
moved from  the  cone  or  formed  as  described.  And  finally 
I  claim  the  employment  in  combination  of  both  of  the  per- 
forated cones,  one  for  making  pressure  on  and  retaining  the 
fibers  of  the  bat  until  hardened,  and  the  other  to  prevent 
the  collapse  of  the  cone  or  former  on  which  the  bat  is 
formed,  substantially  as  herein  described. 

H.  A.  WELLS. 
Witnesses: 

Chs.  M.  Relleb, 

A.  P.  Bbownb. 


ELIZA  WELLS,  OP  BROOKLYN,  NEW  YORK,  (AD- 
MINISTRATRIX OF  THE  ESTATE  OF  HENRY  A. 
WELLS,  DECEASED.) 

Improvement  in  Machinery  for  Making  Hat-Bodies.* 

Specification  forming  part  of  Letters  Patent  No.  4,472,  dated 
April  25,  1846;  reissue  Na  896,  dated  September  80,  1856;  ex- 
tended seyen  years;  reissne  No.  1,087,  dated  December  4,  1860; 
extended  seven  years  by  act  of  Congress  from  April  25,  1867; 
reissne  No.  2^942^  dated  May  19, 1868. 

To  all  whom  it  may  concern: 
Be  it  known  that  Henry  A.  Wells,  late  of  the  city,county, 

*The  drawings  of  this  reissue  are  identical  with  those  of  the  original 
patent,  No.  4,472  [p.  487  ante]. 
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and  State  of  New  York,  now  deceased,  did  in  his  liFetime 
invent  certain  new  and  useful  Iniprovementa  in  Machinery 
for  Making  Hat-Bodies  of  Fur,  for  wliicli  said  improve- 
ments Letters  Patent  of  tlie  United  States  were  granted  to 
said  Wells,  bearing  date  the  35tti  day  of  April,  1846  ;  and 
that  the  following  is  a  full,  clear,  and  exact  description  of 
the  principle  or  character  which  distingnishes  the  said  in- 
vention from  all  other  things  before  known,  and  of  the 
manner  of  making,  constructing,  and  using  the  same,  ref- 
erence being  had  to  the  accompanying  drawings,  making 
part  of  this  specification,  in  which — 

Fig.  1  is  a  plan  of  the  machine ;  Fig.  2,  a  longitudinal 
vertical  section  ;  and  Fig.  3  a  longitudinal  elevation. 

The  other  figures  will  be  described  in  their  appropriate 
places. 

The  same  letters  indicate  like  parts  in  all  the  figures. 

Prior  to  tlie  invention  of  the  Said  Henry  A.  Wells  it  had 
long  been  essayed  to  make  hat-bodies  by  throwing  the 
fibers  of  fur,  wool,  etc.,  from  a  carding-engine  into  the  open 
air  over  a  perforated  cone,  exhausted  by  a  fan  below,  to 
draw  down  and  hold  the  fibers  thereon  by  the  currents  of 
air  that  rush  from  all  directions  toward  and  through  the 
apertares  of  the  cone  ;  bnt  from  the  nature  of  the  instru- 
mentalities, and  fortUewantof  the  improvements  invented 
by  the  said  Wells,  such  machines  could  not  be  successful  in 
the  practical  business  of  making  hat-bodies.  A  patent  was 
granted  to  William  Fosket,  bearing  date  the  23d  day  of  Jan- 
uary, 1846,  for  a  machine  in  wliicb  the  fibers  to  be  formed  intc 
a  hat-body  were  separated  by  a  bow-string  similar  to  that 
used  in  the  hand  process  of  bowing,  but  operated  by  ma- 
chinery, and  thence  drawn  by  suction  through  a  tube  into 
the  lower  part  of  a  chamber  surrounding  a  pervious  coneor 
former,  the  inside  of  whirh  was  to  be  connected  with  on 
exhausting- fan  to  exhaust  the  air  from  the  inside  thereof, 
to  induce  currents  in  the  surrounding  air  to  rnsh  in  all  di- 
rections toward  the  outer  surface  of  the  pervious  former, 
and  through  the  apertures  thereof,  and  thus  to  carry  the 
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fibers  from  the  lower  part  of  the  surrounding  chamber 
toward  and  deposit  and  hold  them  on  the  outer  surface  of 
the  said  former.  This  machine,  however,  by  reason  of  the 
devices,  was  too  slow  and  uncertain  in  its  operation  to  su- 
persede the  hand  process  of  bowing. 

Hat-bodies  are  required  to  be  made  thicker  at  or  near  the 
brim  than  at  the  tip,  being  thickest  at  the  band  or  inter- 
section of  the  side  crown  and  brim  of  the  completed  hat, 
and  tapering  from  the  band  toward  the  edge  of  the  rim, 
and  toward  the  tip  being  sometimes  a  little  heavier  at  the 
square  or  junction  of  the  crown  and  tip.  Therefore,  the 
greater  quantity  of  fur  must  be  incorporated  in  that  part 
which  is  to  form  the  band  of  the  completed  hat- body,  and, 
owing  to  the  variation  of  relative  sizes  of  brims  and  crowns 
of  hats,  the  position  of  the  extreme  thickness  of  bats  also 
varies  between  them  within  limits  well  known  to  practical 
hatters.  This  required  disposition  of  the  fur  fibers  is  ob- 
tained by  the  manipulation  of  a  competent  hatter  skilled 
in  the  hand  process  of  bowing,  and  one  of  the  leading  fea- 
tures of  the  invention  of  the  said  Wells  consists  in  com- 
bining, with  a  rotating  brush  or  picker,  and  a  rotating 
pervious  exhausted  cone,  a  means  whereby  the  requisite 
greater  quantity  of  fur  thrown  by  the  picker  toward  the 
cone  is  caused  to  lodge  upon  the  cone  at  the  required  dis- 
tance from  its  base,  to  make  the  band  of  the  hat-body  of 
the  required  thickness,  said  means  being  a  plate  or  direct- 
ing surface  interposed  between  the  rotating  brush  or  picker 
and  the  base  of  the  cone,  which  plate  extends  from  the 
brush  or  picker  toward  the  cone  beneath  the  current  of  fur 
in  such  direction  as  to  point  at  a  part  of  the  cone  above  the 
lowermost  perforated  portion  of  it. 

In  machines  in  which  the  fibers  are  not  properly  directed, 
but  are  drawn  to  the  surface  by  the  action  of  the  exhaust, 
the  force  thus  induced  gradually  decreases  as  the  apertures 
on  the  cone  are  closed  up  by  the  accumulation  of  the  fur 
deiK>8ited  on  the  outer  surface  thereof,  and,  in  conse- 


408  GILL  V.  WELLS.  [Sup.  Ct. 

statement  of  the  case. 

quencf>,  the  required  distribution  cannot  be  obtained  with 
certainty. 

In  the  manufacture  of  fur  hat-bodies  by  machinery,  it  is 
important  to  be  able  to  make  any  given  number  of  them 
of  any  desired  equal  weight,  and,  as  fur  is  a  costly 
material,  it  is  desirable  that  each  hat-body  should  be  made 
of  the  precise  quantity  of  fur  allotted  to  it,  and  that  this 
should  be  effected  without  waste— a  result  which  cannot  be 
attained  by  a  machine  in  which  fur  is  disintegrated  and 
thrown  by  a  carding-engiue,  for  the  following  reasons :  If 
the  required  weight  of  far  for  one.  hat-body  is  placed  on 
the  feed  apron  of  the  carding-engine,  a  considerable  portion 
of  it  will  lodge  between  the  card  teeth  of  the  several  cylin- 
ders, and  much  of  it  will  drop  on  the  floor  of  the  room,  so 
that  only  a  portion  will  reach  the  pervious  cone ;  and  if 
more  than  the  required  weight  is  placed  on  the  feed-apron, 
there  is  no  means  by  which  to  determine  when  the  required 
quantity  is  deposited  on  the  pervious  cone.  Of  the  fur 
which  lodges  between  the  card-teeth,  and  which  drops  on 
the  floor,  and  is  not  thrown  about  promiscuously  in  the 
room,  only  a  portion  can  be  recovered,  and  at  a  cost  of 
labor  nearly,  if  not  quite,  equal  to  its  value. 

The  combinations  of  machinery  invented  by  the  said 
Henry  A.  Wells,  have  such  a  mode  of  operation  that  any 
given  weight  of  fur  which  is  placed  on  the  feed-apron  will 
be  delivered  onto  the  pervious  cone,  so  that  any  number  of 
separate  batches  of  fur,  separately  weighed  and  separately 
placed  on  the  feed-apron  of  the  machine,  will  be  formed 
into  bats  suitable  for  hat-bodies,  corresponding  in  weight 
and  number  with  the  several  batches  of  fur,  and  the  fur 
fibers  will  be  directed  and  controlled  from  the  rotating 
picking  and  disintegrating  brush  or  picker  to  the  exhausted 
l>ervious  cone  or  former,  so  as  to  be  deposited  and  distrib- 
uted thereon,  of  equal  thickness,  in  the  direction  of  the 
circumference,  and  of  unequal  thickness  in  the  direction  of 
the  length,  as  required,  that  the  hat-body  may  be  made  of 
the  required  strength  with  the  least  weight  of  fur — that  is, 
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thick  for  strength  at  and  about  the  band,  and  thin  along 
the  crown  and  tip.  And  as  the  bat  of  fur  fibers  so  formed 
of  the  required  weight,  and  with  the  fur  properly  distrib- 
uted, is  only  held  to  the  surface  of  the  pervious  cone  by 
the  pressure  of  the  surrounding  air,  induced  by  exhausting 
air  from  the  inside,  and  it  would  fall  to  pieces  if  the  pres- 
sure of  the  surrounding  air  was  suspended,  and  it  is  neces- 
sary to  remove  one  bat,  when  completed,  from  the  machine 
that  another  may  be  formed  by  the  combinations  so  in- 
vented by  the  said  Wells,  means  are  provided  for  holding 
the  bat,  that  the  cone  may  be  taken  from  the  machine, 
preparatory  to  the  final  hardening  of  the  bat,  to  admit  of 
removing  it  from  the  pervious  cone  in  a  suitable  condition 
for  the  after  well-known  processes  of  felting,  planking,  etc. 
In  th3  accompanying  drawings,  a  represents  a  frame, 
suitable  for  the  purpose,  and,  ft,  a  feed-apron,  on  which 
the  stock  of  fur  is  spread  by  an  attendant  in  separate 
parcels,  each  sufficient  for  the  formation  of  a  hat-body  of 
the  required  weight.  At  the  back  end  of  the  machine  this 
feed-apron  or  endless  belt  of  cloth,  or  other  suitable  ma- 
terial, passes  around  a  roller,  c,  which  has  its  bearings  in 
sliding  boxes,  provided  with  adjusting-screws,  e  e^  for  the 
convenience  of  keeping  the  apron  tight ;  and  this  apron 
also  passes  around  a  lip,  rf,  near  the  rotating  brush  or 
picker,  or,  as  an  equivalent,  around  a  small  roller,  //,  which 
should  be  properly  supported  between  the  end  journals,  as 
represented  in  section  at  Fig.  4.  Above  there  is  a  corres- 
ponding lip,  d\  and  apron,  h\  which  apron  is  inclined  to 
gradually  compress  the  fur,  the  better  to  insure  the  en- 
trance of  it  between  the  lips  as  it  is  moved  forward  by  the 
feed-apron,  h.  The  upper  apron  passes  around  the  lip,  eZ', 
and  a  roller,  c',  mounted  in  sliding  boxes  provided  with 
set-screws,  ^  e*,  in  manner  similar  to  the  under  feed-apron. 
The  roller,  c*,  is  mounted  in  a  frame,  /,  of  which  the  lip,  rf', 
forms  part,  and  the  frame  is  hung  on  journals  mounted  in 
standards,/,  so  that  the  lip,  rf*,  can  be  made  to  gripe  the 
fur  fibers  between  it  and  the  under  lip,  ^,  the  better  to 
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present  them  to  the  action  of  the  rotating  picker,/.  The 
tension  of  the  belt,  /*,  which  communicates  motion  to  the 
roller,  c',  gives  the  griping  pressure;  but  this  may  be 
effected  by  means  of  springs,  weights,  or  other  well-known 
devices  for  making  pressure  under  similar  circumstances. 
The  libers  of  fur,  as  they  pass  from  the  feed-apron,  are 
acted  upon  by  a  brush  or  picker,  /,  that  rotates  with  great 
velocity,  and  which  is  composed  of  parallel  rows  of  stiflf 
bristles  projecting  from  a  cylinder,  but  which  may  be 
differently  constructed  and  comjjosed,  if  desired. 

At  some  distance  from  the  rotating  brush  or  picker  is 
placed  tlie  cone  or  former,  o,  made  in  any  of  the  usual 
forms  required  for  hat-bodies,  but  of  thin  sheet  metal  per- 
forated with  numerous  fine  holes,  that  being  better  than 
wire-gauze.  The  lower  edge  rests  on  a  ring,  w,  fitted  to 
turn  in  an  appropriate  collar  in  the  upper  part  of  a  case,  a?, 
and  its  outer  periphery  is  provided  with  cogs  that  mesh 
into  the  cogs  of  a  pinion,  p^  (concealed  in  the  drawings  by 
the  pulley  <f ,)  on  a  vertical  shaft,  z,  by  which  a  slow  rotary 
motion  is  given  to  the  cone  as  the  fibers  are  deposited  on 
its  surface,  that  the  distribution  may  be  equal  all  around. 

The  case  x  may  be  formed  to  receive  only  one  such  cone 
at  a  time,  or  made  of  sufficient  length  to  receive  two  rings, t^, 
one  on  each  side  of  the  pinion,  y,  by  which  both  will  be 
rotated ;  and  the  case,  when  made  for  two,  must  be  con- 
structed so  as  to  swivel  on  a  collar,/"*,  to  which  its  bottom 
is  to  be  fitted,  that  when  a  bat  of  fur  fibers  has  been  formed 
on  one  cone  it  can  be  moved  out  of  line  by  turning  the  case 
or  cone  stand  half  a  revolution,  and  another  cone  put  onto 
the  other  ring,  that  another  bat  may  be  formed,  while 
the  one  already  formed  may  be  properly  treated  to  admit 
of  removing  it  from  the  exliaust,  as  will  be  presently  de- 
scribed. The  case,  x,  communicates,  through  the  hollow 
collar,/**,  with  the  case  of  an  exhausting  fan-blower,  /7\ 
which  consists  of  a  vertical  arbor,  7i\  with  oblique  vanes,  i\ 
so  that  when  rotated  with  great  velocity  in  the  direction 
of  the  arrow  the  air  will  be  exhausted  from  the  case,  a?, 
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and  the  inside  of  the  perforated  cone,  o.  When  the  case 
i:j  made  to  receive  two  cones,  and  one  is  removed  from  one 
of  the  rings,  w,  the  aperture  in  the  ring,  w,  must  be  closed 
up  with  a  cap  or  plate,  w',  to  prevent  the  free  entrance  of 
air.  Any  other  mode  of  exhausting  the  case  and  cone  may 
be  employed,  but  this  is  deemed  the  best.  When  the  cone 
is  exhausted,  currents  of  air  are  induced  from  all  directions 
toward  and  through  the  apertures  to  the  inside  of  the  cone, 
and  as  the  fibers  accumulate  on  the  surface  and  gradually 
close  up  the  apertures  the  force  of  these  currents  is  grad- 
ually reduced,  and  in  proportion  to  the  thickness  of  the 
bat. 

As  the  fibers  are  taken  from  the  feeding  mechanism  by  the 
rotating  brush  or  picker,  and  by  it  picked  and  thrown,  they 
are  guided  and  directed  to  be  properly  distributed  from  the 
base  to  the  tip  of  the  pervious  cone,  to  foim  a  bat  of  the 
required  varying  thickness  suitable  for  a  hat-body,  and  to 
prevent  waste,  and  this  is  effected  by  the  following  means : 
Prom  the  under  part  of  the  rotating  brush  or  picker  there 
is  a  plate,  y*,  which  extends  toward  the  pervious  cone,  an 
open  space,  vi,  being  left  between  that  end  of  the  plate 
which  is  nearest  the  picker  and  the  concave  Z  below  the  feed- 
ing mechanism,  that  a  current  of  air  may  enter  freely  to  as- 
sist in  carrying  the  fibers  towards  the  cone  as  they  are 
thrown  by  the  brush  or  picker.  This  plate,/*,  guides  the 
fibers  as  they  are  traveling,  and  prevents  too  great  an  ac- 
cumulation of  them  immediately  around  the  lower  edge  of 
the  cone,  the  greatest  thickness  of  bat  being  required  to  be 
deposited  some  distance  above,  that  the  bat,  when  made, 
may  be  thickest  at  and  about  the  junction  of  the  rim  and 
crown,  technically  termed  the  ''band."  And  it  also  pre- 
vents waste,  as  otherwise  many  of  the  fibers  would  be  car- 
ried by  the  force  of  gravity  below  the  influence  of  the  cur- 
rents traveling  toward  the  cone,  particularly  towards  the 
end  of  the  operation,  when  the  currents  induced  by  the  ex- 
hausting-fan become  very  faint.  This  plate  rests  on  an 
adjusting-screw,  p^  so  tha  t  that  end  of  it  which  is  nearest  the 
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cone  can  be  readily  elevated  or  depressed  relatively  to  the 
base  of  the  cone,  as  it  may  be  desired  to  vary  the  distribu- 
tion of  the  fibers  with  the  view  to  make  hats  with  a  broad 
or  narrow  rim,  and  with  the  rim  thicker  or  thinner  rela- 
tively to  the  other  parts.  And,  with  a  view  to  facilitate 
this  distribution,  the  plate  is  made  in  two  parts,  with  the 
part  beyond  the  supporting-screw,  j9,  and  nearest  the  cone, 
hinged  to  the  other  part  and  provided  with  a  cam  and  lever, 
g,  or  other  equivalent  device.  There  is  an  upper  guide  or 
deflector,  r,  which  extends  from  the  feeding  mechanism 
over  the  rotating  brush  or  picker,  and  forward  of  it  toward 
the  cone,  to  direct  the  fibers  and  effect  a  proper  distribution 
of  them  on  the  tip  of  the  cone,  and  down  the  sides  thereon 
toward  the  base.  The  better  to  effect  the  distribution  of 
the  fibers  on  the  cone,  the  under  surface  of  this  guide  or 
deflector,  nearest  the  picker-brush,  is  flat  or  parallel  with 
the  axis  of  the  picker-brush,  and  thence  toward  the  other 
end  concave  and  of  a  gradually  increasing  concavity 
toward  the  cone ;  and,  still  further  to  diversify  the  distri- 
bution of  the  fibers,  an  additional  deflector,  5,  somewhat 
in  the  form  of  a  hood,  is  hinged  to  the  end  of  the  deflec- 
tor, r,  nearest  the  cone,  so  that  it  can  be  moved  by  a  cord,  Uy 
I>assing  over  a  pulley,  d,  or  by  a  lever,  u\  actuated  by  an 
eccentric,  t,  or  a  cam  or  a  shaft,  a*.  On  each  side  there  is  a 
guide,  m,  extending  from  the  picker-brush  toward  the  cone. 
These  guides  prevent  fur  fibers  from  escaping  laterally  out 
of  the  proper  influence  of  the  currents  which  are  traveling 
toward  the  cone,  and  which  otherwise  would  go  to  waste, 
and  they  also  prevent  the  fibers  which  are  traveling  toward 
the  cone  from  being  disturbed  by  lateral  or  foreign  currents, 
which  are  not  induced  by  the  rotating  brush  or  picker,  or 
by  the  exhausting  of  the  cone. 

By  placing  the  two  guides  relatively  the  one  to  the  other, 
as  represented — that  is,  farther  apart  at  the  picker  or  brush 
than  toward  the  cone — a  much  longer  picker  or  brush  can 
be  used  than  if  they  were  parallel.  When  so  placed  th«y 
gradually  contract  the  fur-bearing  current  as  it  approaches 
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the  cone,  so  that  a  greater  quantity  of  fur  can  be  disinte- 
grated and  thrown  in  a  given  time  than  with  a  picker  or 
brush  so  short  as  would  be  required  if  the  side  guides  were 
parallel. 

In  the  machine,  as  illustrated  by  the  accompanying  draw- 
ings, the  bottom  i)late,  top  guides  or  deflector,  and  side 
guides  are  all  united  along  their  edges. 

All  the  operative  parts  may  be  set  in  motion  by  nny  of 
the  known  means,  such  as  belts,  as  fully  represented  in  the 
accompanying  drawings,  in  w^hich  m'  is  a  main- line  shaft 
overhead,  driven  by  any  first  mover.  Prom  a  wheel,  n\  on 
it  a  band,  o\  extends  to  a  pulley,  p\  on  the  shaft  of  the 
brush,  which  should  make  about  two  thousand  revolutions 
per  minute,  more  or  less.  From  another  wheel,  g'',  on  this 
same  shaft,  a  band,  r\  extends  to  a  pulley,  .<?',  on  the  shaft, 
of  which  there  is  a  wheel,  t'\  that  drives  the  exhaust-fan, 
</,  by  the  belt,  u'\  and  from  a  pulley,  v\  on  the  same  line 
shaft,  a  belt  extends  to  a  wheel,  w\  on  the  shaft  of  which 
there  is  a  pulley,  a/j  from  which  extends  another  belt,  y\ 
to  a  wheel,  z\  on  the  shaft,  a*,  that  carries  the  eccentric,  ^, 
to  give  all  the  reduced  motions  required  for  the  other  parts 
of  the  machinery.  Prom  a  wheel,  &',  on  this  shaft  a  belt, 
c',  extends  to  a  pulley,  d*,  on  the  shaft,  z^  that  rotates  the 
cone,  0,  and  another  pulley,  e*,  drives  the  wheel,  y^*,  of  the 
feed-roller,  c,  by  a  belt,  <7*,  and  on  the  other  end  of  the  axle 
of  this  feed  roller  there  is  a  pulley,  7^',  which  drives,  by  a 
cross-belt,  f,  the  upper  feed-roller,  c\ 

If  desired,  an  alarm  can  be  connected  with  the  feed-roller 
of  the  lower  apron,  to  announce  to  the  attendant  when  each 
charge  of  stock  is  exhausted,  that  the  cones  may  be  shifted. 
This  can  be  done  by  connecting  the  arbor  of  the  feed-roller,  c, 
of  the  lower  feed-apron,  by  a  belt,  with  a  wheel,  A",  pro- 
vided with  a  cam  or  pin  to  lift  at  every  revolution  the  ham- 
mer, r,  of  a  bell,  w*,  the  striking  of  which  shall  give  requi- 
site indication. 

After  one  batch  of  the  fur,  which  was  spread  on  the  feed- 
apron  by  the  attendant,  has  been  deposited  on  the  pervious 
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cone,  the  noa-nnited  libers  are  there  held  in  the  form  of  a 
bat  of  fibers  only  by  the  pressure  of  the  surroanding  air, 
induced  by  exhausting  the  air  from  the  Inside  of  the  cone, 
and  hence  if,  in  that  condition,  the  operation  of  the  ex- 
hausting mechanism  should  be  suspended,  the  fibers  wonld 
be  no  longer  held  by  the  pressure  oE  the  surrounding  air, 
and  would  by- force  of  gravity,  fall  and  destroy  the  bat. 
To  prevent  this,  and  render  the  bat  thus  formed  by  the 
mechanism  above  described,  available  in  the  munufactnre 
of  hats,  there  is  combined,  with  the  mechanism  by  which 
the  required  form  is  given  to  the  bat  of  fibers,  means  for 
holding  the  fibers  on  the  cone  without  the  pressure  of  the 
surrounding  air,  that  the  cone  maybe  removed  from  the 
machine,  and  taken  where  the  bat  can  be  suitably  hardened 
by  partial  felting  to  admit  of  removing  it  safely  from  the 
cone.  This  important  result  is  effected  by  tlie  use  of  a  fiex- 
ible  cloth. 

The  attendant  takes  from  a  kettle  of  hot  water  a  piece  of 
felt  or  other  cloth  rolled  uiion  a  roller,  and  applies  one  end 
of  it  to  the  surface  of  the  bat  still  held  by  the  pressure  of 
the  surrounding  air.  and  as  the  cone  rotates  the  felt  cloth 
winds  from  the  roller  onto  the  bat,  and  as  the  tip  of  the 
cone  is  semi-spherical,  and  this  cloth  cannot  be  conveniently 
extended  over  the  tip,  another  piece  of  cloth,  also  taken 
from  hot  water,  is  applied  to  the  lip  of  the  bat 

It  is  well  known  that  the  application  of  hot  water  to  a 
bat  of  fur  fibers,  which  have  been  suitably  prepared  to  be 
made  into  hats  by  tlie  well-known  felting  process,  is  to 
partially  felt  the  bat,  so  that  the  fibers  will  hold  together, 
and,  in  the  condition  above  specified,  not  only  could  the 
cone  be  removed  from  the  machine,  bat  the  bat  could  be 
safely  removed  from  the  cone  by  careful  handling. 

To  harden  the  bat  to  a  state  of  greater  consistency,  after 
the  wet  cloths  have  been  applied,  as  above  stated,  a  strong 
jrerforated  metallic  cone,  k',  (see  Fig.  6),  is  put  over  the 
cloth,  and  the  whole  is  then  dipiwd  in  hot  water,  and  after 
that  the  bat  can  be  removed  from  the  cone,  and  handled 
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without  the  necessity  of  much  care.  As  the  perforated 
cqne,  o,  is  better  when  made  very  thin,  the  pressure  of  the 
water,  when  drawing  it  out  of  the  kettle,  after  the  bat  has 
been  hardened,  tends  to,  and  would,  collapse  it,  and,  there- 
fore, to  prevent  this,  another  perforated  metallic  cone,  V'\ 
(see  Fig.  7),  is  put  inside,  before  the  whole  is  immersed  in 
hot  water,  to  sustain  the  pressure  in  drawing  the  whole  out 
of  the  hardening-kettle.  The  relative  situation  of  the 
three  cones,  the  bat,  and  the  covering  of  felt  cloth,  pre- 
paratory to  the  final  hardening  process,  is  represented  on 
an  enlarged  scale  at  Pig.  8,  which  is  a  vertical  section 
through  the  whole.  The  inner  sustaining- cone  may  be  dis- 
pensed with,  if  desired,  by  making  the  cone,  o,  of  greater 
thickness  and  strength. 

J^'rom  the  foregoing  it  will  be  seen  that  on  a  machine,  con- 
sisting of  the  combinations  specified,  hat-bodies  of  fur 
fibers  can  be  made  with  great  rapidity,  of  the  forms  re- 
quired by  the  trade,  for  being  made  into  hats  of  uniform 
thickness  in  the  direction  of  the  circumference,  and  of  any 
of  the  required  variations  in  thickness  from  brim  to  tip, 
such  as  demanded  by  the  trade  and  by  economy,  and  that 
any  number  of  hat-bodies  can  be  made  of  uniform  weight, 
as  all  the  fur  of  each  separate  batch  deposited  on  the  feed- 
apron  will  be  deposited  on  the  cone  without  the  necessity 
of  any  exercise  of  judgment  or  skill  on  the  part  of  the  at- 
tendant. 

Having  thus  described  the  mode  of  application  of  the 
said  invention  of  the  said  Henry  A.  Wells,  as  the  same  was 
successfully  reduced  to  practice  by  him,  I  do  not  wish  to 
be  understood  as  limiting  the  claim  of  invention  to  such 
mode  of  application,  as  other  modes  may  be  devised  having 
the  same  mode  of  operation,  and  only  differing  from  it  in 
form,  or  in  the  substitution  of  equivalent  means. 

What  I  claim  as  the  invention  of  my  late  husband,  the 
said  Henry  A.  Wells,  deceased,  and  desire  to  secure  by 
letters  patent,  is — 

1.  The  combination  of  the  rotating  brush  or  picker,  sub- 
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stantially  such  as  described,  the  rotating perviouscone  pro- 
vided with  an  exhausting  niechanism,  substantially  as  de- 
poribed,  and  lhe  bottom  plate  ar  guide,  ijobstantiallyaade. 
scribed,  for  directing  the  fur  fibers  toward  the  lower  yart 
of  the  cone  and  preventing  the  fibers  going  to  waste,  the 
said  combination  having  the  mode  of  operation  specified, 
and  for  the  purpose  set  forth. 

2.  The  combination  of  the  feed-apron,  the  rotating  brash 
or  picker,  substantially  as  described,  the  rotating  perviona 
cone,  provided  with  an  exhausting  mechanism,  substan- 
tially as  described,  and  tlie  guide  or  deflect()r  for  directing 
the  fur  fibers  onto  the  lip  and  upper  part  of  the  cone,  sub- 
stantially as  described,  the  said  combination  having  the 
mode  of  operation  specified,  and  for  the  purpose  set  forth. 

3.  The  combination  of  the  rotating  brush  or  picker,  sub- 
stantially as  described,  the  rotating  pervious  cone,  pro- 
vided with  an  exhausting  mechanism,  substantially  as  de- 
scribed, and  the  side  guides,  or  either  of  them,  snbstan- 
tially  as  described,  to  prevent  fur  fibers  from  getting  out  of 
the  proper  influence  of  the  currents  traveling  to  the  cone, 
and  to  protect  the  traveling  fibers  from  disturbing  currents, 
the  said  combination  having  the  mode  of  operation  specified, 
and  for  the  purposes  set  forth. 

4.  The  combination  of  the  feeding  apron,  on  which  the 
fur  can  be  placed  in  separate  batches,  as  described,  the  ro- 
tating brush  or  picker,  substantially  as  described,  the  ro- 
tating pervious  cone  or  former,  provided  with  an  exhaust- 
ing mechanism,  substantially  as  described,  the  said  combi- 
nation having  a  mode  of  operation  substantially  sach  as 
described. 

5.  The  combination  of  the  feed-apron,  on  which  the  fur 
fibers  can  be  placed  in  separate  batches,  each  in  quantity 
sufficient  to  make  one  hat-body,  the  rotating  brush  or 
picker,  substantially  as  described,  the  rotating  pervious 
cone,  provided  with  an  exhausting  mechanism,  and  the  de- 
vices for  guiding  the  fur  fibers,  substantially  as  descriljed, 
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the  combination  having  the  mode  of  operation  specified, 
and  for  the  purpose  set  forth. 

6.  In  combination  with  the  pervious  cone,  provided  with 
un  exhausting  mechanism,  substantially  as  described,  the 
covering  cloth,  wet  with  hot  water,  substantially  as  and  for 
the  purpose  specified. 

ELIZA  WELLS. 
Witnesses : 

John  Curtis, 

Geobge  Johnston. 

Messrs.  Henry  F.  FreTich  and  A.  L.  Sonle^  for  plaintiff 
in  error  : 

This  invention  of  Wells  has  often  been  before  the  courts 
upon  the  various  reissues  of  his  patent ;  and  the  original 
has  received  the  most  careful  consideration  of  this  court  in 
the  case  of  Burr  v.  Duryee,  1  Wall.  531  [7  Am.  &  Eng. 
224]. 

That  was  a  bill  in  equity,  alleging  an  infringement  by 
the  use  of  the  Boyden  machine. 

That  machine  had  a  feed  apron,  a  picker,  a  guide  plate, 
or  fur  director,  and  an  exhaust  rotating,  perforated  cone, 
in  combination.  It  had  every  element  of  the  Wells  ma- 
chine except  the  trunk ;  and  instead  of  the  trunk  had  a 
curved  plate  for  directing  and  guiding  the  fur  to  the  cone. 

Burr  V.  Duryee,  1  Wall.  562  [7  Am.  &  Eng.  224]. 

The  Wells  patent  had  already  been  twice  reissued  for  the 
fraudulent  purpose  of  extending  and  enlarging  the  real  in- 
vention, and  the  court  severely  criticised  those  who  con- 
trolled the  patent. 

The  court  says : 

'*The  great  and  peculiar  characteristic  of  the  Wells  in- 
vention is  a  tunnel  or  chamber  constructed  as  described. 
Instead  of  the  picker,  he  used  a  rotating  brush  to  dis- 
tribute the  fur  from  the  feed  aprons,  and  throw  it  forward 
into  the  chamber  which  conducted  it  to  the  cones.  The 
hinged  hood  and  flap  were  devices  to  distribute  the  mate- 
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rial  in  nneqaal  quantities,  to  accomplish  the  object  of  mak- 
ing the  bat  thicker  in  one  part  than  another.     *     *     * 

Now,  we  are  of  opinion  that  the  invention  of  Wells  was 
a  machine  which  was  an  improvement  on  the  machines  pre- 
viously known.  It  is  not  founded  on  any  new  discovery  of 
the  application  of  any  element  or  power  of  nature  to  pro- 
duce an  eflfect.  He  was  not  the  first  to  devise  the  applica- 
tion of  a  vacuum  to  cones  for  the  purpose  of  forming  and 
compressing  bats  for  hat-bodies,  nor  the  first  to  discover 
that  such  bats  should  be  made  of  unequal  thickness,  nor 
of  pickers  to  distribute  the  fur  from  the  carding  apparatus. 
He  has  improved  this  machinery  by  his  peculiar  devices  of 
brush,  trunk,  cap,  flap,  etc.,  combined  in  a  machine  which 
failed  to  be  automatic  till  further  improved.  We  are  of 
opinion,  also,  that  the  specification  of  Wells  correctly  set 
forth  the  peculiar  combination  of  devices  in  the  machine 
he  invented ;  that,  as  required  by  the  statute,  he  truly  and 
correctly  stated  the  principle  or  mode  of  operation  of  his 
machine,  and  the  functions  performed  by  its  sever-al  de- 
vices. There  was  no  mistake  in  his  specification,  by  inad- 
vertency or  accident.  He  had  a  valid  patent  claiming  his 
whole  invention,  no  more,  no  less. 

Burr  V.  Cowperthwait,  4  Blatchf.  163,  was  a  bill  in  equity 
on  the  reissue  of  1856,  of  this  patent,  and  was  argued  in  the 
District  of  Connecticut,  before  Nelson  and  IngersoU,  JJ. 

The  invention  of  Wells  was  carefully  analyzed,  and 
found  to  consist  in  the  devices  for  directing  the  fur,  name- 
ly :  the  trunk,  with  its  head  and  flap.  The  machine  of  the 
defendant  in  that  case  contained  the  feed  apron,  picking 
cylinder  and  revolving  exhaust  cone,  but  no  trunk  or  con- 
ductor. 

Besides  the  double  feed,  which  nobody  uses,  and  the 
substitution  of  a  brush  for  a  picker,  which  is  immaterial, 
the  only  thing  which  Wells  invented  is  the  peculiar  shape 
of  the  tunnel  or  chamber,  or  trunk,  placed  between  the 
picker  and  cone,  and  the  hinged  hood  and  flap  of  that 
trunk. 
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The  original  patent  shows  no  pretense  of  a  claim  of  any 
combination  without  a  trunk.  A  machine  with  only  a  feed 
apron,  a  picker  and  exhaust,  rotating  cone  having  no 
trunk,  is  no  where  in  that  patent  described,  alluded  to  or 
shown  or  indicated,  in  language  or  drawing  or  model,  as 
the  invention  of  Wells. 

He  was  not  the  first  inventor  of  it. 

He  never  pretended  that  he  was. 

Mr.  Wells,  in  preparing  his  original  specification,  ap- 
pears to  have  employed  Mr.  Keller,  who  is  a  witness  to  it 
and  was  always,  until  recently,  of  counsel  for  the  Wells 
patent ;  so  that  we  have  before  us  what  an  intelligent  in- 
ventor, knowing  the  precise  limits  of  his  invention,  with 
the  aid  of  an  expert  in  this  very  art,  thought  it  safe  and 
proper  to  claim. 

And  it  may  be  added  that,  during  the  lifetime  of  Wells 
he  never  made  a  change  in  his  patent.  He  died  in  1861, 
and  the  first  of  the  seven  changes  which  this  patent  has 
undergone,  was  made  in  1856. 

The  patent  is  for  improvements  only  in  machinery  for 
making  hat-bodies,  and  the  very  first  clause  of  the  original 
specification,  after  the  formal  parts,  disclaims  the  very 
combination  described  in  the  fourth  claim. 

"It  has  long  been  essayed  to  make  hat-bodies  by  throw- 
ing the  fibers  of  fur,  wool,  etc.,  by  a  brush,  or  picker  cylin- 
der, onto  a  perforated  cone  exhausted  by  a  fan  below, 
*  *  *  and  thus  form  a  bat  of  fibers,  ready  for  hard- 
ening and  felting;  but  from  various  causes  all  these  at- 
tempts have  failed.  I  have,  however,  so  improved  this 
machine  in  various  important  particulars  as  to  remove  all 
objections." 

But  it  may  be  said  that  the  fourth  claim  includes  a  feed 
apron,  and  so  it  does,  and  so  does  every  machine  for  card- 
ing, blowing,  mixing  or  throwing  any  fibrous  material,  as 
in  Williams*  and  Fosket's  machines. 

If,  in  the  fourth  claim,  the  feeding  apron,  on  which  the 
fur  can  be  placed  in  separate  batches,  as  described,  means 
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the  two  feeding  belts^  with  their  planes  inclined  to  each 
other,  as  set  forth  in  the  first  claim  of  the  original  patent, 
we  have  only  to  answer  that  the  defendants  have  never  used 
any  such  device,  nor  does  the  court  recognize  it  in  the 
charge. 

If  the  feeding  apron  means  any  feeding  apron  on  which 
fur  can  be  so  placed,  it  means  such  a  feeding  apron  as  the 
machines  of  Williams  and  Posket  contained  prior  to  the 
invention  of  Wells. 

Wells  not  only  recognizes  the  exhaust  cone  as  well 
known,  but  evidently  refers  to  Fosket's  machine,  which 
had  adopted  a  wire  gauze  instead  of  the  Williams  perfor- 
ated cone. 

Wells  does  not  suggest  any  improvement  in  the  cone, 
but  says :  "The  cone  is  made  in  the  usual  manner,  but  of 
thin  sheet  metal,  perforated,  instead  of  wire  gauze." 

The  form  and  functions  of  this  chamber  or  tunnel,  with- 
out its  adjuncts,  seem  to  be  fully  described  in  the  lan- 
guage of  the  inventor.  It  is  said  to  be  "  Gradually 
changed  in  form  towards  the  outlet,  where  it  assumes  a 
shape  nearly  corresponding  to  a  vertical  section  passing 
through  the  axis  of  the  cone,  but  narrower,  for  the  purpose 
of  concentrating  and  directing  the  fur  thrown  by  the  brush 
onto  the  cone,'*  etc. 

This  tunnel,  of  itself,  is  not  described  as  tending  at  all 
to  distribute  the  fur  in  its  required  proportion  as  to  thick- 
ness. It  is  for  the  purpose  stated  above,  and  from  its 
structure,  its  manifest  tendency  \rould  be  to  guide  the  fur 
equally  onto  the  vertical  section  of  the  cone,  as  it  rotates 
just  in  front  of  its  delivery  aperture." 

Therefore,  this  element  is  not  complete  without  its  ad- 
juncts, the  hood  and  the  flap. 

''Which  aperture  is  provided  at  top  with  a  bonnet  or 
hood  hinged  thereto,  and  at  the  bottom  with  a  hinged  flap, 
to  regulate  the  deposits  of  the  fibers  on  the  cone  or  other 
former,  with  the  view  to  distribute  the  thickness  of  the 
bat,  wherever  more  is  required  to  give  additional  strength. 
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*  *  *  I  also  claim  the  employment  of  the  hinged 
hood  to  regulate  the  distribution  of  the  fibers  on  the  per- 
forated cone  or  other  former,  as  described.  And  I  also 
claim  a  hinged  flap  for  the  purpose  of  regulating  the  deliv- 
ery of  the  fibers  to  increase  the  thickness  of  the  bat,  where 
more  strength  is  required,  ere." 

The  fourth  claim,  construed  as  it  was  by  the  court  be- 
low, to  wit :  as  excluding  the  trunk  and  all  its  parts  from 
the  combination,  is  not  sustained  by  any  description  of  the 
invention  in  the  specification. 

The  only  accounts  given  in  the  specification  of  the  char- 
acter of  the  invention,  so  far  as  it  relates  to  machines  for 
forming  bodies,  are  found  on  the  record,  where  it  is  stated 
in  substance  that: 

'*One  of  the  leading  features  of  the  invention  consists  in 
combining  with  a  rotating  brush  or  picker,  and  a  rotating, 
pervious,  exhausted  cone,  a  means  whereby  the  requisite 
greater  quantity  of  fur  thrown  by  the  picker  toward  the 
cone  is  caused  to  lodge  upon  the  cone  at  the  required  dis- 
tance from  its  base,  to  make  the  band  of  the  hat-body  of 
the  required  thickness;"  which  '* means"  is  stated  to  be 
the  '"bottom  guide." 

'*The  combinations  of  machinery  invented  by  the  said 
Henry  A.  Wells,  have  such  a  mode  of  operation  that  any 
given  weight  of  fur  which  is  placed  on  the  feed  apron  will 
be  delivered  onto  the  pervious  cone,  so  that  any  number 
of  separate  batches  of  fur,  separately  weighed  and  sepa- 
rately placed  on  the  feed  apron,  will  be  formed  into  bats 
suitable  for  hat-bodies,  corresponding  in  weight  and  num- 
ber with  the  several  batches  of  fur,  and  the  fur  fibers  will 
be  directed  and  controlled  from  the  rotating,  picking  and 
disintegrating  brush  and  picker  to  the  exhausted  pervious 
cone  or  former,  so  as  to  be  deposited  and  distributed 
thereon  of  equal  thickness  in  the  direction  *  *  *  and 
of  unequal  thickness  in  the  direction,  of  the  length  as  re- 
quired, that  the  hat-body  may  be  made  of  the  required 
strength,  with  the  least  weight  of  fur,  that  is,  thick  for 
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strength  at  and  abotit  the  band,  and  thin  along  the  crown 
and  tip." 

Now,  it  is  obvious  that  the  combination  of  the  parts 
named  in  the  fourth  claim,  the  apron,  picker  and  ex- 
liausted  cone,  without  the  aid  of  any  other  part  of  the  ma-, 
chine,  will  not  produce  the  result  thus  described.  It  will 
not  deposit  the  whole  quantity  of  the  weighed  fur  upon 
the  cone,  and  will  not  properly  distribute  what  it  does  de- 
posit. The  patentee  does  not  claim  that  it  will,  and  goes 
on  to  describe  the  "  means"  by  which  the  fibers  of  fur  are 
^'guided  and  directed  to  be  properly  distributed,"  as  being 
the  bottom  guide,  top  guide  and  side  guides,  which  make 
up  the  trunk  in  the  Wells  machine. 

The  patentee  is  so  well  aware  that  these  '^ guides,"  the 
trunk,  are  essential  features  of  the  Wells  invention,  that 
she  says : 

*'In  machines,  in  which  the  fibers  are  not  properly  di- 
rected, but  are  drawn  to  the  surface  by  the  action  of  the 
exhaust,  the  force  thus  induced  gradually  decreases  as  the 
apertures  on  the  cone  are  closed  up  by  the  accumulation  of 
the  fur  deposited  on  the  outer  surface  thereof,  and  in  con- 
sequence the  required  distribution  cannot  be  obtained  with 
certainty." 

The  construction  given  to  the  fourth  claim  by  the  court 
below,  gives  the  defendant  in  error  a  patent  for  a  combina- 
tion which  has  no  power  to  produce  the  results  which  the 
specification  says  the  invention  does  produce,  and  excludes 
from  the  combination  the  peculiar  feature  of  the  machine, 
which  the  patentee  describes  as  being  the  means  by  which, 
as  a  part  of  the  combination,  is  produced  the  result,  which 
is  the  fruit  of  the  invention. 

The  claims  in  the  original  Wells  patent  are  clear  and  ex- 
plicit, as  to  the  tunnel,  and  as  to  the  hood  and  flap. 

What  is  described  and  claimed  is,  in  form  and  function, 
entirely  diflferent  from  the  tunnel  or  chamber  with  its  hood 
and  flap  described  and  claimed  in  the  original. 

The  learned  counsel  for  the  plaintiflf  in  Burr  v.  Duryee, 
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[7  Am.  &  Eng.  224],  defined  Wells'  Invention,  as  described 
in  his  original  patent,  to  consist  of  three  parts  in  combinn- 
tion.  1.  The  tunnel  or  chamber.  2.  The  perforated  cone 
or  former.  3.  The  picker  or  brnsh ;  and  they  say  he  re- 
garded this  combination  of  leading  and  essential  parts  as 
constituting  the  substance  and  essence  of  his  invention  of 
the  machinery. 

Although  in  the  original,  the  honest,  intelligible  phrase, 
"  tunnel  or  chamber,"  is  found  twelve  times  in  the  specifi- 
cation, it  is  not  once  found  in  reference  to  the  invention  de- 
scribed in  this  reissue. 

On  this  seventh  statement  of  the  invention,  after  twenty- 
two  years'  deliberation  by  Mr.  Keller  and  his  clients,  the 
words  which  had  been  first  chosen  to  describe  the  thing 
constructed,  and  which  the  Supreme  Court  had  adopted  as 
the  most  apt  phrase  to  define  the  great  characteristic  fea- 
ture of  the  invention,  was  studiously  omitted,  and  the 
words  "plate,  guide,  defiector,"  adopted  in  their  stead. 

The  object  of  this  change  is  perfectly  obvious. 

Boyden  &  Gill  had  machines  in  operation,  in  which  there 
was  no  device  in  form  or  substance  like  that  shown  or  de- 
scribed in  Wells'  original  patent.  They  had  no  tunnel  or 
chamber  or  hood  or  flaps,  with  any  such  functions  as  those 
of  Wells. 

Gill,  as  well  as  Boyden,  had  some  guides  and  directors, 
as  Williams  and  Posket  had,  before  Wells'  invention,  and 
to  gain  some  pretense  for  crushing  these  rivals,  they  ob- 
tained this  reivssue. 

The  complainants  now  seem  to  claim  that  any  hat-form- 
ing machine  which  had  in  it  anything  which  guides  the 
fur  between  the  picker  and  cone,  infringes  their  patent.  If 
it  have  a  top  board  or  a  bottom  board  or  a  side  board, 
which  in  any  way  conducts  the  fur  or  in  any  way  controls 
it,  that  is  an  infringing  device,  without  having  in  it  the 
other  parts  of  the  tunnel  or  chamber.  And  under  the  4fhi 
claim,  they  claim  that  the  defendants  infringe  without  any 
guides  whatever. 
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In  each  of  the  first  three  claims,  a  dislinct  and  independ- 
ent fnnctiun  ts  chiimed  for  the  top,  the  bottom  and  side 
guides,  nut  in  combination  with  eacli  other,  as  forming  an 
inclosed  trunk,  but  as  separate  devices  that  may  operate 
independently,  and  be  infringed  by  the  use  of  eitlier  alone. 

There  is  not  a  word  in  this  specification  that  refers  in 
any  way  to  the  combination  of  these  plates  and  guides  into 
a  tunnel  or  chamber,  and  there  was  not  intended  lo  be. 

The  trunk  was  discarded  I)odily,  in  name  and  descrip- 
tion, and  so  thoroughly  was  "the  great  characteristic "  of 
the  Wells'  machine  expunged  from  the  patent  that  no  allu- 
sion to  such  a  device  is  to  be  found  in  it. 

To  patch  up  a  sort  of  relationship  between  the  original 
and  the  reissue,  and  to  account  for  the  great  featnre  in  the 
drawing  which  is  ignored  in  the  reissue,  the  following 
clause  is  inserted : 

"In  the  machine  illustrated  by  the  accompanying  draw- 
ings, the  bottom  plate,  top  guides  or  deflector,  and  side 
guides,  are  all  united  along  their  edges." 

But  there  is  in  the  reissue  no  suggestion  that  such  a 
union  is  essential,  or  even  desirable,  nor  is  there  any  allu- 
sion in  the  claims  to  any  such  union  or  relation  of  the  va- 
riocis  plates  and  guides. 

The  form  of  the  apertnre  of  the  trnnk,  which  in  the  origi- 
nal formed  so  distinct  a  feature,  is  entirely  lost  in  the  re- 
issue. 

The  tunnel  in  the  original  was  at  its  outlet  made  to  as- 
sume  a  shape  nearly  corresponding  to  a  vertical  section 
passing  through  the  axis  of  the  cone,  but  narrower,  etc. 

"Its  topis  gradually  elevated  and  sides  contracted  to 
•make  the  delivery  aperture  nearly  of  the  form  of  the  cone, 
bnt  narrower  and  higher." 

There  is  nothing  whatever  in  the  reissue  that  indicates 
that  the  fur  is  deposited  on  a  vertical  section  of  the  cone; 
nothing  to  indicate  that  it  is  not  deposited  on  all  parts  of 
the  cone  at  once,  as  in  the  Gill  machine. 

Indeed,  the  reissue  negatives  tiie  idea  that  the  aperture 
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is  of  the  form  of  the  cone  at  all,  and  there  is  nothing  in  the 
drawings  that  indicates  that  the  aperture  is  not  as  wide  at 
the  top  as  at  the  bottom.  The  reasons  given  in  the  reissue' 
for  placing  the  side  guides  further  apart  at  the  picker  than 
at  the  outlet  are,  that  by  this  arrangement  a  much  longer 
picker  may  be  used  and  so  a  greater  amount  of  fur  may  be' 
thrown. 

We  have  quoted  already  a  part  of  the  description  of 
these  attachments  to  the  tunnel  or  chamber,  and  shown 
that  they  were  relied  on  exclusively  to  diversify  the  fur 
in  thickness. 

Although  in  the  reissue  specification  the  hood  is  alluded 
to  as  *'an  additional  deflector,"  yet  in  the  claims  it  is  en- 
tirely ignored  as  a  separate  device,  and  is  omitted  or  ab- 
sorbed into  the  top  or  ** guide  and  deflector  for  directing 
the  fur  fibers  on  the  tip  and  upper  part  of  the  cone,"  as 
set  forth  in  the  second  claim. 

The  reissue  says :  *'  There  is  an  upper  guide  or  deflector  "' 
which,  in  the  drawing,  represents  the  top  of  the  tunnel. 

"And  still  further  to  diversify  the  distribution  of  the 
fibers,  an  additional  deflector,  somewhat  in  the  form  of  a 
hood,  is  hinged  to  the  end  of  the  deflector  nearest  the  cone." 

But  one  "guide  or  deflector"  is  described  in  the  second 
claim,  and  it  is  said  to  be  "For  directing  the  fur  fibers  onto 
the  tip  and  upper  part  of  the  cone."  Is  the  top  of  the 
trunk  omitted,  or  is  the  hood  omitted,  or  are  they  merged 
into  one  guide  or  deflector? 

In  either  view,  no  such  guide  or  deflector  is  found  in  the 
original  patent.  The  tunnel  is  a  closed,  rigid  trunk,  and 
the  hood  is  an  adjunct  to  it,  having  a  peculiar  function  as 
an  element  of  it. 

The  hinged  flap,  which  forms,  in  the  original  patent,  so 
distinct  a  feature,  fai*es  even  worse  in  the  reissue  than  the 
hood.  We  have  above  quoted  the  description  of  it  in  the 
original.  In  the  reissue  it  is  thus  alluded  to  at  the  close 
of  the  elaborate  description  of  the  plate  which  is  at  the 
bottom: 
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**  And  with  a  view  to  facilitate  distribution,  the  plate  is 
made  in  two  parts,  with  the  part  beyond  the  supporting 
screw  and  nearest  the  cone,  hinged  to  the  other  part  and 
provided  with  a  cam  and  lever,  or  other  equivalent  device." 

Thus,  the  hinged  flap,  so  distinct  a  feature  of  the  origi- 
nal chamber,  is  absorbed  into  the  bottom  plate  or  guide, 
and  becomes  a  useless  part  of  it. 

Our  conclusion  upon  this  view  of  the  case  is,  that  the  re- 
issue is  for  a  different  invention  from  that  shown  in  the 
original  patent,  and  so  is  void. 

"Reissued  letters  patent  must,  by  the  express  words  of 
the  section  authorizing  the  same,  be  for  the  same  invention, 
and,  consequently,  where  it  appears  on  a  comparison  of  the 
two  instruments,  as  matter  of  law,  that  the  reissued  patent 
is  not  for  the  same  invention  as  that  embraced  and  secured 
in  the  original  patent,  the  reissued  patent  is  invalid,  as 
that  state  of  facts  shows  that  the  Commissioner,  in  grant- 
ing the  new  patent,  exceeded  his  jurisdiction." 

Clifford,  J.,  Seymour  v,  Osborne,  11  Wall.  544  [8  Am.  & 
Eng.  290] ;  Sickles  v.  Evans,  2  Cliff.  203;  CaharttJ.  Austin, 
g  Cliff.  628. 

The  great  and  peculiar  characteristic  of  the  Wells  inven- 
tion, ' '  the  chamber  or  funnel  as  described  and  shown  in 
his  original  patent,"  is  not  described  in  the  reissue,  upon 
any  possible  construction  of  it ;  because, 

1.  "  The  devices  for  guiding  the  fur  fibers  "  are  described 
and  claimed  as  separate  and  distinct  from  each  other,  and 
not  as  parts  of  an  entire  chamber  or  tunnel. 

2.  Because  the  form  of  the  fur  current,  as  it  strikes  a 
a  vertical  section  of  the  cone,  is  an  essential  element  in  the 
original  patent,  and  is  not  indicated  in  any  way  in  the  re- 
issue. 

3.  Because  the  hood  and  flap  described  in  the  original 
were  wholly  relied  upon  to  vary  the  distribution  of  the  fur 
on  the  cone,  and  are  ignored  in  the  reissue,  and  their  func- 
tions, as  claimed  in  the  original,  are  ascribed  '*  to  the  bottom 
plate  or  guide,"  and  to  the  top  or  "guide  and  deflector." 
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4.  Because  the  4th  claim  omits  entirely  any  trunk,  gaide 
or  deflector,  and  everything  that  can  imply  them. 

Tlie  combination  of  an  apron,  picker  and  cone,  with  a 
tiunk  interposed,  is  not  infringed  by  the  use  of  a  combina- 
tion of  less  than  all  the  parts. 

Where  three  elements  are  claimed  in  a  patent  combina- 
tion, the  use  of  two  of  the  elements  only  does  not  infringe 
the  patent. 

Gould  V.  Rees,  15  Wall.  187  [p.  39,  ante]. 

*' Where  the  defendant,  in  constructing  his  machine, 
omits  entirely  one  of  the  ingredients  of  the  plaintiflTs  com- 
bination, without  substituting  any  other,  he  does  not  in- 
fringe." 

Gould  V.  Rees,  Cliflford,  J.,  15  Wall.  194  [p.  39,  ante]. 

The  law  is  well  settled,  that  a  patent  for  a  combination 
of  old  things  applied  to  produce  a  new  and  useful  result  is 
not  violated  unless  all  the  parts  or  elements  of  the  combi- 
nation are  used. 

Dodge  V.  Card,  2  Fish.  116 ;  Hale  v.  Stimpson,  2  Fish. 
565 ;  District  of  Mass.,  Clifford  and  Lowell,  JJ. 

A  patentee  cannot  repudiate  one  of  the  parts  of  his  ma- 
chine after  another  inventor  has  taught  him  how  to  dis- 
pense with  it. 

Hale  V,  Stimpson,  2  Fish.,  671 ;  Lowell,  */.,  cites  Prouty 
V.  Ruggles,  16  Pet.  336  [4  Am.  &  Eng.  351] ;  Vance  v. 
Campbell,  1  Black,  428  [7  Am.  &  Eng.  117]. 

"  In  order  to  constitute  an  infringement,  the  whole  com- 
bination must  be  used  ;  because  he  claims  not  the  various 
part'',  but  the  whole  combination  together." 

Approved  by  Grier,  /.,  Case  v.  Brown,  2  Wall.  328  [7 
Am.  &  Eng.  360]. 

The  inventor  is  limited  to  the  precise  combination  shown 
in  his  original  patent. 

A  claim  for  combination  of  several  devices  so  combined 
together  as  to  produce  a  particular  result,  is  not  good  for  a 
claim  for  ''any  mode  of  combining  those  devices  which 
would  produce  that  result,"  and  can  only  be  sustained  as 


Slg  GILL  V.  WELUS.  [Sup.  Ct- 

Argument  of  opunu^ 

a  valid  claim  for  the  peculiar  combination  of  devices  in- 
vented and  described. 

Burr  V.  Duryee,  1  Wall.  653  [7  Am.  &  Eng.  224] ;  af- 
firmed and  applied  in  Case  v.  Brown  [7  Am.  &  Eng.  360] 
{supra). 

*'  We  have  had  occasion  to  remark  in  a  late  case  on  this 
new  q^rt  of  extending  patents  for  machines  into  patents  for 
a  mode  of  operation,  a  function,  a  principle  and  effect  or 
i*esult,  so  that  by  an  equivocal  use  of  the  t^rm  'equiva- 
lent,' a  patentee  of  an  improved  machine  may  suppress  all 
further  improvements.  It  is  not  necessary  again  to  ex- 
pose the  fallacy  of  the  arguments  by  which  these  attempts 
are  sought  to  be  supported,  though  we  cannot  hinder  their 
repetition." 

Case  V.  Brown,  2  Wall.  328  [7  Am.  &  Eng.  360],  Grier, 
/. ;  Whiting  v.  Swayne,  4  Fish.  131. 

Messrs.  Edward  N.  Dicker son^  Charles  C.  BemaUj  Jr.^ 
and  Merwiii  R.  Brewer^  for  defendant  in  error : 

The  patented  machine  is  composed  of  parts  which  Henry 
A.  Wells  first  combined  for  the  purpose  of  forming  hat- 
bodies.  The  integers  of  this  combination  are  for  the  most 
part,  mechanical  devices,  capable  of  separate  existence  and 
use  in  other  combinations  or  machines  ;  and  the  claims  of 
the  patent  are  founded  upon  the  well-settled  principle,  that 
new  combinations  of  old  devices  producing  a  useful  result, 
are  patentable. 

The  machine  i)erforms  two  essentially  distinct  opera- 
tions ;  the  first  of  which  relates  to  the  separating  of  the  fur 
and  blowing  it  onto  the  cone  ;  and  the  second  to  the  modi- 
fication of  the  current  of  fur,  as  it  passes  from  the  disin- 
tegrating apparatus  to  the  cone ;  and  Mr.  Wells'  invention 
in  effect  is :  1.  An  improvement  in  the  means  of  disin- 
tegrating the  fur,  and  throwing  it  onto  the  cone,  which  had 
been  attempted  before ;  and,  2.  The  creation  of  an  entirely 
new  idea,  by  which,  as  it  is  made  concrete  in  the  machine. 
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the  fur  is  distributed  on  the  cone  in  varying  thickness, 
which  never  had  been  attempted  before. 

The  patent  recognizes  the  fact  that,  ''Prior  to  the  inven- 
tion of  Henry  A.  Wells,"  an  unsuccessful  attempt  had  been 
made  to  form  hat-budies  by  the  use  of  a  "  carding  eno;ine," 
through  which  the  fibrous  material  was  passed,  and  from 
which  it  was  thrown  upon  a  cone ;  and  the  reason  why  this 
machine  would  not  work  practically  is  stated  in  the  pat- 
ent. This  machine  is  referred  to  in  the  plaintiff's  brief  as 
the  Williams  machine  ;  and  it  was  patented  in  1833.  This 
Williams  machine  may  proi)erly  be  said  to  be  a  combina- 
tion of  a  carding  engine,  a  revolving  fan  and  a  perforated 
exhausted  cone,  for  the  purpose  of  forming  a  hat-body. 
To  it  might  or  may  be  added  devices  for  regulating  the  de- 
posit of  fibers  on  the  cone,  by  controlling  them  on  their 
passage  from  the  fan  to  the  cone ;  and  if  any  such  devices 
had  been  made,  they  might  have  been  patented,  in  combi- 
nation with  the  other  elements  of  the  Williams  machine, 
for  the  purpose  of  i)erforming  the  functions  which  they 
were  able  to  perform. 

For  this  Williams  combination  Mr.  Wells  substituted 
the  fundamental  combination  of  his  machine,  now  patented 
in  the  4th  claim,  which  consists  of  three  parts :  1.  The 
feeding  apron,  on  which  the  separate  batches  of  fur  are 
placed.  2.  A  revolving  brush  or  picker,  which  performs 
the  double  oflice  of  disintegrating  the  fur  and  blowing  it 
forward  towards  the  cone.  3.  The  exhausted  perforated 
cone,  upon  which  the  fur  is  deposited. 

This  simple  combination,  as  a  substitute  for  the  Wil- 
liams combination,  for  the  purpose  of  hat-forming,  is 
claimed  to  be  new  and  useful,  and  is  patented.  How  new 
or  how  useful,  is  not  a  question  before  this  court.  That 
was  in  issue  before  the  jury,  and  was  submitted  to  them 
by  Judge  Woodruff,  and  found  for  the  patent. 

Starting  with  this  combination,  by  which  a  very  rapid 
action  could  be  performed,  and  the  fur  delivered  to  the 
cone  finely  disintegrated,  and  in  perfectly  uniform  quanti- 
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lies,  successively,  Mr.  Wells  proceeded  to  invent  the  de- 
vices by  which  the  deposit  of  lur  on  the  cone  could  be 
reo^ulated,  so  that  the  thickness  of  the  different  parts  of 
the  hat-body  could  be  varied  as  desired — a  result  that  could 
not  be  produced  by  the  use  of  the  fundamental  combina- 
tion alone,  which  would  either  deposit  the  fur  uniformly 
on  the  cone,  or  in  an  uncontrollable  distribution. 

This  varied  distribution  results  in  two  distinct  effects ; 
one  of  which  is  to  make  the  tip  of  the  hat-body  thin,  and 
the  other  to  make  tlie  band  thick  and  the  brim  thin.  Either 
of  these  results  may  be  produced  without  the  other ;  and 
neither  is  essential  to  a  hat-body,  although  both  are  valua- 
ble and  desirable.  A  hat-body  of  uniform  thickness  is 
good  ;  but  one  of  variable  thickness  better ;  and  Mr.  Wells' 
machine  will  make  both  kinds,  as  it  may  be  used  in  whole 
or  in  part. 

Exceptions. 

First.  The  defendant  below  prayed  the  court  to  instruct 
the  jury  that  he  did  not  infringe  the  patent  unless  he  used 
the  specific  devices  mentioned  in  the  patent,  nor  unless  he 
used  the  entire  trunk  shown  in  the  drawings  and  model  of 
the  Wells  machine. 

These  modest  requests  Judge  Woodruff  declined  to  grant, 
being  of  opinion  that  mere  form  was  not  of  the  essence  of 
this  invention,  and  that  this  substance  might  be  found  in 
shapes  quite  different  from  those  specific  ones  to  which  the 
defendant  below  proposed  to  restrict  the  patent. 

This  view  of  the  law  surprised  the  defendant's  counsel 
and  they  excepted. 

His  Honor,  however,  turned  these  requests  into  legiil 
form,  adding  the  necessary  qualifications,  and  then  granted 
them. 

The  ruling  upon  the  fourth  claim  is  the  one  to  which 
most  exception  has  been  taken.  It  amounts  to  this  :  that 
the  inventor  of  a  combination  of  devices  for  performing  a 
distinct  part  of  an  operation,  which  combination  may  be 
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supplementetl  by  additional  devices  for  perfecting  or  modi- 
fying its  operation,  may  patent  that  combination,  irrespec- 
tive of  such  additional  devices  as  he  or  others  may  invent. 
It  cannot  be  questioned  that  if  Mr.  Wells  had  stopped 
when  he  made  the  combination  of  the  4th  claim,  he  might 
have  patented  that  combination,  which  is  obviously  a  great 
improvement  on  the  Williams'  combination  ;  but  if  the 
plaintiff  in  error  is  right  and  Judge  Woodruff  wTong,  then 
Mr.  Wells  lost  the  right  to  take  such  a  patent,  because  he 
also  invented  devices  for  operating  on  the  current  of  fur 
while  it  is  passing  from  the  picker  to  the  cone  of  his  first 
combination,  and  thereby  improved  the  result  proposed  to 
be  accomplished — which  is  absurd. 

^  Mr.  Justice  Clifford  delivered  the  opinion  of  the  court : 
Valid  letters  jiatent  may  be  granted  for  an  invention 
which  consists  entirely  in  a  new  combination  of  old  ingre- 
dients {a)  produces  a  new  and  useful  result ;  but  the  rule 
is  equally  well  settled,  in  such  a  case  that  the  invention 
consists  merely  in  the  new  combination  of  the  ingredients, 
and  that  a  suit  for  an  infringement  cannot  be  maintained 
against  a  party  who  constructs  or  uses  a  substantially  dif- 
ferent combination,  even  though  it  includes  the  exact  same 
ino^redients.  Alterations,  however,  in  combinations,  which 
are  merely  formal,  do  not  constitute  a  defense  to  the  charge 
of  infringement,  as  the  inventor  of  a  new  and  useful  com- 
bination (6),  is  as  much  entitled  to  claim  equivalents  as  any 
other  class  of  inventors,  but  they  cannot  suppress  subse- 
quent improvements  which  are  substantially  different  trom 
their  inventions,  whether  the  new  improvement  consists  in 
a  new  combination  of  the  same  ingredients  or  of  some 
newly  discovered  ingredient  or  even  of  some  old  ingredient 
performing  some  new  function  not  known  at  the  date  of 

S2  Wall.  14-15. 

(a)  Wallace  inserts  ''  provided  it  appears  tbat  the  new  combination  of 
the  ingredients." 

(b)  Wallace  inserts  "  of  old  ingpredients." 
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the  letters  patent  as  a  proper  substitute  for  the  ingredient 
withdrawn. 

Old  ingredients  known  at  the  date  of  letters  patent 
granted  for  an  invention,  consisting  of  a  new  combination 
of  old  ingredients,  if  also  known  at  that  date  as  a  proper 
substitute  for  one  or  more  of  the  ingredients  of  the  inven- 
tion secured  by  the  letters  patent,  are  the  equivalents  of 
the  corresponding  ingredients  of  the  patented  combination. 
Such  old  ingredients,  so  known  at  the  date  of  the  letters 
patent  granted,  are  the  equivalents  of  the  ingredients  of 
the  patented  combination,  and  no  others,  and  it  may  be 
added  that  ^Aa^,  and  that  only,  is  what  is  meant  by  the  rule 
that  inventors  of  a  new  combination  of  old  ingredients 
are  as  much  entitled  to  claim  equivalents  as  any  other 
class  of  inventors.  ♦ 

Reissued  patents,  in  order  that  ihey  may  be  valid,  .must 
be  for  the  same  invention  as  the  surrendered  originals. 
Inoperative  or  invalid  patents,  which  are  so  by  reason  of  a 
defective  or  insufficient  specification,  or  by  reason  that  the 
patentee  claimed  as  his  own  invention  or  discovery  more 
than  he  had  a  right  to  claim  as  new,  may  be  surrendered  if 
the  error  arose  by  inadvertence,  accident  or  mistake,  and 
without  any  fraudulent  or  deceptive  intention,  and  the 
provision  is  that  the  Commissioner,  in  that  event,  shall, 
upon  the  payment  of  the  sum  required  by  law,  cause  a  new 
patent  for  the  same  invention,  and  in  accordance  with  the 
corrected  specification,  to  be  issued  to  the  proper  party,  as 
prescribed  in  the  53d  section  of  the  Patent  Act.  16  Stat, 
at  L.  206. 

Unquestionably,  the  specifications  in  such  a  case  may  be 
amended  to  correct  an  error  which  has  arisen  by  inadver- 
tence, accident  or  mistake,  if  without  any  fraudulent  or 
deceptive  intention  ;  but  the  express  provision  in  the  new 
Patent  Act  is  that  no  new  matter  shall  be  introduced  into 
the  specification,  and  that  in  the  case  of  a  patent  for  a 
machine  neither  the  model  nor  drawings  shall  be  amended, 
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except  each  by  the  other,  which  is  a  very  important  pro- 
vision to  secure  the  fulfilment  of  the  condition  that  the 
reissued  patent  shall  be  for  the  same  invention  as  that 
secured  by  the  original  patent. 

Matters  of  law  only  are  in  dispute  here  between  the 
parties,  as  the  judgment  of  the  circuit  court  was  rendered 
in  a  suit  at  law  for  the  infringement  of  a  patent,  and  the 
cause  was  removed  into  this  court  by  a  writ  of  error  to 
revise  the  rulings  and  instructions  of  the  circuit  judge,  but 
it  will  be  necessary  to  refer  somewhat  fully  to  the  specifica- 
tion of  the  original  patent,  and  to  compare  the  same  with 
the  specification  of  the  reissued  patent,  which  is  the  patent 
in  suit,  in  order  to  understand  the  exact  nature  and  scope 
of  the  controlling  questions^presented  for  decision  (c). 

Separate  examination  of  the  numerous  questions  involved 
in  the  bill  of  exceptions  will  not  be  attempted,  as  it  would 
extend  the  opinion  to  an  unreasonable  length,  nor  will  it 
be  attempted  to  pass  in  review  more  than  two  or  three  mat- 
ters assigned  for  error  in  this  court,  as  it  is  scarcely  prob- 
able that  many  of  them  will  be  of  much  importance  if  the 
parties  elect  to  go  to  a  new  trial  (d). 

Exact  description  of  the  invention  was  given  in  the  speci- 
fication of  the  original  patent,  which  affords  the  most 
ample  means  to  define  the  nature  and  scope  of  the  improve- 
ment actually  made  by  the  patentee  as  secured  by  that 
patent. 

My  improvements,  he  says,  consist  in  feeding  the  fur 
after  it  has  been  picked  to  a  rotating  brush,  between  two 
endless  belts  of  cloth,  one  above  the  other,  the  lower  one 
horizontal  and  the  upper  one  inclined  to  gradually  compress 
the  fur  and  gripe  it  more  effectually  where  it  is  presented  to 
the  rotating  brush,  which  moves  at  great  velocity,  and 
throws  it  into  a  chamber  or  tunnel  which  is  gradually 
changed  in  form  towards  the  outlet,  where  it  assumes  a 
shape  nearly  corresponding  to  a  vertical  section  passing 

(c-d)  Wallace  omits  from  (od.) 
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through  the  axis  of  the  cone,  but  growing  narrower,  for 
the  purpose  of  concentrating  and  directing  the  fur  thrown 
by  the  brush  to  the  cone. 

Currents  of  air  enter  at  the  same  time  through  an  aper- 
ture immediately  under  the  brush,  in  consequence  of  the 
rotation  of  the  brush  and  the  exhaustion  of  the  cone,  for 
the  purpose  of  more  effectually  directing  the  fibers  towards 
the  cone,  which  is  placed  just  in  front  of  the  delivery 
aperture  of  the  chamber  or  tunnel,  which  aperture  is  pro- 
vided at  the  top  with  a  bonnet  or  hood,  hinged  thereto, 
and  at  the  bottom  with  the  hinged  flap  to  regulate  the 
deposit  of  the  fibers  on  the  cone  or  other  former  with  the 
view  to  distribute  the  thickness  of  the  bat  wherever  more 
is  required  to  give  additional  strength  to  the  manufacture. 

Means  are  also  described  for  holding  the  fibers  compos- 
ing the  bat  on  the  cone,  so  that  the  bat  may  be  removed 
from  the  cone  or  former  before  the  hardening  process  is 
applied,  and  for  that  purpose  the  representation  is  that  the 
patentee  first  covers  it  with  felted  or  fulled  cloth,  and  then 
he  employs  one  or  two  metallic  cones,  one  to  put  over  the 
bat  after  it  has  been  surrounded  with  the  moist  cloth,  for 
the  purpose  of  making  pressure  on  the  fibers  and  to  allow 
hot  water  to  circulate  when  the  whole  is  immersed  therein 
to  harden  the  bat  preparatory  to  felting,  and  the  other  me- 
tallic cone  is  to  be  placed  within  the  perforated  one  on 
which  the  hat  has  been  formed,  and  which  is  necessarily 
thin  and  weak,  for  the  purpose  of  resisting  the  pressure  of 
the  surrounding  water,  consequent  upon  a  partial  vacuum 
produced  within,  when  the  whole  is  withdrawn  from  the 
water. 

Si)ecial  reference  is  then  made  to  the  drawings,  and  a 
detailed  description  is  given  of  every  device  included  in 
the  apparatus  and  of  the  functions  which  the  respective 
devices  of  the  apparatus  perform.  Superadded  to  those 
details  is  a  general  description  of  the  mode  in  which  the 
described  apparatus  oj)erates  and  of  the  result  which  it  ac- 
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coniplishes,  in  substance  as  follows  :  As  the  fibers  are  first 
presented  they  are  acted  upon  by  the  brush,  which  moves 
with  great  velocity,  and  they  are  properly  laid  by  its  down- 
w^ard  action,  bnt  when  liberated  they  are  carried  down  the 
curved  surface  of  the  chamber  or  tunnel,  and  a  t  the  lower  edge 
of  that  device  they  meet  a  current  of  air  that  enters  a  nar- 
row aperthre  near  the  bottom  of  the  chamber  or  tunnel, 
which  extends  the  whole  length  of  the  brush,  and  prevents 
the  fibers  from  falling  and  resting  on  the  bottom  of  the 
chamber  or  tunnel  and  carries  them  onto  the  perforated 
cone. 

Minute  description  is  also  given  of  the  chamber  or  tunnel 
and  of  its  appendages  and  of  the  functions  which  it  per- 
forms, as  follows:  that  it  extends  over  and  under  the  brush 
and  is  so  arranged  as  to  have  a  slight  motion,  the  axis  of 
which  is  the  same  as  that  of  the  brush,  and  that  its  bottom 
rests  on  set  screws  to  regulate  the  delivery  end  of  the  same 
relatively  to  the  cone ;  that  its  forward  end  is  provided 
with  a  hinged  flap  regulated  by  a  cam  lever  as  the  means 
of  regulating  the  delivery  of  the  fibers ;  that  its  top  is 
gradually  elevated  and  that  the  sides  are  contracted  to 
make  the  delivery  aperture  nearly  of  the  form  of  the  cone 
but  narrower  and  higher  ;  that  its  upper  part  is  provided 
with  a  hood  so  curved  as  to  correspond  generally  with  the 
curve  of  the  top  of  the  cone. 

Particular  descripiion  is  also  given  of  the  mode  in  which 
the  hood  is  arranged  and  of  the  functions  which  it  per- 
forms, as  follows :  that  it  is  hinged  to  the  upper  part  of 
the  delivery  aperture  of  the  chamber  and  that  it  is  con- 
nected with  an  eccentric  by  means  of  a  cord  and  bell  crank 
passing  over  a  pulley,  so  that  each  revolution  of  the  eccen- 
tric carries  the  hood  up  and  down  to  direct  the  discharge 
of  the  fibers  and  to  distribute  the  same  onto  the  cone,  giv- 
ing a  greater  thickness  in  the  parts  of  the  hat  which  form 
the  brim  and  edge  than  on  the  top  and  crown,  and  he  sug- 
gests the  means  to  be  employed  by  the  manufacturer  when 
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it  is  desired  still  further  to  diversify  the  distribation  of  the 
fibers. 

Intelligent  description  is  also  given  of  the  cone  and  of 
the  functions  which  it  performs,  and  of  the  whole  mode  of 
operation  from  the  time  the  fibers  are  placed  on  the  feed- 
apron  until  the  hat  is  formed,  but  there  is  no  trace  of  any 
suggestion  or  intimation  that  the  operation  can  be  per- 
formed or  the  patented  result  be  produced  without  the 
chamber  or  tunnel.  Instead  of  that  it  is  unquestionably 
true  that  the  chamber  or  tunnel  is  a  material  ingredient  of 
the  combination  and  an  essential  feature  of  (he  described 
invention.  Unmistakable  support  to  that  view,  if  any  be 
needed  beyond  what  is  disclosed  in  the  description  given 
of  pie  same,  is  also  derived  from  the  claims  of  the  patent, 
three  of  which,  in  express  terms,  describe  the  invention  as 
a  combination,  and  include  the  chamber  or  tunnel  as  one 
of  the  ingredients  of  the  combination.  Besides  the  evi- 
dence in  that  direction,  derived  from  the  first  three  claims, 
the  fourth  claim  is  for  the  employment  of  the  hinged  hood 
to  regulate  the  proper  distribution  of  the  fibers,  which 
device  is  obviously  but  a  mere  appendage  of  the  chamber 
or  tunnel  in  terms  included  in  the  described  combination. 

Such  a  combination,  if  new  and  useful,  and  if  it  produces 
a  new  and  useful  result,  is  the  proper  subject  of  a  patent 
to  secure  to  the  owner  or  proprietor  the  exclusive  right  to 
make,  use  and  vend  the  thing  patented  for  the  period 
allowed  by  the  Patent  Act.  Beyond  doubt  such  a  patent 
is  valid  and  operative,  but  the  rights  of  the  patentee  under 
it  differ  in  one  respect  from  those  of  a  patentee  for  an  in- 
vention which  consists  of  an  entire  machine,  or  of  a  new 
and  useful  device,  as  the  rights  of  a  patentee  for  a  mere 
combination  of  old  ingredients  are  not  infringed  unless  it 
appears  that  the  alleged  infringer  made  or  used  the  entire 
patented  combination.  Gould  v.  Rees,  15  Wall.  194  [p.  39, 
ante]. 

Invalid  and  inoperative  patents  may  be  surrendered  and 
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reissued  for  the  same  invention,  but  Congress  never  in- 
tended that  a  patent  which  was  valid  and  operative  should 
be  reissued  merely  to  afford  the  patentee  an  opportunity  to 
expand  the  exclusive  privileges  which  it  secures,  to  enable 
him  to  suppress  subsequent  improvements  which  do  not 
conflict  with  the  invention  described  in  the  surrendered 
patent.  Evidence  of  a  decisive  character  to  negative  the 
theory  that  such  a  practice  finds  any  supi)ort  in  the  Act  of 
Congress,  besides  what  existed  before,  is  found  in  the  new 
Patent  Act,  which  expressly  provides  that  no  new  matter 
shall  be  introduced  into  the  specification  ;  and  in  case  of  a 
machine  patent,  that  neither  the  model  nor  the  drawings 
shall  be  amended  except  each  by  the  other. 

Two  or  three  only  of  the  errors  assigned  will  be  much 
considered.  They  are  in  substance  and  eflfect  as  follows  (<?): 
(2)  That  the  court  erred  in  refusing  to  instruct  the  jury 
that  the  defendant's  machine  did  not  infringe  the  fourth 
claim  of  the  plaintiff's  patent  unless  it  had  the  feeding 
device  of  the  original  patent  in  combination  with  the  rota.t- 
ing  brush  or  picker  and  the  pervious  cone  and  the  chamber 
or  tunnel  described  in  the  original  specification.  (3)  That 
the  court  erred  in  instructing  the  jury  that  the  reissued 
patent  is  valid  as  respects  the  fourth  claim  if  the  combina- 
tion of  the  three  ingredients  therein  mentioned  was  new 
and  could  be  usefully  employed  for  the  purpose  of  facilitat- 
ing the  making  of  hat  bodies,  supplemented  by  any  known 
means  of  guiding  the  fur  in  such  a  way  as  to  bring,  by  the 
Operation  of  these  three*  devices,  the  fur  to  the  cone  so  as 
to  make  a  hat  body,  or  if  those  three  devices  would  make 
a  hat  body  without  the  aid  of  other  means  of  protecting  the 
fur  against  escape  that  would  be  serviceable  for  any  pur- 
pose, then  it  was  patentable,  even  without  the  trunk,  which 
is  also  called  the  chamber  or  tunnel. 

S8  Wall.  19-SO. 
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Three  or  more  important  propositions  of  patent  law  are 
Involved  in  the  exceptions  covered  by  the  assignment  of 
errors,  which  it  becomes  important  to  restate  with  some 
care,  because  neither  the  prayers  for  instructions,  nor  the 
rulings  of  the  court  in  refusing  the  same,  nor  the  instruc- 
tions given,  nor  the  assignment  of  errors,  are  in  every  re- 
spect free  from  ambiguity. 

Perhaps  no  one  of  the  prayers  for  instruction  corresponds 
in  precise  terms  with  either  of  the  first  two  propositions; 
but  it  is  nevertheless  true  that  many  of  them,  us  applied 
to  the  separate  claims  of  the  patent,  did  raise  the  questions 
involved  in  those  propositions,  and  it  is  equally  certain  that 
the  court  in  several  instances  ruled  to  the  effect  that  the  re- 
issued patent  was  not  invalid  for  the  reason  assigned,  and 
that  the  machine  of  the  defendant  did  infringe  that  of  the 
plaintiff,  even  though  it  did  not  contain  the  chamber  or 
tunnel  described  in  the  plaintiff's  original  specification. 

Filled  as  the  record  is  with  proofs  to  establish  the  truth 
of  the  preceding  statements,  further  argument  upon  the 
subject  is  unnecessary.  Throughout  the  trial  it  was  the 
constant  aim  of  the  defendant  to  defeat  the  plaintiff's  action 
upon  the  three  grounds  mentioned :  (1)  That  the  reissued 
patent  was  invalid  because  it  was  not  for  the  same  invention 
as  the  original.  (2)  That  the  defendant  did  not  infringe 
the  plaintiff's  invention  because  his  machine  did  not  con- 
tain the  chamber  or  tunnel  of  the  plaintiff's  invention  nor 
its  appendages.  (3)  That  the  reissued  patent  was  invalid 
as  it  respects  the  fourth  claim  of  the  same,  because  the 
combination  contains  only  three  of  the  four  ingredients  de- 
scribed in  the  original  specification,  and  does  not  include 
either  the  chamber  or  tunnel  or  its  appendages. 

Unquestionably,  these  several  defenses  were  pressed  in 
many  forms,  and  all  must  agree  that  the  court  refused  to 
sustain  any  one  or  all  of  them  as  often  as  they  were  pre- 
sented by  the  defendant. 

Attention  will  next  be  called  to  the  specification  of  the 
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reissued  patent  as  the  best  means  by  which  to  determine 
whether  the  invention  secured  by  it  is  or  is  not  the  same  as 
that  of  the  original.  Wide  differences  between  the  two 
specifications  are  manifest  in  two  important  particulars : 

1.  That  the  whole  description  of  the  chamber  or  tunnel 
and  its  appendages  is  left  out  of  the  specification  of  there- 
issued  patent,  and  that  it  contains  a  full  description  of 
other  devices  different  from  the  chamber,  in  form  at  least, 
to  perform  the  functions  of  the  chamber  and  its  appendages 
as  described  in  the  original  specification. 

Material  matters  are  left  out  of  the  specification  when 
compared  with  the  original,  and  it  is  beyond  dispute  that 
new  features  are  introduced  in  the  description  of  the  de- 
vices to'be  employed  in  guiding  the  fibers  of  the  fur  when 
taken  from  the  feeding  mechanism  by  the  rotating  brush 
or  picker.  They  are  picked  and  thrown  towards  the  cone 
as  in  the  other  specification,  in  which  it  has  already  ap- 
peared that  the  representation  is  that  they  are  guided  and 
directed  in  the  manner  and  for  the  purpose  specified  by 
the  chamber  and  its  appendages.  Instead  of  that,  the  de- 
scription in  the  reissued  specification  is  that  the  function 
of  guiding  and  directing  the  fur  is  effected  by  the  follow- 
ing means.  Nothing  is  said  about  the  chamber,  but  the 
description  is  that  a  plate  is  provided  and  placed  under  the 
brush,  and  that  it  extends  towards  the  i)ervious  cone,  an 
open  space  being  left  between  that  end  of  the  j^late  which 
is  nearest  the  picker  and  the  concave  part  below  the  feed- 
ing mechanism  that  a  current  of  air  may  enter  freely  to  as- 
sist in  carrying  the  fibers  towards  the  cone  as  they  are 
thrown  by  the  brush  or  picker,  and  the  further  representa- 
tion is  that  the  plate  guides  the  fibers  as  they  are  traveling 
and  prevents  too  great  an  accumulation  of  them  immedi- 
ately around  the  lower  edge  of  the  cone,  the  greatest  thick- 
ness of  the  bat  being  required  to  be  deposited  some  distance 
above,  that  the  bat  when  made  may  be  thickest  at  and 
about  the  junction  of  the  rim  and  crown,  technically  termed 
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the  band,  and  that  it  also  prevents  waste,  as  otherwise 
many  of  the  fibers  would  be  carried  by  the  forceof  gravity 
below  the  influence  of  the  currents  traveling  towards  the 
cone,  particolarly  towards  the  close  of  the  operation,  when 
the  currents  induced  by  the  exhausting  fan  become  very 
faint. 

Description  is  then  given  of  the  mode  in  which  the  plate 
is  adjusted  and  of  the  functions  which  it  performs  as  fol- 
lows :  That  it  re-sts  on  an  adjusting  screw,  so  that  that  end 
of  it  which  is  nearest  the  cone  can  be  readily  elevated  or  de- 
pressed relatively  to  the  base  of  the  cone,  as  it  may  be  de- 
sired to  vary  the  disf  ribntion  of  the  fibers  with  a  view  to  make 
hats  with  a  broad  or  narrow  rim  and  with  tlie  rim  thicker 
or  thinner  relatively  to  the  other  parts,  the  plate  being 
mitde  in  two  parts  with  a  view  to  facilitate  the  distribution, 
the  part  beyond  the  supporting  screw  and  nearest  the  cone 
being  hinged  to  the  other  part  and  being  provided  with  a 
com  or  lever  or  other  eqnivalent  device. 

Provision  is  also  made  for  a  device  called  an  upper  guide 
or  deflector,  which,  ns  the  representation  is,  extends  from 
the  feeding  mechanism  over  the  lotating  brush  or  picker, 
and  forward  of  it  towards  the  cone  to  direct  the  libers  and 
effect  a  proper  distribution  of  them  on  the  top  of  the  cone 
and  down  the  sides  thereof  towards  the  base  ;  and  the  fur- 
ther representation  is  that  the  under  surface  of  that  guido 
or  deflector  nearest  the  picker  brush  is  flat  or  parallel  with 
the  axis  of  the  picker  brush,  and  thence,  towards  the  other 
■end  coftcave  and  of  a  gradually  increasing  concavity  to- 
wards the  cone,  and  that  the  apparatus  niiiy  be  supplied 
with  an  ndditional  defiector  further  to  diversify  (he  distri- 
bulion  of  tlie  fibers,  somewhat  in  the  form  of  a  hood,  which 
is  hinged  to  the  end  of  the  deflector  nearest  the  ccme,  so  that 
it  can  be  moved  by  a  cord  passing  over  a  pulley  or  a  lever 
actuated  by  an  eccentric  or  a  cam  on  a  shaft.  Guides  are 
also  provided  on  each  side  of  the  deflector,  extendinjifroni 
the  picker  liruali  towards  the  cone  to  prevent  the  fur  fibers 
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from  escaping  laterally  out  of  the  proper  influence  of  the 
currents  which  are  traveling  towards  the  cone,  and  which 
otherwise  would  go  to  waste,  and  also  to  prevent  the  fibers 
which  are  traveling  towards  the  cone  from  being  disturbed 
by  lateral  or  foreign  currents,  not  induced  by  the  rotating 
brush  or  picker  or  by  the  exhausting  of  the  cone. 

No  allusion,  even,  is  made  to  the  chamber  or  tunnel  in 
describing  the  apparatus  for  guiding  and  directing  the 
fibers  thrown  by  the  rotating  brush  or  picker,  except  at  the 
conclusion  of  the  description,  where  the  patentee  states  that, 
in  the  machine  illustrated  by  the  accompanying  drawings, 
the  bottom  plate,  top  guides  or  deflector  and  side  guides 
are  all  united  along  their  edges,  which  is  an  express  admis- 
sion that  it  is  the  chamber  or  tunnel  and  its  appendages  in 
the  original  speciflcation  that  performs  all  these  functions, 
and  that  the  description  given  in  the  reissued  patent  is  a 
new  feature,  describing  devices  different  in  form  and  with 
different  names  from  the  description  given  of  the  means  to 
accomplish  the  same  end  in  the  original  patent. 

Differences  so  wide  between  an  original  and  a  reissued 
patent,  show  that  it  was  a  bold  measure  to  grant  as  well  as 
to  ask  for  such  a  reissue.  Examples  of  the  kind,  if  any, 
it  is  believed,  are  very  few  in  which  such  a  reissued  patent 
has  been  granted  where  there  is  not  a  word  in  the. original 
specification  to  support  the  theory  that  the  patentee  ever 
invented  anything  except  his  described  combination,  which, 
it  is  admitted,  consisted  of  four  ingredients,  all  of  which 
were  old.  Complete  description  is  given,  in  the  original 
specification,  of  that  combination,  but  the  specification  does 
not  contain  the  slightest  evidence  that  the  patentee  ever 
made  any  other  combination  than  that  which  embodies  the 
four  described  ingredients. 

Cases  arise  where  a  patentee,  having  invented  a  new  and 
useful  combination  consisting  of  several  ingredients,  which, 
in  combination,  compose  an  organized  machine,  also  claims 
to  have  invented  new  and  useful  combinations  of  fewer 
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numbers  of  the  ingredients  and,  in  such  cases,  the  law  is 
well  settled  that,  if  the  several  combinations  are  new  and 
useful  and  will  severally  produce  new  and  useful  results, 
the  inventor  is  entitled  to  a  patent  for  the  several  combina- 
tions,  provided  he  complies  with  the  requirement  of  the 
Patent  Act  and  files  in  the  Patent  OflBce  a  written  descrip- 
tion of  each  of  the  alleged  new  and  useful  combinations, 
and  of  the  manner  of  making,  constructing  and  using  the 
same. 

He  may  give  the  description  of  the  several  combinations 
in  one  specification  and,  in  that  event,  he  can  secure  the 
full  benefit  of  the  exclusive  right  to  each  of  the  several 
inventions,  by  separate  claims  referring  back  to  the  descrip- 
tion in  the  specification ;  and  if,  by  inadvertence,  accident 
or  mistake,  he  should  fail  to  claim  any  one  of  the  described 
combinations,  he  may  surrender  the  original  patent  and 
have  a  reissue,  not  only  for  the  combination  or  combina- 
tions claimed  in  the  original,  but  for  any  which  were  so 
omitted  in  the  claims  of  the  original  patent. 

Very  different  rules,  however,  apply  in  a  case  where  the 
only  invention  described  in  the  original  patent  is  the  one 
which  includes  all  the  ingredients  of  the  machine,  provided 
there  is  no  suggestion,  indication  or  intimation  that  any 
other  invention  of  any  kind  has  been  made.  Such  a  pat- 
entee as  the  one  last  mentioned,  may  subsequently  discover 
that  he  can  accomplish  a  new  and  useful  result  by  a  com- 
bination embracing  less  than  the  whole  number  of  the  in- 
gredients included  in  the  prior  patented  combination,  but 
he  cannot  secure  the  right  and  privilege  of  a  patentee  in 
the  combination  of  the  smaller  number  of  the  ingredients 
by  a  surrender  of  his  first  patent  and  a  reissue  of  the  same 
which  shall  include  the  second  combination  as  well  as  the 
firat,  because  the  reissued  patent,  in  that  event,  would  not 
be  for  the  same  invention  as  the  surrendered  original. 
Vance  v.  Campbell,  1  Black,  428  [7  Am.  &  Eng.  117J. 

Nor  could  that  change  be  allowed  under  the  present  Pat- 
es Wall.  ie4.»5. 
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ent  Act  for  another  reason,  equally  decisive,  which  is,  that 
the  description  of  the  other  combinations,  beside  the  first, 
would  constitute  a  new  matter,  the  introduction  of  which 
into  the  specification  of  a  reissued  patent  is  expressly  for- 
bidden by  the  53d  section  of  that  act.  Snch  a  prohibitory 
provision,  it  should  be  remembered,  is  new,  and  was  not  in 
force  when  the  reissued  patent  in  suit  was  granted.  16 
Stat,  at  L.  206. 

None  of  the  prior  patent  acts  contained  any  such  prohi- 
bition, but  they  all  provided  in  terms  that  the  reissued  pat- 
ent must  be  for  the  same  invention  ViS  the  original,  and  that 
the  inventor,  before  he  shall  receive  a  patent  for  his  inven- 
tion, shall  file  in  the  Patent  Office  a  written  description  of 
the  same  and  of  the  manner  of  making,  constructing  and 
using  the  same,  in  such  full,  clear,  concise  and  exact  terms 
as  to  enable  any  person  skilled  in  the  art  to  make,  construct 
and  use  the  invention. 

Where  the  ingredients  are  all  old,  the  invention,  in  such 
a  case,  consists  entirely  in  the  combination,  and  the  re- 
quirement of  the  Patent  Act  that  the  invention  shall  be 
fully  and  exactly  described,  applies  with  as  much  force  to 
such  an  invention  as  to  any  other  class,  because,  if  not  ful- 
filled, all  three  of  the  great  ends  intended  to  be  accom- 
plished by  that  requirement  would  be  defeated.  They  are 
as  follows :  (1)  That  the  Goverment  may  know  what  they 
have  granted  and  what  will  become  public  property  when 
the  term  of  the  monopoly  expires.  (2)  That  licensed  per- 
sons desiring  to  practice  the  invention  may  know,  during 
the  term,  how  to  make,  construct  and  use  the  invention. 
(3)  That  other  inventors  may  know  what  part  of  the  field 
of  invention  is  unoccupied. 

Purposes  such  as  these  are  of  great  importance  in  every 
case,  but  the  fulfilment  of  them  is  never  more  necessary 
than  when  such  inquiries  arise  in  respect  to  a  patent  for  a 
machine  which  consists  of  a  combination  of  old  ingredi- 
ents.    Patents  of  that  kind  are  much  more  numerous  than 
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any  other  and,  consequently,  it  is  of  the  greatest  import- 
ance that  the  description  of  the  combination  which  is  the 
invention  should  be  full,  clear,  concise  and  exact. 

Patient  search  has  been  made  in  vain  for  any  trace  of  the 
description  of  any  other  invention  in  the  original  patent, 
than  that  of  the  combination  of  all  the  ingredients  of  the 
apparatus  described  by  the  patentee  as  the  one  used  by 
him  to  effect  the  described  patent  result.  Unable  to  dis- 
cover in  that  specification  any  description  of  any  other  in- 
vention than  that,  the  court  is  of  the  opinion  that  none 
other  was  secured  by  the  original  patent. 

Argument  to  show  that  an  invention  consisting  of  a  com- 
bination of  three  ingredients  which  are  old  is  not  the  same 
as  that  of  a  combination  of  four  old  ingredients  is  quite 
unnecessary,*  as  the  negative  of  the  proposition  is  as  well 
settled  in  the  patent  law  as  it  is  in  mathematics.  Vance  ?). 
Campbell,  1  Black,  428  [7  Am.  &  Eng.  117],  four  proposi- 
tions were  decided  in  that  case  which  have  an  important 
application  to  the  case  before  the  court :  (1)  That  a  pat- 
entee, in  a  suit  for  an  infringement  of  an  invention  consist- 
ing of  a  combination  of  old  ingredients,  cannot  in  his  proofs 
abandon  a  part  of  such  combination  and  maintain  his 
claim  to  the  rest,  for  the  reason  that  unless  the  patented 
combination  is  maintained  the  whole  of  the  invention  fails. 
(2)  That  the  patentee  in  such  a  suit  cannot  be  allowed  to 
prove  that  any  part  of  the  combination  is  immaterial  or 
useless.  (3)  That  the  combination  is  an  entirety,  and  that 
if  one  of  the  ingredients  be  given  up  the  thing  claimed  dis- 
appears, which  is  an  obvious  truth,  as  the  invention  in 
such  a  case  consists  simply  in  the  combination.  (4)  That 
the  clause  which  provides  that  the  suit  shall  not  be  de- 
feated where  the  patentee  claims  more  than  he  has  in- 
vented, in  case  he  shall  disclaim  such  part,  applies  only 
where  the  part  invented  can  be  clearly  distinguished  from 
that  improperly  claimed,  which  shows  that  the  clause  can- 
not apply  to  a  patent  granted  for  an  invention  consisting 
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01  a  combination  of  old  ingredients.  Case  v.  Brown,  2 
Wall.  320  [7  Am.  &  Eng.  360] ;  Burr  v.  Duryee,  1  Wall. 
566  [7  Am.  &  Eng.  224]. 

Enough  has  already  been  remarked  to  show  that  all  the 
principal  claims  of  the  original  patent  recognize  the  cham- 
ber or  tunnel  and  its  appendages  as  one  of  the  primary  in- 
gi'edients  of  the  patented  invention,  and  it  is  absolutely 
certain  that  the  specification  of  that  patent  contains  neither 
suggestion,  indication  nor  intimation  that  the  original  pat- 
entee made  any  other  invention  to  accomplish  the  de- 
scribed functions  than  the  one  which  includes  the  whole 
four  described  ingredients. 

Suppose  that  it  is  so  ;  still  it  is  insisted  by  the  plaintiff 
that  the  plate,  deflector  and  side  guides  which  are  de- 
scribed in  the  specification  of  the  reissued  patent  are  sub- 
stantially the  same  thing  as  the  chamber  or  tunnel  of  the 
original  patent,  and  that  those  devices  taken  together  are 
legally  to  be  regarded  as  the  equivalent  of  the  chamber  or 
tunnel  and  its  appendages  as  described  in  the  specification 
of  the  original  patent. 

Even  a  glance  at  the  original  specification  is  sufficient  to 
show  that  it  does  not  contain  any  description  whatever  of 
the  plate,  deflector  or  side  guides  mentioned  in  the  specifi- 
cation of  the  reissued  patent,  nor  is  it  pretended  that  if  the 
several  devices  named  had  been  described  in  the  original 
specification  the  description  of  these  several  devices  would 
have  been  a  good^ description  of  the  chamber  or  tunnel  and 
its  appendages  which  are  embraced  in  the  invention 
secured  by  that  patent  within  the  meaning  of  the  act  of 
Congress,  which  requires  that  the  description  shall  be  full, 
clear,  concise  and  exact.  Clearly  it  could  not  be,  as  it 
would  not  accomplish  any  one  of  the  three  great  purposes 
before  named  as  the  purposes  for  which  the  description  is 
required. 

Equivalents  are,  doubtless,  allowed  to  a  patentee  or  owner 
of  the  patent  to  shut  out  infringements,  but  the  Patent 
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Act  furnishes  no  support  to  the  theory  that  the  patentee 
may  surrender  a  patent  for  an  invention  consisting  of  a 
combination  of  old  ingredients,  and  amend  the  descriptive 
parts  of  the  specification  by  striking  out  the  entire  descrip- 
tion of  one  of  the  ingredients  of  the  combination  and  in- 
serting in  lieu  thereof  a  full  description  of  several  other 
devices  without  any  allegation  that  they  are  the  equiva- 
lents of  the  one  whose  description  is  stricken  out,  or  any 
explanation  whatever  showing  the  reason  why  the  change 
was  made. 

Whether  one  device  is  or  is  not  an  equivalent  for  an- 
other, is  usually  a  question  of  fact,  and  often  becomes  a 
difficult  issue  to  decide.  Grave  doubts  were  at  one  time 
entertained  whether  the  patentee  of  an  invention  consist- 
ing of  a  combination  of  old  ingredients  was  entitled  to 
equivalents,  but  it  is  now  well  settled  that  he  is,  just  as 
much  as  tbe  patentee  of  any  other  class  of  inventions ;  but 
it  is  very  important  to  understand  what  is  meant  by  an 
equivalent  of  an  ingredient  in  such  a  combination.  Ques- 
tions of  the  kind  usually  arise  in  comparing  the  machine 
of  tbe  defendant,  in  a  suit  for  infringement,  with  that  of 
the  plaintiff,  and  the  rule  is  that  if  the  defendant  omits 
entirely  one  of  the  ingredients  of  the  plaintiff's  combina- 
tion, without  substituting  any  other,  he  does  not  infringe, 
and  if  he  substitutes  another  in  the  place  of  the  one 
omitted,  which  is  new  or  which  performs  a  substantially  dif- 
ferent function,  or  even  if  it  is  old  but  was  not  known  at 
the  date  of  the  plaintiff's  patent  as  a  proper  substitute  for 
the  omitted  ingredient,  he  does  not  infringe.  Carver  z». 
Hyde,  16  Pet.  614  [4  Am.  &  Eng.  367]  ;  Brooks  v.  Fiske, 
15  How.  212  [6  Am.  &  Eng.  15]  ;  Stimpson  v.  R.  R.  Co., 
10  How.  329  [5  Am.  &  Eng.  129]  ;  Prouty  r.  Ruggles,  16 
Pet.  341  [4  Am.  &  Eng.  351].  By  an  equivalent  in  such  a 
case  it  is  meant  that  the  ingredient  substituted  for  the  one 
withdrawn  performs  the  same  function  as  the  other,  and 
that  it  was  well  known  at  the  date  of  the  patent  securing  the 
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invention  as  a  proper  substitute  for  the  one  omitted  in  the  pat- 
ented combination.  Gould  v.  Rees,  16  Wall.  194  [p.  39,  ariie]. 
Hence  it  follows  that  a  party  who  merely  substitutes  an- 
other old  ingredient  for  one  of  the  ingredients  of  a  pat- 
ented combination  is  an  infringer,  if  the  substitute  per- 
forms the  same  function  as  the  ingredient  for  which  it  was 
substituted,  and  was  well  known  at  the  date  of  the  patent 
as  a  proper  substitute  for  the  omitted  ingredient ;  but  the 
rule  is  otherwise  if  the  ingredient  substituted  was  a  new 
one  or  performed  substantially  a  different  function,  or  was ' 
not  known  at  the  date  of  the  plaintiffs  patent  as  a  proper 
substitute  for  the  one  omitted,  as  in  that  event  he  does  not 
infringe.     Roberts  v.  Harnden,  2  Cliff.  604. 

Inconveniences  past  estimation  would  result  if  those 
rules  should  be  applied  in  defining  the  rights  of  a  patentee 
to  make  amendments  to  the  specification  of  an  original 
patent  when  applying  for  a  reissue,  as  it  would  open  the 
door  in  every  case  to  issues  of  fact  whether  the  substituted 
device  is  or  is  not  an  equivalent  for  the  one  withdrawn, 
within  the  rules  defining  what  is  meant  by  that  term,  which 
issues  of  fact  might  be  determined  oneway  in  one  case  and 
another  and  a  different  way  in  another  case.  Nor  can  those 
rules  be  applied  in  such  a  case  consistently  with  the  lan- 
guage of  the  section  allowing  a  surrender  and  reissue, 
which  is  limited  to  the  correction  of  errors  which  have 
arisen  by  inadvertence,  accident  or  mistake,  nor  without 
an  utter  disregard  either  of  the  condition  that  the  reissue 
shall  be  for  the  same  invention  as  the  original,  or  of  the 
clause  of  the  26th  section,  which  provides  that  before  any 
inventor  shall  receive  a  patent  for  his  invention  he  shall 
file  in  the  Patent  Office  a  written  description  of  the  same 
in  such  full,  clear,  concise  and  exact  terms  as  to  enable 
anyone  skilled  in  the  art  to  make,  construct  and  use  the 
same.* 

Substitution  of  one  ingredient  for  another  may,  perhaps, 
be  made  in  cases  where  it  would  be  competent  for  the 
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court  to  decide,  as  matter  of  law,  that  the  ingredient  sub- 
stituted is  an  equivalent  for  the  one  withdrawn,  as  where 
a  spring  is  substituted  for  a  lever  to  produce  power,  or 
where  a  weight  is  substituted  for  a  spring  to  produce 
pressure,  but  the  court  could  seldom  or  never,  in  a  suit  at 
law,  undertake  to  determine  without  a  jury  whether  a  par- 
ticular ingredient  substituted  in  a  reissued  patent  was  or 
was  not  known  at  the  date  of  the  original  patent  as  a 
proper  substitute  for  the  one  withdrawn  from  the  combina- 
tion described  in  the  original  specilication. 

Viewed  in  the  light  of  these  several  suggestions  the  court 
is  of  the  opiniQu  that  it  is  not  competent  for  a  patentee, 
when  he  surrenders  an  original  patent,  to  amend  the  speci- 
fication for  the  new  patent  by  striking  out  from  the  origi- 
nal the  correct  description  of  one  of  the  ingredients  of  the 
patented  combination,  and  to  substitute  in  its  place  the  de- 
scription of  other  devices  not  well  known  at  the  date  of  the 
original  patent  as  a  proper  substitute  for  the  ingi-edient 
whose  description  is  stricken  out. 

2.  Just  the  same  considerations  are  involved  in  the  sec- 
ond proposition,  which,  therefore,  requires  no  further  dis- 
cussion, as  it  is  fully  maintained  by  the  reasons  given  in 
support  of  the  first  proposition. 

3.  Even  grant  that  neither  of  the  rules  laid  down  in  the 
two  preceding  propositions  are  correct,  still  the  court  is 
unhesitatingly  of  the  opinion  that  the  judgment  in  this 
case  must  be  reversed  for  the  reason  that  the  instructions 
given  to  the  jury  are  erroneous,  inasmuch  as  they  do  not 
correctly  define  the  meaning  of  an  equivalent  as  applied  to 
the  ingredients  of  an  invention  consisting  entirely  of  a 
combination  of  ingredients  all  of  which  are  old. 

Assume  the  theory  that  the  patentee  of  such  a  patent,  in 
effecting  a  reissue,  may  strike  out  from  the  original  speci- 
fication the  description  of  one  of  the  ingredients  of  the  pat- 
ented combination  and  insert  as  a  substitute  therefor  in  the 
new  specification  the  description  of  an  equivalent  for  the 
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same,  which  is  denied,  still  it  is  clear  law  that  the  substi- 
tuted ingredient  cannot  be  regarded  as  a  legal  equivalent, 
within  the  meaning  of  the  Patent  Law,  unless  it  performs 
substantially  the  same  function  as  the  ingredient  with- 
drawn, and  was  well  known  as  such  an  ingredient  at  the 
date  of  the  original  patent  and  as  a  proper  substitute  for 
the  ingredient  which  was  included  in  the  patented  combi- 
nation. 

Questions  of  the  kind  usually  arise  where  it  becomes 
necessary  to  deteimine  whether  the  defendant  is  guilty 
of  an  infringement  in  case  it  appears  that  he  has  not 
used  all  of  the  ingredients  of  the  patented  combination  of 
the  plaintiff.  Rei)eated  decisions  of  this  court  have  settled 
the  rule  in  such  cases  that  if  the  ingredient  substituted  by 
the  defendant  for  the  one  left  out  in  the  defendant's  ma- 
chine was  a  newly  discovered  one,  or  even  ^n  old  one  per- 
forming some  new  function,  and  was  not  known  at  the  date 
of  the  plaintiffs  patent  as  a  proper  substitute  for  the  ingre- 
dient left  out,  the  charge  of  infringement  cannot  be  main- 
tained. Gould  V.  Rees  [p.  39,  ante] ;  Seymour  v.  Osborne, 
11  Wall.  655  [8  Am.  &  Eng.  290] ;  Vance  v.  Campbell, 
1  Black,  428  [7  Am.  &  Eng.  117] ;  Prouty  v.  Ruggles 
[4  Am.  <fe  Eng.  351]. 

Tested  by  these  considerations,  the  court  here  is  of  the 
opinion  that  the  judgment  of  the  circuit  court  must  be 
reversed  for  three  reasons,  as  follows :  (1)  That  the  prayer 
for  instruction  presented  by  the  defendant,  that  the  re- 
issued patent  is  not  for  the  same  invention  as  the  original, 
was  improperly  refused.  (2)  That  the  circuit  court  im- 
properly refused  to  instruct  the  jury  that  the  defendant 
did  not  infringe  the  plaintiffs  patent  unless  the  ai)paratus 
had  the  feeding  device  of  the  original  patent  in  combina- 
tion with  the  rotating  brush  or  picker  and  the  pervious 
cone  and  the  chamber  or  tunnel  described  in  the  original 
specification.  (3)  That  the  circuit  court  erred  in  instruct- 
ing the  jury  that  the  reissued  patent  is  valid  as  respects 
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the  fourth  claim  if  the  combination  of  the  three  ingredi- 
ents therein  mentioned  is  new  and  could  be  usefully  em- 
ployed for  the  purpose  of  facilitating  the  making  of  hat- 
bodies,  supplemented  by  any  known  means  of  guiding  the 
fur  in  such  a  way  as  to  bring  the  same,  by  the  operation  of 
these  three  devices,  to  the  cone,  so  as  to  make  a  hat-body, 
or  if  those  three  devices  would  make  a  hat-body  without 
the  aid  of  other  means  of  protecting  the  fur  against  escape. 

Two  errors  are  contained  in  that  instruction,  as  follows: 
(1)  It  gives  an  erroneous  definition  of  an  equivalent  for  the 
ingredient  of  a  combination  consisting  wholly  of  such  as 
are  old,  as  the  substituted  ingredient  in  such  a  case  must 
be  one  which  was  known  at  the  date  of  the  original  patent 
as  a  proper  substitute  for  the  ingredient  left  out,  which 
latter  qualification  is  entirely  omitted  in  the  instruction 
given  to  the  jury.  (2)  But  the  instruction  is  also  errone- 
ous because  it  would  allow  a  patentee  to  secure,  in  a  reis- 
sued patent,  inventions  for  combinations  fewer  in  number 
than  the  whole  described  in  the  original  patent,  though  the 
original  patent  contained  no  description  whatever  of  any 
such  invention,  in  violation  of  the  express  provison  of  the 
Patent  Act  and  of  the  decisions  of  this  court. 

Judgment  reversed  with  costs  and  the  cause  remanded^ 
with  directions  to  issue  a  new  venire. 

Mr.  Justice  Strong  :  I  concur  in  the  judgment,  but  not 
in  all  the  positions  taken  in  the  opinion  (/). 

22  Wall.  31-8S. 

Xotes  t 

4.  Beissue  of  an  original  patent  for  combinations  of  a  different 
number  of  elements  than  those  claimed  in  the  original :     • 
Matthews  v,  Boston  Machine  Co.,  105  XT.  S.  54 
Gage  V,  Herring,  107  U.  S.  640. 

(/)  WaUace  adds,  ''Mr.  Justice  Bradley  did  not  sit  and  took  no 
part  in  the  judgment." 
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statement  of  the  case. 

JAMES  P.  DANE,  WILLIAM  WESTLAKE,  AND  JOHN 
P.  COVERT,  APPELLANTS,  v.  THE  CHICAGO  MAN- 
UPACTURING  COMPANY.* 

Bk.  2d,  li.  ed.  82.    Oct,  Term,  1874. 

[7  O.  G.  924.] 

Affirming  Ibid.  3  Biss.  380. 

Argued  November  20,  1874     Decided  Jannary  11,  1875. 

Particular  patent  construed.     Combination,     Invention.     Novelty. 

Patentability. 

1.  The  iDvention  claimed  in  the  reissued  letters  patent  No.  3,747, 

November  23,  1869,  of  the  original  letters  patent  No.  42,520, 
for  an  Improvement  in  Lanterns,  granted  to  William  West- 
lake,  April  26,  1864,  constmed  to  be  for  the  adaptation  to  a 
globe-lantern  of  a  \?ire  gaard,  removable  at  pleasure,  the  top 
of  which  is  a  band  or  ring  sufficiently  large  for  the  globe  to  be 
passed  through  it  and  which  is  separated  from  the  top  of  the 
globe  by  a  disk,  to  which  it  is  connected  by  fastenings  that 
allow  the  said  parts  (the  disk  and  guard)  to  be  detached  at 
pleasure,  so  as  to  permit  the  removal  of  the  globe.  Doubted^ 
whether  it  involved  invention,  as  globes  with  contracted  tops 
were  not  new,  and  held  that  the  combination  of  old  devices, 
which  constituted  the  invention  was  anticipated  by  the  Eng- 
lish patent  to  Isaac  Evans  in  1861.     (p.  560.) 

2.  A  new  combination  of  old  elements  productive  of  new  and  use- 

ful results  is  patentable,     (p.  566.) 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Northern  District  of  Illinois. 

Suit  was  brought  by  the  appellants,  in  the  court  below, 
to  recover  for  an  alleged  infringement  of  a  certain  patent 
for  a  lantern  guard.  A  decree  of  dismissal  having  been 
entered,  the  plaintiffs  took  an  appeal  to  this  court. 

The  specifications  and  drawings  of  the  reissued  and  orig- 
inal Westlake  patents  are  as  follows : 

*See  Explanation  of  Notes,  page  III. 
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WILLIAM  WESTLAKE,  OP  CHICAGO,  ILLINOIS,' 
ASSIGNOR  TO  HIMSELF,  JAMES  P.  DANE,  ANI^ 
JOHN  P.  COVERT,  OP  SAME  PLACE. 

* 

Lantern.* 

Specification  forming  part  of   Letters  Patent  No.  42,520,  dated 
April  20, 1864  ;  Beissae  No.  3,747,  dated  November  23, 1869. 

To  all  w7iom  it  viay  concern : 

Be  it  known  that  I,  William  Westlake,  formerly  of  Mil- 
waukee, State  of  Wisconsin,  now  of  the  city  of  Chicago, ' 
in  the  county  of  Cook  and  State  of  Illinois,  have  invented 
certain  new  and  useful  Improvements  in  Lanterns  ;  and  V 
do  hereby  declare  that  the  following  is  a  full,  clear  and 
exact  description  thereof,  reference  being  had  to  the  accom- 
panying drawings,  making  part  of  this  specification,  in 
which — 

Pig.  1  represents  a  side  elevation  of  my  lantern  with  the 
base  removed  ;  and  Fig.  2,  a  transverse  section  on  the  red 
line  of  Fig.  1,  showing  the  dome  of  the  lantern  inverted. 

Like  letters  refer  to  the  same  x>arts  in  both  figures. 

The  nature  and  objects  of  my  invention  consist  in  the' 
construction  of  lantern-guards  without  hooks,  projections, 
or  catches  sticking  out  and  interfering  with  the  safe  and 
convenient  use  of  the  lantern,  and  so  that  the  same  can  be 
readily  attached  or  detached;  in  the  employment  of  a 
band  or  disk  to  fill  or  cover  the  space  between  the  enlarged^ 
band  or  ring  at  the  upper  end  of  the  guard  and  the  top  of 
the  globe ;  and  in  the  application  of  suitable  fastenings  to 
secure  the  dome  to  the  guard.  ^ 

To  enable  others  skilled  in  the  art  to  make  and  use  my. 
improvements,  I  will  describe  their  construction  and  opera- 
tion. 

The  guard,  a,  is  made  of  the  usual  material,  and  is  made 
entire,  without  hinges  or  any  separating  of  its  parts,  and 

*Tlie  drawinj^s  of  this  reissue  are  identical  with  those  of  the  original 
letters  patent  No.  42,620. 
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fieparate  from  the  base  and  dome  of  the  lantern.  The 
Vppev  ring  or  nnniilar  band,  b,  has,  as  shown,  a  flange,  c, 
on  the  inside,  under  which  the  catches,  e.  pass  when  the 
guard  is  fully  fitted  to  tlie  lantern.  Springs,/",  are  attached 
to  the  flange  or  cap-piece,  ff,  of  tlie  dome,  on  the  under 
side,  and  are  provided  with  catches,  e,  and  with  stems 
which  pass  through  ff,  and  supjiort  knobs,  h,  so  that  the 
fastening  can  be  operated  above  ihe  cap-piece  or  disk,  ff. 

The  upper  ring  or  band,  6,  of  the  gnai-d  is  made  of  sufli- 
cienf  diiimeter  for  the  globe  to  pass  through  it ;  and  as  it 
is- important  that  the  top  of  the  globe  should  be  contracted, 
I  use  the  band,  ff,  to  hold  the  globe  at  the  top  and  to  fill  or 
cbver  the  space  between  the  enlarged  upper  ring  or  band  of 
the  guard  and  the  top  of  the  globe.  The  necessary  fasten- 
ings are  also  placed  between  the  guard  and  globe. 

The  base  is  not  shown  in  the  drawings,  but  can  be  made 
and  connected  in  any  desired  manner. 
•  In  operation  the  catches  are  released  by  pressing  upon 
the  knobs,  h,  when  either  the  guard  or  the  globe  can  be 
removed. 

As  is  evident,  other  catches  and  means  for  securing  the 
gnard  to  the  lantern  may  be  used  in  the  place  of  those  here 
described. 
.  What  I  claim  as  my  invention,  and  desire  to  secare  by- 
Letters  Patent,  is — 

1.  The  lantern -gnard,  a,  constructed  entire,  without 
hinirc  or  joint,  su  that  as  ti  whole  it  can  be  readily  attached 
tu  or  ivniiived  from  thu  hintern,  as  set  forth. 

■2.  The  disk.  {/.  in  conibinalion  with  the  rin^  nr  band,  b. 
of  till'  fjuard,  ami  fusleninga,  e,  substanlially  aa  and  forthe 
pii!|nis(>s  specified. 

S.  The  guard,  a,  in  combination  with  the  disk,  ff,  fasten- 
ings, f,  and  removable  globe,  d,  snbsraniially  as  specified. 
WILLIAM  WESTLAKB. 

Witnesses : 
I      E.  A.  West, 
L.  L.  Bond. 


c^4^,^S.O^ 


W.  WeslMe. 


,         Inventor: 


y ,  5^^kwi^ 


Ujft^  ^i^^^oeu^ 
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statement  of  tbe  case. 

WILLIAM  WESTLAKE,  OF  MILWAUKEE,  WliSCOITr 

.    SIN.  I 

Improvement  in  Lantern-Guards.  j 

'Specification  fomuDg  part  of  Letters  Patent  No.  42^520^  dated 

April  26,  1864. 

To  all  whom  it  map  concern :  ■  •  :,'   • 

Be  it  known  that  I,  Wm.  Westlake,  of  the  city  of « Mil^ 
waukee,  in  the  State  of  Wisconsin,  have  invented  a  cert aiii 
new  and  useful  improvement  on  lantern  guards ;  and 'I  do 
hereby  declare  that  the  following  is  a  full,  clear  and  eitadt 
description  thereof,  reference  being  had  to  the  accompainy- 
ing  drawings,  and  to  the  letters  and  marks  tliereon.  ■  -  -  ^ 
In  many  instances  it  is  desirable  that  the  guard  of  the 
lantern  should  be  removed,  and  hence  a  detachable  guard 
is  valuable ;  but  it  is  important  that  such  detachable  guard, 
.when  on  the  lantern,  should  be  well  secured,  not  liable  to 
be  loosened  by  accident,  and  not  presenting  hooked  o^  ir- 
regular points  and  surfaces  against  which  other  objects 
would  come  in  contact,  or  on  which  a  part  of  one's  drefesoir 
other  articles  would  be  caught.  A  guard  that  has  to  be  un- 
hooked or  disjointed  in  order  to  be  removed  is,  therefore, 
objectionable.  My  invention  looks  to  the  attaching  and  de- 
taching of  the  guard  as  a  whole,  or  as  one  piece — securely 
held  when  on  the  lantern,  easily  and  readily  removed  there- 
from or  attached  thereto,  and  having  no  hooks,  or  projec- 
tions, or  catches  sticking  out  and  interfering  with  the  safe 
and  convenient  use  of  the  lantern. 

The  drawings  forming  part  of  this  specification  show  by 
Pig.  1  a  lantern  with  my  guard  affixed  thereon  or  thereto, 
and  by  Pig.  2,  a  transverse  sectional  view  of  the  upper  part 
of  the  guard  and  lantern,  as  taken  at  the  red  line  of  Pig 
1,  and  as  seen  from  a  view  looking  upward.  The  guard,  a, 
is  made  of  the  usual  material,  and  so  securely  made -up 
(hat  it  becomes  but  one  piece.  The  upper  ring  or  annulat* 
bar,  by  has  a  flange  looking  inward,  c,  onto  which,  when  thd 
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guard  is  fully  fitted  on  the  lantern,  rf,  catches,  fy  rest  and  hold 
the  guard  in  place.  These  catches,  e,  are  on  the  end  of  flat 
springs,  /j  which  are  secured  to  the  inner  surface  of  the  cap- 
piece,  <7,  knobs,  A,  having  stems  which  pass  through  holes 
in  the  cap-piece,  ff,  and  are  attached  to  the  catch  end  of  the 
springs,  y,  allow  of  the  removal  of  the  catches,  e,  from  the 
surface  of  the  flange  of  the  ring  or  bar,  5.  The  thumb  and 
finger  of  one  hand  of  the  lantern  carrier  can  easily  operate 
the  knobs  and  catches.  When  thus  loosened,  the  I'emoval 
of  the  bottom  of  the  lantern — the  oil-cup  part — ^allows  of 
the  removal  of  the  guard  and  of  the  ready  attachment  of 
the  guard  by  simply  putting  it  around  the  lantern  and 
.pressing  it  upward.  As  is  evident,  other  catches  and  means 
for  securing  the  guard  to  the  lantern  may  be  used  in  the 
place  of  those  here  described. 

What  I  claim  as  my  invention,  and  desire  to  secure  by 
letters  patent,  is — 

Attaching  the  lantern-guard  to  the  lantern  so  that  as  a 
.whole,  and  without  any  hinging  or  separating  of  its  parts, 
it  may  readily  and  speedily  be  removed  from  the  lantern, 
substantially  as  herein  set  forth. 

WM.  WESTLAKK 

Witnesses : 

Theodore  B.  Elliott, 
Peed.  C.  Winkler. 


Miners'  Lamp. 

Letters  Patent  to  Isaac  Evans,  Janior,  Collier  of  Oefn  Mawr,  Baa- 
bon,  in  the  connty  of  Denbighshire,  North  Wales,  for  the  inven- 
tion of  ^'  An  Improved  Miners'  Lamp." 

Bealed  the  25th  March,  1862,  and  dated  the  8th  October,  1861. 

Specification  in  pursuance  of  the  conditions  of  the  letters 
patent,  filed  by  the  said  Isaac  Evans  in  the  Great  Seal  Pat- 
ent Office  on  the  8th  of  April,  1862. 


Isaac    Evans. 


r^f.z.. 


Isaac  Evans. 


r^f^' 
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To  aU  to  whom  these  presents  shall  come^  /,  Isaac  Evans, 
Junior^  Collier^  of  Ctfn  Mawr^  Ruabon^  in  the  County 
of  Denbigh^  North  Wales,  send  greeting : 
Whereas,  Her  most  Excellent  Majesty  Queen  Victoria, 
by  Her  Letters  Patent,  bearing  date  the  eighth  day  of  Oc- 
tober, in  the  year  of  our  Lord  one  thousand  eight  hundred 
and  sixty-one,  in  the  twenty-fifth  year  of  her  reign,  did 
for  herself,  her  heirs  and  successors,  give  and  grant  unto 
me,  the  said  Isaac  Evans,  my  executors,  administrators, 
and  assigns,  her  special  license  that  I,  the  said  Isaac  Evans, 
or  such  others  as  I,  the  said  Isaac  Evans,  my  executors, 
administrators  and  assigns,  should  at  any  time  agree  with, 
and  no  others,  from  time  to  time,  and  at  all  times  thereafter 
during  the  term  therein  expressed,  should-  and  lawfully 
might  make,  use,  exercise,  and  vend,  within  the  United 
Kingdom  of  Great  Britain  and  Ireland,  the  Channel  Islands, 
and  Isle  of  Man,  an  invention  for  ''An  Improved  Miners' 
Lamp"  upon  the  condition  (amongst  others)  that  I,  the  said 
Isaac  Evans,  by  an  instrument  in  writing  under  my  hand 
and  seal,  should  particularly  describe  and  ascertain  the 
nature  of  the  said  invention,  and  in  what  manner  the  same 
was  to  be  performed,  and  cause  the  same  to  be  filed  in  the 
Great  Seal  Patent  Office  within  six  calendar  months  next 
and  immediately  after  the  date  of  the  said  letters  patent. 

Now  know  ye,  that  I,  the  said  Isaac  Evans,  do  hereby 
declare  the  nature  of  the  said  invention,  and  in  what  man- 
ner the  same  is  to  be  performed,  to  be  particularly  described 
and  ascertained  in  and  by  the  following  statement,  refer- 
ence being  had"  to  the  drawing  hereunto  annexed,  and  to 
the  letters  and  figures  marked  thereon  (that  is  to  say) : 

The  improved  miner's  lamp,  which  forms  the  subject  of 
the  present  invention,  is  shewn  in  the  accompany  drawing, 
in  which  Fig.  1  is  an  external  elevation  of  the  lamp ;  Fig. 
2  is  a  vertical  section  of  the  same ;  Fig.  3  is  a  horizontal 
section,  taken  in  the  line  a,  J,  of  Fig.  2.  Fig.  4  is  another 
horizontal  section,  taken  in  the  line  c,  rf,  of  Fig.  2  and  Fig. 
6  is  a  similar  view,  taken  in  the  line  e,/,  of  Fig.  2.     It  will 
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be  seen  that  the  lamj)  is  provided  with  an  outer  and  inner 
cylinder  of  glass  marked  respectively  a  and  b ;  between 
these  two  glasses  there  is  an  annular  space,  c,  up  which  cur- 
rents of  air  are  made  to  pass  for  the  purpose  of  keeping  the 
glasses  a  and  b  cool.  On  the  bottom  of  the  lamp  contain- 
ing the  oil  reservoir  rf,  the  wick-holder  e  and  other  parts 
there  is  a  projecting  ring/,  perforated  laterally  to  allow 
air  to  pass  through  to  a  chamber  g  round  the  wick-holder. 
This  chamber  is  covered  with  wire  gauze  7^,  so  that  no  air 
from  outside  the  lamp  can  reach  the  flame  or  pass  between 
the  glass  cylinders  a  and  6  without  first  passing  through  the 
gauze  h.  The  glass  cylinders  rest  on  a  ring  of  metal  /, 
which  is  screwed  or  otherwise  attached  to  the  part/  of  the 
lamp.  This  metal  ring  i  is  connected  by  vertical  rods  j  to 
an  upper  ring  Ic,  which  holds  the  upper  ends  of  the  outer 
glass  cylinders  a,  and  certain  other  parts  of  the  apparatus 
hereafter  mentioned.  The  lower  ring/  has  an  annular  pro- 
jection /  made  thereon,  provided  with  vertical  holes  or  per- 
forations, as  seen  best  in  Pig.  2.  This  perforated  annular 
projection  i  keeps  the  glass  cylinders  a  and  b  apart  from 
each  other,  and  in  their  proper  places  at  the  lower  part 
of  the  lamp.  Atmospheric  air  is  supplied  to  the  lamp 
through  holes  made  in  the  side  of  the  lower  ring  i  and/ 
and  from  thence  through  the  perforations  in  the  lower  outer 
rings  /,  and  the  perforated  projecting  ring/ on  the  burner 
part  of  the  lamp  into  the  annular  space  g  around  the 
burner.  The  atmospheric  air  having  passed  into  the  an- 
nular chamber  ^^  beneath  the  wire  gauze  h,  at  the  lower 
part  of  the  lamp  passes  through  the  gauze,  and  part  of  it 
goes  to  the  flame  to  support  combustion,  and  part  passes 
up  through  the  perforated  annular  projection  e  between  the 
two  glasses  a  and  ft,  as  indicated  by  the  arrows,  and  up  the 
annular  space  c,  in  doing  which  the  glasses  a  and  6  are 
kept  cool.  Above  the  top  of  the  outer  glass  cylinder  a, 
and  inside  the  upper  ring,  is  placed  a  crown  plate  Z,  pro- 
vided with  annular  projecting  flanges,  which  serve  to  keep 
the  upper  part  of  the  outer  and  inner  glass  cylinders  a  and 
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b  in  their  places.  Between  these  projecting?  flanges  are 
made  a  series  of  perforations  in  the  crown  plate  to  allow 
the  air  in  the  annular  space  c  between  the  glasses  a  and  b 
to  pass  into  a  space  or  chamber  m  above,  formed  by  a  conical 
cap  or  cover  71  made  of  wire  gauze.  I  prefer  to  use  two  gauze 
caps  or  covers,  as  shewn  in  the  drawing,  the  inner  cap  or 
cover  being  made  with  coarser  meshes  than  the  other.  The 
heated  air  and  gaseous  products  of  combustion  arising  from 
the  flame  are  conducted  into  this  space  or  chamber  m  by  a. 
metallic  cone  o  attached  to  and  forming  part  of  the  crown 
plate  b  or  merely  placed  on  the  top  of  the  inner  glass  5. 
In  this  space  m  the  heated  air  or  gases  from  the  flame  are 
commingled  with  the  air  that  passes  up  the  annular  space 
c  between  the  glasses  a  and  b.  The  perforated  crown  plate 
Z,  with  the  metal  cone  o,  and  the  wire  gauze  cai)s  or  covers 
71,  71,  are  kept  in  their  places  by  means  of  a  metal  ring  p, 
which  is  screwed  or  otherwise  attached  to  the  upper  ring  k 
of  the  lamp.  The  wire  gauze  caps  or  covers  n  may  be  i)ro- 
tected  by  a  tin  or  other  metal  cap  j,  provided  with  openings 
to  allow  the  heated  gases  to  escape  from  the  top  of  the  lamp. 
It  is  important  that  the  several  parts  of  the  lamp  should 
be  so  secured  that  the  miner  will  be  unable  to  take  them 
asunder,  or  obtain  access  to  the  light.  For  this  purpose 
both  the  top  and  bottom  parts  of  the  lamp  are  locked  by 
m6ans  of  a  screw  or  screws  r,  r,  Figs.  1  and  5,  which  pass 
through  both  the  moving  parts  at  top  and  bottom  of  the 
lamp,  and  prevents  them  from  being  detached.  These  screws 
are  provided  with  triangular  shaped  heads,  which  are  coun- 
ter-sunk in  sockets,  and  therefore  can  only  be  turned  by 
means  of  proper  keys. 

Having  now  described  my  invention  of  an  improved 
miner's  lamp,  and  having  explained  the  manner  of  carry- 
ing the  same  into  effect  1  claim  as  the  invention  secured  to 
me  by  letters  patent,  as  aforesaid  the  combination  of  parts 
herein  set  forth,  or  any  mere  modification  thereof,  whereby 
the  atmospheric  air  supplied  to  the  lamp  may  be  divided 
into  two  streams,  one  of  which  will  pass  to  the  burner  to 
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support  combustion,  and  the  other  stream  up  the  annnlar 
channel  between  the  glasses  to  a  space  or  chamber  above, 
where  it  will  mingle  w^ith  the  gaseous  products  of  combus- 
tion arising  from  the  flame. 

In  witness  whereof,  I,  the  said  Isaac  Evans,  have  here- 
unto set  my  hand  and  seal,  this  fourth  day  of  April,  in  the 
year  of  our  Lord  one  thousand  eight  hundred  and  sixty- 
two. 

ISAAC  EVANS,  Jun'r  [l.  s.]. 
Signed,  sealed,  and  delivered  by  the  above  named  Isaac 
Evans,  the  younger,  in  the  presence  of 
Thomas  V.  Royle, 

Solicitor,  Chester. 

The  case  is  fully  stated  by  the  court. 

Mr.  L,  L,  Bond,  for  appellants : 

The  patent  of  Westlake,  ajnd  the  subsequent  aniversal 
adoption  of  his  plan,  for  all  open  top  lanterns,  shows  that 
he  completed  the  art  by  the  invention  of  his  special  combi- 
nations of  parts,  which  adopted  the  enlarged  open  top 
guard  to  the  elongated  globe  having  a  contracted  top  or 
neck,  thereby  making  a  successful  and  marketable  lanrem, 
which  has  superseded  nearly  all  other  styles  of  removable 
globe  lanterns. 

The  ''crown  plate"  of  Evans'  lantern  is  not  an  equiva- 
lent for  the  disk  "g,"  of  Westlake's  invention,  because  it 
does  not  support  the  outer  glass,  and  does  not  fill  ''the 
space,"  or  any  space,  between  the  glass  cylinder  and  the 
upper  guard  band,  for  the  good  reason  that  in  his  lantern 
there  is  no  space  left  to  be  filled.  Evans'  '* crown  plate" 
rests  on  the  cylindrical  glass  and  on  the  chimney,  and  fills 
the  space  between  the  outer  glass  and  the  cliimoiey,  and 
not  the  space  between  the  outer  glass  and  the  upper  ring 
or  band  of  the  guard. 

The  structure,  position  and  functions  of  the  parts  of  the 
Evans'  lamp  are  essentially  different  from  Westlake's ;  and 
an  analysis  of  this  patent  shows  that  it  fails  to  anticipate 
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even  the  elements  of  Westlake's  combinations,  to  say  noth- 
ing of  the  combinations  themselves. 

The  new  results  of  Westlake's  combination  are,  that  for 
the  first  time  in  this  kind  of  a  lantern,  we  are  enabled  to 
use  a  swelled  globe  having  a  contracted  top,  which  gives  a 
better  form  to  the  lantern,  provides  a  better  draft,  and  is 
less  liable  to  be  obscured  with  smoke  ;  a  guard  completed 
at  the  top  without  permanent  attachment  to  the  lantern  at 
that  point ;  and  a  disk  which  covers  and  fills  the  space  be- 
tween the  upper  band  of  the  guard  and  the  upper  end  of 
the  globe,  and  which  keeps  the  globe  in  place,  and  sup- 
ports the  weight  of  the  lantern  when  carried  by  the  bail ; 
and  the  dome  and  guard  connected  by  adjustable  fasten- 
ings, so  that  they  can  be  readily  separated  to  reach  the 
globe  without  difficulty  or  inconvenience.  By  disconnect- 
ing the  top  of  the  guard,  another  advantage  is  gained,  for 
when  the  globe  is  disconnected  it  is  still  surrounded  by  a 
guard  which  prevents  it  from  being  broken  by  falling  or 
rolling  out.  Another  great  advantage  obtained  by  Mr. 
Westlake  is,  in  a  great  saving  in  construction,  as  he  by 
this  new  combination  so  far  simplifies  the  lantern  as  to  be 
able  to  dispense  with  the  hollow  metal  cones  and  tubes 
found  in  the  caps  of  Evans,  Canning,  Max  Miller,  and  all 
other  lanterns  having  cylindrical  glasses. 

Mr.  L.  L.  Coburrij  for  appellees^  did  not  appear  upon 
the  argument  of  the  case. 

Mr.  Justice  Bradley  delivered  the  opinion  of  the  court : 
This  case  comes  before  us  under  peculiar  circumstances. 
The  appellants  were  complainants  below,  and  tiled  a  bill 
as  assignees  of  William  Westlake,  of  certain  letters  patent 
granted  to  him  April  26,  1864,  for  an  improvement  in  lan- 
terns, for  which  they  obtained  a  reissued  patent  November 
23,  1869.  The  bill  was  dismissed,  on  what  ground  does  not 
appear.  The  defendants  have  not  appeared  to  contest  this 
appeal.    We  are  left  to  ascertain  as  best  we  can,  with  such 
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aid  as  the  appellants'  counsel  have  given  ns,  the  real  merits 
of  the  controversy. 

The  nature  and  objects  of  the  alleged  invention  are  de- 
scribed by  the  patentee  as  follows : 

"  The  nature  and  objects  of  ray  invention  consist  in  the 
construction  of  lantern  guards  without  hooks,  projections 
or  catches,  sticking  out  and  interfering  with  the  safe  and 

.  convenient  use  of  the  lanterns,  and  so  that  the  same  can  be 
readily  attached  or  detached  ;  in  the  employment  of  a  band 
or  disc  to  fill  or  cover  the  space  between  the  enlarged  band 
or  ring  at  the  upper  end  of  the  guard  and  the  top  of  the 
globe,  and  in  the  application  of  suitable  fastenings  to  se- 
cure the  dome  to  the  guard."  In  other  words,  the  im- 
provement claimed  is  the  adaptation  to  a  globe  lantern,  of 
a  wire  guard,  removable  at  pleasure,  the  top  of  which  is  a 
band  or  ring  sufficiently  large  for  the  globe  to  be  passed 

.  through  it,  and  which  is  separated  from  the  top  of  the 
globe  by  a  disc  to  which  it  is  connected  by  fastenings  that 
allow  the  said  parts,  the  disc  and  guard,  to  be  detached  at 
pleasure,  so  as  to  permit  the  removal  of  the  glol)e.  The 
object  of  the  disc  is  said  to  be,  to  cover  the  space  between 
the  top  of  the  guard  and  the  top  of  the  globe,  and  to  hold 
the  latter,  which  it  is  important  should  be  contracted  at 
the  top.  It  is  stated  that  the  fastenings  referred  to  may 
be  any  suitable  fastenings  to  secure  the  dome  or  disc  to  the 
guard  ;  spring  catches  being  specifically  described  for  the 
purpose,  but  any  proper  fastenings  being  admissible.  The 
reissued  patent  originally  contained  three  claims,  as  fol- 
lows : 

''1.  The  lantern  guard,  a,  constructed  entire,  without 
hinges  or  joint,  so  that,  as  a  whole,  it  can  be  X'eadily  at- 
tached to  or  removed  from  the  lantern,  as  set  forth. 

2.  The  disc,  g,  in  combination  with  the  ring  or  band,  J, 
of  the  guard  and  fastenings,  e,  substantially  as  and  for  the 
purposes  specified. 

3.  The  guard,  a,  in  combination  with  the  disc,  g,  fasten- 
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ings,  €y  and  removable   glo 
fied." 

The  letters  in  these  claims 
ing  a  part  of  the  specificatic 
will  be  readily  understood  t 

The  first  claim,  which  was 
was  afterwards,  surrendered 
the  Patent  Office  April  12,  1{ 

The  other  two  claims  are  t 
designated  in  the  drawings 
disc  before  mentioned,  as  Ix 
space  between  the  circular  tc 
tracted  top  of  the  globe,  and 
the  central  and  important  < 
In  the  second  claim  it  is  co 
band  of  the  guard  and  the  fi 
in  the  third,  ir.  is  combined  v 
and  the  removable  globe.     B 
are  presupposed  and  impliec 
never  dissevered  from   the 
forms  its  top,  and  the  guard 
from  the  globe  with  its  conti 
moval.     It  is  a  globe  lantern 
contracted  at  top,  to  which  t 
enlarged  and  circular  top  and 
are  adapted,  and  for  which  t 
what  the  patentee  in  substai 
essential  to  make  his  claim  t( 

From  the  evidence  before  u 
lake  applied  for  his  patent  in 
of  his  improvement  were  wi 
tern,  patented  in  1856,  and- 
Patent  Office  for  a  patent  i 
guards  with  bands  at  the  top, 
the  guards  being  so  constru 
a  jacket,  and  thus  to  be  rei 
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the  top  of  the  gaard,  when  in  place,  fitted  closely  around 
the  top  of  the  globe  and,  theretjre,  there  was  no  place  or 
occasion  for  a.  disc  between  the  guard  and  the  globe,  as  in 
Westlake's  lantern. 

In  Canning's  lantern,  and  in  Max  Miller's,  both  presented 
for  patents,  and  the  latter  patented  in  18fi8,  there  was  a 
nearer  approach  to  Westlake's,  They  had  a  gnard  with 
an  enlarged  top,  consisting  of  a  circular  ring,  large  enough 
to  allow  the  globe  to  be  removed  through  the  siinie,  and 
this  top  was  connected  by  fastenings  ;  (bayonet  fastenings 
are  exhibited,)  with  the  dome,  the  bottom  of  which  was 
spread  out  like  a  broad  flat  bell,  and  might  hareserved  the 
purpose  of  a  disc  in  Westlake's  lantern,  had  it  been  admis- 
sible or  required.  But  in  these  lanterns,  the  top  of  the 
globe  not  being  contracted,  as  in  Westlake's,  it  filled  the 
top  of  the  guard,  and  left  no  intervening  space  for  a  disc 
between  them.  With  this  exception,  namely  ;  that  the  top 
of  the  globe  was  not  contracted,  the  difference  between  the 
lanterns  of  Canning  and  Max  Miller  and  that  of  Westlake, 
was  very  slight.  And  as  globes  with  contracted  tops  were 
not  new,  it  may  be  deemed  somewhat  donbtfnl  whether 
the  application  of  such  globe  to  these  lanterns  (Westlake's 
being  little  more  than  this)  was  entitled  to  the  merit  of 
invention  and,  therefore,  patentable. 

In  Watei-s'  lantern,  patented  in  1856,  there  was  a  globe 
with  a  contracted  top,  such  as  is  employed  by  Westlake, 
and  said  top  was  inserted  for  support  in  the  lower  part  of 
the  dome,  around  which  a  narrow  flange  spread  outwardly, 
(somewhat  like  Westlake's  disc,)  far  enough  to  receive,  in 
small  apertures,  the  wires  of  the  guard,  the  tops  of  which, 
not  being  connected  by  a  ring  or  banii,  were  inserted  therein 
directly.  But  although  the  dome  could  be  detached  from 
the  wires  by  pressing  them  inwardly,  and  lifting  the  dome 
off  from  them,  and  thas  give  room  for  removing  the  globe  ; 
yet,  as  the  parts  were  arranged,  this  could  not  be  done 
conveniently ;  and,  in   fact,  the  globe  was  not  removed 

omuad  Id  WkU. 
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from  the  top  of  the  guard,  I 
the  bottom,  and  lifted  off  in 
sired  to  have  access  to  the  lal 

In  none  of  the  lanterns  th 
fally  exhibited  and  applied 
lake's  i^atent,  used  for  the  san 
the  germ  of  it  was  seen  in  Vi 
able  equivalent  for  it  in  Cann 
Westlake,  in  his  testimony,  x 
at  the  time  he  made  his  inven 
in  a  conductor's  lantern  ;  and 
into  the  case,  which  exhibit  il 
same  manner,  and  for  the  san 
Westlake' s   lantern.     The  fii 
Graham  Chappell  in  1812,  anc 
1861.     The  use  of  the  disc  was 
the  lamj^s  or  lanterns  describe 
Evans  will  be  more  particular! 

Evans'  lantern  had  an  inner 
top,  an  outer  globe,  and  a  gua 
band  at  the  top.  The  disc  was 
plate,"  and  filled  and  coverec 
tracted  top  of  the  inner  chim 
between  the  latter  and  the  tc 
some  perforations  to  allow  th< 
the  chimney  and  globe.  The 
the  top  of  the  outer  glass  cyl 
side  the  npper  ring,  is  placec 
with  a  number  of  projecting 
the  npper  part  of  the  outer 
and  6,  in  their  places."  As  t 
be  used  in  mines,  the  crown  p 
or  rim  of  the  guard  by  a  screw 
of  its  being  accidentally  detj 
tached  and  removed,  the  glob 
removed  through  the  top  of  t] 
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be  removed  from  the  lamp  by  detaching  it  from  below; 
This  crown  plate,  therefore,  seems  to  have  served  the  pre- 
cise office  of  Westlake's  disc.  Stetson,  the  complainant's 
expert,  testiiies  as  follows:  "In  Evans'  patent,  Exhibit 
No.  1,  the  equivalency  of  tlie  gaard  is  somewhat  doobtfal; 
bnt  I  think  it  is  substantially  the  same  as  the  guard  claimed 
in  the  first  claim  (of  Westlake's  patent).  It  has  a  glass 
chimney  contracted  at  the  top,  wirhin  the  globe,  which  is 
held  in  place  by  a  disc  supporting  it  at  the  top,  and  ex- 
tending out  to  the  ring  at  the  top  of  the  guard."  This  is 
a  precise  description  of  Westlake's  disc.  It  is  true,  the 
witness  adds:  "But  the  disc  has  holes  for  the  circulation 
of  air;  tiie  disc,  practically,  only  fills  the  space  between 
the  small  top  of  the  lamp  chimney  and  the  globe."  But 
the  fact  that  the  disc  had  holes  in  it,  does  not  deteriorate 
from  its  importance  as  a  disc  to  fill  and  cover  the  space 
between  the  chimney  and  the  guard,  and  to  hold  the  former 
as  well  as  the  globe  in  place.  The  witness  admits  that,  "  If 
the  small  holes  were  made  in  the  defendant's  disc,  their 
lanterns  would  still  infringe  the  second  claim  of  the  patent," 
thus  implying  that  the  holes  do  not  destroy  the  identity  of 
the  disc. 

Smith,  the  defendant's  expert  says:  "This  lantern. 
Exhibit  1,  representing  Evans'  patent,  has  a  guard  so  made 
that  it  may  be  separated  from  the  top  and  from  base  of  the 
lantern,  all  in  one  piece.  The  parts  are  screwed  together, 
instead  of  being  held  by  catches  ;  but  it  admits  the  entire 
removal  of  the  dome  from  the  guard,  just  the  same.  There 
is  a  plate  inside  of  the  upper  band  of  the  guard,  which  has 
flanges  upon  it  to  maintain  the  top  of  the  globe  and  chim- 
ney, and  this  plate  fills  the  entire  space  except  so  far  as  it 
is  perforated.  The  globe  can  be  raised  through  the  top 
band  of  the  guard.  The  guard,  in  this  Exhibit  1,  is  whole 
and  can  be  removed,  not  from  the  entire  lantern,  any  more 
than  the  guard  in  Exhibit  5  (Westlake's),  but  from  the 
other  parts  of  the  lantern,  the  same  as  the  guard  of  Exhibit 
d  In  yima. 


Oct,  1874]      DANE  v.  CHICAGO  MNFG.  CO.  565 

Opinion  of  the  court. 

B.  It  cannot  be  removed  from  the  other  parts  of  the 
lantern  as  readily  as  the  guard  of  Exhibit  B^  because  it  is 
screwed  to  the  other  part,  and  cannot  be  unscrewed  as 
readily  as  spring  catches  can  be  worked. 

The  lantern,  Exhibit  1,  comes  as  completely  within  the 
first  claim  of  the  complainant's  patent  No.  3,747,  marked 
Complainant's  Exhibit  -4,  as  the  defendant's  lanterns  do. 

The  disc  g^  is  stated  in  the  patent  to  be  for  filling  and 
covering  the  space  between  the  band  and  the  top  of  the 
globe.  There  is  such  a  disc  in  Exhibit  1,  and  it  is  the 
equivalent  of  disc  g. 

The  fastenings  in  the  lantern,  Exhibit  1,  for  securing  the 
disc  to  the  guard  or  the  guard  to  the  disc,  are  not  like  the 
fastenings,  e,  shown  in  the  patent  No.  3,747,  but  they  are 
equivalents  for  each  other,  because  both  specifications  say 
that  other  fastenings  may  be  used,  and  they  both  produce 
the  same  result  and  admit  of  the  complete  separation  of  the 
guard  and  disc,  and  in  Evans'  Exhibit  1,  the  globe  can  be 
removed. 

The  combination  claimed  in  the  second  claim  of  the 
patent  No.  3,747,  Exhibit  -A,  is  substantially  embodied  in 
the  lantern  Exhibit  1,  unless  the  claim  embraces  the  guard, 
a,  removable,  leaving  an  entire  lantern. 

There  is  a  loose  globe  in  Exhibit  1,  and  it  therefore  sub- 
stantially embodies  the  third  claim  ;  but  there  is  a  differ- 
ence in  construction  between  the  lantern  guards." 

This  testimony  seems  to  us  to  be  corroborated  by  the 
patents  and  other  exhibits;  and  from  this  it  sufficiently 
appears  that  both  the  second  and  the  third  claims  of  West- 
lake's  patent  are  exemplified  in  Evans'  lantern.  It  has  the 
combination  of  the  disc,  the  band  and  the  fastenings  speci- 
fied in  the  second  claim,  and  that  of  the  guard,  the  disc, 
the  fastenings  and  the  globe,  specified  in  the  third  claim. 
Whilst,  therefore,  it  may  be  true  that  none  of  the  lanterns 
referred  to  are  equal  to  Westlake's  in  beauty  of  form  or 
convenience  of  adaptation  to  the  purpose  for  which  it  is 

Omitted  In  Walla««. 
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intended,  yet  every  part  has  been  anticipated  and  used  in 
some  form  or  other  for  the  very  purposes  and  uses  toifrbich 
it  is  applied  in  Westlake's ;  and  in  Evans'  lantern  all  the 
essential  parts  are  brought  together  and  used  in  the  com- 
binations  claimed  by  the  patentee.  Of  course,  the  combi- 
nation might  be  new  ;  and  if  productive  of  new  and  useful 
results,  and  not  a  mere  aggregation  of  results,  might  be  the 
subject  of  a  patent,  though  all  the  parts  were  used  before. 
But  here,  the  combinations  patented,  as  well  as  their  sep- 
arate elements,  had  been  anticipated. 
The  decree  iSj  therefore^  affirmed. 

Omltled  in  Wall, 

Piotest 

2.  Patentability  of  a  new  combination  of  old  elements: 
Gill  V.  Wells,  22  Wall.  1  [p.  471  anU\ 
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No.  42,520.    WesUake,  W.  April  26,  1864   Lantern.    Be- 
issne  No.  3,747.     November  23,  1869. 


Otheb  Suits  on  Saxe  Patent  : 

Dane  v.  Chicago  Mfg.  Co.,  1872.     8  Biss.  380;  6  Fish.   130;   2 
O.  G.  677. 
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Pags. 

Aocoont  of  Damaflres. 

1.  Where  the  patented  improvement  formed  a  part  only 
of  the  infringing  stoves  made  by  defendants,  the 
inquiry  in  the  accounting  before  a  master  should 
have  been  confined  to  an  account  of  the  profits  re* 
ceived  by  the  defendants  as  the  direct  result  of  the 
improper  use  of  the  improvements,  and  could  not 
include  all  the  profits  received  from  the  manufact- 
ure of  the  stoves  embracing  such  improvements. 

Littlefield  V.  Ferry 446 

See  Recovery,  1. 

Actual  Damages. 

See  Damages,  4. 

Anri^iTAtiaii. 

1.  A  grouping  together  of  devices  in  which  each  one 
produces  its  customary  effect  unmodified  by  the 
rest,  and  no  more,  and  in  which  no  result  follows 
the  union  which  was  not  previously  produced  by 
some  of  its  elements,  is  a  mere  aggregation,  and 
not  a  legitimate  and  patentable  combination. 
Hailes  v.  Van  Wormer 840 

See  Combination,  Q,  7, 8 ;  Particular  Patents,  8, 13, 14. 

Ambiguity. 

1.  A  patent  is  not  void  for  ambiguity  if  it  is  capable  of 
useful  application  in  the  hands  of  those  skilled  in 
the  art  to  which  it  appertains.    Klein  v.  Russell.    244 

See  Utility,  2;  Void  Patent,  1. 

Apportionment  of  Profitii. 

See  Account  of  Damages,  1. 

(569) 
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Article  of  BlanuflEusture* 

See  Particular  Patents^  9. 

Asftignee* 

See  Assignment,  2,  3, 7 ;  Extension,  2 ;  Beissae,  1. 

Asftifirnment* 

1.  The  power  of  assignment  under  the  statute  has  been 
so  construed  by  tlie  courts  as  to  confine  it  to  the 
transfer  of  an  entire  patent,  an  undivided  part 
thereof,  or  the  entire  interest  of  patentee  or  undi- 
vided part  thereof,  within  and  throughout  a  cer- 
tain specified  portion  of  the  United  States.    Lit- 

tlefield  V.  Ferry »  446 

^2.  One  holding  such  assignment  is  an  assignee  within 
the  meaning  of  the  statute,  and  may  prosecute  in 
the  Circuit  Court  any  action  that  may  be  neces- 
sary to  protect  his  rights  under  the  patent.  Lit- 
tlefield  V.  Perry 446 

8.  Where  the  Patentee,  Littlefield,  under  letters  patent 
relating  to  stoves,  executed  with  Treadwell  & 
Perry  a  ^' grant  "and  a  *^ supplemental  agree- 
ment "  on  the  same  day,  by  the  former  of  which, 
for  the  consideration  therein  named  and  of  the 
agreements  contained  in  the  supplemental  paper, 
he  made  conveyance  of  an  absolute  interest  in  his 
patent  for  a  specified  territory,  said  deed  being 
duly  recorded  in  the  Patent  Office,  wliile  in  the 
supplemental  agreement  it  was  stipulated  that 
nothing  contained  in  the  grant  should  give  the 
grantees  the  right  to  use  the  principle  of  the  pat- 
ent in  furnaces  erected  in  cellars,  &c.,  which  sup- 
plemental paper  was  never  recorded ;  held^  that 
the  ^'  grant "  was  to  be  treated  as  an  assignment, 
and  that  the  assignees  and  those  claiming  under 
them  could  sue  in  the  Circuit  Court  in  their  own 
names  to  prevent  an  infringement  of  their  rights. 
Littlefield©.  Perry 446 

4.  An  agreement  to  account  and  pay  a  specified  royalty 

contained  in  an  instrument  of  assignment,  forms 

part  of  the  consideration  of  the  assignment,  and 

does  not  reduce  the  grantee  to  the  condition  of  a 

i ;  .  licensee.    Littlefield  w.  Perry 446 

6.  Neither  does  a  clause  of  forfeiture  for  non-perform- 
ance contained  in  an  assignment,  reduce  the 
grantee  to  the  position  of  a  licensee.  For  the  non- 
payment or  other  non-performance  a  forfeiture 
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may  be  enforced  as  for  condition  broken,  but  un- 
til it  is  enforced  the  title  granted  remains  in  tlie 
assignee.    Littlefleld  r.  Ferry 446 

6.  Wtiere  an  agreement  was  executed  in  two  parts,  one 

of  wbicb  tbe  ^^  grant "  only  was  recorded,  Ae/d  tliat 
the  record  of  the  grant  alone  furnished  the  strong- 
est evidence  of  the  intention  of  the  iiarties  to  give 
effect  to  the  two  instruments  as  an  assignment. 
Littlefleld  w.  Perry ....   440 

7.  An  assignment  of  an  imperfect  invention,  with  all  tlie 

improvements  upon  it  tliat  the  inventor  may  make, 
is  equivalent  in  equity  to  an  assign^ment  of  the 
I>erfected  results.  In  such  case  the  assignees  be- 
come in  equity  the  owners  of  the  patent  issued 
upon  the  invention  when  perfected,  and,  ]f  the  as- 
signor takes  tlie  legal  title,  he  holds  it  in  trust  for 
them,  and  should  convey.    Littlefleld  v.  Perry  .  .   446 

8.  A  recorded  assignment  of  a  perfected  invention,  made 

before  a  patent  has  issued  carries  with  it  the  pat- 
ent when  issued.  Gayler  v.  Wilder,  10  How.  477 
[5  Am  &  Eng.  18A].    Littlefleld  v.  Perry 440 

9.  Certain  agreements  considered.    Littlefleld  i\  Perry.  440 
See  Sale,  3. 

Bill  of  Exceptions. 

1.  The  right  to  plead  the  statute  of  limitations,  like  any 
other  defense,  does  not  depend  upon  the  pleasure 
or  discretion  of  the  court.  But  where  the  rule 
prescribed  by  the  court  below,  on  which  the  court 
based  Its  refusal  to  allow  the  statute  to  be  pleaded, 
was  set  out  in  the  form  of  a  foot-note  to  the  bill  of 
exceptions,  held  that  the  rule  was  not  properly  ex- 
hibited in  the  bill  of  exceptions,  and  that  the  ex- 
ception was  not  well  taken.  Packet  Co.  v.  Sickles.  280 

Burden  of  Proof. 

See  Damages,  0 ;  Prior  Knowledge  and  Use,  2. 

Change  in  De^ee. 

See  Invention,  2 ;  Particular  Patents,  18. 

Change  in  Form. 

See  Invention,  2. 

Change  of  Material. 

1.  Tlie  mere  change  of  material  out  of  which  a  device  is 
made  where  the  purpose,  the  means  of  accomplish- 
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ing  it,  the  form  and  the  mode  of  operation,  are  all 
the  same  is  a  mere  matter  of  meclianiCHl  akill  and 
and  di>ea  not  involve  invention.    lUcks  c.  Kelsey,  ISO 

Chorve  to  Jury. 

1.  Where  tiie  conflict  ot  evidence  upon  the  question  of 
fact  was  very  great,  held  it  was  no  error  in  the  re- 
fusal of  the  court  to  direct  that  the  jury  find  for 

the  plaiutiff.    Kleiu  o.  Ruesell 244 

See  Combination,  1;  Contract,  2;  Dami^cea,  5;  Util- 
ity, 2. 
Claim. 

1.  One  void  claim  does  not  vitiat«  the  entire  patent,  if 

made  by  mistake  or  inadvertence,  and  witliout  any 
wilful  default  or  ii)t«nt  to  defraud  or  deceive  the 
public.    Carlton  v.  Bokee     91 

2.  The  claim  In  every  patent  must  be  construed  to  be 

limited  to  the  method  or  process  described  in  the 
speciflcation,    Mitchell  r.  Tilichman 174 

8.  The  claims  are  to  be  construed  with  I'eference  to  the 
state  of  the  art  at  the  time  the  invention  waa 
made.    Washing  Machine  Co.  c.  Tool  Co 305 

See  Combination,  9;  Void  Patent,  1. 

Collustvo  Suit. 

1.  A  compromiae  waa  made  between  the  parties  to  a  suit 
fur  infringing  a  patent,  in  pursuance  of  which 
a  decree  for  the  complainants  was  entered  in  the 
Circuit  Court,  and  affirmed  an  appeai  in  the  Su- 
preme Court. and  they  paid  defendant's  counsel  as 
well  aa  tlieirowu.  Upon  these  facts  belugshown 
to  the  Supreme  Court  the  decree  of  affirmance  waa 
vacated,  the  appeal  dismissed,  and  the  mandate 
wliich  had  been  issued  to  the  Circuit  Court  waa 
recalled.    Gardner  u.  Goodyear  Dental  Vulcanite 

Co 68 

ComblnatloD. 

1.  A  charge,  without  further  qualilication,  that  it  ia  an 
infringement  to  omit  one  of  the  elements  of  a  com- 
bination claim,  and  to  substitute  another  mechani- 
cal device  to  perform  the  same  function,  ia  errone- 
ous. Should  the  substitute  be  a  newly  discovered 
element,  or  an  old  one  performing  a  new  function 
nut  known  to  he  a  proper  substitute  at  tlie  date  of 
tin-  patent,  infrliif,'i'Uiei.t  uituld  be  avoided.  Rees 
V.  Gould 88 


INDEX  DIGEST.  673 

Pagb. 

2.  The  withdrawal  of  one  ingredient  in  a  patented  com- 

bination and  the  substitution  of  another  which 
was  well  known  at  the  date  of  the  patent  as  a 
proper  substitute  for  the  one  withdrawn  is  a  mere 
formal  alteration  of  the  combination.  Bees  v. 
Gould        39 

3.  Where  the  defendant  in   constructing  his  machine 

omits  entirely  one  of  the  ingredients  of  the  phin- 
tiff^s  combination  without  substituting  any  other 
he  does  not  infringe.  Rees  v.  Gould 39 

4.  Bona  fide  inventors  of  a  combination  are  as  much  en- 

titled to  equivalents  as  the  inventors  of  other 
patentable  improvements.    Bees  v.  Gould  ....     39 

5.  Tliere  may  be  a  patent  for  a  combination  of  many 

parts,  and  at  the  same  time  for  an  arrangement  of 
some  of  the  parts  constituting  another  combina- 
tion, but  still  a  part  of  the  larger.  Garratt  v. 
Seibert  161 

6.  A  new  combination  is  patentable  if  it  produces  a  new 

result,  although  all  the  elements  were  previously 
known  and  in  use,  but  the  new  result  must  be 
something  additional  to  the  results  which  were 
separately  produced  complete  before  by  the  differ- 
ent parts  of  the  combination  ;  a  mere  aggregation 
of  those  results  is  not  such  new  result,  and  does 
not  render  a  combination  legitimate.  Ilailes  v. 
Van  Wonner 840 

7.  No  one  can  prevent  others  from  using  certain  speci- 

fied devices,  either  singly  or  together,  because  he 
was  the  fii*st  to  use  tliem  together,  unless  he 
thereby  produced  a  new  and  useful  result  which 
was  due  to  the  joint  action  of  the  constituent 
parts,  and  was  not  merely  an  aggregate  of  the 
effects  which  were  produced  by  those  parts  when 
operating  by  themselves.    Hailes  v.  Van  Wormer  340 

8.  Where  the  patented  inventions  claimed  combinations 

of  old  elements,  held  that  it  was  not  an  infringe- 
ment to  use  some  of  the  old  elements  claimed 
together  with  other  elements,  either  singly  or 
together,  where  each  produces  its  appropriate 
effect  unchanged  by  the  others,  constituting  a 
mere  aggregation  of  devices.  Hailes  v.  Van 
Wormer 340 

9.  A  claim  to  a  combination  which  is  defined  to  be 

**  substantially  as  described,''  is  thereby  limited 
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to  the  el«nWDt8  which  are  described  in  the  specifl- 
cation  as  compoaiog  It.    Hailea  v.  Van  Wormer  .   340 

10.  A  new  combioatlOD  of  old  etements  iiroduciDg  a  new 

and  useful  result  is  pateotable.    Gill  v.  Wells        471 

11.  The  rule  that  iDventors  of  a  new  combination  of  old 

elements  are  aa  inuch  entitled  to  claim  eqnivA- 
lenta  as  anj  other  class  of  inventors  explained. 
Gill  p.  Wells 471 

12.  The  rule  Is  that  if  defendant  omits  entirely  one  of 

the  ingredients  of  plaiutifi's  combination,  without 
Bubstitutitig  any  other,  lie  does  not  infringe,  and 
if  he  substitues  another  in  place  of  tlie  one  omit- 
ted ;  which  is  new  or  which  |)erfurma  a  substanti- 
ally different  function,  or  even  if  it  is  old,  but 
was  not  known  at  the  dste  of  the  plaintiff's  pat- 
eat  as  a  proper  substitute  for  Ihe  omitted  ingredi- 
ent, he  does  not  infringe.     Gill  u.  Wells     ....    471 

18.  A  combination  of  tfmr  elements  is  not  the  same  in- 
vention as  a  comhinHtion  of  three  of  them  with- 
out the  fourtli.    Gill  r.  Wells 471 

14.  A  new  combination  of  old  elements  productive  of 
new  and  useful  results  is  patentable.  Dane  c. 
Chicago  Mnfg.  Co S» 

See  Equivalents.  1 ;  Particular  Patente,  1. 4,  S,  9, 12, 13, 
IS,  17,  23,  £4 ;  Process,  2 ;  Reissue,  3,  4,  5. 

CoaimlBBloiier'B  Decisions* 

1.  It  is  to  be  presumed  until  the  contrary  is  made  to  ap- 
pear that  the  Commissioner  did  bis  duty  correctly 
in  granting  the  reissued  patent ;  and  where  it  was 
insisted  that  the  reissue  was  void  because  it  was 
not  for  the  same  invention  as  the  original  patent, 
litld  that  the  objection  not  having  been  taken  in 
the  court  "below,  It  could  not  be  raised  here. 
Klein  «.  RusseU 241 

ConelndTMieM  of  CommiaBloner'a  Decfslons. 

See  Commissioner's  Decisions,  1. 

Oonstriietlon  of  Patents. 

1.  The  court  should  proceed  in  a  liberal  spirit  so  as  to 
sustain  the  patent  and  the  construction  claimed 
by  ttie  patentee  himself,  if  this  can  be  done  con- 
sistently with  the  language  which  he  has  em- 
ployed.   Klein  t>.  BusseU 244 
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Construction  of  Statutes* 

Act  1836  ii  6, 15.    Prior  Knowledge  and  Use,  1. 

Act  1836  i  14.    Damages,  3. 

Act  1836  i  18.    Extension,  2,  3. 

Act  1837  a  7, 9.    Disclaimer,  1. 

Act  1870  i  53.    Reissue,  3. 

Act  1870  2  59.    Damages,  3. 


Contract* 


1.  Where  a  condition  of  a  contract  was  construed  to  be  a 

covenant  on  the  part  of  the  vendee  of  certain  pat- 
ented inventions  to  pay  the  vendor  the  value  of 
his  inventions  in  excess  of  a  sum  already  paid  up 
to  a  certain  limit,  such  value  to  be  determined  by 
arbitrators,  and  the  vendee  refused  to  proceed  with 
the  arbitration  and  revoked  its  submission,  held 
that  if  the  performance  of  tlie  condition  for  a  val- 
uation be  rendered  impossible  by  the  act  of  the 
vendee,  the  price  of  the  thing  sold  must  be  fixed 
by  the  jury  on  a  quantum  vaUbaL  Humaston  v. 
Telegraph  Co 291 

2.  In  conformity  with  this  construction  of  the  contract, 

a  charge  to  the  jury  that  the  value  fixed  as  the 
limit,  a  specified  amount  of  stock,  was  not  the  legal 
measure  of  the  plaintiff's  damages,  but  that  he 
was  entitled  to  recover  the  excess,  if  any,  «  «  « 
over  the  amount  which  he  had  already  received, 
*  *  *  with  Interest  on  such  excess  from  the 
date  of  the  revocation  of  tlie  powers  of  the  arbi- 
ters, was  correct.    Humaston  v.  Telegraph  Co.  .   291 

3.  Evidence  of  the  value  of  the  stock  at  any  other  time 

than  that  of  the  date  of  the  contract,  held  prop- 
erly excluded.    Humaston  v.  Telegraph  Co. ...   291 

4.  Where  an  agreement  provided  that  any  improvement 

or  modification  of  the  invention,  which  may  be 
made  by  either  party,  A.  and  B.,  in  this  country, 
or  any  other,  shall  inure  to  the  joint  benefit  of 
both ;  and  it  appeared  that  a  patented  improve- 
ment had  issued  to  B.  as  part  assignee  of  an- 
other, Juld  under  the  peculiar  circumstances  that 
B.  was  chargeable  as  trustee  for  A.  with  one-half 
of  all  that  had  been  realized  from  the  use  of  the 
original  patented  invention,  and  the  improvement 
of  which  B.  was  half  owner.    Ambler  v.  Whipple,  410 

See  Copartnership,  1 ;  Jurisdiction,  1. 


>olG  '  INDEX  DIGEST. 

Copartnenblp. 

1.  Where  tbe  cbiusefl  of  bad  character  charged  mainat 
one  copartner,  A.,appeared  to  have  been  known 
to  the  otiier  partner  before  enterjnginto  the  agree- 
ment, held  that  tbe  case  showed  nothing  which 
deprived  A.  of  his  right  under  the  original  part- 
nership contract.    Ambler  n.  Whipple 410 

ISee  Release,  1. 

Costs. 

See  DiscUimer,  1. 
Coonsel  Fees. 

1.  Counsel  fees  cannot  be  included  in  the  verdict  for 

damages.    Philp  v.  Nock 84 

See  Damages,  5. 


1.  The  profits  recoverable  against  an  infringer  are  really 

damages^nd  unliquidated  until  the  decree  is  made ; 
and  upon  unliquidated  damages  interest  generally 
is  not  allowed.    Mowry  u.  Wliitney  ....  I 

2.  Where  the  defendant's  infringement  was  not  wanton, 

but  consisted  in  the  use  of  a  process  secured  to 
.  him  by  a  patent.  Held  that  while  this  did  not  pro- 
tect him  aftainat  responsibility  for  damages,  it 
ought  to  relieve  him  from  liability  for  interest  on 
profits.    Mowry  o.  Whitney     1 

8.  Tlie  measure  of  damages  to  be  recovered  against  in- 
fringers prescribed  by  acta  of  1836,  (J  14.)  and  1870, 
(|5.^.)is'  the  actual  damaKessuGtained  by  the  plain- 
tiC"  Where  the  plaintiff  has  sought  his  profit 
in  the  form  of  a  royalty  paid  by  bis  licensees,  and 
there  are  no  particular  circumstances  in  the  case, 
the  amount  to  be  recovered  will  be  regulated  by 
that  standard.  If  that  test  cannot  be  applied,  he 
will  be  entitled  to  an  amount  whicli  will  compen- 
sate him  for  the  injury  to  which  he  has  been  sub- 
jected by  the  piracy.    Fhilp  c.  Nock Si 

4.  In  arriving  at  their  conclusion  as  to  the  "  actual  dam- 
ages "sustained,  the  profits  made  by  the  defend- 
ant and  that  last  by  the  plaintiff,  are  among  the 
elements  which  the  jury  may  consider.  Fhilp  r. 
Nock     84 

6.  An  instruction  in  an  action  for  damages  for  Infringe- 
ment that  the  jury  shall  award  plaintiff  such  sum 
as  "  Co  reimburse  him  for  alt  such  expenditure  aa 
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have  been  necessarily  incurred  by  him  in  order  to 
establish  his  right^^^  held  too  broad  and  vague  as 
seeming  to  include  counsel  fees.    Philp  v.  Nock  .     84 

6.  Plaintiff  must  show  bis  damages  by  evidence.    Ptiilp 

Nock 84 

7.  In  suits  at  law  for  the  infringement  of  patents  where 

the  sale  of  licenses  by  the  patentee  has  been  suffi- 
cient to  establish  a  price  for  such  licenses,  that 
price  should  be  taken  as  the  measure  of  his  dama- 
ges against  the  infringer.  Nor  should  the  rule  be 
harsher  against  the  party  who  uses  the  invention 
with  the  consent  of  the  owner,  expressed  or  im- 
plied but  without  any  agreement  as  to  the  rate  of 
compensation ;  objection  for  refusing  to  so  instruct 
the  jury  sustained.    Packet  Co.  v.  Sickles  ....   280 

8.  The  reason  for  the  equity  rule  of  profits  as  a  meas- 

ure of  damages  is  that  of  converting  the  infringer 
into  a  trustee  for  the  patentee  as  regards  the  profits 
thus  made.    Packet  Co.  v.  Sickles 280 

9.  In  cases  of  infringement  the  profits  actually  realized 

without  interest,  are  usually  the  measure  of  un- 
liquidated damages.  Circumstances,  may,  how- 
ever, arise  which  would  justify  the  addition  of  in- 
terest, in  order  to  give  complete  indemnity  for 
losses  sustained  by  wilful  infringements.  Little- 
field  r.  Perry   446 

See  Contracts,  2 ;  Counsel  fees,  1. 

Date  of  Expiration  of  Patent. 

See  Particular  Patents,  6. 

Date  of  Invention. 

See  Novelty,  1. 

Disclaimer. 

1.  Where  it  was  objected  that  the  disclaimer  having 
been  made  after  the  filing  of  complainant's  bill, 
held  that  on  a  fair  construction  of  Act  of  1887, 
sees.  7  and  9,  the  disclaimers  could  be  made  as 
well  after  as  before  the  commencement  of  the  suit. 
It  would  be  the  duty  of  the  court  to  see  that  the 
defendant  was  not  injuriously  surprised  and  to 
impose  such  terms  as  right  and  justice  might  re- 
quire. The  question  of  unreasonable  delay  would 
be  open  for  the  consideration  of  the  court,  and  the 
complainant  could  recover  no  costs.  Smith  v. 
Nichols     426 
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Eqidndente. 

1.  Wbat  constitateB  the  substitntion  of  a  legal  eqaiva- 
lent  in  a  combination  within  the  meaning  of  the 
patent  law.    Gill  o.  Wells 471 

Bee  Combination,  1, 2, 4, 11. 

Estoppel* 

1.  Patentee  having  agreed  that  his  invention  was  an  im- 
provement  upon  anotlier,  and  having  induced  de- 
fendants to  purchase  by  reason  of  this  agreement, 
cannot  now  deny  it.    Littlefield  v.  Perry   ....   446 

Evidence* 

See  Charge  to  Jury,  1. 

Examination  of  IVItnesses* 

See  Witnesses,  1. 

Extension* 

1.  If  the  owner  of  a  patented  machine,  whether  he  built 

it  or  purchased  it,  has  also  acquired  the  right  to 
use  and  operate  it  during  the  lifetime  of  the  pat- 
ent, he  may  continue  to  use  it  until  it  is  worn 
out,  in  spite  of  any  and  every  extension  subse- 
quently obtained  by  the  patentee  or  his  assigns. 
Mitchell  r.  Ha wley 51 

2.  The  act  of  1836,  sec.  18,  gives  to  an  assignee  of  the 

patent  during  the  original  term  the  right  to  con- 
tinue  during  the  extended  term  the  use  of  a  ma- 
chine used  by  him  during  the  original  term.  Wil- 
son V.  Rousseau,  4  How.  646  [4  Am.  &  £ng.  436] ; 
Bloomer  v,  McQuewan,  14  How.  539]  5  Am.  A 
£ng.  434] ;  Chaffee  v.  Boston  Belting  Co.,  22  How. 
217  [7  Am.  &  Eng.  60]  ;  Bloomer  v,  Millinger,  1 
Wall.  340  [7  Am.  &  Eng.  185].  Eunson  v.  Dodge  133 
8.  Where  a  party  purchased  a  patented  article  from 
those  who  had  no  authority  to  sell  it,  subsequently 
obtained  an  assignment  for  his  territory  of  the 
patent  for  the  original  term,  held  in  view  of  act 
1836,  sec.  18,  that  he  was  not  liable  for  using  the 
article  after  the  patent  was  extended.  Eunson  v. 
Dodge 189 

See  Particular  Patents,  15. 

Formal  Chanffe* 

See  Combination,  2 ;  Invention,  2. 
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Identity* 

See  Combination,  13 ;  Particular  Patents,  28. 

Implied  liicentie. 

Bee  Damafj^,  7. 

Improvement. 

1.  A  new  idea  may  be  engrafted  upon  an  old  invention, 

be  distinct  from  the  conception  which  preceded  it, 
and  be  an  improvement.  In  such  case  it  is  patent- 
able.   Smith  V.  :Nichols 426 

2.  In  what  an  improvement  upon  an  original  invention 

may  consist.    Littlefield  v.  Perry 446 

See  Account  of  Damages,  1. 

InfHniT^ment. 

See  Combination,  1,  3, 8, 12;  Jurisdiction,  1 ;  Particular 
Patents,  4, 6, 7, 16 ;  Process,  2. 

InfHnger« 

See  Process,  1. 

Innocent  Infk*tnirer« 

See  Damages,  1, 2, 9. 

Interest* 

See  Damages,  2. , 

Invention* 

1.  A  patentable  invention  is  a  mental  result.    It  must 

be  new  and  shown  to  be  of  practical  utility. 
Everything  within  the  domain  of  the  conception 
belongs  to  him  who  conceived  it.  Smith  v.  Nichols  425 

2.  But  a  mere  carrying  forward  or  new  or  more  extended 

application  of  the  original  thought,  a  change  only 
in  form,  proportions  or  degree,  the  substitution  of 
equivalents,  doing  substantially  the  same  thing  in 
the  same  way  by  substantially  the  same  means 
with  better  results,  is  not  such  invention  as  will 

sustain  a  patent.    Smith  o,  Nichols 425 

See  Aggregation,  1 ;  Assignment,  7 ;  Change  of  Material, 
1 ;  Combination,  6;  Particular  Patents,  9, 10, 11, 
14, 18. 

Inventor. 

See  Prior  Knowledge  and  Use,  1. 

Joint  Owners* 

See  Contract,  4. 
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Jiirindlctloii. 

1.  An  action  which  raises  a  question  of  infrinf^ment  is 
an  action  arising  under  *'  the  law,"  and  one  who 
has  the  right  to  sue  for  the  infringement  may  sue 
in  the  Circuit  Couii;.  Such  a  suit  may  involve  the 
construction  of  a  contract  as  well  as  the  patent, 
but  that  will  not  oust  the  court  of  its  jurisdiction. 
The  question  of  infringement  raised  in  this  case 
confei*s  Jurisdiction,  even  if  the  parties  are  not 
technical  assignees.    Littlefield  u.  Perry    ....   446 

Licensee. 

1.  While  a  mere  licensee  cannot,  in  his  own  name,  sue 
Strang^  who  infringe,  yet.  he  would  be  per- 
mitted in  a  court  of  equity  to  bring  suit  against 
tlie  patentee  for  the  infringement  of  the  rights 
secured  to  him  by  his  licensee.    Littlefield  v.  Perry  446 

See  Assignment,  4, 5 ;  Sale,  3. 

License  Fee. 

See  Damages,  3,  7. 

Measure  of  Dani.i|?c8« 

See  Damages.    Process,  1. 

Mitigation  of  Daniagrea. 

See  Damages,  2. 

Notice. 

Notice  to  Purchaser, 
See  Sale,  4. 

Novelty. 

1.  A  patent  relates  back,  where  the  question  of  novelty 
is  in  issue,  to  the  date  of  the  invention,  and  not  to 
the  time  of  tlie  application  for  its  issue.  An  inac- 
curate instruction  to  the  jury,  held  properly  refused. 
Klein  v.  Russell 244 

See  Particular  Patents,  2, 11,  24. 

Particular  Patents. 

1.  A.  Whitney's  letters  patent  No.  5,531,  April  25,  1848, 
^  for  "  Improvement  in  annealing  and  cooling  Cast- 
iron  Car-Wheels,"  construed  to  be  not  for  a  com- 
bination, but  for  a  process  of  four  stages  which 
consists  in  applying  foreign  heat  to  a  hot  chilled 
wheel  at  the  point  of  time  when  it  has  reached  a 
particular  stage  of  cooling,  by  means  of  such  heat 
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bringing  the  whole  casting  up  to  a  higher  and  uni- 
form temperature,  and  maintaining  an  equable 
abatement  of  heat  in  a  furnace  or  chamber  under 
the  control  of  the  operator.    Mowry  o.  Whitney     1 

2.  This  is  more  than  a  process  of  annealing;  and  its 

novelty  is  not  disproved  by  the  prior  annealing 
and  slow  cooling  of  glass,  or  speculum  metal  or 
other  iron  castings  in  all  of  which  the  object  sought 
was  different,  and  the  effect  upon  the  annealed 
metal  or  glass  was  not  to  leave  them  in  the  con- 
dition to  which  it  was  sought  to  bring  car-wheels 
—with  the  crystallization  or  chill  of  the  periphery 
unimpaired,  and  the  plate  or  thin  part  unaffected 
by  strain.    Mowry  «.  Whitney 1 

3.  Although  the  chill  whicli  has  been  obtained  upon  an 

iron  casting  will  be  destroyed  at  a  heat  g^atly  be- 
low the  point  of  fusion,  but  is  not  affected  by  the 
degree  of  heat  at  which  one  part  fails  to  exert  an 
injurious  strain  upon  other  parts  in  consequence 
of  their  different  thickness  and  cooling  unequally, 
yet  a  patent  for  a  process  for  annealing  cast-iron 
car-wheels  by  heating  them  to  the  latter  degree, 
among  other  things,  is  not  void  for  uncertainty  in 
the  description  of  the  process,  because  the  speci- 
fication contains  a  direction  that  the  temperature 
of  the  casting  *^  be  raised  to  the  same  point,  (say 
a  little  below  that  at  which  fusion  commences,") 
since  those  experienced  in  these  matters  know  that 
a  chill  is  indispensable  in  a  car-wheel,  and  the  ob- 
ject of  the  process  will  be  attained  with  a  heat 
much  below  that  which  would  destroy  the  chill. 
Neither  is  the  patent  void  for  want  of  utility. 
Mowry  o.  Whitney I 

4.  Whitney's  patent  No.  5,531,  April  25, 1848,  construed 

to  be  for  an  entire  process  made  up  of  several  con- 
stituents (four  stages)  secured  to  him  in  their  use 
when  arranged  in  the  process,  and  not  claimed 
singly  by  him.  Held  that  unless  one  of  tliem  is 
employed  in  making  up  the  process,  and  as  an  ele- 
ment of  it  patentee  could  not  prevent  others  from 
using  it.    Mowry  v.  Whitney 1 

6.  Letters  patent  No.  9 JOO,  J.  S.  Taylor,  May  3, 1863. 
Hat-Bodies,  expire  on  the  same  day,  May  3, 1867. 
Mitchell  V,  Hawley 51 

6.  The  claim  of  patent  No.  11.766,  R.  A.  Tilghman,  Oc- 
tober  3, 1854,  Purifying  Fat  Bodies,  in  these  words: 
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The  manufactaring  of  fat  acids  and  glycerine 
from  fatty  bodies  by  the  actlou  of  water  at  a  high 
temperature  and  pressure,^'  strictly  construed  and 
limited  ou  reference  to  the  specification  to  mean  a 
process  for  decomposin  fats,  and  converting  them 
into  oleate,  margrate  and  steanite,  and  a  solution 
of  glycerine  by,  among  other  measures,  mixing  the 
fat  thoroughly  with  one-half  or  one-third  as  much 
water  by  means  of  a  perforated  piston  forced 
through  the  mixture  back  and  forth,  and  by  sub- 
jecting it  for  ten  minutes  to  the  temperature  of 
from  51(P  to  Ql'2P  Fahrenheit,  in  a  close  vessel 
capable  of  resisting  the  consequent  pressure  of 
2,000  pounds,  and  which  is  filled  by  the  mixture, 
and  into  which  nothing  else  is  admitted. 

Thus  interpreted  the  claim  is  not  infringed  by  a 
process  consisting  of  mixing  mt- Ued  fat  and  water 
by  forcing  the  water  up  through  the  mixture,  and 
spraying  it  over  the  top  whence  it  settles  through, 
and  by  subjecting  the  mixture  for  several  hours  in 
a  close  vessel  to  such  heat  that  tlie  pressure  equals 
about  300  pounds.    Mitchell  v.  Tilghman  .   .    174 

7.  The  invention  covered  by  patent  No.  32,252,  A.  L. 

Mowry,  May  7, 1861,  Annealing  Car- Wheels,  which 
consists  in  taking  car-wheel  castings  from  the  mold 
as  soon  as  they  are  cool  enough  to  allow  their  re- 
moval and  placing  them  in  a  pit  surrounded  with 
charcoal,  where  tliey  are  heated  by  the  charcoal 
taking  fire,  and  then  cooled  very  slowly,  held  an 
infringement  of  patent  No.  5,531,  A.  Whitney, 
April  25,  1848,  CasUlron  Car-Wheels,  for  taking 
such  castings  from  the  mold  at  the  same  stage 
and  heating  them  in  a  furnace,  where  they  are 
then  slowly  cooled,  both  processes  being  intended 
to  effect  the  same  punxwse.    Mowry  v.  Whitney  .       1 

8.  Claims  1  and  2  of  letters  patent  No.  39,535.  Tread  well 

&  Halles,  xVugust  U,  1803,  Stove,  held  to  be  for  ag- 
gregsitions,  and  not  for  new  and  patentable  com- 
binations.   Hailes  w.  Van  Wormer   .      340 

9.  Letters  patent  No.  66,933,  Blair,  J.  B.,  July  23, 1867, 

Rubber  Head  for  Lead  Pencils,  claiming^' as  a 
new  article  of  manufacture  an  elastic  erasive  pen- 
cil head,  made  substanti^tUy  in  manner  as  de- 
scribed," construed  to  be  for  an  article  of  manu- 
facture consisting  in  a  rubber  head  for  lead  pen- 
cils, and  not  for  a  combination  of  the  head  with 
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the  pencil.  Held  tliat  as  the  rubber  head  described 
in  the  patent  may  be  of  any  convenient  external 
form,  and  is  not  limited  as  to  either  the  form  or 
the  lons:itudinal  extent  of  its  soclcet  as  sliown  in 
the  drawing  it  is  not  new ;  and  as  it  was  previously 
well  known  tlmt  if  a  solid  substance  was  inserted 
into  a  cavity  in  a  piece  of  rubber  smaller  than  it- 
self the  rubber  would  cling  to  it,  the  size  of  the 
socket  in  the  head,  as  compared  with  that  of  the 
pencil,  does  not  add  to  the  patentable  character  of 
the  invention.    Rubber  Tip  Pencil  Co.  v.  Howard,  390 

10*  The  idea  that  if  a  pencil  is  inserted  into  a  cavity  in 
a  piece  of  rubber  smaller  than  itself  the  rubber 
will  attach  itself  to  the  pencil,  and,  when  'so  at- 
taclied,  become  convenient  for  use  as  an  eraser,  is 
not  of  itself  patentable ;  but  anew  device  by  which 
this  idea  may  be  made  practically  useful  is.  Rub- 
ber Tip  Pencil  Co.  v,  Howard 390 

Ih  A  wagon-reach  of  wood  strengthened  by  straps  of 
iron  on  eacli  side,  and  curved  to  allow  the  fore- 
wheels  to  pass  under,  being  well  known,  it  re- 
quired no  invention  to  dispense  with  the  wood  and 
bolt  the  straps  together  or  to  forge  them  in  one 
piece;  and  letters  patent  No.  83,487,  Hicks,  P., 
October  27, 1868,  for  a  wagon-reach  thus  made  was 
declared  void  for  want  of  novelty  in  invention. 
Hicks  v.  Kelsey 150 

12.  Claim  2  of  letters  patent  No.  111,881.  Seibert,  N. 
February  14, 1871.  Lubricator  for  **  tlie  improved 
lubricator,  consisting  of  the  parts  herein  described, 
constructed  and  arranged  substantially  as  speci- 
fied,^' construed  in  view  of  the  specification  and 
1st  claim  to  embrace  only  the  combination  which 
makes  up  a  complete  lubricator,  and  not  to  com- 
prehend the  heating  arrangement  which  may  or 
may  not  be  used  in  connection  with  it.  Garratt 
V.  Seiberi 161 

19»  Claims  1,  3,  4  and  5  rf  reissued  letters  p>itent  No. 
1,397,  Tread  well  &  Ilailes,  February  4, 1863,  Stove, 
original  patent  No.  32,267,  May  7, 1861 ,  construed 
in  view  of  the  words  ^^  as  substantially  described,'^ 
and  limited  in  order  to  lie  sustained  to  combina- 
tions in  wliich  the  peculiar  structure  of  one  of  tlie 
elements  is  functional  and  more  than  formal,  and 
not  infringed  by  an  aggregation  of  some  of  their 
elements  with  other  elements  not  included  in  their 
combinations.    Hailes  v.  Van  Wormer 340 
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14.  Claim  2,  construed  to  be  for  contracting  the  dis- 

charge «nd  of  the  coal-supply  reservoir,  expanding 
the  fire-pot,  and  extending  the  flame-passage  down- 
ward for  united  operation  in  a  base-burning  coal- 
supply  reservoir  stove  or  furnace,  essentially  as 
set  fortli,  held  to  be  for  an  aggregation.  Huiles  r. 
Van  Wormer 340 

15.  The  claims  of  Reissue  letters  patent  No.  2,829,  Ser- 

geant,  I.  A.,  December  31,  1867,  Clothes  Wringers 
(original  patent  No.  21,029,  July  27, 1858),  for  "  1. 

^        '  Tiie  employment  or  use  of  a  portable  or  yoke  frame 

B,  with  uprights  SS',or  their  equivalents,  for 
supporting  a  clothes  wringing  mechanism  in  posi- 
tion on  one  side  of  a  common  wash  tub,  for  the 
purposes  set  forth ;"  and  *'  2.  The  application  of 
an  adjustable  clamping  device,  when  employed  to 
attach  a  clothes- wringer  to  one  side  only  of  a  wash- 

'  tub,  substantially  in  the  manner  described  and  for 

the  purposes  set  forth,"  construed  in  view  of  the 
state  of  the  art  at  the  date  of  the  invention,  which 
showed  frames,  jaws  and  clamping  devices  to  be 
old,  and  limited  to  the  U-formed  yoke  in  the  1st 
claim,  and  in  combinalion  in  the  second  claim. 
.  TV  ashing  Machine  Co.  v.  Tool  Co 305 

16.  Ueld  that  the  claims  were  not  infringed  by  a  device 

which  had  some  of  the  features  of  that  of  the  com- 
'•  -                          plainant,  but  had  not  the  U-formed  yoke.    Wash- 
ing Machine  Co.  c  Tool  Co !;"....    305 

17.  Letters  patent  No.  4,472,  II.  A.  Wells,  April  25, 

1846.  Hat  Body  Machine,  construed  to  be  for  an 
invention  in  which  a  certain  element  (the  chamber 
or  tunnel)  is  described  to  be  material  to  the  combi- 
nation, and  containing  no  suggestion  of  any  other 
invention,  compared  with  its  reissue  No.  2,942, 
May  19, 1868,  and  the  reissue  held  to  have  struck 
out  from  the  original  the  correct  description  of 
'  one  of  the  ingredients  (the  tunnel)  of  the  patented 

combination,  and  to  have  substituted  in  its  place 
the  description  of  other  devices  not  well  known  at 
the  date  of  the  original  as  a  proper  substitute  for 
the  ingredient  whose  description  is  stricken  out. 
Gill  r.  Wells 471 

18.  Reissued  letters  patent.  No.  3,014,  William  Smith, 

June  30,  1869;  Corded  Elastic  Fabric,  original 
patent  No.  9,653,  April  5, 1863,  construed  in  view 
of  the  state  of  the  art  to  be  for  greater  tightness 
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,  * .  /  24.  The  invention  claimed  in  the  reissued  letters  patent 

No.  3,747,  November  28,  1869,  of  the  original  let- 
ters  patent  No.  42,520,  for  an  Improvement  in 
Lanterns,  granted  to  William  Westlake,  April  26, 
1864,  construed  to  be  for  the  adaptation  to  a  globe- 
lantern  of  a  wire  guard,  removable  at  pleasure, 
the  top  of  which  is  a  band  or  ring  sufficiently 
large  for  the  globe  to  be  passed  through  it  and 
which  is  separated  from  the  top  of  the  globe  by  a 
disk,  to  which  it  is  connected  by  fastenings  that 
allow  the  said  parts  (the  disk  and  guard)  to  be  de- 
tached at  pleasure,  so  as  to  permit  the  removal  of 
the  globe.  Doubted,  whether  it  involved  inven- 
tion, as  globes  with  contracted  tops  were  not  new, 
and  held  that  the  combination  of  old  devices, 
which  constituted  the  invention  was  anticipated 
by  the  English  patent  to  Isaac  Evans  in  1861. 

Dane  v.  Chicago  Mufg.  Co. 546 

25.  Claim  1,  of  reissue  No.  3,816,  Bussell,  N.  C,  Febru- 
ary 1, 1870,  Preparation  of  Leather  for  "  the  em- 
ployment of  fat  liquor  in  the  treatment  of  leather, 
substantially  as  specified,"  liberally  construed  in 
order  to  be  sustained  in  view  of  the  single  claim 
in  the  original  patent  No.  93,910,  August  17, 1869, 
for  ^*  the  process  substantially  as  herein  described, 
of  treating  bark-tanned  lamb  or  sheep  skins  by 
means  of  a  compound,  and  applied  essentially  as 
specified,'^  and  in  view  of  both  original  and  reis- 
sued specifications  referred  to  by  the  final  words  i 
of  the  claims,  and  limited  to  cover  only  the  use  of 
heated  liquor.    Klein  v.  Bussell 244 

Patent. 

See  Novelty,  1. 

Patentability. 

See  Combination,  10,  14;  Improvement,  1;  Princi- 
ple, 1. 

Persons  Skilled  in  the  Art. 

See  Ambiguity,  1 ;  Specification,  1 ;  Utility,  2. 

Principle. 

1.  A  newly  discovered  principle  or  property  of  matter 
may  be  patented,  provided  a  new  and  useful  result 
has  been  obtained  from  the  application  of  it,  and  \ 

the  specification  describes  how  the  result  is  to  be 
obtained.    Mitchell  v,  Tilghman 174 
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Prior  Knowledfire  and  Use. 
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1.  Where  the  question  was  of  the  prior  knowledge  and 

use  of  W.  S.  Kirkham^s  patented  invention  No. 
32,521,  June  11, 1861,  Lock,  and  arose  under  Act 
1836,  sec.  6,  held  that  prior  knowledge  and  use  by 
a  single  person  was  sufficient  to  defeat  the  p^itent. 
It  being  proved  that  the  anticipating  lock  '*  was 
complete  and  capable  of  working  ;'^  was  known  at 
the  time  to  at  least  five  pejrsons  and  was  put  in 
use  and  applied  to  a  door,  held  that  the  defense 
that ''  patentee  was  not  the  original  and  first  in- 
ventor of  the  tiling  patented  "  (act  1836,  sec.  15) 
was  made  out.    Coffin  v.  Ogden 126 

2.  The  invention  relied  upon  where  prior  knowledge 

and  use  is  set  up  in  defense,  must  have  been  com- 
plete and  capable  of  producing  the  result  sought 
to  be  accomplished.  The  burden  of  proving  it 
rests  upon  tlie  defendant,  and  every  reasonable 
doubt  should  be  resolved  against  him.  Coflin  v. 
Ogden 125 

3.  The  question  raised  but  not  determined  whether  an 

actual  test  of  the  invention  of  which  there  was 
prior  knowledge  and  use  is  nnnecessary,  provided 
the  invention  was  complete.  Gayler  v.  Wilder,  10 
How.  477  [6  Am.  &  Eng.  188].    Coffin  r.  Ogden  .    125 


Procemi. 


1.  It  is  as  true  of  a  process  invented  as  an  improvement 

in  a  manufacture,  as  it  is  of  an  improvement  in  a 
machine,  that  an  infringer  is  not  liable  to  the  ex- 
tent of  his  entire  profits  in  the  manufacture,  and 
where  on  the  alternative  findings  of  a  master  in  an 
accounting  for  the  infringement  of  a  patented 
process,  the  court  decreed  against  defendant  for 
the  entire  profits,  on  his  infringing  device,  and  not 
for  the  profits  arising  from  the  advantage  in  the 
use  of  the  improved  process  over  other  processes 
open  to  him,  the  decree  was  reversed.  Mowry  v, 
Whitney 1 

2.  If  the  subject  of  a  patent  is  a  combination  of  several 

processes,  or  parts  or  devices,  the  use  of  any  por- 
tion of  the  combination  less  than  the  whole  can- 
not be  infringement.    Garratt  v.  Seibert    ....   161 

See  Particular  Patents,  1,  2,  3,  4,  6,7,25;  Profits,!; 
Utility,  1. 
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Proflto. 

1.  In  estimating:  an  infringer's  profits  the  question  to  be 

determined  is  what  advantage  has  he  derived  from 
using  the  patented  process  over  what  he  had  in 
using  otlier  processes  tlien  open  to  the  public,  and 
adequate  to  enable  him  to  obtain  an  equally  bene- 
ficial result.    Mo  wry  v.  Whitney 1 

2.  Profits,  by  what  rule  determined  on  an  accounting 

for  damages.    Littlefield  v.  Perry 446 

See  Account  of  Damages,  1 ;  Damages,  1, 2,  4,  8, 9. 

Parchaser. 

Purchaser  of  right  to  make  or  sell. 

1.  Purcliasers  of  an  exclusive  privilege  of  making  or 

vending  a  patented  machine,  acquire  an  interest  in 
the  franchise  which  the  patent  secures ;  such  inter- 
est terminates  at  the  time  limited  for  its  continu- 
ance, by  the  law  which  created  the  franchise,  un- 
less it  is  expressly  stipulated  to  the  contrary. 
Mitchell  V.  Uawley 51 

Purchaser  of  Patented  Article. 

2.  Where  a  patentee  has  assigned  his  right  to  manufac- 

ture, sell  and  use  within  a  limited  district  an  in* 
strument,  machine  or  other  manufactured  pro- 
duct, a  purchaser  of  such  instrument  or  machine, 
when  riglitfully  bought  within  the  prescribed 
limits,  acquired  by  such  purchase  the  right  to  use 
it  anywhera  without  reference  to  other  assign- 
ments of  territorial  rights  by  the  same  patentee. 

Adams  v.  Burks 67 

See  Extension,  3 ;  Sale,  4. 

Recording  Assigumeiit. 

See  Assignment,  6,  8. 

Recovery. 

1.  Where  it  waB  insisted  that  if  plaintiff  claimed  the 
benefit  of  the  last  reissues,  he  could  not  recover 
damages  for  infringement  prior  to  their  date,  held 
that  such  reissues  having  been  made  jjendente  lite 
that  the  litigation  gathers  to  its  harvest  the  fruits 
of  the  labor  of  defendant  Littlefield  and  his  asso- 
ciates during  its  |[)endency,  their  infringement  hav- 
ing commenced  only  shortly  before  the  action  was 
brought.  Held  further  that  as  Littlefield  held  his 
patents  all  the  time  in  trust  for  these  assignees  to 
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the  extent  of  the  territory  they  owned,  he  must 
account  to  them  for  the  profits  lie  made  hy  the  un- 
lawful use  of  the  trust  property.  Littlefield  v. 
Perry.  . 446 

Redaction  to  Practice. 

See  Prior  Knowledge  and  Use,  8. 

Beissae* 

1.  Reissues  are  not  patents  for  new  inventions,  but 

amendments  of  old  patents.  If  a  reissue  is  ob- 
tained with  the  consent  of  an  assignee,  it  inures 
at  once  to  his  benefit ;  if  without,  he  lias  his  elec- 
tion to  accept  or  reject  it.    Littlefield  v.  Perry  .  .   446 

2.  Requisites  of  a  valid  reissue.    Gill  r.  Wells 471 

8.  Where  patentee  has,  through  inadvertence,  failed  to 

claim  a  combination  described  in  his  original  pat- 
ent, he  may  reissue  it  to  secure  not  only  the  com- 
binations claimed  in  the  original,  but  for  any  of 
the  described  combinations  which  were  omitted. 
But  where  the  only  invention  described  in  the 
original  includes  all  the  ipgredients  of  the  ma* 
chine  without  suggestion  of  any  other  invention, 
he  cannot  reissue  to  include  a  combination  of  less 
elements,  as  well  as  the  original  combination,  as 
it  would  be  for  a  different  invention  ;  such  a  change 
would  be  new  matter  prohibited  by  act  1870,  sec. 
68.    Gill  V.  Wells 471 

4.  A  patent  for  a  combination  of  four  elements  cannot 

be  reissued  for  a  combination  of  three  of  the  ele- 
ments with  a  substitute  for  the  fourth,  unless  it 
was  known  at  the  date  of  the  patent  to  be  a  proper 
substitute ;  and  it  should  be  explained,  it  seems, 
that  the  substitute  is  an  equivalent  for  the  omitted 
element  and  why  the  change  is  made.  Gill  v. 
Wells 471 

5.  A  patent  for  a  combination  of  four  elements,  which 

does  not  suggest  any  other  improvement,  cannot 
be  reissued  with  a  claim  for  a  combination  of  three 
of  those  elements,  omitting  all  reference  to  the 

fourth.    Gill  r.  Wells 471 

See  Particular  Patents,  13-25;  Recovery ,  1. 

Conclusiveness  of  Commissioner's  Decisions  on  Grant  of  Beissue. 

See  Commissioner's  Decision,  1. 

Release* 

1.  Where  a  release  of  A.'s  interest  in  a  partnership  was 
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Page. 
prepared  and  signed  by  co-partner  B.,  and  was  ac- 
cepted by  A.  witl:out  objection,  but  not  signed  by 
him,  and  then  left  by  A.  in  the  hands  of  a  third 
party,  to  be  delivered  to  A.  only  when  the  the  un- 
signed counterpart  was  signed  and  delivered,  field 
that  in  order  to  be  binding  it  should  have  been 
signed  by  both  parties,  and  that  A.  was  not  bound 
by  taking  a  copy  of  it  which  he  did  not  sign. 
Amber  t?.  Whipple 410 


Repair* 


See  Sale,  2. 

Right  of  Action. 

See  Assignment,  2,  3 ;  Jurisdiction,! ;  Licensee,  1. 

Right  to  Make  or  Sell 

See  Purchaser,  1. 

Right  to  Make,  to  Sell,  to  Use. 

1.  The  right  to  manufacture,  the  right  to  sell,  and  the 
right  ta  use  are  each  substantive  rights,  and  may 
be  granted  or  conferred  separately  by  the  patentee. 
Adams  v,  Burks 67 

Right  to  Use. 

See  Extension,  2, 3 ;  Purchaser,  2 ;  Sale,  2. 

Sale. 

1.  The  rule  is  well  established  that  when  a  patentee  has 

himself  constructed  a  machine  and  sold  it  with- 
out any  conditions,  or  authorized  another  to  con- 
struct, sell  and  deliver  it,  or  to  construct  and  use 
and  operate  it  without  any  conditions,  and  the  con- 
sideration has  been  paid  to  him  for  the  thing  pat- 
ented, the  patentee  must  be  understood  to  have 
parted  to  that  extent  with  all  his  exclusive  right, 
and  that  he  ceases  to  have  any  interest  whatever 
in  the  patented  machine  so  sold  and  delivered,  or 
autliorized  to  be  constructed  and  operated.  Mitch- 
ell V,  Hawley 51 

2.  Where  the  sale  of  a  patented  implement  or  machine  is 

absolute,  and  without  any  conditions,  it  becomes 
the  private  individual  property  of  the  purchaser, 
and  he  may  continue  to  use  it  until  it  is  worn  out, 
or  he  may  repair  it  or  improve  it  as  he  pleases. 
Mitchell  V.  Hawley 51 
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8.  Where  the  patentee  sold  the  exclusive  right  for  spec- 
ified territory  to  make  and  use  "  and  to  license  to 
oHiers  the  right  to  use  said  machine ''  during  the  re- 
mai Oder  of  the  original  term,  it  being  stipulated  in 
the  instrument  of  conveyance,  that  the  licensee 
^'•shall  not  in  any  way  or  form  disposeof^  sdl^or  grant 
any  license  to  use  said  machines  beyond  the  expi- 
ration "  of  the  original  term.  Held  that  the  sale 
of  machines  by  such  licensee  '^  with  the  right  to 
run  '^  the  same,  did  not  convey  the  right  to  use 
them  beyond  tiie  term  of  the  original  patent. 
Mitchell  t?.  Hawley * 61 

4.  Notice  to  the  purchaser  in  such  a  case  is  not  required, 
as  the  law  imposes  the  risk,  as  to  whether  the  title 
of  the  seller  is  such  that  he  can  make  a  valid  con- 
veyance, upon  tlie  purchaser  as  against  the  real 
owner.    Mitchell  o.  Hawley 61 

Specification. 

1.  The  definiteness  of  a  specification  may  vary  with  the 
subject.  Addressed  to  those  skilled  in  the  art,  it 
may  leave  something  to  their  skill  in  applying  it ; 
but  it  should  not  mislead  them  ;  and  it  may  be  suf- 
ficient, though  the  unskilled  may  not  be  able  to 
gather  from  it  how  to  use  the  invention.  Mo  wry 
t7.  Whitiney 1 

See  Utility,  2. 

Statute  of  Limitation. 

See  Bill  of  Exceptions,  1. 

Sab-Combination. 

See  Combination,  6;  Reissue,  3, 6. 

**  Substantially  as  Describetl.'' 

See  Combination,  9 ;  Particular  Patents,  13. 

Substitution. 

See  Combination,  1, 2, 12 ;  Equivalents,  1 ;  Invention,  2 ; 
\  Reissue,  4. 

Territorial  Ashi^nment* 

See  Purchaser,  2. 

Title. 

1.  In  a  contest  between  an  assignor  in  equity  and  his 
»  assignees  a  court  of  equity  will  give  the  same 

effect  to  an  equitable  title  that  it  would  to  one 
that  was  legal.    Littlefield  v.  Perry 44ft 
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Trustee. 

See  Assi^ment,  7 ;  Contract,  4;  Damages,  8;  Becov- 
ery,  1. 

Utility. 

1.  If  the  patented  process  cannot  be  performed  without 

danger  to  the  operator,  it  cannot  be  regarded  as 
useful  within  the  meaning  of  the  patent  law. 
Mitchell  V.  Tilgh man 174 

2.  A  charge  that  if  a  certain  process  applied  at  or  near 

the  boiling  point,  proved  injurious,  the  patent  was 
void  for  want  of  utiliiy,  held  properly  refused,  but 
but  modified  by  charging,  that  if  applied  .near  the 
boiling  point  ''  under  the  common  knowledge  of 
peraous  skilled  in  the  art,"  it  sliould  prove  injuri- 
ous, sustained  as  correct.  Kline  v.  Russell  .  .  .  244 
See  Particular  Patents,  3, 10. 

Void  Patent. 

1.  Where  a  specification  by  ambiguity  and  a  needless 

multiplication  of  nebulous  claims  is  calculated  to 
deceive  and  mislead  tlie  public,  the  patent  is  void. 
Carlton  ?;.  Bokee 9! 

2.  A  patent  is  invalid  if  the  i-esult  which  is  predicted 

cannot  be  obtained  by  the  means  described.  Mitch- 
ell r.  Tilghman 174 

See  Ambiguity,  1 ;  Particular  Patents,  23. 

Witnesses. 

1.  A  question  put  to  a  witness,  which  was  to  incidental 
and  collateral  matter  drawn  out  to  test  his  credi- 
bility, and  which  in  no  wise  affected  the  merits  of 
the  controversy  between  the  parties,  held  properly 
put.    Klein  v.  Russell 244 
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Paob. 
Reissue* 

The  reissue  is  presumed  to  be  for  the  same  invention  as 

the  original,  unless  the  contrary  appear 276 

Reissue  of  an  original  patent  for  a  combination  of  a 
different  number  of  elements  than  those  claimed 
in  the  original 540 

Riglit  of  Action. 

Territoral  grantee,  right  to  sue 466 

RiRlit  to  Use. 

Bight  to  continue  use  during  extension 59 

Sale. 

Sale  df  patented  article  passes  it  beyond  the  monopoly  ; 

it  becomes  private  property 69,  82 

Specification. 

Sufficient  description  of  a  process 33 

Sufficient  definiteness  in  stating  variations  in  degrees  of 

heat  in  a  process 32 

The  sufficiency  of  the  specification  is  in  view  of  persons 

skilled  in  the  art 276 

Sub-Combl  nations. 

Reissue  of  an  original  patent  for  a  combination  of  a  dif- 
ferent number  of  elements  than  those  claimed  in 
the  original 540 

Substantially  as  Descril>e<1. 

''Substantially  as  described,'' effect  on  construction  of 

claim 172, 276,  385 
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A  combination  is  not  infringed  by  the  substitution  of  a 

new  element 48 
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Territorial  grantee,  right  to  sue 466 
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